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A. The Fintiv Factors Weigh in Favor of Institution 

Petitioners have submitted Sotera stipulations (Exs. 1013-16), utilizing the 

verbatim language requested by the Board in its March 3, 2025 email authorizing 

submission of stipulations and this reply.  The Sotera stipulations prevent raising the 

same grounds or grounds that reasonably could have been raised in the Petition from 

being litigated in the District Court cases, if institution is granted. There will thus be 

no overlap between the grounds raised in this IPR, or any ground that could have 

been raised, and the corresponding District Court cases, eliminating the inefficiency 

and fairness concerns underlying the Board’s discretion to deny institution under 

Fintiv.  Sotera Wireless, Inc. v. Masimo Corp., IPR2020-01019, Paper 12 at 19 

(PTAB Dec. 1, 2020) (precedential, designated Dec. 17, 2020).   

While the Director’s June 2022 Guidance was recently rescinded, Petitioner’s 

Sotera stipulations nonetheless resolve the Fintiv analysis strongly against 

discretionary denial. And as explained below, none of the Fintiv factors weigh in 

favor of—and at least factors 4 and 6 weigh heavily against—discretionary denial. 

The Fintiv analysis “relate[s] to whether efficiency, fairness, and the merits 

support the exercise of authority to deny institution in view of an earlier trial date in 

the parallel proceeding.” Apple Inc. v Fintiv, Inc., IPR2020-00019, Paper 11 at 6 

(PTAB Mar. 20, 2020) (precedential, designated May 5, 2020).  In “evaluating the 

[Fintiv] factors, the Board takes a holistic view of whether efficiency and integrity 
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of the system are best served by denying or instituting review.” Id. By focusing 

entirely on a district court cases involving only one of the three Petitioners, Patent 

Owner ignores significant overall efficiencies and fairness promoted by granting 

institution  under a “holistic” view considering all of the cases.  As the court noted 

when staying the Dell Case, “[s]hould the PTAB decide to institute IPRs, the issues 

in this case could be greatly simplified” (1:23-cv-01506-RP, Dkt. No. 69 at 3, (W.D. 

Tex., Dec. 12, 2024)) and in the HP case the court noted that institution of the IPRs 

would “change the game” and “generally” result in a stay (4:24-cv-04097-YGR, 

Dkt. 112 at 4:9-13 (N.D. Cal.).  A single PTAB proceeding will be far more efficient 

than multiple district court determinations on invalidity, which will not necessarily 

be binding on the others. Thus, discretionary denial would not promote Fintiv’s ends 

of efficiency or fairness here, especially when considering all of the parallel cases.  

For the reasons stated below, the Fintiv factors weigh heavily against discretionary 

denial. 

Fintiv Factor 1 is neutral or disfavors denial. Neither party in the LGL case 

has, as of yet, requested a stay pending IPRs.  Apple Inc. v. Fintiv, Inc., IPR2020-

00019, Paper 15, p.12 (PTAB May 13, 2020) (“Fintiv II”) (declining to “infer” how 

the district court “would rule should a stay be requested”). The Dell Case has been 

stayed “in its entirety pending further order of the Court until Dell’s IPRs are 
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resolved.” 1:23-cv-01506-RP, Dkt. No. 69 at 9.  And, as noted above, the HP court 

indicated that it would reconsider a stay if any petitions were instituted.  

Fintiv Factor 2 is neutral or disfavors denial. Petitioners’ Sotera stipulations 

eliminate any potential overlap or conflict between the district court cases and this 

IPR, mitigating concerns related to trial schedules. Moreover, any potential risk is 

further mitigated by the growing backlog of cases in E.D. Tex. (e.g., increasing 

median time-to-trial statistics) and associated scheduling uncertainty.  The Dell Case 

has been stayed in its entirety and, thus, no trial is scheduled. 1:23-cv-01506-RP, 

Dkt. No. 69 at 9. Trial in the HP Case is scheduled for September 21, 2026 (4:24-

cv-04097-YGR, Dkt. 93), approximately 5 months after the anticipated final written 

decision here.  

Fintiv Factor 3 is neutral or disfavors denial. The submitted Sotera 

stipulations prevent overlap, ensuring that the IPR will be a true alternative to 

District Court litigation. Moreover, claim construction analysis in the E.D. Tex. case 

remains early, with no substantive briefing and no Markman order yet issued. To be 

clear, Patent Owner ignores, and implicitly acknowledges, that the parties and courts 

have not made substantial investment in either the Dell Case or the HP Case. The 

Dell Case was stayed before the parties submitted claim construction briefs. 1:23-

cv-01506-RP, Dkt. No. 69 at 4-5. At that time, fact discovery had not opened 

between the parties. 1:23-cv-01506-RP, Dkt. No. 30, ¶ 9.  In granting Dell’s motion 



4 

to stay the case, the court explicitly noted how little investment had been made to 

that point. 1:23-cv-01506-RP, Dkt. No. 69at 4-5. The HP Markman hearing will not 

occur any earlier than May 21, 2025, well after the anticipated decision on institution 

here and potential stay in the HP case. Id. at 10. And party discovery will not begin 

until after the entry of a Markman order. 4:24-cv-04097-YGR, Dkt. 77 at 6. 

Fintiv Factor 4 strongly disfavors denial. To eliminate any doubt as to the 

absence of meaningful overlap between the District Court and IPR, Petitioners 

submit Sotera stipulations, using the specific language indicated by the Panel in its 

March 3, 2025 e-mail authorizing Petitioners’ request, with respect to the pending 

litigations.  Ex. 1013-16.  Factor 4 strongly disfavors denial, at least because 

Petitioners’ stipulations guarantee that the grounds relied on in this IPR, or that could 

have been brought in this IPR, will not be relitigated/otherwise litigated in the 

District Court proceedings. As the Board held in Sotera, such a stipulation “mitigates 

any concerns of duplicative efforts between the district court and the Board, as well 

as concerns of potentially conflicting decisions,” and Factor 4 thus “weighs strongly 

in favor of not exercising discretion to deny institution under 35 U.S.C. § 314(a).” 

Sotera, Paper 12 at 19.   

Fintiv Factor 5 is, at worst, neutral. Fintiv did not suggest Factor 5 favors 

denial when the petitioner and the defendant in the parallel proceeding are the same, 

instead noting that “if a petitioner is unrelated” the Board has weighed that “fact 
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against exercising discretion.” Fintiv, 13-14. Patent Owner only discusses the LGL 

Case in connection with Factors 1-4, of which neither Dell nor HP are party. Thus, 

that Dell and HP are parties to co-pending cases have no bearing on the Factor 5 

analysis. At most, those two Petitioners are parties to district court cases that Patent 

Owner does not even suggest warrant discretionary denial.    

Fintiv Factor 6 strongly disfavors denial. The strength of the merits alone 

outweighs any potential inefficiencies (which, as discussed above, the Sotera 

stipulations eliminate).  Fintiv, 14-15 (“if the merits of a ground raised in the petition 

seem particularly strong…institution of a trial may serve…overall system efficiency 

and integrity”). The evidence in the petition, supported by corroborated expert 

testimony, if unrebutted in trial, would plainly lead to a conclusion that one or more 

claims are unpatentable.   

For the reasons stated above, and in view of Petitioners’ Sotera stipulations, 

the Fintiv factors on balance weigh heavily against discretionary denial. 

Respectfully submitted, 

 

Dated: March 10, 2025    /Craig A. Deutsch/    
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Attorney for Petitioner Lenovo (United 

States) Inc.
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