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Institution' is warranted here because the 1485 Petition (“this Petition”)
presents the same grounds for unpatentability instituted in [IPR2024-846 (“Microsoft
IPR”) and will assure the most timely, cost-effective, and efficient resolution of the
’954 Patent’s patentability without burdening or prejudicing Proxense, allaying any
concerns of filing multiple petitions (Consolidated Trial Practice Guide “CTPG,”
59). Proxense does not dispute these points. Proxense’s arguments that the Board
should exercise its discretion and deny “Apple’s” second petition (POPR, 1) because
Petitioner was joined to IPR2024-233 (“the Google IPR”) are unsupported by the
facts and the law. Thus, the Board should institute this Petition.

First, Proxense provides no challenge to the grounds of this Petition. Thus,
the Board should institute it for the same reasons it instituted the Microsoft IPR.

Second, Proxense’s argument that “Apple has not made any showing that the
prior art combinations could not have been presented in a single Petition” (POPR,
1) ignores the law and facts. By requesting joinder, Apple could not have introduced
additional grounds in this Petition. Facebook, Inc. v. Windy City Innovations, LLC,
973 F.3d 1321, 1336-37 (Fed. Cir. 2020). If Apple had combined grounds in a single

Petition, both the Board and Proxense would have had to expend additional

! This Reply addresses institution only because Proxense has “no objection to
Apple joining . . . [PR2024-00846” and did not file an opposition to Apple’s

Motion for Joinder. EX-1038, 1.



resources addressing grounds in an Apple IPR that could not have been joined to any
proceeding. Further, such a combination is not feasible. As demonstrated by Apple’s
analysis (Ranking Document, Paper 4), its two petitions raise significantly different
invalidity challenges, and only this Petition challenges claims 8, 9, 11, 20, 21, 28
and 29. Paper 4, 2-3. These different petitions require 13,957 (this Petition) and
12,771 (1334 Petition) words, respectively, and cannot be practicably combined.

Proxense’s argument that claims 8, 9, 11, 20, 21, 28 and 29 are not asserted
and, therefore, “not at issue” (POPR, 2) is incorrect and misleading. These claims
are at issue because they are challenged here, and their inclusion creates a material
difference with the 1334 Petition. Paper 4, 2-3. Rather than “clearly proffer[ing]” a
stipulation to take these claims out of dispute (CTPG, 61), Proxense argues that these
claims are not at issue because they are not asserted in the current co-pending
litigation. Tellingly, Proxense would not agree to sign a covenant not to sue Apple
on these claims. POPR, 2. Thus, Proxense’s litigation tactics result in claims 8, 9,
11, 20, 21, 28 and 29 remaining “at issue” and the current co-pending litigation is
of no consequence. This weighs against the Board discretionarily denying institution
as only this proceeding will resolve that dispute.

Proxense’s argument that Apple should be treated like Microsoft (POPR, 2)
ignores why the Board denied Microsoft’s joinder and that it and Apple are not

similarly situated. Rather than determine the propriety of joinder, the Board



procedurally denied joinder because “the condition on which [Microsoft]’s Petition
and Motion for Joinder is based ha[d] not come to pass.” [PR2024-1327, Paper 10,
2. No such condition exists here. In addition to Apple’s different request, Microsoft
and Apple are differently situated because Microsoft was sued 10 months earlier
than Apple and Microsoft chose to file its own petition challenging all of the 954
Patent claims. Moreover, Apple is not precluded from joining the Microsoft IPR
merely because it was previously joined to the Google IPR. Uniloc 2017 LLC v.
Facebook Inc., 989 F.3d 1018, 1022 (Fed. Cir. 2012). Indeed, in another IPR against
Proxense, the Board instituted a second, joinder petition noting the “representations
by [Apple] and [Proxense]’s statement that it does not oppose joinder.” IPR2024-
1399, Paper 8, 4-5. The Board should institute this Petition because these same
representations and lack of opposition exist here. Proxense’s argument that Apple is
no longer an understudy in the Google IPR (POPR, 2) is a red herring that ignores
that Petitioner’s substantive briefing has concluded and, as a joinder party, Apple
cannot challenge claims 8, 9, 11, 20, 21, 28 and 29 or add any new grounds.
Facebook, 973 F.3d at 1336-37.

Third, Proxense will not be prejudiced by institution of the 1486 Petition, and
does not make this argument. Thus, the Board should institute this Petition to resolve
the parties dispute in a manner that conserves resources and prevents additional costs

to the parties.
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