
From: Director_PTABDecision_Review
To: "Todd Walters"; acohen@sidley.com; greg.lantier@sidley.com; amy.mahan@sidley.com; liv.herriot@sidley.com;

natalie.lee@wilmerhale.com; cole.uzat@wilmerhale.com; david.cavanaugh@wilmerhale.com;
Daniel.Roberts@dechert.com; sharon.gagliardi@dechert.com; kevin.flannery@dechert.com;
Megan.Gentleman@dechert.com; James Moore; Sharon Hwang; Amy Luttrell

Subject: RE: IPR2024-01487 - Request granted
Date: Tuesday, June 9, 2026 6:13:00 AM

Counsel,

Patent Owner’s unopposed request to raise an issue relating to alleged inconsistent claim
construction positions in its request for Director Review is granted.  Patent Owner may also file
relevant documents from the pending district court litigation as exhibits.  Petitioner will be
authorized to file a response to the request for Director Review once the request has been
filed.

Thanks.

From: Todd Walters <todd.walters@bipc.com> 
Sent: Monday, June 8, 2026 3:13 PM
To: Director_PTABDecision_Review <Director_PTABDecision_Review@uspto.gov>
Cc: acohen@sidley.com; greg.lantier@sidley.com; amy.mahan@sidley.com; liv.herriot@sidley.com;
natalie.lee@wilmerhale.com; cole.uzat@wilmerhale.com; david.cavanaugh@wilmerhale.com;
Daniel.Roberts@dechert.com; sharon.gagliardi@dechert.com; kevin.flannery@dechert.com;
Megan.Gentleman@dechert.com; Todd Walters <todd.walters@bipc.com>; James Moore
<james.moore@bipc.com>; Sharon Hwang <sharon.hwang@bipc.com>; Amy Luttrell
<amy.luttrell@bipc.com>
Subject: IPR2024-01487

CAUTION: This email has originated from a source outside of USPTO. PLEASE CONSIDER THE SOURCE before
responding, clicking on links, or opening attachments.

Dear Director Squires and the Director Review Team:

Patent Owner, Essity, intends to file a request for Director Review of the Final Written Decision of the
PTAB concluding that claims 1–5, 7, 8, 20–22, 24, and 25 of U.S. Patent No. 9,308,138 B2 (issued April
12, 2016) are unpatentable.  That request is due this Thursday June 11, 2026, and will raise a small
number of grounds.

In its Request, Patent Owner seeks leave to point out that Petitioner made an inconsistent argument in
the corresponding litigation concerning claim interpretation and/or claim scope by virtue of its arguments
on indefiniteness of claim 21 in the litigation.  Essity Hygiene and Health AB v. First Quality Products, Inc.
(1:24-cv-00374) (D. Del). Several recent Director Review decisions provide guidance establishing,
highlighting, and crystallizing the Director’s viewpoint that allowing a petitioner to advance a claim
construction before the Board when that petitioner has made inconsistent indefiniteness arguments in
district court fails to further, but instead detracts from, the Office’s goal of “providing greater predictability
and certainty in the patent system.” Revvo Techs., Inc. v. Cerebrum Sensor Techs., Inc., IPR2025-00632,
Paper 20 at 3–5 (Director Nov. 3, 2025) (precedential) (quoting 83 Fed. Reg. at 51,342–43). See also
Tesla, Inc. v. Intellectual Ventures II LLC, IPR2025-00340, Paper 18 (PTAB, November 5, 2025)
(informative) and especially Ford Motor Co. v. Autoconnect Holdings LLC, IPR2025-01342, -01383,
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-01524 (PTAB, May 12, 2026) (Paper 27).  The Board’s determinations concerning claim scope and
interpretation are central to the outcome of this IPR.
 
Due to the timing of this proceeding, the specific issue of this conduct was not previously argued in this
IPR.  Accordingly, Patent Owner respectfully requests leave to include this argument in its Request for
Director Review, along with the pertinent pleadings and exhibits from the corresponding District of
Delaware litigation as evidentiary exhibits.
 
Patent Owner has conferred with Petitioners’ counsel.  Petitioners’ counsel indicated that it does not
object to Patent Owner making this request.  However, should the request be granted, Petitioners request
an opportunity to respond to the indefiniteness issue.
 
Very respectfully,
 
Todd Walters
Counsel for Patent Owner
 
Todd Walters
703 838 6556 (direct)                          
301 873 5220 (cell)                                 
todd.walters@bipc.com               
1700 K Street, N.W., Suite 300                 
Washington, DC  20006-3807      
 
 
 
 

CONFIDENTIAL/PRIVILEGED INFORMATION: This e-mail message (including any attachments) is a private
communication sent by a law firm and may contain confidential, legally privileged or protected information meant solely for
the intended recipient. If you are not the intended recipient, you are hereby notified that any use, dissemination, distribution
or copying of this communication is prohibited and may be unlawful. Please notify the sender immediately by replying to this
message, then delete the e-mail and any attachments from your system.
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