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Prior to the USPTO’s June 2022 memorandum1, the Board had discretion to—

and did—deny institution of IPRs based on parallel ITC proceedings.2 It was the 

2022 Memo that ended the discretion, directing the PTAB to “no longer 

discretionarily den[y] petitions based on applying Fintiv to a parallel ITC 

proceeding.” 2022 Memo, 7. With the 2022 Memo rescinded, the Board again has 

statutory authority under Section 314(a), as set forth in Fintiv, to deny institution in 

light of parallel ITC proceedings.3  

Here, the Fintiv factors overwhelmingly favor denying institution. The trial in 

the parallel ITC investigation begins in 27 days and will assess the ’287 patent’s 

validity based on the exact same prior art and arguments that Eunsung asserted in 

this IPR. The ALJ must issue her ruling on validity by August 2025—only four 

months into what would be the IPR’s trial phase. Until recently, Eunsung was a party 

to the ITC investigation, and its exclusive distributor remains in the ITC 

 
1 Interim Procedure for Discretionary Denials in AIA Post-Grant Proceedings with 

Parallel District Court Litigation (“2022 Memo”) 

2 See, e.g., Google v. EcoFactor, IPR2021-01578, Paper 9; Luxshare Precision v. 

Amphenol, IPR2022-00132, Paper 10; Hewlett Packard v. Q3 Networking, IPR2021-

00754, Paper 9; Intel v. Koninklijke Philips, IPR2021-00328, Paper 9. 

3 Apple v. Fintiv, IPR2020-00019, Paper No. 11 (PTAB precedential). 
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investigation to maintain the challenge to the ’287 patent’s validity. Thus, to 

conserve Board and party resources and avoid potentially conflicting rulings, the 

Board should exercise its discretion and deny institution. 

The Fintiv factors confirm that denial of institution is warranted. 

Factors 1-2: “whether the court granted a stay or evidence exists that one 

may be granted if a proceeding is instituted” and “proximity of the court’s trial 

date to the Board’s projected statutory deadline for a final written decision.”  The 

ITC trial begins in 27 days, on April 9, and is expected to conclude on April 15—

coinciding with the Institution Decision deadline.4 Thus, the ITC trial will conclude 

one year before the projected statutory deadline for a Final Written Decision. The 

ALJ must issue her decision on validity by August 17, 2025, and the Commission 

will issue the Final Determination by December 17, 2025—eight months and four 

months, respectively, before the Board’s FWD deadline. Ex. 2048, vi.   

When Eunsung was a party to the ITC proceeding, it did not seek a stay in 

light of the IPR. No party has requested one. These factors favor denial of institution. 

Factor 3: “investment in the parallel proceeding by the court and the 

parties.”  The entirety of the ITC proceeding—including the parties’ investment in 

preparing and presenting arguments at trial, the ALJ’s investment in the decision, 

 
4 The parallel district court litigation is stayed due to the ITC proceeding. 
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and the Commission’s investment in reaching its decision—will be completed before 

the Board issues a FWD. Although Eunsung entered into a consent order and 

withdrew, it still benefits from its exclusive distributor arguing invalidity based on 

the same prior art and arguments presented in Eunsung’s Petition. Given the 

significant resources already committed to the ITC proceeding, Eunsung need not 

pursue a redundant challenge before the Board on the same issues that the ITC will 

resolve many months before any FWD.5 This factor favors denial of institution. 

Factor 4: “overlap between issues raised in the petition and in the parallel 

proceeding.”  This factor also favors denying institution. As Fintiv explained, when 

a petition “includes the same or substantially the same claims, grounds, arguments, 

and evidence as presented in the parallel proceeding,” “concerns of inefficiency and 

the possibility of conflicting decisions [are] particularly strong.” Fintiv, 12. Fintiv 

also confirmed that an earlier ITC trial date may favor discretionary denial if the ITC 

is set to resolve the same or substantially similar issues. Fintiv, 8. Here, Eunsung 

seeks to relitigate the same issues on the same claims, relying on the same prior art 

and invalidity grounds as those in the ITC proceeding. In fact, the ITC invalidity 

 
5 Fintiv recognized that “as a practical matter, it is difficult to maintain a district 

court proceeding on patent claims determined to be invalid at the ITC.” Fintiv, 8-9. 
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contentions incorporate by reference the Petition and copy many of its annotated 

figures. Ex. 2049, 4, 14-18, 43-57. 

Factor 5: “whether the petitioner and the defendant in the parallel 

proceeding are the same party.”  HydraFacial and Eunsung were involved in the 

ITC proceeding until Eunsung entered into a consent order on January 21, 2025. 

Despite Eunsung’s withdrawal, its exclusive distributor, Cartessa, continues to assert 

the same invalidity grounds as those presented in the Petition. Given the close 

relationship between Eunsung and Cartessa in sourcing and selling of the allegedly 

infringing products—and their shared opportunity to litigate validity—Cartessa 

effectively stands in for Eunsung in the ITC proceeding. As such, it should be treated 

as functionally the same party. Fintiv also acknowledged that “[e]ven when a 

petitioner is unrelated to a defendant, … if the issues are the same as, or substantially 

similar to, those already or about to be litigated, or other circumstances weigh against 

redoing the work of another tribunal, the Board may, nonetheless, exercise the 

authority to deny institution.” Fintiv, 14.6 This factor favors denial of institution. 

Factor 6: “other circumstances that impact the Board’s exercise of 

discretion, including the merits.”  The Petition presents a weak obviousness case 

 
6 The Board has denied institution in these circumstances. See e.g., TCO v. NCS 

Multistage, PGR2020-00078, Paper 16; Fitbit v. Philips, IPR2020-00828, Paper 13. 
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for each ground, as explained in the POPR. POPR, 21-49. Secondary considerations 

further support patentability. POPR, 49-61; Sur-Reply to Reply to POPR, 4-7.  

Additional relevant circumstances include “considerations implicated by 35 

U.S.C. § 325(d)” and the “efficiency and integrity of the patent system.” Fintiv, 16. 

Section 325(d) supports denial here. POPR, 61-70; Sur-Reply to Petitioner Reply to 

POPR, 1-3. Reassessing the same prior art and invalidity grounds previously 

examined by the ITC is an inefficient use of Board resources and creates a significant 

risk of conflicting decisions. 

Fairness considerations further support denying institution. This IPR 

proceeding imposes an undue burden on HydraFacial, which pursued enforcement 

through the ITC, where Eunsung was a party until just seven weeks ago. By exiting 

the ITC proceeding, Eunsung left its exclusive distributor to still assert the same 

invalidity arguments now being redundantly presented here. Eunsung was afforded 

a full and fair opportunity to present its case at the ITC alongside its exclusive 

distributor but chose to withdraw. Any assertion that Eunsung would be prejudiced 

by denial of institution in light of the ITC proceeding is flawed because Eunsung 

voluntarily exited. Eunsung should not be rewarded for procedural gamesmanship.  

A holistic review of the Fintiv factors favors discretionary denial. Thus, the 

Board should decline to institute the IPR. 
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Dated: March 13, 2025 
 

Respectfully Submitted, 
 
 / Ali S. Razai /  
Ali S. Razai (Reg. No. 60,771) 
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