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Petitioner (“WD”)’s assertion that Paper 30 (“Mot.”) was only authorized to 

address EX1097-99 cites IPB’s denied request for a sur-reply declaration instead of 

the Board’s order. Paper 34 (“Opp.”), 1. IPB was authorized to move to strike all 

WD’s new arguments. Paper 29, 3. Alleging EX2080-81 were “unauthorized” does 

not make it so. Opp., 1-3 (citing nothing). The Board imposed no such restriction.2  

I. NEW ARGUMENTS SHOULD BE STRUCK 

A. WD Does Not Defend the Petition’s Failed Showing  

IPB walked through the Petition’s showing for the MgO(001) limitations 

(1[b]/1[e]/11[b]) and demonstrated that the Petition mapped those limitations to 

unmodified Bowen/Nagahama’s manufacturing steps that formed MgO(001) on a 

crystalline(001) layer – not on amorphous CoFeB as in Petitioner’s combinations. 

Mot., 1-4. WD does not dispute this. That should end the matter.  

WD says the Reply’s Parkin-based MgO(001) argument was in the Petition 

at 26-28. Opp., 3-4. But that addressed different claim limitation 1[a] that requires 

forming an amorphous CoFeB layer. Mot., 5. WD’s suggestion that Ground 1’s 

showing for the MgO(001) limitations cited Parkin to show MgO(001) would form 

on CoFeB is refuted by WD’s own citations. Opp., 5 (the Petition alleged 

unmodified “Bowen taught … a single-crystal MgO barrier layer”) (quoting Pet., 

33). WD’s assertion that the Reply’s Parkin-based argument for the MgO(001) 

 
2 IPB will respond further in opposing WD’s baseless motion to strike EX2080-81. 
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limitations is the same as the Petition’s Limitation 1[a] argument fails. Mot., 4-7; 

infra §I.C. That is reinforced by: (1) Ground 2’s showing for the MgO limitations 

never referenced its [1a] argument and (2) the Petition’s 1[a] argument only 

“[a]lternatively” relied on Parkin rather than Sunai (Petition, 22-28) and the Reply 

never alleged Sunai meets the MgO(001) limitations. The Petition failed to 

establish an expectation of success in forming MgO(001) on amorphous CoFeB.  

B. WD’s Other-Amorphous-Surface Argument Is New  

IPB addressed the Petition’s arguments (Mot., 1-4) and demonstrated that 

the Petition never argued “POSAs reasonably expected MgO(001) to form on 

CoFeB because it allegedly formed on different amorphous substrates” (id., 7). 

WD’s response never even alleges that this argument was made in – and never 

even cites to – the Petition. Opp., 7-9 (§II.B). This argument is indisputably new. 

WD’s assertion that it was entitled to make this new argument, based on new 

evidence, to refute Dr. Ross’s testimony fails. Opp., 7-9. None of this evidence 

refutes anything Dr. Ross said and WD’s assertion that Dr. Ross should have 

addressed new EX1097-99 despite the Petition not citing them (id., 10) is absurd. 

Sur-reply, 19-27; EX2079, 11:11-12:9. Regardless, WD carried the burden to 

establish an expectation of success in the Petition. Mot., 8 (citing authority). WD 

advances its other-amorphous-surfaces argument and evidence in a belated attempt 

to establish prima facie unpatentability in Reply. That is prohibited. Id. 
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WD never disputes “seed layers” – amorphous at the interface with the layer 

below – differ from MgO barrier layer structures WD mapped to the MgO(001) 

limitations. Mot., 7; Sur-reply, 21-23. This does not “miss[] the point” (Opp., 9) – 

it shows this evidence does not establish an expectation of success in meeting the 

claimed MgO(001) limitations. WD’s assertion that an MgO barrier layer 

amorphous at the surface with CoFeB was Yuasa’s invention (Opp., 9) is wrong. 

EX1013, 9:6-19, Fig. 11, 5:25-6:5; EX2085, 123:18-124:5 (Bokor refuting); 

EX1046, 4. EX2013’s MgO barrier was entirely (001) post-annealing. EX2013, 3.  

C. WD’s Parkin Arguments for the MgO(001) Limitations are New 

The Petition cited Parkin’s disclosure that Fig 3A’s “top and bottom 

electrodes … may be ‘inverted’” (Pet., 27) to meet Limitation 1[a]’s forming an 

amorphous CoFeB layer (id., 22). Both experts agree “inverted” means the MTJ’s 

storage electrode is the lower electrode. Sur-reply, 14-16. WD’s assertion that the 

‘134 POPR “proved [WD’s] point” that in “inverted” Fig. 3 MgO(001) was “above 

amorphous CoFeB” (Opp., 4) is obfuscation. Fig. 11 shows “inverted” Fig. 3 in 

which the MgO barrier is “above” or “over” (Opp., 6) storage electrode 510 (which 

includes CoFeB layer 515) but formed on crystalline(001) layer 520. Parkin, 

22:29-23:11; Mot., 4-7; Sur-reply, 14-16. WD never disputed that its combinations 

form MgO directly on (not just “above” or “over”) CoFeB. Mot., 1-4. WD failed 

to establish an expectation of success that MgO(001) would form on CoFeB. 
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It is undisputed that Parkin’s Fig. 3 MTJ can be “inverted” without forming 

its MgO barrier on CoFeB. Mot., 4-7 (both experts agree). Fig. 11 proves this. 

WD’s expert admitted Petition-cited Fig. 3A was not the basis for his opinion that 

Parkin taught forming MgO(001) on CoFeB – he relied solely on Fig. 11’s layer 

520 being “optional.” Id.; EX2085, 117:15-120:4, 114:17-23. Thus, “inverted” Fig. 

3 indisputably does not establish that Parkin meets the MgO(001) limitations. That 

puts the lie to WD’s assertion that the Reply’s argument that Fig. 11’s layer 520 is 

optional is the same argument the Petition made about Fig. 3 being inverted. It is 

undisputed that the Petition never cited Fig. 11 or its disclosure that “[a]n interface 

layer 520 of a crystalline CoFe alloy may also be used” (Parkin, 22:66-67), let 

alone allege this means layer 520 is “optional.” WD’s assertion that when the 

Petition cited Fig. 3 to meet Limitation 1[a] what WD really meant was Fig 11’s 

layer 520 is “optional” which meets the MgO(001) limitations (1[b]/1[e] and 

11[b]) strains credibility. The argument that Fig. 11 layer 520 is “optional” is new. 

WD’s assertion that IPB should not have been “surprise[d]” WD would rely 

on Parkin Fig. 11’s layer 520 being “optional” and should have addressed this in 

the POR is extraordinary. Opp., 6 and 10. The Petition must state its grounds with 

“particularity,” include “a detailed explanation” and “identify[] specific portions of 

the evidence that support the challenge.” 35 U.S.C. §312(a)(3); 37 C.F.R. 

§§42.22(a)(2) and 42.104(b)(5). Those requirements prevent WD from offering a 

https://www.law.cornell.edu/definitions/index.php?width=840&height=800&iframe=true&def_id=776627631c3c6eba5469b0af08691b6d&term_occur=999&term_src=Title:37:Chapter:I:Subchapter::Part:42:Subpart:B:Subjgrp:222:42.104
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different unpatentability theory after the Petition’s theory is proven deficient. 

Wasica Finance v. Cont’l Auto., 853 F.3d 1272, 1286–1287 (Fed. Cir. 2017).  

II. NEW EVIDENCE SHOULD BE STRUCK   

Cases finding it proper reply to cite additional evidence supporting the 

petition’s arguments (Opp., 6) are inapposite because the Reply cites new 

evidence to make meaningfully distinct contentions. Mot., 1-8 (citing Ariosa). 

Parkin Fig. 11 is an “embodiment not discussed in the Petition.” Opp., 7; Parkin, 

22:29-33. IPB timely moved to strike EX2018, 134:1-138:11 when cited in 

“briefing.” The new evidence identified in Paper 30 at 1 (§I) should be struck.    

III. WD FAILS TO REFUTE PREJUDICE 

The Board will need to rule on whether WD’s Reply arguments are new. If 

the Board rules before oral hearing and strikes them, IPB need not devote oral 

hearing time to extensive new arguments/evidence that consumed most of the Sur-

reply and for which IPB’s requested sur-reply declaration was denied. Devoting 

oral hearing time to these clearly new arguments is not warranted. The evidence – 

including Parkin – refutes WD’s new Parkin Fig. 11-based argument. Mot., 8-9. 

And no prior art reference says MgO formation on other amorphous substrates 

informed growth on CoFeB; the only link between WD’s new evidence and 

CoFeB is Bokor’s unqualified (he is “no [crystal growth] expert”) and unreliable 

testimony that is refuted by the evidence itself. Mot., 10; Sur-reply, 19-27.  
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