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I. NEW REPLY ARGUMENTS SHOULD BE STRUCK

Ignoring facts does not erase them. Petitioner ignores, and thus never
refutes, that the Petition’s sole argument as to why POSAs seeking increased TMR
allegedly would have lowered barrier height was that “lowering the resistance
(barrier height) for parallel electrons (R,) would improve TMR.” Petition, 34;
Paper 9 (“DI”), 14 and 17-18 (the Board recognized this); Paper 29 (“Mot.”), 2.
The Board can read the handful of relevant Petition pages for itself. If the Board
again correctly sees that the Petition’s “contention” was that POSAs would have
lowered barrier height to “lower R, and in turn increase the TMR” (DI, 18), that is
fatal to Petitioner’s assertion that the Reply’s motivation arguments are not new.

The Opposition (“Opp.”)’s focus on Bokor testimony (Opp., 3-6) attempts to
distract from the Petition’s argument which is all that matters. 37 C.F.R.
§42.6(a)(3) (incorporation by reference prohibited). But even Bokor’s testimony
confirms the Reply’s arguments are new. Petitioner misleadingly seeks to connect
disparate declaration testimony—100 paragraphs apart—to suggest Bokor said
Butler was the basis for his opinion that lowering barrier height would facilitate
tunneling of parallel electrons. Opp., 3 (citing EX1024, 968 and q171). Petitioner
mischaracterizes §171. After explaining TMR 1n 4169, Bokor alleged lowering
barrier height would “facilitate tunneling of parallel electrons.” EX1024, q171.

Resistance and tunneling conductance are inversely related. EX2086, 71:12-16;



EX2053, 933. Thus, Bokor’s assertion that lowering barrier height would allegedly
“facilitate tunnelling of parallel electrons” simply restates the Petition’s failed
argument that lowering barrier height would “lower(] the resistance...for parallel
electrons.” Pet., 34. Indeed, while Petitioner misleadingly omits it, 171 alleges
lowering barrier height would “increase TMR.” That is the Petition’s failed
argument that it is undisputed is not supported by any evidence. POR, 31-43.
Petitioner’s assertion that the Reply and Petition both argued POSAs were
motivated “to explore lower barrier heights” (Opp., 2-5) ignores that the reasons
why were different. Petitioner’s assertion that the Reply’s theory that POSAs were
motivated to achieve an “uncertain” impact on TMR *“is precisely the theory
articulated in the Petition” never cites the Petition. Opp., 7. That is because the
Petition never argued that an “uncertain” impact on TMR was “legally sufficient
motivation.” Reply, 7. Petitioner’s suggestion that by arguing in the Petition that
lowering barrier height would improve/increase TMR what Petitioner really meant
was that POSAs would have thought this would have an “uncertain” impact on
TMR so there was a 50/50 shot TMR would improve (Mot., 3-4) strains credibility.
Petitioner’s allegation that the Petition said Butler was the motivation for
lowering barrier height fares no better. Petitioner omits the Petition’s argument of
why POSAs allegedly would have lowered barrier height — to “improve TMR”

(Pet., 34) — and starts with the Petition’s explanation that Butler/Mathon theorized



that MgO’s “improved symmetry matching” would increase TMR. Opp., 7. The
Petition relied on “Butler and Mathon” for these same “symmetry matching”
teachings. Petition, 34. That this argument alleged nothing about barrier height is
reinforced by (1) Bokor’s admission that Butler never mentions barrier height
(EX2086, 65:15-66:3); (2) the Reply needing to resort exclusively to portions of
Butler not cited in the Petition to make this argument (Mot., 5-7; Reply, 14-15
(citing “data” and the “DOS” and “Fermi” level in Butler Figs. 3-4)); and (3) the
Reply never arguing that Mathon taught lowering barrier height to increase TMR.

Butler’s Petition-cited teaching that MgQO’s “symmetry matching” would
increase parallel vs antiparallel tunneling is not the same argument as the Reply’s
allegation that Butler said moving the Fermi level might (it was “uncertain’) also
achieve that result. Opp., 8-9. By definition, TMR increases if parallel tunneling
increases relative to antiparallel tunneling. EX2053, 433. Butler’s “symmetry
matching” achieves this result by using MgO which couples with A1 state electrons
that are present in the electrodes only in the parallel configuration. POR, 12-14;
Butler, 1. The Reply’s assertion that Butler says lowering barrier height might also
achieve the same result (increased TMR) a different way is a different argument.

The Petition must state its grounds with “particularity” and “must include
... [a] full statement of the reasons for the relief requested, including a detailed

explanation of the significance of the evidence.” 35 U.S.C. §312(a)(3); 37 C.F.R.



§42.22. Those requirements prevent Petitioners from leveraging alleged ambiguity
in the Petition to change course and offer a different unpatentability theory after
the Petition’s theory is proven deficient. Wasica Finance GmbH v. Cont'l Auto.
Sys., 853 F.3d 1272, 1286—-1287 (Fed. Cir. 2017). The Board should not allow it.

II. NEW EVIDENCE SHOULD BE STRUCK

Cases finding it proper reply to cite additional evidence supporting the
petition’s arguments (Opp., 5, 7-8) are inapposite because the Reply cites new
evidence to make a meaningfully distinct contention. Mot., 1-8 (citing Ariosa).
That Ariosa principle is not limited to evidence of a new “embodiment.” Opp., 9.
EX1105-EX1106 should be struck. As for the EX2013-EX2014, Rule 42.64 is
inapposite because IPB is not challenging “admissibility.” IPB timely moved to
strike some Bokor deposition testimony when cited in “briefing” (the Reply) to
support a new argument. Mot., 7-8. IPB citing cross-examination testimony does
not authorize new Reply arguments unveiled by Bokor at deposition. /d.

III. PETITIONER FAILS TO REFUTE PREJUDICE

The Reply arguments should be struck because they are clearly new and IPB
would be prejudiced from having to address them at oral hearing (Mot., 1-10), not
because their “merits” are weak. Opp., 9. Butler needing to be discussed at the oral
hearing “anyway” (Opp., 1) ignores that the “uncertain” argument should be struck

independent of Butler. Mot., 3-4. Paper 31 (“Sur-reply”) illustrates the prejudice:



half that paper was needed to address Petitioner’s new arguments based on Butler’s
“data,” “DOS” and “Fermi” levels in Figs. 3-4. Sur-reply, 7-18. The Board will
need to rule on whether these Reply arguments are new at some point. If the Board
rules before oral hearing and strikes them, this “complicated” subject matter need
not be addressed at oral hearing. EX2013, 72:8-25 (Bokor had a “hard time”
understanding Butler because it is “pretty complicated”). The sur-reply declaration
does not “moot” the Motion. Opp., 10. Petitioner never refutes that they serve
different purposes. Mot., 8-9. Apple and Life Spine (Opp., 10) are inapposite—the
Board did not strike arguments in those cases because they were proper reply.
Petitioner never disputed that its new arguments rest on Bokor’s unreliable
testimony. Mot., 9-10; Sur-reply, 11-17; EX2087. Bokor moves Butler’s Fermi
level despite admitting it is not that “simple” (EX1105, §11) and that a new model
would be needed that he and POSAs lacked the expertise to make. EX2086, 56:4-
15, 60:16-61:7. Bokor did not understand Butler’s details and could only “trust” its
“bottom line conclusions™ (id., 46:18-48:16), yet opined that Butler teaches a
TMR/barrier height relationship he admitted Butler never “explores” (EX2013,
71:22-72:7). Bokor finds in Butler teaching of an “uncertain” TMR/barrier height
relationship Bokor cannot explain (id.) and that no one has ever seen despite Butler
having been cited thousands of times. Sur-reply, 12. Devoting oral hearing time to

entertaining this clearly new baseless theory is not warranted. It should be struck.
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