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I. STATEMENT OF RELIEF REQUESTED

Patent Owner (“IPB”) asks the Board to exercise its authority under 35
U.S.C. §315(d) and 37 C.F.R. §42.122(a) to terminate the reexamination (Control
No. 90/016,097) that Petitioner requested of the 909 Patent. On March 29, 2026—
just weeks before the FWD is due—Petitioner filed its reexamination request.
EX2091 (“Request”). The Request challenges the same claims at issue here, relies
on prior art Petitioner knew or should have known about before the Petition was
filed, and seeks to circumvent 35 U.S.C. §315(e)’s estoppel provision.

Section 315(d) empowers the Director to prevent this serial attack on the
’909 Patent while this IPR is pending. The Director’s recently-proposed rule
change would prohibit Petitioner’s reexam. Revision to Rules of Practice Before
the Patent Trial and Appeal Board, 90 Fed. Reg. 48335-48341 (Oct. 17, 2025)
(“Proposed Rules”). Although these Proposed Rules are not in effect, Director
Squires’s detailed explanation of why the new rules are proposed leaves little
doubt he would exercise his discretion to terminate Petitioner’s reexam.

IPB requests that the Board terminate the Reexamination under §315(d) and
Rule 122(a), do so before the FWD issues, and order Petitioner to not file another
reexam request challenging the *909 Patent before the FWD issues.

II. REASONS SHOWING GOOD CAUSE FOR REQUESTED RELIEF
A. The Board Has the Authority to Terminate the Reexam

The Board has “exclusive jurisdiction within the Office” over the 909



Patent during this IPR. 37 C.F.R. §42.3(a). Without Board authorization, Petitioner
requested a different proceeding before the Office challenging the *909 Patent. The
Director and the Board have the authority to terminate that reexamination
proceeding. 35 U.S.C. §315(d) (“during the pendency of an inter partes review, if
another proceeding or matter involving the patent is before the Office, the Director
may determine the manner in which the inter partes review or other proceeding or
matter may proceed, including providing for ... termination of any such matter or
proceeding.”); Rule 122(a) (“the Board” has similar termination authority). The
Board exercised this authority and terminated reexaminations in Ariosa
Diagnostics v. Illumina, IPR2014-01093, Paper 81, 13—15 (PTAB May 24, 2016).
The Board has the authority to terminate the reexam before the FWD issues
(“during the pendency of” the IPR) and should do so for the reasons below.

B. The Board Should Terminate the Reexam
1. The Request’s Grounds Could Have Been in the Petition

The Request is based on two references (Parkin and Kishi) Petitioner knew,
or should have known, about when the Petition was filed. Petitioner admits Parkin
(Publ. No. 2009/0324814) is among the 909 Patent’s “References Cited.” Request,
9. And Petitioner admits Kishi was used to reject claims in a child of the 909
Patent on June 26, 2024 (id., 1-2), three months before the Petition was filed on

September 27, 2024. Petitioner cited Kishi, the Examiner’s Kishi-based rejection



and the child application abandonment in its petition in IPR2025-00701, filed
March 6, 2025, and could have done so in this Petition against the 909 Patent too.

2. Buyer’s Remorse on the Petition’s Grounds is Not
Justification for a Second Serial Attack on the 909 Patent

The Director does not consider “new ... prior art” to be an unusual or
extraordinary circumstance that justifies filing a reexam after an IPR has been
instituted. Proposed Rules, 48341. But even if it were, the Request’s prior art is not
new. Petitioner knew or should have known of both references before filing its
Petition more than a year and a half ago. Supra 11.B.1. Petitioner is a
sophisticated company represented by experienced IPR counsel. Petitioner made a
strategic choice to pursue different grounds in this IPR. Petitioner should not be
permitted to hold references in reserve as a fallback in case the IPR trial unfolds in
a manner unfavorable to Petitioner—precisely as it did here.

Sanctioning Petitioner’s conduct would undermine the intent of §315(e)’s
estoppel provision and be inconsistent with the Director’s guidance that an
instituted IPR suffices to challenge a patent. Proposed Rules, 48336 (Congress “did
not want ‘repeated ... administrative attacks on the validity of a patent’”), 48336
(“Serial ... validity challenges remain a significant problem for the patent system’)
(emphasis original), 48337 (the proposed rule limiting a petitioner of an instituted
IPR to one challenge “is intended to enhance fairness, efficiency, and predictability

in patent disputes”) (emphasis original), 48337-38 (“allowing multiple ...



patentability challenges against the same patent can reduce competition” and lead
to “inconsistent decisions”), 48341 (the proposed rules would require an IPR
petitioner to stipulate that if its [PR is instituted the petitioner will not raise an
unpatentability challenge under 102/103 “in any other proceeding” including “ex
parte reexamination”); PacifiCorp v. Birchtech, IPR2025-00687, Paper 40, 2-3
(Squires Jan. 12, 2026) (precedential) (granting director review, vacating decisions
granting institution, and remanding) (only one petition should have been instituted
against the challenged patent rather than multiple where—as in this IPR—
petitioners “had ample room” in the petition to present multiple grounds).

3. Allowing the Reexam to Proceed Would Waste Office
Resources, Risk Inconsistent Results and Prejudice IPB

If Petitioner prevails in the FWD, its requested reexamination would be
unnecessary. The Request serves one purpose—to act as a hedge for Petitioner in
case it loses at FWD. Petitioner seeks to game the system and avoid §315(e)’s
estoppel provision by filing its Request just before the FWD issues. See infra
§II.B.5. The Board should not sanction Petitioner’s conduct.

Waste of Office Resources — after having chosen to seek IPR and have the
Office devote substantial resources to conducting this trial, Petitioner seeks to have
the Office devote more resources to addressing its second serial challenge to the
’909 Patent. That would be a waste of the Office’s limited resources. Proposed

Rules, 48336 (Congress “did not want ‘repeated ... administrative attacks on the



validity of a patent”), 48337 (limiting a petitioner of an instituted IPR to one
challenge would “enhance ... efficiency ... in patent disputes”).

Potential for Inconsistent Results - Petitioner is seeking to hedge against
the Board upholding the patentability of the challenged claims and hoping it might
get a different inconsistent result from a different part of the Office (the CRU) on
those same claims via reexamination. The Director is clear that “inconsistent
decisions” should be avoided (id., 48338) and that allowing serial patentability
attacks undermines the reliability and predictability of the patent system because
“Even extremely strong patents become unreliable when subject to serial or
parallel validity challenges” (id., 48335) (emphasis original).

Any assertion that Petitioner’s second serial challenge is warranted because
IPB “acquiesced to the Examiner’s finding the prior art ‘teaches a barrier height of
(0.1 eV 10 0.85eV)and (.2eV to .5e¢V)’” fails. Reply, 1. That Kishi rejection was
made three months before the Petition was filed and Petitioner was aware of it at
least by March of 2025—more than a year before the reexam request was filed.
Supra §11.B.1; IPR2025-00701, Paper 1 at 5 (“The Examiner found that ‘Kishi ...
teaches a barrier height of (0.1 eV to 0.85 eV) and (.2eV to .5¢V)’” and IPB
“abandon[ed]” the application). Like it did here (Reply, 1), Petitioner pointed to
the Kishi rejection for color and chose to not include Kishi in any ground in its

IPR2025-00701 petition. Petitioner knew or should have known about Kishi before



the Petition in this IPR was filed and chose to not use it in its grounds. That is no
justification for a second serial challenge now—18 months later—based on Kishi.
A party seeking a second serial attack will always tout the alleged strength of the
prior art used therein in seeking to justify its second serial attack. The Director
rejects that rationale: there is nothing “[u]sual” or “extraordinary” about “new or
additional prior art” which is no justification for another challenge after an IPR has
already been instituted. Proposed Rules, 48341.

Prejudice to Patent Owner — in terminating a reexamination filed during
pendency of an IPR in Ariosa, the Board was influenced by the petitioner having
benefitted from seeing the patent owner’s arguments, deposing the patent owner’s
expert, and having the opportunity to “adjust its invalidity challenges based on
information it obtained” from its prior challenge. IPR2014-01093, Paper 81 at 15.

The same is true here. Petitioner had the benefit of a full IPR trial—
including seeing IPB’s POR and Sur-Reply, hearing IPB’s arguments at oral
hearing, cross-examining IPB’s expert multiple times (EX1101-1102, EX1107),
and gauging the Board’s reaction to the parties’ arguments at oral hearing. Paper
52. Petitioner was not shy about trying to take full advantage of this information in
its Reexam Request. Request, 1 and 14-16 (seeking to use [PB’s IPR arguments
against it) and 15 (“Patent Owner’s decision to defend the *909 Patent claims based

on its recitation of specific tunnel barrier heights further demonstrates its claims



are unpatentable.”). Petitioner should not be permitted to use its instituted IPR
against the 909 Patent to “adjust its invalidity challenges based on information it
obtained” therefrom. Ariosa, IPR2014-01093, Paper 81 at 15.

In addition to prejudicing IPB on the merits, Petitioner’s reexam would force
IPB to “spend substantial funds defending their rights.” Proposed Rules, 48337.

Finally, Petitioner’s delay in filing its reexam request (infra §11.B.5)
compounds the prejudice to IPB. The litigation against Petitioner has been stayed
for nearly 18 months pending the outcome of this IPR. If Petitioner’s reexam
moves forward, Petitioner will undoubtedly argue that the stay should continue
even after the IPR ends. By waiting to seek reexam until 18 months after the
Petition was filed, rather than pursuing it in parallel with this IPR, Petitioner seeks
to lengthen the stay and further delay IPB’s litigation. The Board should not
reward that gamesmanship which is highly prejudicial to IPB.

4. Failing to Terminate the Reexam Would Render Section
315(e)’s Estoppel Provision Toothless

An IPR petitioner who loses at FWD is estopped from bringing another
challenge before the Office. 35 U.S.C. §315(e)(1) (“The petitioner in an inter
partes review of a claim in a patent ... that results in a final written decision ...
may not request or maintain a proceeding before the Office with respect to that
claim on any ground that the petitioner raised or reasonably could have raised

during that inter partes review.”). Petitioner filed its reexam request just before the



FWD issues in an attempt to avoid estoppel and not be bound by the results of this
IPR. Infra §11.B.5; Proposed Rules, 48336 (estoppel applies “only after the
issuance of” an FWD). If Petitioner loses at FWD, Petitioner will argue that
§315(e)’s estoppel provision does not apply to their already-filed reexam
proceeding because the requestor does not “maintain” a reexam. Gesture Tech.
Partners, 160 F.4th 1317, 1321 (Fed. Cir. 2025) (affirming the Office’s decision to
not terminate a reexam filed before FWD because “the petitioner does not maintain
the [reexam] proceeding” and §315(e)’s estoppel provision is “inapplicable against
the Patent Office to ongoing ex parte reexamination proceedings”).

The Board should terminate the reexam before the FWD issues, and order
Petitioner to not file another reexam challenging the 909 Patent before the FWD
issues, to maintain the viability of §315(e)’s estoppel provision and prevent
Petitioner’s gamesmanship from being rewarded. If Petitioner prevails at FWD no
estoppel will apply. But if Petitioner loses at FWD, it should be bound by the
results of its failed IPR. If Petitioner’s reexam is not terminated, that would
encourage future petitioners to follow the same playbook under which they would
gain the benefit of a full IPR trial on their preferred grounds, and then file a reexam
request on the eve of the FWD as a hedge. Director Squires has made clear that
that 1s not how he believes the system should operate. Supra §11.B.2-3.

Petitioner will say they have complied with the letter of §315(e), under



which they were not estopped from filing their reexam request before the FWD
issues. But this scenario is covered by the statute’s preceding subsection (§315(d)),
which grants the Director the discretion to terminate the reexam proceeding filed
during the pendency of this IPR. Supra §I1.A. As the panel did in Ariosa, the Board
should exercise its authority to terminate the reexam. Supra §II.A. If the Board is
disinclined to grant this motion, the Board should issue any denial before issuing
the FWD and leave time for IPB to seek Director review so that the Director’s
authority to terminate the reexam is not extinguished by the issuance of the FWD.
Supra §11.A. It is Director Squires’s discretion to exercise under §315(d), and his
public statements supporting the proposed new rules—which would prohibit
Petitioner’s reexam filed after an instituted IPR—Ieave little doubt he would
exercise his discretion to terminate Petitioner’s reexam. Supra §11.B.2-3.

5. Petitioner’s Delay Should Not Foreclose Consideration and
Potential Director Review of IPB’s Motion

The timing of Petitioner’s reexam request reeks of gamesmanship. The
Board issued its FWD in IPR2024-01447—in which oral hearing was held on the
same day as this [IPR—on Friday March 27, 2026, more than three weeks before it
was due. This spurred Petitioner into action. Petitioner did not wait even a single
business day before filing the reexam request on the following Sunday. The
unusual Sunday filing suggests Petitioner had the reexam request ready to file and

was waiting until just before the FWD was about to issue to give IPB and the



Office little time to address termination of the reexam. That gamesmanship should
not be rewarded. Given that Petitioner has known about the prior art used in its
reexam request for more than a year (supra §11.B.2), there is no justification for
Petitioner to have waited until the eve of the FWD to file it.

The time pressure IPB and the Office are under to address termination of the
reexam before the FWD issues is entirely of Petitioner’s creation. It is a feature —
not a bug — of Petitioner’s strategy and it should not be rewarded. The Office
should take whatever time is needed for the Board to decide IPB’s request and, if it
is not granted, for IPB to seek Director review of a decision that exercises
discretion expressly granted to the Director under §315(d). If more time is needed,
then “good cause” exists for the Director to extend the one-year period for issuing
the FWD under 35 U.S.C. §316.

III. CONCLUSION

To maintain the viability of §315(e)’s estoppel provision, the Board should
terminate the reexam under §315(d) before issuing the FWD and order Petitioner

to not file another reexam challenging the 909 Patent before the FWD issues.

Respectfully submitted,
Godo Kaisha IP Bridge 1

Date: April 6, 2026 By: /Richard Giunta /

Richard F. Giunta, Reg. No. 36,149
WOLF, GREENFIELD & SACKS, P.C.
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Monica Arnold monica.arnold@armondwilson.com
Yue Han amy.han@armondwilson.com

ipr@armondwilson.com

Date:  April 6, 2026 By: /Dara Del Rosario/

Dara Del Rosario
Paralegal
WOLF, GREENFIELD & SACKS, P.C.
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