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Western Digital’s reexamination request shows the subject matter of the 909
Patent claims are unpatentable based on the Kishi prior art, which IPB conceded
during prosecution of the *909 child application and only after WD filed the present
IPR Petition. EX1110 at 12-13.! Instead of directly explaining to the Office’s
Central Reexamination Unit why the ’909 claims are patentable over Kishi, IPB
instead asks this panel to prematurely terminate a reexamination that has not been
ordered. It offers no authority supporting its astonishing request. Instead, this
Motion is based on an estoppel that does not exist, proposed Office rules that it
admits “are not in effect,” Mot. at 1, and an Ariosa decision that the Board has
declined to extend to terminating reexaminations raising distinct grounds.

After making at least four allegations of “gamesmanship,” IPB then straight-
up asks the Board to suspend the statutory deadline and delay issuing its Final
Written Decision for months until after any reexamination is ordered. IPB again
provides no authority for its gambit. WD respectfully requests this preposterous

Motion be entirely denied.

! The Board authorized filing the reexamination request as an exhibit via email
on April 6, 2026. WD hereby files a legible, color copy of the reexamination request

it served on IPB as EX1110.
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I. THERE ARE NO CURRENT PARALLEL PROCEEDINGS TO
TERMINATE

Because ex parte reexamination has not been ordered, IPB fails to carry its
burden under 35 U.S.C. § 315(d) to show that “another proceeding or matter
involving the patent is before the Office” during the pendency of the IPR. IPB’s
Motion may be denied on this basis alone.

IPB nonsensically asserts that WD’s reexamination request constitutes “a
different proceeding before the Office challenging the 909 Patent,” Paper 54
(“Mot.”) at 2, while also conceding that reexamination proceedings have not yet
been ordered, Mot. at 1; see also Control No. 90/016,097. Because “no
reexamination proceeding has been ordered for the [’909] patent based on the
recently filed request for reexamination[,] ... there is no occasion for Patent Owner
to file, in this proceeding, a Motion to Terminate Reexamination.” 7oyota Motor v.
Am. Vehicular Scis., IPR2013-00419, Paper 57 at 3 (P.T.A.B. Dec. 12, 2014).

Presently there are no parallel pending proceedings on the 909 Patent, and
the Board has no authority to terminate an unordered reexamination under 35 U.S.C.
§ 315(d) or 37 C.F.R. § 42.122(a). Seeid.; FuboTV Media v. DISH Techs., IPR2024-
00917, Paper 23 at 3 (P.T.A.B. Jan. 28, 2025) (patents “currently the subject of two

proceedings before the Office” if both [PRs instituted and reexaminations ordered).



Western Digital v. Godo Kaisha IP Bridge
U.S. Patent No. 11,968,909 — IPR2024-01494

II. NO GOOD CAUSE SUPPORTS GRANTING IPB’S MOTION

Even if IPB had shown any basis for the Board to terminate a hypothetical
reexamination, IPB offers no authority for termination and fails to show why the
Board should do so here. Even should reexamination be ordered, concurrent
proceedings are contemplated and sanctioned under the rules. IPB’s Motion does
little more than grasp at straws, urging termination based on a Section 315(e)
estoppel that does not exist, proposed Office rules that are not in effect, and a
singular Ariosa decision providing no basis for terminating reexaminations raising
distinct grounds.

A. IPB’s Premature Effort To Apply Section 315 Estoppel Should Be
Rejected

IPB’s Motion amounts to little more than an improper effort to prematurely
apply estoppel under Section 315(e).

IPB argues that “Petitioner knew, or should have known, about” Parkin and
Kishi “when the Petition was filed.” Mot. at 2. IPB provides nothing to back up this
argument, and even if it had, prior knowledge is not a consideration for whether
reexamination should be terminated. See 35 U.S.C. § 315(d); 37 C.F.R. § 42.122(a).
IPB skips over its momentous decision to concede unpatentability of the subject
matter *909 Patent claims by abandoning identical claims in its child continuation
application on January 14, 2025—four months after the IPR Petition was filed.

EX1086 at 263 (IPB affirmatively abandoning the ’576 application claims following
-3-
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Kishi rejection); Paper 24 at 1, 5 (discussing same); EX1110 at 13. Its Motion
provides no reason why the 909 Patent claims should have issued when it quickly
surrendered them soon after in its continuation application. See Mot. at 2-3.

Contrary to the express language of 35 U.S.C. § 315(e)(1), IPB’s argument
effectively seeks to apply estoppel before the final written decision issues. See
35 U.S.C. § 315(e)(1) (applying to petitioner in a proceeding “that results in a final
written decision” to preclude raising a ground of invalidity that the petitioner raised
or reasonably could have raised); Emerson Elec. v. SIPCO, IPR2017-00359, Paper
62 at 11 (P.T.A.B. Mar. 21, 2019) (“Here, it is undisputed that the... reexaminations
were already pending when any § 315(e) estoppel attached....”). IPB cites no
authority for departing from the statutory requirements, and its premature request is
unwarranted.

B. IPB Improperly Relies On Proposed Rulemaking

IPB argues the Office’s proposed rules at 90 Fed. Reg. 48335-48341, that it
admits ““are not in effect,” Mot. at 1, should govern the Board’s current decision
making, id. at 3-4. But the proposed rules “ha[ve] no current effect, and it cannot be
reliably predicted what, if any, effect [they] will come to have.” Apple v. Squires,
166 F.4th 1349, 1356 (Fed. Cir. 2026) (agreeing with PTO Director that the
announcement of proposed rules in 90 Fed. Reg. 48335-48341 have no current

impact and “do not render the dispute before us moot”).

-
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Current, controlling legal authority and Office guidance both contemplate and
permit concurrent IPR and reexamination proceedings. See 35 U.S.C. § 302 (“Any
person at any time may file a request for reexamination by the Office of any claim
of a patent....”); 37 C.F.R. § 1.510(a); see also EX1110 at 3 (WD certifying it is not
estopped from filing its Reexam Request under Section 315(e)(1)). The Office has
in place guidance for handling parallel IPR and reexamination proceedings. See
Notice Regarding Options for Amendments by Patent Owner Through Reissue or
Reexamination During a Pending AIA Trial Proceeding, 84 Fed. Reg. 16654-16658
(Apr. 22, 2019). This current guidance “indicates that there is nothing per se
improper about parallel ex parte reexaminations and inter partes reviews.” See
ResMed v. Cleveland Med., IPR2025-00160, Paper 11 at 9 (P.T.A.B. June 13, 2025)
(declining to discretionarily deny the petition based on a pending reexamination).
IPB’s citation to PacifiCorp is inapplicable because it addresses the filing of multiple
IPR petitions. Mot. at 4 (citing PacifiCorp v. Birchtech, IPR2025-00687, Paper 40,
at 2-3 (Squires Jan. 12, 2026) (precedential)).

The rationale behind the proposed rule IPB cites in fact supports that
reexamination is warranted here: “Because reasonable minds may, and frequently
do, disagree about whether a particular patent claim meets the statutory
requirements, patents cannot serve their economic function if they are perpetually

subject to de novo review.” 90 Fed. Reg. at 48335. Here there is no risk of

_5-
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reasonable minds disagreeing because IPB already has conceded that the claimed
subject matter in the 909 Patent is unpatentable. EX1086 at 263; EX1110 at 13.

C.  There Is No Waste, Risk Of Inconsistent Results, Or Prejudice

IPB’s assorted arguments alleging the reexamination would result in waste,
inconsistent results, or prejudice lack any merit. See Mot. at 4-7.

Citing only the proposed rules, IPB asserts that considering the reexamination
“would be a waste of the Office’s limited resources.” Mot. at 4-5. Because the rules
are not currently in force, they have no impact here. Apple, 166 F.4th at 1356. Even
if they were controlling, the Office’s stated purpose of avoiding having “the Office...
allow unpatentable claims,” 90 Fed. Reg. at 48338, certainly supports reexamination
here given IPB’s concession that the ’909 Patent claimed subject matter is
unpatentable. EX1086 at 263; EX1110 at 13.

IPB next speculates that the purpose of the reexamination is to “get a different
inconsistent result from a different part of the Office.” Mot. at 5 (emphasis original).
But IPB concedes the reexamination is based on “different grounds” than the IPR,
Mot. at 3 (emphasis original), mooting any risk of inconsistent results. In reality, the
only risk of inconsistent results would be terminating the reexamination, which
expressly asks the Office to reexamine the 909 Patent claims in view of the same
Kishi prior art that indisputably rendered them invalid during prosecution of the

child application. See EX1110 at 13.
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Finally, IPB fails to carry its burden to show any prejudice. IPB next asserts
that “Petitioner was not shy about trying to take full advantage of this information
in its Reexam Request.” Mot. at 6 (citing EX1110 at 1, 14-16, 15). But each of the
cited passages merely notes that, just like IPB did during the original prosecution of
the *909 Patent, IPB’s IPR arguments hinged patentability of the 909 claims on the
recited tunnel barrier heights. EX1110 at 1, 14-16. Thus, the IPR provides no more
advantage than the original prosecution of the *909 Patent.

IPB cites Ariosa to argue that “Petitioner had the benefit of a full IPR trial.”
Mot at 6-7 (emphasis original). But IPB’s concession that the reexamination is based
on “different grounds” than those presented in the IPR, Mot. at 3 (emphasis
original), distinguishes this reexamination from Ariosa where termination was
ordered because “the arguments are ‘substantially the same’” between the IPR and
reexamination, Ariosa Diagnostics v. lllumina, IPR2014-01093, Paper 81 at 13
(P.T.A.B. May 24, 2016) (granting termination in part on Section 325(d) because

299

“the arguments are ‘substantially the same’”). Other panels have declined to follow
Ariosa in similar circumstances where the prior art disclosures relied upon in the
parallel reexamination proceeding filed near the statutory deadline for the final

written decision were “significantly different” compared to those in the IPR petition.

See, e.g., Emerson Electric, IPR2017-00359, Paper 62 at 6-7 (comparing IPR and
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reexamination grounds), 17-18 (distinguishing the instant facts from those in
Ariosa).

IPB next attempts to show prejudice by disingenuously implying that district
court litigation “has been stayed for nearly 18 months pending the outcome of this
IPR” over its objection. Mot. at 7. IPB has not been prejudiced because it
voluntarily agreed to staying the district court litigation four times: IPB stipulated to
a stay until institution decisions were issued in the [PRs, EX1085, and since then has
stipulated three more times to extending the stay, e.g., Godo Kaisha IP Bridge 1 v.
Western Digital Techs, 24-cv-06555-RS (N.D. Cal), ECF Nos. 65 (stipulated
continuance until September 2025), 67 (stipulated continuance until June 2026), and
73 (same).

D. IPB Concedes That Section 315(e)(1) Is Inapplicable

IPB spills considerable ink arguing that Section 315(e)(1) would be
undermined absent termination, Mot. at 7-9, before admitting that Section 315(¢e)(1)
in fact does not apply here and arguing instead that Section 315(d) governs its
Motion, id. at 8-9. IPB provides no new reason to grant its motion under Section
315(d), instead imploring that if the Board “is disinclined to grant this motion, the
Board should issue any denial before issuing the FWD” so IPB can seek Director

Review. Id. at 9 (emphasis original).
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IPB provides no authority, under Section 315(d) or otherwise, for delaying
the final written decision or extending the statutory deadline for issuing the decision,
simply to facilitate a Director Review. See Mot. at 10. Section 315(d) does not apply
because IPR and reexamination do not overlap and certainly will not overlap after
the final written decision issues here. In fact, asking the Board to concoct
overlapping proceedings would be exactly the improper “gamesmanship” of which
IPB vociferously complains. Mot. at 8; see also id. at 7, 9, 10 (“gamesmanship,”
“gamesmanship,” and “gamesmanship”). IPB cites no authority supporting its
gambit.

III. CONCLUSION

Because there is simply no basis for the Board to terminate a reexamination

that has not been ordered, WD respectfully requests denial of IPB’s Motion.

ARMOND WILSON LLP

Dated: April 13, 2026 By: /Michelle E. Armond/
Michelle E. Armond (Reg. No. 53,954)
Douglas R. Wilson (Reg. No. 54,542)
Josepher Li (Reg. No. 74,998)
Monica Arnold (Reg. No. 77,262)
Yue Han (Reg. No. 80,950)
Attorneys for Western Digital Technologies, Inc.
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