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I. THE BOARD CAN TERMINATE THE REEXAM

Petitioner’s assertion that the Board lacks the authority to terminate the
reexam because it has not been ordered is unsupported and wrong. Paper 55
(“Opp.”), 2. Neither of Petitioner’s non-precedential Board decisions says that.

The Board has the authority to terminate “any... matter or proceeding”
involving the patent “before the Office.” Paper 54 (“Mot.”), 1-2; 35 U.S.C.
§315(d); 37 C.F.R. §42.122(a). In adopting Rule 122, the Office was explicit that
the covered matters include an unordered “ex parte reexamination proceeding
where the three-month statutory time period under 35 U.S.C. §303 is running.” 77
Fed. Reg. 48680, 48690 (Aug. 14, 2012). The Request initiated a new “matter or
proceeding” (Control No. 90/016,097) triggering §303’s three-month time period.

The Director’s 4/1/26 Official Gazette Notice, titled “Pre-order Procedure
regarding Substantial New Question determination in ex parte Reexamination
Proceedings,” characterizes an unordered reexam as a “proceeding.” The MPEP
does too. MPEP §2224 (“After the filing of the request for ex parte
reexamination, any letters sent to the... Office relating to the resulting ex
parte reexamination proceeding should identify the proceeding’); MPEP §2294
(an “/e[x parte reexamination proceeding|] may be concluded” and “the
proceeding... brought to an end... by a denial of reexamination”).

Even if the unordered reexam were not a “proceeding” (it is), the reexam is a



“matter involving the patent... before the Office.” 37 C.F.R. §42.122(a). Rule 122
indisputably gives the Board authority to terminate the reexam.

II. THE BOARD SHOULD TERMINATE THE REEXAM
A. The Request’s Grounds Could Have Been in the Petition

Petitioner does not dispute that Parkin was cited on the 909 Patent and
Kishi was used in an examiner rejection months before the Petition was filed.
Mot., 2-3. Petitioner says this ignores IPB’s allegedly “momentous decision to
concede unpatentability of the subject matter [sic] ’909 Patent claims by
abandoning identical claims in its child continuation... after the IPR Petition was
filed.” Mot., 3. Petitioner cites no authority supporting its assertion that IPB’s
abandonment of the child application “concede/d] unpatentability.” There is no
such authority. Applicants abandon continuations for many reasons and often
weigh the cost of continuing prosecution against the incremental value of the
continuation claims over the issued claims. Abandoning the child application does
not estop IPB from defending the patentability of its 909 Patent claims and does
not remove Petitioner’s burden to prove those claims unpatentable.

If Petitioner thought it mattered, it could have waited to file the Petition (no
time bar was imminent) to see how IPB responded to the Examiner’s Kishi
rejection. Petitioner chose not to. Petitioner’s carefully curated words do not deny

it knew about Kishi (and Parkin) when the Petition was filed. Opp., 3-4. Despite



alleging now that Kishi and Parkin are slam dunk prior art, Petitioner made the
strategic decision to not use them in the Petition’s grounds. Its remorse about that
decision does not justify another serial challenge after its instituted IPR. Mot., 3-4.

B.  There Is No Justification for Petitioner’s Delay

Even if the Board considers the abandonment of the child application to be
justification for Petitioner to file a reexam request (it is not), Petitioner never
disputes that it cited that abandonment in its [IPR2025-00701 petition filed more
than a year before the Request. Mot., 5. Moreover, Petitioner never explains why
it filed its Request on the Sunday following the Friday issuance of a related FWD
and does not deny that Petitioner was waiting to file the already-prepared Request.
Mot., 9-10. Petitioner offers no justification for waiting until a year after the
abandonment of the child application to file its Request on the eve of the FWD.

C. Termination Would Preserve the Estoppel’s Viability

Characterizing the Motion as a “premature” request to apply estoppel is
disingenuous given that estoppel will never apply to the already-filed Request.
Opp., 4; Mot., 8. The Motion seeks to preserve the estoppel provision’s core
purpose: holding Petitioner to the results of the FWD Petitioner sought. Mot., 7-9.

IPB never argued that “concurrent IPR and reexamination proceedings” are
prohibited. Opp., 5. IPB argued that §315(d) grants the Director the authority to

manage concurrent proceedings and the discretion to terminate the reexam. Mot.,



8-9. The assertion that the reexam complies with “current guidance” (Opp., 5) cites
no “guidance” from Director Squires. The Director’s “guidance” in PacifiCorp that
an instituted IPR petition advancing multiple grounds, as the Petition does here,
should suffice (Mot., 4) is not “inapplicable” (Opp., 5). Petitioner’s citation to
Apple and its argument that the proposed “rules are not currently in force” (Opp. 4-
6) miss the mark. IPB never argued that those rules were “in force.” IPB argued
that the commentary accompanying the proposed rules reveals how Director
Squires will exercise his discretion under §315(d) in this case. Mot., 3-9.

D. Wasted Resources, Inconsistent Results, and Prejudice

Petitioner ignores the Director’s guidance that repeated administrative
attacks against a patent are inefficient, waste Office resources and risk inconsistent
results. Mot. 3-4. Petitioner’s assertion that its second serial attack is different due
to a phantom “concession” that the 909 Patent claims are unpatentable fails. Supra
§IL.A. Petitioner also ignores the Director’s guidance that using different prior art
does not justify a second attack. Mot., 6. Alleging that different grounds “moot[s]
risk of inconsistent results” (Opp., 6) ignores the Director’s guidance that even
strong patents become unreliable if subjected to serial challenges. Mot., 5.

Petitioner’s assertion that IPB is not prejudiced by Petitioner’s second serial
attack (Opp., 7-8) ignores that Petitioner chose different prior art after the prior art

presented in this [PR did not hold up at trial. Mot. 6-7. IPB stipulated to a stay



pending the outcome of this IPR. IPB never consented to staying the litigation
through a second attack Petitioner waited more than a year to bring. Supra §I1.B.
Emerson does not help Petitioner. Opp., 7-8. There, the Board did not decline to
terminate the reexam because it used different prior art. Indeed, the Board found
that waiting to file the reexam until just before FWD provided “the opportunity to
adjust [] invalidity challenges.” Emerson, IPR2017-00359, Paper 62 at 17-19. The
Board only excused that because, “[u]nlike Ariosa,” the petitioner had a “colorable
reason” for waiting. /d. Petitioner provided no such “reason’ here. Supra §11.B.

E. IPB’s Timing Request

After not denying that it waited to file the Request to impose time pressure
(id.), Petitioner seeks to capitalize on it. Opp., 9. IPB’s position is that the
“pendency of” the IPR under §315(d) will not terminate when the FWD issues. But
if the Board is disinclined to grant the Motion, IPB asks that it defer issuing the
FWD until Director Squires reviews that Motion decision to ensure that any
termination order he may issue indisputably issues during the pendency of the IPR.

III. CONCLUSION

Not terminating the reexam would encourage others to follow the same
playbook: enjoy a full IPR trial, gauge how the IPR grounds fare, file a reexam as a
hedge, and wait until just before the FWD issues to avoid estoppel. That is not how

the system should work. Mot., 2-9. The Board should terminate the reexam.



Respectfully submitted,
Godo Kaisha IP Bridge 1

Date:  April 16, 2026 By: /Richard Giunta /

Richard F. Giunta, Reg. No. 36,149
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Date: April 16, 2026 /Dara Del Rosario/
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