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Key Points

2

The challenged claims require the identifier and target sequence to be used in 
combination

Demonstrative Exhibit - Not Evidence

Petitioner’s ground 1 fails
- Kivioja does not use the target sequence with the identifier to identify duplicates
- Kivioja does not teach removal of a duplicate read from the sequencing reads (Claim 2)
- Petitioner has failed to provide sufficient evidence to establish a motivation to combine Iafrate 

and Kivioja

Petitioner’s grounds 2 and 3 fail
- Bielas identifies duplicate sequences based only on Cypher sequences
- Bielas is similar to Samuels, cited and overcome during prosecution
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The challenged claims require the identifier and target sequence to be used in 
combination

Demonstrative Exhibit - Not Evidence

Petitioner’s ground 1 fails
- Kivioja does not use the target sequence with the identifier to identify duplicates
- Kivioja does not teach removal of a duplicate read from the sequencing reads (Claim 2)
- Petitioner has failed to provide sufficient evidence to establish a motivation to combine Iafrate 

and Kivioja

Petitioner’s grounds 2 and 3 fail
- Bielas identifies duplicate sequences based only on Cypher sequences
- Bielas is similar to Samuels, cited and overcome during prosecution



Claim Construction – “identifying sequence reads with 
identical identifier and target sequences as duplicates” 

Demonstrative Exhibit - Not Evidence 4

Paper 21, 9-15; Paper 34, 2-11; EX1004.0024

Tecan’s Construction Petitioner’s Construction

“identifying sequence reads 
as duplicates through a step 
that uses both the identifier and 
at least a portion of the 
target sequence”

“identifying sequence reads with 
identical identifier and target 
sequences as duplicates” 

This limitation requires the entire 
“target sequence” and does not 
require a single “step.”



Prosecution History is Critical Intrinsic Evidence

Demonstrative Exhibit - Not Evidence 5

Paper 21, 9-15; Paper 34, 5-6

The prosecution history is often of critical significance in determining the 
meaning of the claims because it contains . . . any express representations 
made by the applicant regarding the scope of the claims.

Genentech, Inc. v. Iancu, 809 F. App’x 781, 783 (Fed. Cir. 2020).

Nonetheless, the prosecution history can often inform the meaning of the 
claim language by demonstrating how the inventor understood the 
invention and whether the inventor limited the invention in the course of 
prosecution, making the claim scope narrower than it would otherwise be.

Phillips v. AWH Corp., 415 F.3d 1303, 1317 (Fed. Cir. 2005).



The Prosecution History of the ’357 Patent

Demonstrative Exhibit - Not Evidence 6

Paper 21, 9-15; Paper 34, 2-5

Dec. 28, 2015, Amendment/Response to Office Action

EX1018.0794, -0807



The Prosecution History of the ’357 Patent

Demonstrative Exhibit - Not Evidence 7

Paper 21, 9-15; Paper 34, 2-5

Dec. 28, 2015, Amendment/Response to Office Action

EX1018.0798

EX1018.0797-798



The Prosecution History of the ’357 Patent

Demonstrative Exhibit - Not Evidence 8

Paper 21, 9-15; Paper 34, 2-5

Mar. 5, 2021, Amendment/Response to Office Action

EX.1019.0453



Example 5 of the ’357 Patent

Demonstrative Exhibit - Not Evidence 9

Paper 21, 11-13; Paper 34, 9-10

EX1004.0021, 20:19-23; 20:51-62 

* * *

Identifier Site Index Site

Sequencing Primer Binding Site



Expert Testimony Supports Tecan’s Construction

Demonstrative Exhibit - Not Evidence 10

Paper 21, 11-13; Paper 34, 9-10

Carlos Bustamante, 
Ph.D.

Tecan’s Expert

EX2035.¶¶84-85



Claims Require Use of a Portion of the Target Sequence

Demonstrative Exhibit - Not Evidence 11

EX1004.0010Paper 21, 9-15; Paper 34, 9-11
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The challenged claims require that the identifier and target sequence to be 
used in combination

Petitioner’s ground 1 fails
- Kivioja does not use the target sequence with the identifier to identify duplicates
- Kivioja does not teach removal of a duplicate read from the sequencing reads (Claim 2)
- Petitioner has failed to provide sufficient evidence to establish a motivation to combine Iafrate 

and Kivioja

Petitioner’s grounds 2 and 3 fail
- Bielas identifies duplicate sequences based only on Cypher sequences
- Bielas is similar to Samuels, cited and overcome during prosecution



Kivioja Does Not Use the Target Sequence 
to Identify Duplicates

Demonstrative Exhibit - Not Evidence 13

Paper 21, 25-29; Paper 34, 18-20

EX1012.0005



Kivioja Does Not Use the Target Sequence to Identify Duplicates

Demonstrative Exhibit - Not Evidence 14

Paper 21, 25-29; Paper 34, 18-20

Bustamante Decl.

EX2035.¶113



Kivioja Does Not Use the Target Sequence to Identify Duplicates

Demonstrative Exhibit - Not Evidence 15

Paper 21, 25-29; Paper 34, 18-20

Reference 
Genome

Kivioja Method

Reference 
Genome

’357 Patent Method



Kivioja Fig. 1 Does Not Show Use of the Target Sequence

Demonstrative Exhibit - Not Evidence 16

Paper 21, 25-29; Paper 34, 18-20

EX1012.0001



Claim 2: Kivioja Does Not Remove Duplicate Reads

Demonstrative Exhibit - Not Evidence 17

Paper 21, 29-30; Paper 34, 20-21

EX1012.0002, -0005



Petitioner Fails to Show a Motivation to 
Combine Iafrate and Kivioja

Demonstrative Exhibit - Not Evidence 18

Paper 21, 30-33; Paper 34, 21-22 Paper 1, 26, 31

Iafrate

Kivioja
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The challenged claims require that the identifier and target sequence to be 
used in combination

Petitioner’s ground 1 fails
- Kivioja does not use the target sequence with the identifier to identify duplicates
- Kivioja does not teach removal of a duplicate read from the sequencing reads (Claim 2)
- Petitioner has failed to provide sufficient evidence to establish a motivation to combine Iafrate 

and Kivioja

Petitioner’s grounds 2 and 3 fail
- Bielas identifies duplicate sequences based only on Cypher sequences
- Bielas is similar to Samuels, cited and overcome during prosecution



Bielas Uses Only Cyphers to Group Reads

Demonstrative Exhibit - Not Evidence 20

Paper 21, 34-37; Paper 34, 13; EX1013.0043



Bielas Uses Only Cyphers to Group Reads

Demonstrative Exhibit - Not Evidence 21

Paper 21, 34-37; Paper 34, 13
EX1013.0006, -0027,  -0031



Bielas Groups Reads in the Same Way as Samuels

Demonstrative Exhibit - Not Evidence 22

Paper 21, 13-15; Paper 34, 14-16

Bielas Samuels

EX1013.0043
EX1033.0044-45



“Computationally Deconvolute” Has No Established 
Meaning

Demonstrative Exhibit - Not Evidence 23

Paper 21, 34-35; Paper 34, 13

EX1013.0027

EX2016.0126:5-11



Petitioner Has Failed to Show Bielas’s Consensus 
Sequence Meets the Identifying Duplicates Limitation

Demonstrative Exhibit - Not Evidence 24

Paper 34, 15-16

Inherency, however, may not be established by probabilities or 
possibilities. The mere fact that a certain thing may result from a 
given set of circumstances is not sufficient.

PAR Pharm., Inc. v. TWI Pharms., Inc., 773 F.3d 1186, 1195 (Fed. Cir. 2014). 

Carlos Bustamante, 
Ph.D.

EX1124.0171:22-172:2 
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