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REPLY TO PATENT OWNER’S PRELIMINARY RESPONSE 

For § 325(d), Netlist argues the individual references in Grounds 1–2 and 4–

5 were “cited” to the Examiner, POPR 12–16, but there was no discussion of the 

combinations here, so § 325(d) does not apply, Pet. 112–13.  In particular, Netlist 

argued to the Examiner that neither Hazelzet nor JESD206 (not JEDEC in Ground 

1, see Pet. 112; EX1003, ¶¶ 142, 148–49) “apply a first signal [yellow below] to 

the gate of the transistor [having an open drain, green below] to indicate a parity 

error having occurred during normal memory read or write operations, and then a 

second signal [blue below] related to one or more training sequences to the same 

gate of the transistor [having an open drain, green below],” EX1002, 346.  But 

neither Netlist nor the Examiner analyzed the combinations here, see Pet. 112–13, 

which all add a distinct “second signal [blue below] related to one or more 

training sequences to the gate of the transistor [having an open drain] [green 

below],” Pet. 16–17, 53 (citing pp.14–17), 77–92, 109–10: 

Grounds 1–3 
(Pet. 16–17, highlighting added) 

Grounds 4–6 
(Pet. 109–10, highlighting added) 

  

And Grounds 2 and 5 shown above are the same combinations that invalidated 
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materially identical claims in the ’218, ’595, and ’623 patents also requiring one 

open drain output for two different signals (parity error, and training status), see 

EX1102, 6–8, 51–53, 66–67, 71–75; EX1103, 6–9, 50–52, 71–73, 78–82; EX1034, 

3–6, 9–21; Pet. 77–92.  Those Board decisions invalidating patentably indistinct 

claims show that the Examiner “materially erred” in allowing the ’024 claims 

while being “silent” about Grounds 1–6.  Pet. 113; see also Pet. 6–7 (citing 

EX1002, 123 (“not patentably distinct”)); Godbersen-Smith Constr. Co. v. Guntert 

& Zimmerman Const. Div., Inc., IPR2024-00835, Paper 9, at 8–12 (PTAB Nov. 14, 

2024) (finding material error given “no statement” why claims were “deemed 

allowable” over references in IPR2020-01698’s Final Written Decision 

invalidating substantially similar claim); Solvay USA Inc. v. WorldSource Enters., 

LLC, IPR2020-00768, Paper 30, at 5–8 (PTAB Mar. 1, 2021) (finding material 

error by the Examiner under Advanced Bionics given “misapprehending or 

overlooking specific teachings of the relevant prior art where those teachings 

impact patentability of the challenged claims”). 

For Grounds 3 and 6, Netlist is incorrect that Wang is “cumulative.”  POPR 

12, 14–15.  Regardless of whether individual elements of the claims “[we]re before 

the patent examiner in other references,” Wang is “not cumulative, since [Wang] 

contain[s] a more complete combination of the elements claimed.”  Semiconductor 

Energy Lab. Co. v. Samsung Elecs. Co., 204 F.3d 1368, 1374 (Fed. Cir. 2000).  



 

 3  

Wang provides the motivation for a “second signal” to report training status (blue 

in the figures above, e.g., a signal “to the gate of the transistor” that is driven “low” 

in response to completion of “Wang’s interface training”), Pet. 46–48, 85–92, 

which Netlist contends is missing from Hazelzet and JESD206 as discussed above.  

Wang is not cumulative to JEDEC in Grounds 1 and 4 given Netlist’s contention 

that JEDEC is “not . . . prior art” and thus would not have been applied against the 

claims by the Examiner.  POPR 13 n.2, 18–42.  And Wang is not cumulative to 

JEDEC or Buchmann in Grounds 1–2 and 4–5 because Wang expressly discloses a 

motivation to add “data buffering” and “corresponding training” to Hazelzet (e.g., 

to “provide higher memory performance,” “reduce or eliminate idle time,” and 

“higher capacity”), Pet. 47, which Netlist says is missing from JEDEC and 

Buchmann, EX1105, ¶¶ 111–18.  See, e.g., Regeneron Pharms., Inc. v. Merus N.V., 

864 F.3d 1343, 1355–56 (Fed. Cir. 2017) (finding “Brüggemann, Wood, and Taki” 

not cumulative because they taught what patent owner’s experts contended was 

missing from the art before the Examiner).  Thus, for Grounds 3 and 6 with Wang, 

“[t]he fact that one piece of art from the combination [Hazelzet] was previously 

presented . . . is insufficient to satisfy the first prong of Advanced Bionics . . . .”  

Thorne Research, Inc. v. Trustees of Dartmouth Coll., IPR2021-00491, Paper 18, 

at 8–9 (PTAB Aug. 12, 2021). 

For Grounds 1 and 4, Netlist introduces new exhibits to argue that JEDEC 
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was not “publicly accessible.”  POPR 18–42 (citing EX2001–06). 

Netlist argues JEDEC (EX1015) “was never adopted by JEDEC—rather, a 

modified version [EX2001] was adopted,” POPR 21, 23 (citing EX2002/1116, 15), 

but Netlist fails to identify any substantive changes, compare EX2001, 65–72, with 

EX1015.  Netlist merely points to non-substantive “editorial” changes, POPR 21, 

rather than any “technical modifications,” EX1049, 16, 18. 

Netlist relies on a declaration suggesting that JEDEC (EX1015) was 

“confidential,” POPR 22–23 (citing EX2003, ¶¶20-21); see also POPR 29, but that 

declaration is “entitled to little or no weight,” 37 C.F.R. § 42.65(a), because it 

contradicts the official JEDEC Manual stating that “[o]pen discussion of balloted 

material is permitted and encouraged,” EX1048, 17; EX1049, 16, and it contradicts 

the testimony of Netlist’s technical expert that a POSITA (not just a member of 

JEDEC) would have “known about the contents of presentations and proposals to 

JEDEC relevant to memory modules and memory devices,” EX1077, 55:8–:20.  

Netlist’s declaration is highly misleading because it focuses on whether “ballots 

were treated as confidential,” POPR 23 (emphasis added); see also POPR 32–33, 

rather than whether the contents of the proposal being voted on were confidential, 

which is the relevant question for EX1015.  In any democracy, the ballots and tally 

of votes are commonly kept confidential until the polls close, cf. EX2003, ¶ 20, but 

the subject matter of the vote (whether a JEDEC proposal, or a candidate for U.S. 
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President) is publicly accessible long before the polls open, so that interested 

members of the public can decide ahead of time how to vote.  The same was true 

for EX1015, as explained in the Petition:  “[A]s was typical, EX1015’s contents 

were discussed within JEDEC for months before the formal vote in 

November/December 2009, including at weekly ‘task group’ (TG) meetings where 

EX1015 was distributed and approved.  EX1046, 1-2, 21-22 (#142.35); EX1091, 

13:25-14:11, 26:4-27:13, 51:20-52:14; EX1093, 28:2-:13, 32:23-33:10, 35:11-:16.”  

Pet. 42; EX2003, ¶ 10.  And EX1015 certainly was not confidential after being 

approved by vote as shown in the December 2009 minutes.  EX2002/1116, 15. 

Netlist also disputes that “anyone could join JEDEC,” POPR 31 (citing 

EX2003, ¶ 8), and complains that JEDEC would not give away free copies of its 

documents to a “third-party researcher” who was not a JEDEC member, POPR 39 

(citing EX2006).  But “anyone” is not the standard for public accessibility; 

“interested members of the relevant public” is the standard, Pet. 37–40 & n.6.  

Netlist argues membership at JEDEC is “company based,” POPR 31, but JEDEC 

also permitted “individual” members, EX1048, 1 & n.2; EX1049, 1 & n.2, and any 

POSITA “can create a company” to join JEDEC, EX2004, 23:23–25:10. 

Netlist argues JEDEC “did not have search . . . until 2010,” POPR 38 (citing 

EX2005/1117, 3), but that is wrong, see Pet. 41 (“Search our Documents”). 

Dated:  Mar. 14, 2025   /Eliot D. Williams/   

Eliot D. Williams, Reg. #50,822 
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San Francisco, CA 94111 
T: (415) 291-6255 
F: (415) 291-6355 
 
Brianna L. Potter 
Reg. No. 76,748 
BAKER BOTTS L.L.P. 
1001 Page Mill Road 
Building One, Suite 200 
Palo Alto, CA 94304 
T: (650) 739-7556 
F: (650) 739-7656 
 
Counsel for Petitioner  
Samsung Electronics Co., Ltd. 

 



 

7 

CERTIFICATE OF COMPLIANCE 

I hereby certify that this Petitioner’s Authorized Reply to Patent Owner’s 

Preliminary Response, excluding the parts of the brief exempted by 37 C.F.R. 

§ 42.24, complies with the page limits provided by the Board’s email on March 12, 

2025, which stated:  “Petitioner is authorized to file, within 5 business days, a 5 

page pre-institution reply, limited to three pages addressing Patent Owner’s 

arguments about discretionary denial under § 325(d), and 2 pages addressing the 

six exhibits filed by Patent Owner about the public accessibility of the JEDEC 

reference in Ground 1.  Patent Owner is authorized to file, within 5 business days 

after Petitioner files the pre-institution reply, a 5-page pre-institution sur-reply, 

limited to three pages addressing Petitioner’s arguments about discretionary denial 

under § 325(d), and 2 pages addressing Petitioner’s arguments about the public 

accessibility of the JEDEC reference in Ground 1.” 

 
Dated:  Mar. 14, 2025    /Eliot D. Williams/   

Eliot D. Williams, Reg. #50,822 
BAKER BOTTS L.L.P. 
700 K Street, N.W. 
Washington, D.C. 20001 
T: (202) 639-1334 
F: (202) 639-1167 
 
Counsel for Petitioner Samsung 
Electronics Co., Ltd. 
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CERTIFICATE OF SERVICE 

Pursuant to 37 C.F.R. § 42.6(e), I certify that on this 14th day of March, 

2025, Petitioner’s Authorized Reply to Patent Owner’s Preliminary Response 

was served by email on the following counsel for Patent Owner: 

Richard M. Bemben (Reg. No. 68,658) 
STERNE, KESSLER, GOLDSTEIN & FOX PLLC 
1101 K Street NW, 10th Floor 
Washington, DC  20005 
Phone: (202) 772-8549 
Fax: (202) 371-2540 
Email:  PTAB@sternekessler.com 
rbemben-PTAB@sternekessler.com 

Jennifer Meyer Chagnon (Reg. No. 55,440) 
STERNE, KESSLER, GOLDSTEIN & FOX PLLC 
1101 K Street NW, 10th Floor 
Washington, DC  20005 
Phone: (202) 772-8890 
Fax: (202) 371-2540 
Email:  PTAB@sternekessler.com 
jchagnon-PTAB@sternekessler.com 

Richard A. Crudo (Reg. No. 65,245) 
STERNE, KESSLER, GOLDSTEIN & FOX PLLC 
1101 K Street NW, 10th Floor 
Washington, DC  20005 
Phone: (202) 772-8549 
Fax: (202) 371-2540 
Email:  PTAB@sternekessler.com 
rcrudo-PTAB@sternekessler.com 

Raymond K. Chan (Reg. No. 66,164) 
NETLIST, INC. 
111 Academy Way, Suite 100 
Irvine, California  92617 
Phone: (949) 679-0101 
Fax: (949) 435-0031 
Email: rchan@netlist.com 

Tobin L. Hobbs (Reg. No. 63,260) 
NETLIST, INC. 
111 Academy Way, Suite 100 
Irvine, California  92617 
Phone: (949) 679-0127 
Fax: (949) 435-0031 

Email: thobbs@netlist.com 

 

Dated:  Mar. 14, 2025    /Eliot D. Williams/   
Eliot D. Williams, Reg. #50,822 
BAKER BOTTS L.L.P. 
700 K Street, N.W. 
Washington, D.C. 20001 
T: (202) 639-1334 
F: (202) 639-1167 
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Counsel for Petitioner Samsung 
Electronics Co., Ltd. 
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