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Pursuant to 35 U.S.C. § 317(a) and 37 C.F.R. § 42.74, Mundra Solar PV 

Ltd. and Adani Solar USA Inc. (collectively “Petitioners”), Trina Solar Co., Ltd. 

(hereinafter, “Trina,” former Patent Owner and current real party-in-interest), and 

Evervolt Green Energy Holding Pte Ltd. (hereinafter, “Evervolt,” current Patent 

Owner and additional real party-in-interest), jointly request termination of 

Petitioners as parties in consolidated inter partes review (IPR) of U.S. Patent No. 

9,722,104 (“’104 Patent” or “Challenged Patent”), Case No. IPR2025-00007.    

Petitioners, Trina, and Evervolt (collectively, the “Parties”) have resolved 

their disputes with respect to the Challenged Patent and have reached agreement to 

terminate Petitioners as parties in this IPR; the Parties do not anticipate any further 

litigation concerning the Challenged Patent.  In accordance with 37 C.F.R. § 

42.20(b), the Parties received authorization from the Board to file this motion on 

February 4, 2026, 2026.2  See Paper 33. 

As required under 35 U.S.C. § 317(b) and 37 C.F.R. §§ 42.74(b), a true copy 

of the confidential agreement that resolves the disputes between Petitioners and 

Trina Solar Co., Ltd. in this inter partes review relating to the Challenged Patent is 

filed herewith as a confidential exhibit.  Ex. 1066 (“Trina Agreement”).  There are 

no other collateral agreements, whether written or oral, between the Petitioners and 

 

2 On January 29, 2026, Petitioners requested authorization to file this motion. 
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Trina made in connection with, or in contemplation of, the termination sought per 

35 U.S.C. § 317(b) and 37 C.F.R. § 42.74(b). 

In addition, a true copy of the confidential agreement by Evervolt3 that binds 

Evervolt to the confidential agreement between Petitioners and Trina Solar Co., 

Ltd. is filed herewith as a confidential exhibit.  Ex. 1067 (“Evervolt Agreement”).  

To the extent required by 35 U.S.C. § 317(b) and/or 37 C.F.R. § 42.74(b), 

Petitioners represent that there are no other collateral agreements, whether written 

or oral, between Petitioners and Evervolt made in connection with, or in 

contemplation of, the termination sought. 

Pursuant to 35 U.S.C. § 317(b) and 37 C.F.R. § 42.74(c), Petitioners are 

concurrently filing a Joint Request that Agreements be Treated as Business 

Confidential Information and be Kept Separate, which asks the Board to treat the 

Trina Agreement and Evervolt Agreement as business confidential information, 

and to keep them separate from the files of this proceeding and the files of the 

Challenged Patent. 

 

3 As stated by the updated mandatory notices (see Paper 31) for Trina and 

Evervolt, “[t]he ’104 patent has been assigned by current real party-in-interest 

Trina Solar Co., Ltd. to” Evervolt.  See Paper 31 at 2.   
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Termination of Petitioners as a party in the consolidated proceeding is 

proper for at least the following reasons: 

First, the Parties have resolved all disputes, legal actions, and proceedings 

presently pending between the Parties, and are jointly requesting termination of 

Petitioners as parties.  Both Congress and the federal courts have expressed a 

strong interest in encouraging parties to resolve litigation disputes.  See, e.g., 77 

Fed. Reg. 48756, 48768 (Aug. 14, 2012); Delta Air Lines, Inc. v. August, 450 U.S. 

346, 352 (1981); Bergh v. Dept. of Transp., 794 F.2d 1575, 1577 (Fed. Cir. 1986), 

cert. denied, 479 U.S. 950 (1986); Cheyenne River Sioux Tribe v. U.S., 806 F.2d 

1046, 1050 (Fed. Cir. 1986).  Here, no public interest or other factors weigh 

against termination of Petitioners as parties to this proceeding. 

Second, the Board has not yet “decided the merits of the proceeding before 

the request for termination is filed.”  35 U.S.C. § 317(a); 77 Fed. Reg. 48768 (“The 

Board expects that a proceeding will terminate after the filing of a settlement 

agreement, unless the Board has already decided the merits of the proceeding.”).  

Petitioners filed its individual IPR petition, IPR2025-00186, on November 22, 

2024.  The Board granted institution of IPR2025-00186 and granted Petitioners’ 

Motion for Joinder with this IPR2025-00007, on May 6, 2025.  See Paper 13.  The 

Board ordered that “Petitioner’s role in IPR2025-00007 is limited” to an 
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“understudy” role and would “not actively participate in IPR2025-00007 unless the 

current petitioner ceases to participate.”  Paper 13 at 12-13. 

This Board instituted trial for this IPR2025-00007 on April 21, 2025, but has 

not issued a final written decision.  No motions are outstanding in this proceeding.  

No other party’s rights will be prejudiced by the termination of Petitioners as 

parties in IPR2025-00007.  This supports the propriety of terminating of 

Petitioners as a party to this proceeding under 35 U.S.C. § 317.  77 Fed. Reg. 

48680, 48684-87 (Aug. 14, 2012).  35 U.S.C. 317(a) further provides “An inter 

partes review instituted under this chapter shall be terminated with respect to any 

petitioner upon the joint request of the petitioner and the patent owner, unless the 

Office has decided the merits of the proceeding before the request for termination 

is filed.”). 

Third, Trina and Petitioners were parties in the related United States 

International Trade Commission proceeding, Certain TOPCon Solar Cells, 

Modules, Panels, Components Thereof, and Products Containing Same, Inv. No. 

337-TA-1422, 1425 (filed Sept. 30, 2024) (“Inv. 1422”) in which Trina asserted 

the Challenged Patent.  Trina and Petitioners jointly filed a motion to terminate the 

investigation on the basis of Trina’s withdrawal of the ITC complaint, and the ALJ 

granted the motion and terminated the investigation on January 15, 2026.  Exs. 

1068-1069. 
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In particular, in Inv. 1422, Complainants, including Trina, and Respondents, 

including Petitioners, filed a joint motion on January 9, 2026, seeking to terminate 

the investigation on the basis of Trina’s withdrawal of the ITC complaint and to 

stay the investigation pending termination.  See Ex. 1068 at 1-4.  Trina and 

Petitioners identified and provided “a December 29, 2025 Letter of Intent on 

Strategic Cooperation, including provisions as to resolving all disputes, legal 

actions, and proceedings presently pending between the Private Parties in the 

United States,” which is Exhibit 1049 filed in this Motion.  See Ex. 1068 at 1.  The 

ALJ granted the motion on January 15, 2026.  See Ex. 1069 

Fourth, Evervolt has agreed to be bound to the Trina Agreement as applied 

to Petitioners, thereby resolving all disputes between the Parties.  Ex. 1067. 
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Date: February 6, 2026 By: / David M. Tennant / 
David M. Tennant (Reg. No. 48,362) 
PAUL HASTINGS LLP 
2050 M Street NW 
Washington, DC 20036 
Telephone: (202) 551-1997 
davidtennant@paulhastings.com 
 
Counsel for Petitioners 
Mundra Solar PV Ltd. 
Adani Solar USA Inc. 
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K. Patrick Herman 
Bas de Blank, 
Orrick, Herrington & Sutcliffe LLP  
51 W 52nd St. 
New York, NY 10019  
Telephone: (212) 506-5000 
P52PTABDocket@orrick.com 
M2BPTABDocket@orrick.com 
 
Counsel for  
Trina Solar, Co, Ltd. 
Evervolt Green Energy Holding Pte Ltd. 
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CERTIFICATE OF SERVICE 

The undersigned certifies that a true and correct copy of the foregoing JOINT 

MOTION TO TERMINATE INTER PARTES REVIEW AND PUBLIC 

EXHIBITS is being served by electronic mail on counsel of record listed below, 

pursuant to its Mandatory Notices: 

Samuel Tiu, Brooke Boll, Tung Nguyen, Michael Roberts 
SIDLEY AUSTIN LLP 

stiu@sidley.com 
brooke.boll@sidley.com 

tnguyen@sidley.com 
mlroberts@sidley.com 

 
Counsel for Runergy USA Inc., Runergy Alabama Inc.,  

Canadian Solar (USA) Inc. 
 

The undersigned further certifies that a true and correct copy of the foregoing 

JOINT MOTION TO TERMINATE INTER PARTES REVIEW AND ALL 

EXHIBITS is being served by electronic mail on counsel of record listed below, 

pursuant to its Mandatory Notices 

K. Patrick Herman 
Bas de Blank, 

Orrick, Herrington & Sutcliffe LLP 
P52PTABDocket@orrick.com 
M2BPTABDocket@orrick.com 

 
Counsel for Patent Owner Trina Solar, Co, Ltd., 

Evervolt Green Energy Holding Pte Ltd. 
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davidtennant@paulhastings.com 
 
Counsel for Petitioners 
Mundra Solar PV Ltd. 
Adani Solar USA Inc. 
 




