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Petitioner QIAGEN’s Presentation

QIAGEN Sciences, LLC v. 

Tecan Genomics, Inc.

IPR2025-00028; IPR2025-00029

Patents 10,036,012 and 10,876,108

Demonstrative Exhibit - Not Evidence
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The ’012 and ‘108 Claims

Demonstrative Exhibit - Not Evidence



3

The Independent Claim Of The ’012 Patent

Demonstrative Exhibit - Not Evidence



4

The Independent Claim Of The ’108 Patent

Demonstrative Exhibit - Not Evidence



5

Motivation to Combine

Demonstrative Exhibit - Not Evidence



6

PO Statements About Motivation To Combine

[Petitioner]

Tecan’s Sur-Reply at 2, 6.

Tecan’s Sur-Reply

Tecan’s Sur-Reply

Demonstrative Exhibit - Not Evidence
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What Is Shapero’s (Ex. 1006) MARA Method?

EX1006 at 6. Demonstrative Exhibit - Not Evidence



8

Shapero’s Goal 

EX1006 at 1 (right col.)

EX1006 at 2 (left. col.)

Demonstrative Exhibit - Not Evidence



9

Shapero’s Conclusion

EX1006 at page 2 of 9 (Left Col.) Demonstrative Exhibit - Not Evidence



10

Jones (Ex. 1011), MARA Decscription 

Ex. 1011. Demonstrative Exhibit - Not Evidence



11

Jones (Ex. 1011) MARA

Ex. 1011 at 8. Demonstrative Exhibit - Not Evidence



12

Jones (Ex. 1011) Continued

Ex. 1011 at 15-16; see also, Ex. 1121 (Metzker Decl.) ¶ 35; POR at 14-16. Demonstrative Exhibit - Not Evidence
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Goals of Shapero & Patents: To Prepare 

Enriched Libraries For Analysis

Demonstrative Exhibit - Not Evidence



14

Shapero (Ex. 1006) cf ‘012 Patent (Ex. 1001)

Ex. 1001 Col.1:23-Col.2:30

Ex. 1006.6-7

Shapero

‘012 Patent

Demonstrative Exhibit - Not Evidence



15

Shapero (Ex. 1006) cf ‘012 Patent (Ex. 1001)

Ex.1001, Col.2:25-30

Ex. 1006 at 2 of 9 Left Col.

Ex.1001, Col.2:25-30

Shapero

‘012 Patent

‘012 Patent
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Types Of Analysis Patents Identify

Demonstrative Exhibit - Not Evidence



17

The ‘012 Patent (Ex. 1001) - Enrichment Uses 

Ex. 1001 at 28:64-29:5. Demonstrative Exhibit - Not Evidence



18

The ‘012 Patent (Ex. 1001)

Ex. 1001 at 29:1-18. Demonstrative Exhibit - Not Evidence



19

The ‘012 Patent (Ex. 1001)

Ex. 1001 at 30:41-56. Demonstrative Exhibit - Not Evidence



20

Methods Of Analysis Identified For 

Shapero’s MARA

Demonstrative Exhibit - Not Evidence



21

Syvanen 2001 (Ex. 1012) 

Ex. 1012 at 1. Demonstrative Exhibit - Not Evidence



22

Syvanen (Ex. 1012)

Ex. 1012 at 4. Demonstrative Exhibit - Not Evidence



23

Syvanen (Ex. 1012)

Ex. 1012 at 5. Demonstrative Exhibit - Not Evidence



24

Syvanen (Ex. 1012)

Ex. 1012 at 8. Demonstrative Exhibit - Not Evidence



25

Syvanen (Ex. 1012)

Ex. 1012 at 10-11. Demonstrative Exhibit - Not Evidence



26

Syvanen (Ex. 1012)

Ex. 1012 at 11. Demonstrative Exhibit - Not Evidence



27

Delseny (Ex. 1007) “High Throughput DNA Sequencing”

Ex. 1007 at 7. Demonstrative Exhibit - Not Evidence



28

Delseny (Ex. 1007) – Advantages over Array

*   *  *   *

*  *   *  *

Ex. 1007 at 8. Demonstrative Exhibit - Not Evidence
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Delseny (Ex. 1007) – Targeted Genotyping

Ex. 1007 at 8. Demonstrative Exhibit - Not Evidence



30

Tucker 2009 (Ex. 1013)

Ex. 1013 at 1. Demonstrative Exhibit - Not Evidence



31

Tucker (Ex. 1013)

Ex. 1013 at 4-5.

*  *  *  *  *

Demonstrative Exhibit - Not Evidence



32

Tucker (Ex. 1013) - Targeted

Ex. 1013 at 6. Demonstrative Exhibit - Not Evidence



33

Tucker (Ex. 1013) - Genotyping

*  *  *  *  *

Ex. 1013 at 7. Demonstrative Exhibit - Not Evidence



34

Tucker (Ex. 1013) - Advantages over Array

*  *  *  *

Ex. 1013 at 8. Demonstrative Exhibit - Not Evidence



35

Tucker (Ex. 1013) - Targeted MPS

Ex. 1013 at 9-10.

*  *  *  *

Demonstrative Exhibit - Not Evidence



36

Tucker (Ex. 1013) - Pool/Barcode For Capacity

Ex. 1013 at 8. Demonstrative Exhibit - Not Evidence



37

Dr. Bustamante (Ex. 1120) - Genotyping by NGS

PO Sur-Reply Dr. Bustamante Testimony

Ex. 1120 at 367.
Ex. 1120 at 2.

Demonstrative Exhibit - Not Evidence



38

Metzker 2009 (Ex. 1025)

Ex. 1025 at 1. Demonstrative Exhibit - Not Evidence



39

Alleged Metzker Teaching Away

Demonstrative Exhibit - Not Evidence



40Ex. 1025 at 11 Demonstrative Exhibit - Not Evidence



41

Tucker (Ex. 1013) - Pool/Barcode For Capacity

Ex. 1013 at 8. Demonstrative Exhibit - Not Evidence



42

Other Alleged Teaching Away Factors

Demonstrative Exhibit - Not Evidence
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1. Enrichment Level Requirements

Demonstrative Exhibit - Not Evidence



44

Dr. Bustamante (Ex. 1120) - Testimony Re: Enrichment 

Ex. 1120 at 160. Demonstrative Exhibit - Not Evidence



45

Dr. Bustamante (Ex. 1120) - Testimony Re: Enrichment

Ex. 1120: 73:9-20.
Ex. 1120: 71:22-72:10

Demonstrative Exhibit - Not Evidence



46

Dr. Bustamante Testimony: 25% Enrichment and MPS

Ex. 1120 at 71-73. Demonstrative Exhibit - Not Evidence



47

Dr. Bustamante (Ex. 1120) Neandertal Enrichment

Ex. 1120 at 169.

Ex. 1102 at 2.

Demonstrative Exhibit - Not Evidence



48

Bustamante (Ex. 1120) Re Enrichment Levels

• Testimony About Results Presented 

in Metzker Ex. 1025 at 11

Ex. 1120 at 324. Demonstrative Exhibit - Not Evidence



49

Dr. Bustamante (Ex. 1120) Re: Dr. Brooks (Ex.2026.37-38)

Ex. 1120 at 281

Ex. 1120 at 279

Demonstrative Exhibit - Not Evidence



50

Dr. Bustamante: Predicting On Target Level

Ex. 1120 at 64.
Ex. 1120 at 66.

Ex. 1120 at 65

Demonstrative Exhibit - Not Evidence



51

Garber (Ex. 2029)

Ex. 2029 at 3. Demonstrative Exhibit - Not Evidence



5252

2. Shapero On-Target/Enrichment Levels

Demonstrative Exhibit - Not Evidence



53

Bustamante on: Possible Shapero Off Target Causes

Ex. 1120 at 350. Demonstrative Exhibit - Not Evidence



54

Bustamante (Ex. 1120) Re: Shapero Primer/Dimers

Ex. 1006; see also Metzker Decl. Ex. 

1121 ¶¶ 14-16 

Ex. 1120 at 228-229. Ex. 1120 at 230-231.

Demonstrative Exhibit - Not Evidence



55

PO Sur-Reply Argument 1) Re: Primer/Dimer

PO Sur-Reply at 12

Demonstrative Exhibit - Not Evidence



56

PO’s Cite To Dr. Metzker Testimony Re “Issue”

Ex. 2213 at 45-46. Demonstrative Exhibit - Not Evidence



57

PO Sur-Reply Argument 2) Re: Primer/Dimers

Sur-reply at 12. Demonstrative Exhibit - Not Evidence



58

Dr. Bustamante Re: Off Target Hybridization

Ex. 1006 at pg. 4 of 9.

Ex. 1120 at 350.

Demonstrative Exhibit - Not Evidence



59

Cont’d Dr. Bustamante Ex. 1120 Re Off Target

Ex. 1120 at 215.

Ex. 1120 at 214.

Demonstrative Exhibit - Not Evidence



6060

3.  POSA’s Alleged Disregard of SPE



61

Siebert Ex. 1044/1101.2 & Ex. 1121.342-343

Ex. 1044/1101 at 2; EX1121 at 342-343. Demonstrative Exhibit - Not Evidence



62

Miura Ex. 2047 & Dr. Bustamante Ex. 1120

Ex. 2047 at 1.

Ex. 2047 at 6.

Ex. 1120 at 357.

Demonstrative Exhibit - Not Evidence



63

Sohn  Ex. 2050

Ex. 2050 at 3, 8. Demonstrative Exhibit - Not Evidence



64

‘012 Identification of and Solutions For SPE Alleged 
“Problems”

Demonstrative Exhibit - Not Evidence



6565

4. References Allegedly Citing Shapero Negatively

Demonstrative Exhibit - Not Evidence



66

Howell (2006) Ex. 2130

Ex. 2130 at 160, 163. Demonstrative Exhibit - Not Evidence



67

Bui Ex. 2138.1,2

Ex. 2138 at 1-2.
Demonstrative Exhibit - Not Evidence



68

Morin (Ex. 2135)

Ex. 2135 at 9. Demonstrative Exhibit - Not Evidence



6969

5. Alleged Lack of Accuracy of NGS

Demonstrative Exhibit - Not Evidence



70

Moorthie (Ex. 2169)

Ex. 2169 at 1.
Demonstrative Exhibit - Not Evidence



71

Tucker (Ex. 1013)  

Ex. 1013 at 3. Demonstrative Exhibit - Not Evidence



7272

6. Alleged Teachings To Avoid PCR

Demonstrative Exhibit - Not Evidence



73

Bronner and Quail Ex. 2155.15,18, 19

Ex. 2155 at 15.

Ex. 2155 at 19.

Ex. 2155 at 18.

Demonstrative Exhibit - Not Evidence



74

Bronner and Quail Ex. 2155 – 454 Pyro MPS

Ex. 2155 at 2. Demonstrative Exhibit - Not Evidence



75

Arid Ex. 2042 – Avoiding Not Practical

Ex. 2042 at 11. Demonstrative Exhibit - Not Evidence



7676

PO’s New References

Demonstrative Exhibit - Not Evidence



77

QIAGEN’s EPO Response (Ex. 2211)

EX2211 at 4. Demonstrative Exhibit - Not Evidence



78

Secondary Considerations

Demonstrative Exhibit - Not Evidence



79

No Teaching Away or Skepticism 

EX2026 at 37, ¶14

Brooks Declaration

Demonstrative Exhibit - Not Evidence



80

No Teaching Away or Skepticism 

EX1120.160:9-16. EX1120.163:19-164:3.

Bustamante Transcript Bustamante Transcript

Demonstrative Exhibit - Not Evidence



81

NO TEACHING AWAY – Dr. Bustamante Deposition

EX1120.160:9-16.

EX1120 at 281:8-22.

Bustamante Transcript

Demonstrative Exhibit - Not Evidence



82

NO LONG FELT NEED

“Substantial evidence supports the 

Board's finding that other methods of 

minimizing waste—a problem 

undisputedly recognized by Nishida—

had existed before the date of the 

invention.”

Nike v. Adidas

955 F.3d 45, 55 (Fed. Cir. 2020).

EX1120 at 265:7-17.

Bustamante Transcript

Demonstrative Exhibit - Not Evidence



83

Secondary Considerations Must Tie to Claimed 
Feature

“[T]he Board's finding that the evidence relied on by 

Ethicon to support its claims of commercial success, 

industry praise, and unexpected results did not 

establish that any success, praise or unexpected 

results were due to the [claimed] 85:15 VDF:HFP 

coating, rather than to an unclaimed feature”

In re Ethicon, Inc.

844 F.3d 1344, 1352 (Fed. Cir. 2017).

Demonstrative Exhibit - Not Evidence



84

Industry Praise Directed to Library Preparation 
Technique and Multiplexing

POR at 60.

POR at 61.

Demonstrative Exhibit - Not Evidence



85

Industry Praise – No Multiplexing Requirement

Ex.1120 at 297:25-298:3.

Bustamante Transcript

Demonstrative Exhibit - Not Evidence



86

No Evidence of Copying

Ex.2170 at 31-32. Demonstrative Exhibit - Not Evidence



87

No Evidence of Copying

Ex.2107 at 207 (¶302); Ex.1120 at 390:25-402:9.

Bustamante Transcript, 

Ex. 1120 at 390:25-402:9

Demonstrative Exhibit - Not Evidence



88

QIAGEN’s 2018 Marketing Statements on QIAseq

Ex.2148 at 4.Ex.2148 at 1.

Ex.2148 at 4.

Ex.2148 at 2.

Demonstrative Exhibit - Not Evidence



89

QIAGEN 2015 EP Patent Specification (Ex. 2210)

Ex.2210 at 5.

Ex.2210 at 6.

Demonstrative Exhibit - Not Evidence



90

Unexpected Results

EX2026 at 37, ¶14.

Brooks Declaration

EX1120 at 279:6-16.

Bustamante Transcript

Demonstrative Exhibit - Not Evidence



91

End

Demonstrative Exhibit - Not Evidence
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