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I. INTRODUCTION 

Patent Owner’s arguments in the Patent Owner Response (Paper 17) (“POR”) 

(1) improperly narrow the claims to specific embodiments, (2) read-in limitations 

from specification embodiments, and (3) incorrectly assume that the Petition’s 

grounds bodily incorporate secondary reference features. Because PO’s contentions 

are contrary to claim construction and obviousness law and unresponsive to the 

Petition’s mapping and motivations, they must be rejected. 

II. PO’S CLAIM CONSTRUCTION POSITIONS ARE UNSUPPORTED 

A. PO’s Interpretation of “Amount of Charge” Improperly Excludes 
an Embodiment 

Claim 1[h] recites “a slider by which an amount of charge may be specified[.]” 

EX1001. PO argues the “‘amount of charge’ must be a percentage of charge” and 

not a charge level expressed in terms of travelable distance. POR, 19. No basis exists 

in the plain reading of the claims or the specification to arbitrarily limit the claims 

to one of the defined measures of charge level (i.e., charge percent level) and exclude 

the other measure of charge levels (i.e., charge range level).  
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1.  The Slider Embodiment 

The ’338 Patent describes using a slider to set a “desired charge percent 

level 718” and also (or alternatively) a “desired charge range level 720.” EX1001, 

14:56–15:11. 

 

Pet., 38 (citing EX1001, FIG. 7 (excerpt, annotated)). Figure 7 shows the “charge 

range level” set at 110 miles, which also sets the “charge percent level” at 80%. As 

the Board found at institution, there is “no persuasive reason to limit the claims in a 

manner that covers one alternative but excludes the other.” Paper 11, 30. 

The ’338 Patent describes a vehicle charge indicator 714 that “visually 

indicates a current charge level 716 of the vehicle.” EX1001, 14:56-67. The ’338 

Patent states:  

The user may also or alternatively view and/or change the 

desired charge range level 720. An estimate of how far the vehicle can 

travel on a given charge amount (which may be a general average 

and/or may be computed based on a specific itinerary and/or past 

driving habits) can be determined, for example, and utilized to express 
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the desired charge level in terms of distance capable of being traveled. 

In such a manner, for example, a user may determine a desired 

distance to travel (e.g., how far it is from home to work or vice versa) 

and may set the desired charge range level 720 to match the desired 

distance. 

EX1001, 15:1-11. Reading the ’338 Patent, 14:56–15:11 collectively, the ’338 

Patent describes (1) determining how far the vehicle can travel on a given charge 

amount; (2) utilizing this determination of how far the vehicle can travel to express 

a desired charge level; and (3) user selection of the “desired charge level” as either 

a charge percent level (expressed as a percentage amount) or charge range level 

(expressed as a mileage amount) using a slider.  

 PO fundamentally misunderstands the ’338 Patent’s slider disclosures. PO 

argues “[t]here is nothing in the specification that allows a user to specify a threshold 

of an amount of charge based solely on an estimated travel distance[.]” POR, 22, 24. 

This statement is perplexing, as a user specifying an amount of charge based on 

travel distance is exactly what is shown in FIG. 7 and described at the ’338 Patent, 

15:1-11. Likewise, PO’s expert inaccurately claims FIG. 7 does not show a user-set 

charge range at all. EX1093, 27:1-15 (testifying 720 in FIG 7 does not “show[] that 

a user set a charge range of 110 miles” because it is “estimated and 

computed…based on the amount of charge and the charge level[.]”). Again, FIG. 7 

illustrates the user using the slider to select 110 miles for the desired charge level. 
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2. The Specification Does Not Distinguish “amount of charge” 
from “charge level”  

PO argues the ’338 Patent “distinguishes charge amount from charge level.” 

POR, 18-19. PO’s distinction fails for several reasons.  

First, nothing in the ’338 Specification or claims mandates construing 

“amount of charge” (1) to be something different from a charge level; (2) to include 

only a charge percent level; or (3) to exclude a charge range level. The ’338 Patent 

does not use the phrase “amount of charge” other than in the claims and at 11:11-16 

(describing a vehicle requiring an “amount of charge ‘A’” in the context of charging 

a plurality of vehicles). The only use of “amount” in terms of a charge amount is at 

15:2-7, which also refers to the “desired charge level.” Nowhere in the specification 

did the inventor act as a lexicographer to define “amount of charge” as a percentage 

only, nor did the inventor disclaim the charge range level embodiment of Figure 7.  

Second, the ’338 Patent’s only slider-based disclosure is a slider used to set a 

“charge percent level 718” and/or a “charge range level 720.” See § II.A. There is 

no discussion in the ’338 Specification of using the slider to set a charge “amount”; 

there is only description of setting a charge “level.” EX1001, 14:56–15:11. If the 

claimed slider by which an amount of charge may be specified is something different 

than a slider for specifying a “charge level,” as PO contends, then the Challenged 
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Claims have no written description support. POR, 20 (discussing construing claims 

to preserve validity).  

Third, PO’s arguments are internally inconsistent. PO alleges that “charge 

percent level 718” is an “amount of charge,” while a “charge range level 720” is not. 

POR, 19. PO provides no basis for this distinction. The ’338 Patent uses the phrase 

“charge level” as a broad term encompassing both a charge percent level and a 

charge range level, where again, the charge level can be expressed as a percentage 

or a range (mileage). Logically, because charge percent level and charge range level 

are just two different units for specifying the same value, i.e., charge level, and 

because charge percent level is an “amount of charge” (per PO’s argument), then 

charge range level is equally an amount of charge.   

Fourth, the ’338 Patent uses the phrases “charge amount” and “charge level” 

interchangeably for at least two reasons. First, the ’338 Patent’s Figure 7 depicts the 

charge range level and the charge percent level as interchangeable. Second, the ’338 

Patent refers to “how far the vehicle can travel on a given charge amount” and 

describes the “desired charge level in terms of distance capable of being travelled.” 

EX1001, 15:1-11. Reversing the bolded terms in the sentences does not change the 

meaning of either sentence. Cf. EX1001, 14:59-61 (“a current charge level”), 11:11-

16 (“an amount of charge”). Different terms in the same patent have the same 

meaning when used interchangeably. Baran v. Med. Device Techs., Inc., 616 F.3d 
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1309, 1316 (Fed. Cir. 2010); Tehrani v. Hamilton Med., Inc., 331 F.3d 1355, 1361 

(Fed. Cir. 2003).  

Fifth, specifying a charge percent level (i.e., 80%) or charge range level (i.e., 

110 miles) requires completing underlying calculations; neither value is measured 

directly. EX2003, 60:21-61:20 (identifying factors impacting vehicle range); 

EX2002, ¶35 (same); EX1001, 15:22-5 (describing use of “a general average…a 

specific itinerary and/or past driving habits”). The charge percent level depends on 

the battery capacity, which is impacted by temperature and the battery’s age, for 

example. EX1093, 23:6-11; EX2003, 60:20-61:4, 61:18-62:5 (“The percentage is 

also an estimation”), 62:15-21. 

Therefore, “amount of charge” must cover both slider embodiments in the 

’338 Patent.   

3. PO’s Interpretation Excludes Disclosed Embodiments and 
Reads a “Purpose” Requirement into the Claims 

Claim 1[n] recites: determine that an amount of charge residing in a 

battery…has reached a predetermined threshold. PO argues 1[n]’s recited threshold 

charge amount must be related to earlier limitations regarding providing AC for a 

pet while the car is parked (namely, 1[j]-1[m]). POR, 1, 20-21, 23-24, 48-49. The 

claim language does not support PO’s position. Independent Claims 1, 10, and 19 

include no language associating the claimed threshold charge amount to the claimed 
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temperature control system or identifying the function of the predetermined 

threshold.1 

The specification does not support PO’s interpretation either. PO asks the 

Board to limit the claimed predefined threshold to an embodiment where the 

operator is notified if the “charge level” falls below a level that would allow the A/C 

to remain on for fifteen minutes. POR, 21 (citing EX1001, 13:45-67). But the ’338 

Specification describes “internal temperature thresholds” and separately describes 

setting a “desired charge threshold[]” that is not dependent on maintaining a 

temperature while the car is parked. See EX1001, 15:52-55, 19:49-57.  

 

EX1001, Fig. 7. Thus, nothing in the specification supports PO’s proposed 

narrowing either.  

PO also asks the Board to consider prior arguments relating to USPN 

10,819,135, but the ’135 Patent has different claim requirements that expressly link 

 
1 Claim 28 recites charging to a predetermined amount but does not recite a 

temperature control system. 
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climate control operation to later claim requirements. POR, 1-2, 22 (citing IPR2023-

00063, Paper 29), 23 (citing EX2005). The ’135 Patent recites: 

operate a climate control mechanism… until the2 amount of charge 

residing in the battery reaches a predetermined charge level.  

EX1094, 29:43-47. The ’338 claims have no such requirement, though they were 

filed years later. See EX1094 (filed 12/20/2017); EX1001 (filed 6/1/2022). 

Therefore, the IPR2023-00063 does not support PO’s position either. 

Finally, even if PO is correct that Claim 1[n]’s threshold charge amount 

relates to running the A/C while the vehicle is parked, still, that would not support 

PO’s construction. POR, 19-24. Even for a car parked3 with a temperature control 

 
2 The ’338 Patent also refers to “an amount of charge” reaching a predefined 

threshold in 1[n] rather than “the amount of charge” as the ’135 Patent does, 

evidence that in the ’338 Patent limitation 1[n] is not tied to prior limitations. Wi-

Lan, Inc. v. Apple, Inc., 811 F.3d 455, 462 (Fed. Cir. 2016) (“definite articles… 

refer[] back to the same term recited earlier”).  

3 Mr. Andrews expressly did not agree that the claims require an operator to have 

left the vehicle. Compare POR, 20, with EX2003, 48:25–49:3 (saying nothing about 

the location of the operator); 49:4–50:1 (discussing an operator in the vehicle during 
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system running, it would be desirable to set a threshold amount of charge based on 

a distance, such as a distance to get home, and alert the user when the threshold is 

reached (Claim 1[o]).  EX1001, 19:52-57 (the driver “may determine that the vehicle 

should be charged to have enough power to travel the 20 miles home”); EX1093, 

35:11-17 (agreeing). Accordingly, PO’s position contradicts disclosed 

embodiments.  

4. Mr. Andrews Testimony Does Not Support PO’s Position 

PO claims Mr. Andrews testified that “amount of charge” is equivalent to 

“state of charge.” POR, 24, 43. Mr. Andrews actually testified: “you could say that 

[amount of charge and state of charge] are equivalent…depending on how you have 

specified the units.” EX2003, 59:8-13. This is true. An amount of charge may be 

expressed as a percentage of the battery’s capacity, according to the ’338 Patent 

(EX1001, 14:60-67, Fig. 7), and a state of charge is often represented as a percentage 

of the battery’s maximum capacity. EX1066, 1.  

 
charging); 37:18–38:4 (when asked whether the operator could leave the vehicle, 

responding “I’d be speculating…it’s not described in the claim”).  
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 It is not Petitioner’s (or Mr. Andrew’s) position that an amount of charge 

cannot be expressed as a percentage.4 EX1001, 14:60-67, FIG. 7. However, in the 

’338 Patent context, that is not the only way to express an amount of charge with a 

slider to meet Claim 1[h].  

Accordingly, the Board should reject PO’s attempt to exclude a claim 

embodiment.  

B. PO’s Vehicle Charge Indicator Element Arguments Misrepresent 
the Petition 

PO argues the “vehicle charge indicator element” of Claim 1[h] must include 

the claimed subcomponents, “all integrated together” when displayed on the 

interface, and “not separate GUI components that are separately displayable on a 

GUI.” POR, 25-27. Later patents in the family, including USPNs 11,990,788 and 

11,631,987, require a “unitary vehicle charge indicator element.” This casts doubt 

on PO’s argument that “element” alone means “all integrated together.” Warner-

Jenkinson Co., Inv. v. Hilton Davis Chemical Co., 520 U.S. 17, 20 (1997) (“[e]ach 

element contained in a patent claim is deemed material”). 

Regardless, the Petition mapped Claim 1[h] as a single element by 

“include[ing] Letendre’s graphical slider on the charge level bar graphic 

 
4 Thus Mr. Andrews’ prior testimony in IPR2020-01189 is wholly consistent with 

his positions here. Contra POR 25, n.11. 
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presented on the GUI, where the operator moves the slider to specify a desired 

charge.” Pet., 40 (emphasis added), 41 (same); EX1003, ¶248. Even if the “indicator 

element” term requires the subcomponents to be “all integrated together,” the 

limitation is met. 

To the extent PO contends specific coding is required to satisfy “a vehicle 

charge indicator element,” PO identifies no support from the claims or specification. 

POR, 26. Nevertheless, in the combination, programming would cause the GUI to 

display the co-located bar graphic and slider. EX1003, ¶250 (describing 

programming execution); Fonar Corp., v. General Elect. Co., 107 F.3d 1543, 1549 

(Fed. Cir. 1997) (where software constitutes part of carrying out an invention, 

“writing code for such software is within the skill of the art, not requiring undue 

experimentation, once its functions have been identified.”). Further, as discussed 

below, Dr. Goldstein has never designed an electric vehicle GUI, unlike Mr. 

Andrews (EX2003, 21:6–22:3), and for this additional reason, PO’s conclusory 

positions are not credible.  
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III. DEFINITION OF A POSITA 

The parties dispute whether a POSITA would have had electric vehicle 

experience. The ’381 Patent is directed to “systems and methods for charging 

electric vehicles” and all claims are directed to electrical charging systems and 

methods. EX1001, Abstract, claims 1-29. Accordingly, the Petition explains a 

POSITA would have “at least a bachelor’s degree in electrical or mechanical 

engineering (or an equivalent field) and at least two years of work experience 

involving automotive systems, including electric vehicle power management.” 

Pet., 2 (emphasis added); EX1003 ¶¶30-32.  

PO’s alternative definition of a POSITA (EX2002, ¶25) does not require any 

electric vehicle experience and is inappropriate given the nature of the claimed 

invention. Notably, while PO’s expert has additional degrees and formal training, 

his hands-on experience with electric vehicles is lacking. He has never worked on 

the design of an electric vehicle charging system, never designed a GUI for an 

electric vehicle, and never designed an HVAC system for an electric vehicle. 

EX1093, 12:11–14:1. He has never owned an electric vehicle, never rented an 

electric vehicle, and never even personally plugged in an electric vehicle to charge. 

EX1093, 22:19–23:5. His closest experience comes from being on the Board of an 

electric vehicle company where, admittedly, he “wasn’t involved with engineering.” 

EX1093, 12:17-18. Accordingly, the opinions of PO’s expert regarding what would 
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have motivated a POSITA are entitled to little weight. Ascend Performance 

Materials Operations LLC c. Samsung Sdi Co., Ltd., IPR2020-00349, Paper 53 at 

11 (PTAB July 15, 2021) (“we take into account the qualifications of an expert 

witness—and any shortcomings revealed through cross-examination—when 

evaluating the weight to be given that witness's testimony[.]”). 

IV. THE ’338 PATENT CLAIMS ARE UNPATENTABLE 

A. The Prior Art Teaches Claim 1[h] 

1. It Is Undisputed that Letendre Teaches a Slider Setting a 
Distance and Maximum Range 

Because PO’s proposed construction of “amount of charge” is incorrect, its 

challenge to whether Letendre teaches limitation 1[h] also fails. POR, 39-43. Supra, 

II.A. 

Letendre teaches a slider that allows the user to specify a distance and a 

minimum range, which is undisputed. POR, 40. Because (1) setting an amount of 

charge, within the ’338 Patent context, at least includes setting a charge percent or a 

charge range (e.g. distance) with a slider, and (2) Letendre teaches setting a 

distance/range with a slider to control charging, Letendre teaches a slider by which 

an amount of charge may be specified. Pet., 39-41.  

To the extent PO further argues the claims require the vehicle charge indicator 

element to be used to determine a charging schedule, PO again imports limitations 

into the claims. POR, 44. Claim 1[h] requires “at least one of the one or more 
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charging preferences” to be “defined by user input received via a graphical user 

interface” but does not link this requirement to the vehicle charge indicator element. 

See EX1093, 43:20-45:5 (Dr. Goldstein agreeing that “adapted to display” means 

“the graphical user interface…displays…”). 

2. PO Ignores a POSITA Being a Person of Ordinary Creativity 

PO alleges the combination of Letendre’s slider and Donnelly’s bar graph is 

inoperable because the two references use different scales, attacking the Petition for 

not explaining how to bodily incorporate Letendre into the Ferro-Donnelly 

combination. POR 45-46. But “[t]he test for obviousness is not whether the features 

of a secondary reference may be bodily incorporated into the structure of the primary 

reference…Rather, the test is what the combined teachings of the references would 

have suggested to those of ordinary skill in the art.” MCM Portfolio LLC v. Hewlett-

Packard Co., 812 F.3d 1284, 1294 (Fed. Cir. 2015). PO provides no reason why a 

POSITA, a person of ordinary creativity with at least a bachelor’s degree in 

engineering, would have been incapable of resolving any (unclaimed) 

implementation details, including a unified scale, with basic math. EX1003, ¶¶247-

249 (describing common use of sliders).  

3. Ferro Also Teaches Setting an Amount of Charge 

Ferro teaches “an amount of charge may be specified via user-input charging 

preferences including a minimum amount of charge and/or a maximum amount of 
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charge.” Pet., 38-40. PO argues this is not a teaching of an amount of charge because 

the claim requires a user to be able to “specify any amount of charge between 1% 

and 100%, not just to select between two choices.” POR, 45. Even if being able to 

specify “any amount of charge” were required to meet Claim 1[h] (it is not), Ferro 

does not just teach a user selecting between two choices but rather selecting 

“different levels of charge depending on power source.” EX1004, [0123]; EX1003, 

¶241.  

B. A POSITA Would Have Combined Ferro and Oyobe 

Claim 1[e] recites: “receive, from a vehicle sensor, information indicative of 

a presence of an electric vehicle in a parking space.” See also Claim 19[e] (same). 

PO challenges: (1) whether a POSITA would have incorporated Oyobe’s vehicle 

sensor into Ferro’s electric vehicle, and (2) whether Oyobe’s vehicle sensor 

detecting when a hybrid vehicle “is parked at the location where charging equipment 

is installed” (EX1005, [0142]-[0143]) teaches a vehicle sensor providing 

“information indicative of a presence of an electric vehicle in a parking space.” 

EX1001, Claim 1[e].  

1. Oyobe’s Vehicle Sensor Improves Ferro 

PO argues a POSITA would not have incorporated Oyobe’s vehicle sensor 

into Ferro’s electric vehicle because Ferro already teaches the function of Oyobe. 

POR, 29-30. PO misapprehends Ferro.  
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Ferro already teaches manual options for initiating charging, such as 

“plugging into an electric outlet,” “selecting an option…associated with charging 

station 403,” or “informing an operator of the charging station. EX1003, ¶146 (citing 

EX1004, [0109]). Ferro also refers to wireless charging but without implementation 

details. EX1004, [0036]; EX2003, 54:8–55:9 (for wireless charging, “what that 

sensor would be is not described in Ferro”). A POSITA therefore would have been 

motivated to apply Oyobe’s vehicle sensor to “instruct charging without exiting the 

vehicle and physically interacting with a charging station.” Pet., 12; EX1003, ¶¶151-

152.  

Therefore, PO’s argument should be rejected here, just like it was in the 

Board’s FWD in IPR2023-00062 (Paper 35). As the Board held, “that Ferro teaches 

its vehicle and charging station connected to a network, as well as ways in which 

charging can be manually initiated…does not detract from Petitioner’s proposed 

modifications” with a reference that explicitly teaches detecting the presence of a 

vehicle in a parking space. Id., 28-29.  

2. The Teachings of Oyobe and Ferro Are Compatible 

PO next argues the combination of Oyobe and Ferro would be inoperable. PO 

first claims Oyobe’s signal would not be usable as an “intention to charge” in Ferro’s 

system because “Oyobe’s device is not capable of identifying whether the vehicle is 

in a position to charge.” POR, 33. PO’s conjecture is unsupported. The purpose of 
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Oyobe’s “vehicle position detecting apparatus 108” is to “detect[] whether or not 

hybrid vehicle 100B is parked at the location where charging equipment is installed” 

so that charging can be performed. EX1005, [0142], [0145] (“informing apparatus 

102 will not unnecessarily operate…where charging cannot be performed”).  

Further, PO misunderstands what an “intention to charge” is in Ferro’s 

system; it does not necessarily indicate the vehicle is prepared to charge. Rather, in 

response to the “intention to charge” the dynamic energy transaction planner gathers 

inputs and submits a dynamic energy transaction plan “for implementation once 

the vehicle is connected at the charge/discharge outlet at charging station and/or 

electric vehicle 402 is authorized to begin charging/discharging after electric vehicle 

is connected to the outlet.” EX1004, [0111]-[0113] (emphasis added).  

PO next speculates Oyobe’s vehicle would not be correctly aligned with 

Ferro’s wireless charger. Id., 34-35. But it is undisputed that how to properly align 

a vehicle with a wireless charger was known. EX2002, ¶77; EX1052, 1 (“inductive 

charging…without any mechanical adjustment”). Even the ’338 Patent recognized 

exact alignment was not critical, and companies had “demonstrated power 

transmission for quite a distance [.]” EX1001, 18:44-52.  

Moreover, Claim 1[e] does not require any particular alignment relative to a 

charger at all. Claim 1[e] refers to “a presence of an electric vehicle in a parking 

space.” EX1001, Claim 1[e] (emphasis added). PO does not dispute the Petition’s 
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evidence that (1) charging equipment is commonly installed proximate a parking 

space, (2) any space proximate the charging station is a parking space, and (3) Oyobe 

teaches detecting when a hybrid vehicle “is parked at the location where charging 

equipment is installed.” Pet., 19-20 (citing EX1003, ¶¶178-181). 

The ’338 Specification does not limit vehicle sensors to sensors only detecting 

vehicles precisely aligned with a charger. EX1001, 9:58-60. One example uses 

Bluetooth®, which PO’s expert admits at the time of the invention had a range of at 

least 30 feet. EX1093, 51:11-23; EX1001, 9:67-10:4. Thus, PO’s focus on one 

“embodiment” where “the sensor may…analyze a positioning of a vehicle” is 

misplaced. POR, 30-31 (citing EX1001, 16:45-51). 

3. PO Misrepresents Oyobe 

PO’s claim that Oyobe only “alert[s] the user when the battery is low” is not 

responsive to the Petition’s mapping. POR, 32 (citing EX1005, [0047]). The Petition 

does not rely on Oyobe’s informing apparatus 102, as the Board already recognized 

in the Institution Decision. Paper 11, 20-21.  

PO’s claim that “Oyobe would not desire to inform the driver of a need to 

charge…when the Oyobe ‘vehicle is parked at a charging station’” is likewise 

incorrect. POR, 34 (emphasis in original). Oyobe states the opposite: “informing 

apparatus 102 will not unnecessarily operate at the location with no charging 

equipment where charging cannot be performed.” EX1005, [0145]. 
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Finally, PO alleges there is a disconnect between Oyobe’s teachings and the 

Petition’s motivations to combine because the “entire purpose of Oyobe occurs when 

the user has exited the vehicle” since Oyobe teaches an informing apparatus “can 

easily be seen by the driver when the driver has exited[.]” POR, 35-36.  

PO misrepresents the motivations to combine. The combination of Ferro and 

Oyobe would have “allow[ed] a user to remain in-vehicle while charging,” not 

required the user to never leave. Pet., 12 (emphasis added). The combination further 

would have allowed the user to “instruct charging without exiting the vehicle and 

physically interacting with a charging station,” not required the user to stay in the 

car during charging. Id. (citing EX1003, ¶¶151-152). Therefore, the motivation to 

combine does not require the user to be in any particular location to receive the 

benefits of the combination. By focusing on Oyobe’s informing apparatus 102, PO 

“improperly fail[s] to read” Oyobe for “all that it teaches[.]” In re Mouttet, 686 F.3d 

1322, 1331 (Fed. Cir. 2012). 

C. PO’s View of Sending an Alert to An Operator Is Overly Narrow 

The Petition maps the “send an alert” requirement of Claim 1[n] to displaying 

an alert on a touchscreen, consistent with the ’338 Patent’s teaching that displaying 

a message on a dashboard display device is one way of sending a message to the 

user. EX1001, 20:18-26 (the electrical charging system may “alert the driver to 

potential problems” by “send[ing] a message…to the user via a user specified 
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node, such as a message on a dashboard display device, a message sent to a cell 

phone, an email account or the like.”) (emphasis added). 

PO argues Claim 1[n] is not met because displaying an alert on the vehicle’s 

screen would not alert a user outside the vehicle (POR, 51). Nothing in Claim 1[n] 

requires the vehicle to be parked when the alert is sent, for the driver to be outside 

of the vehicle when the alert is sent, or for the A/C to be operating when the alert is 

sent. 

Further, PO reads into the claims a requirement that the operator of the vehicle 

sees the alert. POR, 51. But the claims only require the system to “send an alert to 

an operator.” If the alert were sent to the operator’s phone, it may not be received 

because the phone might be dead or not with the operator. EX1001, 20:18-26; 

EX1093, 60:5-25. PO’s expert agrees, a sent message is still sent regardless of 

whether it is acknowledged. Id. PO’s improperly narrow reading of the claims is 

unsupported and must be rejected.  

PO next argues that because Claim 1[k] recites “display via the graphical user 

interface an indication of a status of the selected mode of operation of the electric 

vehicle[,]” sending an alert must mean something other than displaying an alert on 

the dashboard of the vehicle. POR, 52-53. There is a difference between “display” 

and “sending an alert”—sending an alert is broader. EX2003, 38:12-17 (“Displaying 
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an alert is a form of sending an alert,” and displaying an alert is “a more limited 

form…of sending an alert.”).  

Moreover, PO’s claim that mapping “sending an alert” to displaying the alert 

on the screen makes Claims 1[k] and 1[n] redundant is inaccurate. Claim 1[k] is 

mapped to, for example, displaying that “the HVAC mode is on[.]” Pet., 50. 

EX1093, 62:22-63:8 (Dr. Goldberg agreeing that on/off is a “status”). Claim 1[n] is 

mapped to displaying a warning on the vehicle’s dashboard when the battery is too 

low. Pet., 56-59. Therefore, the Petition has not conflated Claims 1[k] and 1[n]. PO’s 

argument that “when the status of the selected mode of operation is changing, the 

[GUI] will already display the warning represented as a ‘status’ of the selected mode 

of operation” is inaccurate; an “on/off” indicator is not equivalent to a low battery 

alert. EX2002, ¶110, POR 51-53. 

D. Claims 2, 11, and 20 Are Obvious 

Letendre teaches displaying its user interface (including its sliders) on a 

webpage, as PO admits. POR, 54. The Petition explains why a POSITA would have 

been motivated to implement a web-based GUI, and PO’s conclusory arguments do 

not address (much less rebut) the Petition’s well-reasoned motivations. Pet., 59-61; 

EX1003, ¶¶310-313. 
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V. PO’S MOTIVATION TO COMBINE CHALLENGES FAIL 

PO repeatedly alleges the Petition improperly uses “hindsight.” POR, 31-32, 

55, 57, 61. But PO never directs the Board “to any knowledge gleaned only from 

application’s disclosure that Petitioner allegedly relies upon.” Uber Tech, Inc. v. 

LBT IP II LLC, IPR2022-00880, Paper 29, 54-55 (PTAB Dec. 6, 2023) (emphasis 

original); Google LLC v. Ecofactor, Inc., IPR2020-01504, Paper 55, 43 (PTAB Aug. 

1, 2024) (rejecting hindsight argument as “not fully developed” because “there is no 

detailed discussion as to how Petitioner is allegedly using hindsight.”). For this 

reason, and the reasons below, PO’s motivation to combine challenges fail.  

A. Ground 2’s Motivation to Combine Knockeart 

 PO admits Petitioner provided a motivation (Pet., 73), and does not argue the 

motivation is insufficient. POR, 55; EX2002, ¶115. Instead, PO argues Knockeart 

does not “monitor or input selected modes of operation.” Id., 56. This is not a 

requirement of the claims or the combination. The Ferro system already implements 

a GUI on a touch screen for inputting charging preferences and a mode of operation 

(e.g., HVAC mode). Pet., 31-33, 46-47. In the combination, the GUI would be 

adapted to be displayed on “a removable personal device communicating with an in-

vehicle system,” as taught by Knockeart. Id., 72-73; EX1003, ¶¶387-388. 
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B. Ground 3’s Motivation to Combine Sutardja  

PO admits Petitioner provides a motivation to combine Sutardja, and provides 

no substantive rebuttal, relying only on an undeveloped hindsight argument. POR, 

57. 

C. The Petition’s Detailed Motivations to Combine Are Sufficient 

PO argues the motivations are “only general,” (POR, 58-59) without 

substantively engaging with the Petition’s many pages of specific reasoning: 

• Oyobe’s vehicle sensor (Pet., 11-12; EX1003, ¶¶150-152); 

• Donnelly’s battery charge bar graphic, with Letendre’s slider (Pet., 31-

41; EX1003, ¶¶215-250); 

•  Zeigler’s HVAC mode (Pet., 46-50; EX1003, ¶¶263-281); 

•  Galvez-Ramos pet-suitable HVAC system (Pet., 53; EX1003, ¶289); 

and 

• Donnelly’s alerts (Pet., 58; EX1003, ¶¶301-302). 

The Petition’s motivations are specific, and “virtually none of the substance 

of [Mr. Andrews’] testimony [is] unsupported by objective evidence.” Paper 11, 39. 

This is far afield from simply arguing “all of the elements of the claims disparately 
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existed in the prior art.” InTouch Techs., Inc. v. VGo Comm’cns, Inc., 751 F.3d 1327, 

1348-49 (Fed. Cir. 2014); POR, 61-625. 

Notably, PO does not rebut the Petition’s showing that the applied prior art is 

analogous and reasonably pertinent to the problems addressed by the ’338 Patent. 

Pet., 4-9. Indeed, the phrases “analogous” and “reasonably pertinent” do not appear 

in the POR.  

PO’s claim that “four or more references…require[s] additional inquiry” is 

legally incorrect. POR, 62-63. “[A] large number of references in a rejection does 

not, without more, weigh against the obviousness of the claimed invention.” In re 

Gatabi, No. 2022-1580, 2023 WL 3477285, at *3 (Fed. Cir. May 16, 2023).  

Furthermore, Claim 1 recites disparate vehicle features with no claimed 

relationship to each other, including, e.g., (1) a vehicle sensor to detect when a 

vehicle is in a parking space, (2) a GUI for inputting charging preferences, (3) an 

HVAC system with a mode of operation suitable for a pet, and (4) an alert based on 

a predetermined threshold. EX1001, 29:31–30:17; EX2003, 78:13-15. It is 

unsurprising that a POSITA would look to multiple references when developing 

 
5 PO relies on outdated law; In re Wesslau, 353 F.2d 238 (CCPA 1965) predates 

and is superseded by KSR. Ex Parte Stephanie Hoyas, Appeal 2024-001144, at 9 

(PTAB Mar. 5, 2025). 



Petitioner Reply for IPR2025-00032 
U.S. Patent No. 11,563,338 

 

 25 

disparate features of an electric vehicle; the number of references does not detract 

from the merits of the Grounds. 

PO misunderstands the standard for obviousness in multi-reference 

combinations. POR, 64-65, 55. “There is no per se rule that requires each subset of 

prior art references to be independently combined[.]” Ericsson Inc. v. Intellectual 

Ventures II LLC, IPR2014-01195, Paper 37, 18-19 (PTAB Jan 29, 2016). When “two 

discrete combinations” are involved, “independent articulations addressing the 

combination[s]…sufficiently address the combination of the relevant teachings.” 

Nichia Corp. v. Lighting Science Group Corp., IPR2019-01259, Paper 45, 42 (PTAB 

Jan. 8, 2021). The Petition addresses independent modifications separately (e.g., 

operating an HVAC when a vehicle is parked, per Zeigler). Where vehicle features 

are not disparate (e.g., slider on GUI), the Petition addresses the “proposed 

combination as a whole.” Samsung Electronics Co., Ltd. v. Smart Mobile Tech. LLC, 

IPR2022-01249, Paper 13, 25-26 (PTAB Jan. 24, 2023); Pet., 53, 40.  

PO’s “contradictory motivation[s]” arguments fail too. POR, 64-65. A user 

would benefit from the option to stay in the vehicle to instruct charging and value 

the option of being able to leave the vehicle during charging. Pet., 12, 50, 73.  

Finally, Dr. Goldberg’s conclusory motivation to combine statements are 

identical to the conclusory statements in the POR and should be afforded “little 

weight.” Cf. POR, 58-65, with EX2002, ¶¶119-125; Xerox Corp. v. Bytemark, Inc., 
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IPR2022-00624, Paper 9, 15 (PTAB Aug. 24, 2022). Because Dr. Goldberg has 

never even personally plugged in an electric vehicle to charge it is questionable 

whether he can credibly speak to what would or would not be beneficial to a POSITA 

when charging an electric vehicle at all.  

D. The Unrebutted Reasonable Expectation of Success for Each 
Modification 

PO does not explain how any REOS is deficient, instead generically stating 

designing the claimed system “is extremely challenging” and finding the right 

balance “requires careful experimentation and engineering.” POR, 66. This 

“argument” absent “any actual evidence” of a challenge is “insufficient” to rebut the 

evidence of record. Livanova, Inc. v. Neuro and Cardiac Tech., LLC, IPR2019-

00264, Paper 32, 40 (PTAB May 18, 2020).  

Likewise, Dr. Goldberg’s claim that “GUI creation was not obvious or 

trivial,” is undermined by his lack of personal EV GUI design experience. EX2002, 

¶126; EX1093, 12:5-7. Indeed, the very evidence he points to indicates GUIs were 

in widespread use and regularly created using “pre-manufactured components” 

before the priority date. EX2004, 21; EX2003, 17:23-19:7 (discussing available 

GUI libraries).  
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VI. CONCLUSION 

For the reasons provided above and in the Petition and supporting evidence, 

Petitioner Tesla Inc. requests cancellation of the Challenged Claims. 

Respectfully submitted,  
      ERISE IP, P.A. 
 
      BY:    /s/ Jennifer C. Bailey   
      Jennifer C. Bailey Reg. No. 52,583 
      7015 College Blvd., Suite 700 
      Overland Park, KS 66211 
      P: (913) 777-5600  

F: (913) 777-5601 
      jennifer.bailey@eriseip.com 
        

COUNSEL FOR PETITIONER TESLA, 
INC.  
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