Case 1:20-cv-00431-MN  Document 180 Filed 01/06/22 Page 1 of 5 PagelD #: 6300

IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF DELAWARE

FERRING PHARMACEUTICALS INC,,
FERRING INTERNATIONAL CENTER S.A.,
FERRING B.V., and

POLYPEPTIDE LABORATORIES A/S

C.A. No. 20-431-MN
Plaintiffs,

V.
FRESENIUS KABI USA, LLC,

Defendant.

N N N N N N N N N N N N N N

JOINT SUBMISSION IN RESPONSE TO JANUARY 3, 2022 ORAL ORDER

In response to the Court’s January 3, 2022 oral order (D.I. 176), Plaintiffs Ferring
Pharmaceuticals Inc., Ferring International Center S.A., Ferring B.V., and Polypeptide
Laboratories A/S (collectively, “Plaintiffs”’) and Defendants Fresenius Kabi USA, LLC
(“Fresenius Kabi” and collectively with Plaintiffs, the “parties”) have met and conferred and
provide this joint submission to the Court regarding how the parties intend to limit and
streamline the issues for trial in this case.

The parties are continuing to meet and confer to attempt to further narrow the issues for
trial. To the extent the parties are further able to narrow the issues or agree on proposals to
streamline the trial process, the parties will provide an additional update to the Court.

ASSERTED CLAIMS

Plaintiffs have narrowed the number of asserted claims from twenty-four (24) asserted
claims from eight patents to eleven (11) asserted claims from six patents. Plaintiffs have

narrowed the asserted claims to:
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e Claim 10 of United States patent number 8,882,938 (limited to literal infringement;
no doctrine of equivalents);

e Claims 3 and 13 of United States patent number 9,579,359;

e Claims 16 and 26 of United States patent number 10,729,739;

e C(Claims 3, 5, 8, and 14 of United States patent number 10,973,870;

e (laim 2 of United States patent number 9,415,085; and

e (laim 2 of United States patent number 10,695,398.

The parties have agreed to stipulate to a dismissal of all claims and counterclaims for
United States patent numbers 8,841,081 and 9,877,999 patents (“the S-ALP patents”™).
Eliminating the S-ALP patents removes an entire patent family from the litigation, narrowing the
issues for trial and eliminating one of Plaintiffs’ expert witnesses (Dr. Celestia Higano). The
parties’ stipulation as to the S-ALP patents also renders moot Plaintiffs’ Motion in Limine #1.

For the avoidance of doubt, Plaintiffs’ agreement to dismiss the S-ALP patents is solely
in response to the Court’s January 3, 2022 oral order directing the parties to narrow issues for
trial. Plaintiffs’ position is that the dismissal should be without prejudice. Fresenius Kabi’s
position is that the dismissal should be with prejudice.

INVALIDITY DEFENSES

Fresenius Kabi has narrowed its invalidity defenses by removing the following invalidity
defenses from those it intended to present at trial:

e Withdrawing Section 101 invalidity assertion for the 085 patent;

e Withdrawing Section 101 invalidity assertion for the 398 patent;

e Withdrawing Section 101 argument for the 870 patent;

e Withdrawing written description argument for “select” as to the 085 patent;
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e Withdrawing written description argument for “select” as to the *398 patent; and

e Withdrawing anticipation argument for the *398 patent.

The Section 101 and “select” arguments remove those issues from the case, as this
agreement addresses all places where they appeared. Withdrawing the anticipation argument for
the *398 patent renders moot Plaintiffs’ Motion in Limine #2. And withdrawing the Section 101
arguments renders moot Plaintiffs’ Motion in Limine #3, which addressed one of the three
patents where that argument was raised.

In addition, the parties have been discussing several stipulations as to the various families
of patents.

ADDITIONAL PROVISIONS FOR STREAMLINING TRIAL PRESENTATION

The parties have also agreed, subject to the Court’s approval, that Fresenius Kabi’s expert
witnesses’ invalidity testimony will include rebuttal testimony on secondary considerations
(rather than recalling each witness in rebuttal) and that Plaintiffs’ expert witness’s testimony on
infringement of the 938 patent will include his testimony on the secondary consideration of
copying. The parties believe that allowing these witnesses to testify a single time will further
help to streamline the trial.

TRIAL TIME AND POST-TRIAL BRIEFING

In light of the Court’s January 3, 2022 oral order (D.I. 176), the parties jointly request
that the total time for trial be twenty-two (22) hours, divided evenly between the parties.

The parties jointly propose the following schedule for post-trial briefing:

e Three weeks after the close of trial

o Opening briefs on which the party bears the burden of proof, limited to 45

pages
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o Findings of fact on which the party bears the burden of proof
e Three weeks after the opening briefs are filed
o Responsive briefs, limited to 45 pages
o Responsive findings of fact
With respect to the findings of fact, the parties jointly request that the page limit for each
parties’ findings (opening and responsive) be limited to a combined total of 150 pages, allocated

between the opening and responsive findings by the parties.
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Dated: January 6, 2022

WOMBLE BOND DICKINSON (US) LLP FARNANLLP

/s/ Mary W. Bourke

Mary W. Bourke (#2356)

Dana K. Severance (#4869)

John B. Bourke (#6534)

1313 North Market Street, Suite 1200
Wilmington, DE 19801

Telephone: (302) 252-4320
Mary.Bourke@wbd-us.com
Dana.Severance(@wbd-us.com
Ben.Bourke@wbd-us.com

/s/ Michael J. Farnan

Brian E. Farnan (#4089)

Michael J. Farnan (#5165)

919 North Market Street, 12" Floor
Wilmington, DE 19801

Telephone: (302) 777-0336
bfarnan@farnanlaw.com
mfarnan@farnanlaw.com

Of Counsel: Of Counsel:

Joshua P. Davis Imron T. Aly

811 Main Street Joel M. Wallace
Suite 3130 Jason G. Harp
Houston, TX 77002 Matt T. Wilkerson
Telephone: (346) 998-7801 Mallory McMahon
Joshua.P.Davis@wbd-us.com ScHIFF HARDIN LLP

Counsel for Plaintiffs
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233 South Wacker Drive, Suite 7100
Chicago, IL 60606

Telephone: (312) 258-5523
ialy@schiffhardin.com
jwallace@schifthardin.com
jharp@schifthardin.com
mwilkerson@schifthardin.com
mmemahon@schiffhardin.com

John K. Hsu

SCHIFF HARDIN LLP

901 K Street, Suite 700
Washington, DC 20001
Telephone: (202)778-6467
JHsu@schiffhardin.com

Counsel for Defendants
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