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Background of ’842 Patent

• Issued: Sept. 16, 2014

• Priority date: Sept. 27, 2011

Ex. 1001 (‘842 Patent).
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Grounds

Claims [1], 2-7, [10], 11, 12-13, [16], 17, and 19-20

Ground 1: Cl. [1], 2-7, 10, [11], 12-13, [16], 17, and 19-20 under § 102 re Chin.

Ground 2: Cl. [1], 2-7, 10, [11], 12-13, [16], 17, and 19-20 under § 103 re Chin.

Ground 3: Cl. [1], 2-7, 10, and [11] under § 102 re Whitehorn.

Ground 4: Cl. [1], 2-7, 10, and [11] under § 103 re Whitehorn.

[bracket] = Independent claim
Pet, 6-7.
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Definition of POSITA

Parties agree on the Definition of POSITA as of September 2011:

POR, 25.
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Claim 1

POR, 7.
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Claim Construction – “Screen” & “Display”

Petitioner:
Proposed special construction of “screen” and 
“display.” Pet., 16-17.

Patent Owner:
No need for explicit construction of “screen” and 
“display” based on applied art. POR, 10.

Board:
Board was correct that no special construction required 
for “screen” or “display.” DI, 9.
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Claim Construction – Limitation 11B

“a second screen, wherein the second screen faces an opposite 
direction from the first screen when the device is closed, and 
wherein an image capture lens is associated with the second screen”

Petitioner:
Proposed construction of “Associated With” and “Faces an Opposite 
Direction” Reply, 3-6.

- “Associated With”: P&OM. Reply, 4.

- “Faces An Opposite Direction” means screens are facing
one another.    Reply, 5.

Patent Owner:
No need for explicit construction based on patentability theory.

Sur-reply, 2.
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Claim Construction – Limitation 1E

“Entering into one or more image capture modes, wherein in each 
image capture mode a display on the first or second screen is 
different” POR., 10-11; Sur-reply, 1.

Patent Owner: “A different display on the first screen between image 
capture modes or a different display on the second screen between 
image capture modes.” POR, 10-11; Sur-reply, 1.

“Put another way, this means that at least one of the “first and second 
screens” must be different between the image capture modes.

Board: “At this stage of the proceeding we need not explicitly 
construe . . .  [limitation 1E].” DI, 9.

Reply/Sur-reply:  Petitioner does not seem to dispute PO’s 
construction. Reply, 1-3; Sur-reply, 1.
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Claim Construction – Limitation 1E

“Entering into one or more image capture modes, wherein in each 
image capture mode a display on the first or second screen is 
different”

Language of Claim:

POR, 12-13.
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Claim Construction – Limitation 1E

Specification:
Consistently describes different image capture modes 
as having a different display on the first screen and/or a 
different display on the second screen.

’842, 33:21-37.
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Claim Construction – Limitation 1E

 

Specification

Corresponding to 33:21-37 and 36:46-62, first image capture mode of Fig. 12 
changes to second image capture mode of Fig. 20. The display on first 
screen has changed and the display on the second screen has changed. 

’842, Figs. 12, 20; POR, 14, 18-19.

Original "Image 
Capture Mode”

“New Image 
Capture Mode”
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Claim Construction – Limitation 1E

 

Specification

The image capture mode in Fig. 12 changes to a new image capture mode in 
Fig. 20 where the display on the first screen differs and the display on the 
second screen differs.

’842, 36:46-62, Figs. 12, 20; POR 18-19.
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Claim Construction – Limitation 1E

 

Specification

Figure 13 supports PO’s construction by providing an image capture mode 
depending on (1) function configuration, (2) orientation, and (3) device state.

’842, 32:61-33:37; POR, 15.
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Claim Construction – Limitation 1E
More Support from the Specification

The specification discloses three more examples of image capture modes in
Figs. 14A-16B—here the first screen 110 differs.

Second Screen 114 First Screen 110 
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Claim Construction – Limitation 1E

 

More Support from the Specification

The specification discloses another example of an image capture mode in 
Fig. 18, where the second screen 114 is different (it is disabled). The first 
screen 110 is a photo preview (like Fig. 16B).

’842, 34:40-63; Fig. 18; POR,.17-18.

Second Screen 114 First Screen 110 
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Claim Construction – Limitation 1E

 

Summary of Specification
• Repeatedly discloses different image capture modes where there

is a different display on the first screen and/or a different display
on the second screen, in response to differing parameters (image
capture function, orientation, state).

• Supports construction: “a different display on the first screen
between image capture modes or a different display on the
second screen between image capture modes.”
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Claim Construction – Limitation 1E

 

No Importation of Limitation into the Claim
• Limitation 1E construed based on (1) P&OM confirmed by

(2) repeated description in specification.

• DI based on POPR that addressed only Fig. 21 of specification. POR
addresses six (6) different embodiments.

• Construction that would find different image capture modes based
on comparing first-screen-to-second screen does not work:
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POR, 26-27, Chin, Fig. 1.

Chin – Fig. 1
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POR, 27-28, Chin, Figs. 5-6.
 

Chin – Figs. 5-6 

Self-Photograph Mode Outward-Facing Photograph Mode 
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POR, 29-30, Whitehorn, Fig. 3.  

Whitehorn – Fig. 2
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POR, 31-32, Whitehorn, Fig. 1.  

Whitehorn – Fig. 1

First Image
Capture Mode
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POR, 32-33, Whitehorn, Fig. 5.

Whitehorn – Fig. 5

Second Image 
Capture Mode
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Ground 1: Anticipation by Chin

Chin fails to disclose limitation 1E

“entering one or more image capture modes”
“wherein in each image capture mode a display on 
the first or second screen is different.”

POR, 33-44.
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Ground 1: Anticipation by Chin

Pet.: First Image Capture Mode is Chin’s Self-Photograph mode of Fig. 5

PO: Agree that Chin displays a photo preview on second screen 52.
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Ground 1: Anticipation by Chin

Pet.: Second Image Capture mode is Chin’s Outward-Facing Photograph 
mode of Fig. 6.

Patent Owner: Agree that Chin displays a photo preview on first screen 51.

 POR, 37-38, Chin, Fig. 6. Multifold Exhibit 2013 
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Ground 1: Anticipation by Chin

No anticipation by Chin because no showing that the display on the 
same screen differs between the Self-Photograph mode of Fig. 5 and the 
Outwardly-Facing Photograph mode of Fig. 6.

• Petition appears to compare second display unit 52 in Fig. 5 to first
display unit 51 in Fig. 6. See Pet., 30.

• But the proper claim construction is that either (1) first display unit 51
in Fig. 5 differs from first display unit 51 in Fig. 6, or (2) that second
display unit 52 in Fig. 5 differs from second display unit 52 in Fig. 6.

• Chin does not anticipate because it does not disclose the display on
first display unit 51 in Fig. 5 or the display on second display unit 52 in
Fig. 6.

• The undisclosed displays could be photo previews and thus they would
not differ from their counterpart display between Fig. 5 and Fig. 6.

POR, 39-42.
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Ground 1: Anticipation by Chin

Petition made no inherency argument for limitation 1E for Chin.

• Any inherency argument is waived because it was entirely
foreseeable.

• Inherency argument fails because first display unit 51 in Fig. 5 could
present a photo preview. Thus, not inherent that first display unit 51 in
Fig. 5 differs from first display unit 51 in Fig. 6, which provides a photo
preview.

• The same is true for second display unit 52 of Fig. 6, which could
display a photo preview like second display unit 52 of Fig. 5, which
provides a photo preview.
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Ground 1: Anticipation by Chin

 Reply, 12; Sur-reply, 5-9. Multifold Exhibit 2013 
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Ground 1: Anticipation by Chin

Petitioner’s New Theories on Reply Should Be Deemed Waived:

1. Fig. 9 of Chin shows that limitation 1E is met. Pet., 8-9.

PO Response: Fig. 9 does not disclose what first display 51 is in Self-
Photo mode (see S150, S160), nor what second display 52 is in
Outward-Facing mode (see S170).

2. A POSITA would “envisage” Chin as meeting limitation 1E (citing
Kennametal v. Ingersoll Cutting Tool, 780 F.3d 1376 (Fed. Cir. 2015))

Reply, 10-11.

PO Response: Case law (e.g., Net MoneyIn) requires that limitation be
expressly or inherently disclosed in reference.

Kennametal’s “envisage” test does not apply because there the
claimed combination was disclosed. The only question was whether a
POSITA would recognize it among the many disclosed combinations.

Sur-reply, 3-4.
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Ground 1: Anticipation by Chin

Petitioner’s Speculation on Reply is without merit:

Petitioner:  “A self-photographing preview is a different display from an 
outward-facing preview.” Reply, 13.

PO Response: If Chin disclosed second display 52 of Fig. 5 as providing 
a photo preview, that would not be a different display that second display 
in 52 in Fig. 6 which provides a photo preview.

Petitioner: “[What] if the Chin device was displaying a preview on both 
screens in self-photographing mode.” Reply, 14.

PO Response: Chin does not make that disclosure. Chin does not
disclose what both screens are displaying in the Self-Photo mode or the
Outwardly-Facing mode. Sur-reply, 10.
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Ground 1: Anticipation by Chin

Chin fails to disclose limitation 11A and Claim 10

11A: “a first screen, the first screen including an 
image capture region” 

Cl. 10: “controls are presented on a second screen.”
POR, 45; Sur-reply, 10-13.
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Ground 1: Anticipation by Chin

Pet.: Chin’s first display unit 51 is disclosed in [0061] as being 
implemented as a touch-screen display. Pet., 40-41.

PO Response: Chin discloses that a button unit 33a on connecting unit 30
can be a touch-screen display, not that first display unit 51 can be a touch-
screen display. POR, 45; Sur-reply, 10-13.

 

Chin, Fig. 1, [0061].
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Ground 1: Anticipation by Chin

PO Response: Button unit 33a on connecting unit 30, not display unit 51, 
can be a touch-screen display. POR, 45; Sur-reply, 10-13.

 Chin, Fig. 1. Multifold Exhibit 2013 
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Ground 1: Anticipation by Chin

Chin fails to disclose limitation 16E 
and Dependent Claims 6, 7, 13, 17, and 19

16E, Cl. 13, 17: “wherein the image capture mode is 
one of a full and disabled mode . . .”

Cl. 6: “the device does not display an image on a 
first screen”

Cl. 7: “wherein the first screen is disabled and does 
not receive a user input”

Cl. 19: “user input for the second screen is 
disabled”

POR, 46-50, 53; Sur-reply, 13-15.  Multifold Exhibit 2013 
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Ground 1: Anticipation by Chin

Petitioner:  Chin discloses a “full and disabled mode” based on 
second display unit 52 in the Outward-Facing mode of Chin Fig. 6. 
Pet., 48 (citing Chin, [0079])

PO Response: Chin provides no disclosure of what type of 
display is provided for second display unit 52 in Outward-Facing 
mode of Fig. 6.
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Ground 1: Anticipation by Chin

Patent Owner: Petitioner relies on its expert’s ipse dixit testimony not 
tied to any supporting evidence that if Chin does not describe what type 
of display is provided on the first screen, then is expressly discloses that 
the first screen: 

(1) “is not displaying and image”
(2) “is disabled,” and
(3) “does not receive user interface input.”    POR, 45-46 (citing Rodriguez Decl., par. 161-164.

Petitioner Response on Reply: No response. No supplemental 
declaration. No supplemental evidence.   See Reply, 16-17; Sur-reply, 14.

Conclusion:
(1) There is no evidentiary support that Chin discloses limitation 16E or
Claims 6, 7, 13, 17, and 19.
(2) Petitioner’s expert's unsupported opinion does not substitute for the
lack of express disclosure in Chin.
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Ground 1: Remaining Dependent Claims

Dependent Claims 2-7, 10, 12-13, 17, and 19-20 are not 
anticipated by Chin for same reasons as independent 
claims. See POR, 53.
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Ground 2: Obviousness based on Chin

Chin fails to teach or suggest limitation 1E:

“entering one or more image capture modes”
“wherein in each image capture mode a display on 
the first or second screen is different.”

POR, 54-58.
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Ground 2: Obviousness based on Chin

Petitioner’s Opening Argument

Pet.: Chin “specif[ies] that the preview is shown on one screen or 
the other, and not on both screens.”          Pet., 55.

PO Response: Petitioner is still comparing different screens (i.e., 
Chin discloses photo preview on second display 52 in Fig. 5 
compared to photo preview on first display 51 in Fig. 6).

Limitation 1E requires a showing that the same screen is different 
between the two different image capture modes.            POR, 54.
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Ground 2: Obviousness based on Chin

Petitioner’s Core Argument

Pet.: “[A] POSITA would have been motivated to turn off or disable a 
Pet., 55; Rodriguez Decl., ¶ 258.screen that is not facing the user” to save power. 

PO Response: 
(1) The proposal is to modify or combine Chin with the feature of
“turning off or disabling a screen that is not facing the user.”   POR, 55-58.

(2) Neither Petitioner or its expert establishes that it was common
knowledge in the art (in 2011) to turn off or disable a screen when it
is not facing a user.

(3) Petitioner’s expert provides ipse dixit testimony unsupported by
evidence. Not a single reference is provided in support.
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Ground 2: Obviousness based on Chin

Petitioner’s Core Argument

“[A] POSITA would have been motivated to turn off or disable a 
screen that is not facing the user” to save power. Pet., 55; Rodriguez Decl., ¶ 258.

No evidentiary basis for feature of “turning off or disabling a screen 
that is not facing the user.”
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Ground 2: Obviousness based on Chin

Petitioner’s Core Argument

“[A] POSITA would have been motivated to turn off or disable a screen that 
is not facing the user” to save power.   Pet., 55; Rodriguez Decl., ¶ 258.

• Petitioner’s expert cited five references defining the state of the art for
multi-screen devices: (1) Aono (Ex. 1006), (2) Lee (Ex. 1009), (3) Kim (Ex.
1010), (4) Kawaski (Ex. 1011), and (5) Park (Ex. 1012). POR, 55 (citing Rodriguez Decl.,
¶¶ 62-66).

• None of these references disclose “turning off or disabling a screen that
is not facing the user.”

• Petitioner’s expert did not dispute that his cited references do not
disclose feature of turning off/disabling a screen not facing a user.

POR, 55 (citing Ex. 2011 (Dep. Trans. Rodriguez), 43:20-48:4.

• PO’s expert Dr. Surati gave unrebutted testimony that the feature at issue
was not common knowledge in the art in 2011. POR, 55; Ex. 2002, Surati Decl. ¶¶ 194-197.
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Ground 2: Obviousness based on Chin

Petitioner’s Core Argument

“[A] POSITA would have been motivated to turn off or disable a screen that 
is not facing the user” to save power.   Pet., 55; Rodriguez Decl., ¶ 258.

 Sur-reply, 16. Multifold Exhibit 2013 
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Ground 2: Obviousness based on Chin

Petitioner’s Reframed Argument

“[A] POSITA would understand Chin as disclosing two options: the screen 
can be either on or off.” Reply, 18.

PO Response:
(1) Petitioner’s proposed combination is still to modify Chin with the feature
of “turn[ing] off or disabl[ing] a screen that is not facing the user.”

(2) False premise: Chin does not disclose display units 51/52 being turned
off.

(3) Petitioner’s burden to establish feature is common knowledge. PO’s
expert has provided affirmative evidence it was not common knowledge.

(4) Petitioner also does not establish a reasonable likelihood of success.

 Sur-reply, 16-18. Multifold Exhibit 2013 
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Ground 2: Other Claims

Independent Claims 11, 16 and Dependent Claims
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Ground 3: Anticipation by Whitehorn

Whitehorn fails to disclose limitation 1E:

“entering one or more image capture modes”
“wherein in each image capture mode a display on 
the first or second screen is different.”

POR, 60-66; Sur-reply, 20-22. .
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Ground 3: Anticipation by Whitehorn

Pet.:  Relies on First Capture mode of Figs. 1/3/4 and Second Capture mode 
of Fig. 5.

 POR, 60-66; Sur-reply, 20-22. .
.

First Capture Mode Second Capture Mode

Fig. 1 Fig. 3 Fig. 5
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Ground 3: Anticipation by Whitehorn

Pet.:  “In each of these two image capture modes, a display on at least the top 
large screen interface 128 (the ‘first screen’ or ‘second screen’) is different.” Pet.,
66.

PO Response: Whitehorn does not disclose that large screen 128 in First 
Capture mode (e.g., Fig. 1) is different from large screen 128 in Second Capture 
mode (e.g., Fig. 5).

Whitehorn discloses that large screen 128 provides a preview in Fig. 5, but 
Whitehorn provides no disclosure on how large screen 128 operates in Fig. 1.

For First Capture mode, Whitehorn discloses in [0027] that small screen 118
provides a preview but does not disclose what large screen 128 displays or how 
it operates.

Fact that large screen 128 is folded in Fig. 1 mode does not translate to a 
disclosure that it does not display an image or that it is turned off or disabled. See
Surati Decl., ¶ 218.

 POR, 60-66; Sur-reply, 20-22. .
.
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Ground 3: Anticipation by Whitehorn

PO Response: Whitehorn could provide preview image in Fig. 5 mode and upon 
folding into Fig. 1 mode could continue to provide a preview image.

Whitehorn does not expressly disclose that top large screen 128 does not 
display an image in first capture mode, as alleged.

 POR, 63-64; Surati Decl., ¶ 218.Sur-reply, 20-22. .
.
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Ground 3: Anticipation by Whitehorn

PO Response:  The Petition makes no inherency argument, thus it is waived. 
POR, 64-65, Sur-reply, 20.

Petitioner’s argument that large screen 128 is “not visible” in the First Capture 
mode (Fig. 1) does not mean it “does not display an image.” Reply, 25; Sur-reply, 21.

PO’s expert Dr. Surati’s evidence that large screen 128 could continue to display 
a preview when changed from the Fig. 5 configuration to the Fig. 1 configuration 
is not rebutted. See Reply, 25-27 (no response); Sur-reply, 21-22.

Thus, Claim 1 is not anticipated because limitation 1E is not disclosed by 
Whitehorn. Claim 11 is not anticipated because similar limitation 11H is not 
disclosed.

 POR, 63-64; Surati Decl., ¶ 218.Sur-reply, 20-22. .
.
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Ground 3: Anticipation by Whitehorn

Whitehorn fails to disclose limitation 11B:

“wherein the second screen faces an opposite
direction from the first screen when the device is 
closed.”

POR, 66-67; Sur-reply, 22-23.
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Ground 3: Anticipation by Whitehorn

Pet.:  Argues that bottom large screen 124 is “first screen” and top large screen 
128 is “second screen.

Argues that “wherein the second screen [top large screen 128] faces an
opposite direction from the first screen [bottom large screen 128] when the 
device is closed” met by First Image Capture mode of Fig. 1 or Second    
Handheld mode of Fig. 6, step 610. POR, 67 (citing Pet., 76-77).

PO Response:

(1) In First Image Capture mode of Fig. 1, the bottom screen 124 and the top
screen 128 are folded onto each other, so that they are facing each other, not
“fac[ing] an opposite direction” per limitation 11B.

(2) In the Second Handheld mode of Fig. 6, step 610, the top and bottom screens
are “fac[ing] in opposite direction,” but device is not operating in an “image
capture mode.” Rather, it is operating as a “handheld tablet computer.” See [0030].

 POR, 66-67; Sur-reply, 20-22. .
.
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Ground 3: Anticipation by Whitehorn

Whitehorn fails to disclose Claim 4:

“wherein the device is in a landscape or portrait 
orientation.”

POR, 67-69; Sur-reply, 23-26.
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Ground 3: Anticipation by Whitehorn

Pet.:  Theory #1: Argues in Petition that circular image capture lens 116 in Fig. 3 
discloses “the device is in a . . . portrait orientation.”  Pet., 73.

Theory #2: New argument on Reply that circular small screen 118 in Fig. 
4 discloses the “the device is in a . . . portrait orientation.”  Reply, 28.

PO Response:

(1) Theory #1 (Fig. 3) defective because image capture lens 116 is a camera lens,
not a display screen per Claim 4.

(2) Theory #1 (Fig. 3) defective because portrait orientation means “the shorter
dimension of the display is oriented substantially horizontal in the portrait mode
while the longer dimension of the display is oriented substantially vertical.” Also,
defined in relation to “rectangular display.” ’842 Patent, 3:41-53.

(3) Theory #1 (Fig. 3): Portrait mode defined based on the display, not the device
housing. Circular lens 116 (alleged “display”) is not a “rectangular display.”

 POR, 66-67; Sur-reply, 20-22. .
.
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Ground 3: Anticipation by Whitehorn

Pet.: Theory #2: New argument in Reply that circular small screen 118 in Fig. 4
discloses the “the device is in a . . . portrait orientation.”  Reply, 28.

PO Response:

(1) Theory #2 on reply based on circular small screen 118 in Fig. 4 is waived
because is entirely new theory re Pet theory based on lens 116 of Fig. 3.

(2) Theory #2 (Fig. 4) defective because circular small screen 118 is not a
“rectangular display.”

(3) Theory #2 (Fig. 4) defective because circular small screen 118 does not have
a “substantially vertical” dimension that is longer than a “substantially
horizontal” dimension. Rather, small screen 118 is circular.

 POR, 66-67; Sur-reply, 20-22. .
.
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Ground 3: Anticipation by Whitehorn

Whitehorn fails to disclose Claims 6-7:

Claim 6 (“the device does not display an image on a
first screen”)

Claim 7 (“the first screen is disabled and does not 
receive user interface input”)

POR, 69-71; Sur-reply, 26-27.
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Ground 3: Anticipation by Whitehorn

 Sur-reply, 26-27.
.
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Ground 4: Obviousness based on Whitehorn

Whitehorn does not teach or suggest limitation 1E:

“wherein in each image capture mode a display on 
the first or second screen is different.”

POR, 71-74; Sur-reply, 27-29.
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Ground 4: Obviousness based on Whitehorn

Pet’s Core Argument is same as for obviousness re Chin. PO’s 
response is the same.

Pet.: “[A] POSITA would have been motivated to turn off or disable a 
Pet., 83; Rodriguez Decl., ¶ 376.screen that is not facing the user” to save power. 

PO Response: 
(1) Proposal is to modify or combine Whitehorn with the feature of
“turning off or disabling a screen that is not facing the user.”  POR, 72-73.

(2) Petitioner and its expert fail to establish it was common knowledge
in the art to turn off or disable a screen when it is not facing a user.
POR, 73; Sur-reply, 27-28.

(3) Petitioner’s expert provides ipse dixit testimony unsupported by
evidence. Not a single reference is provided in support.    Sur-reply, 27-28.

(4) PO’s expert provided affirmative evidence that the feature was not
common knowledge in the art. Surati Decl., ¶¶ 251-252.

POR, 71-74; Sur-reply, 27-29.
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Ground 4: Obviousness based on Whitehorn

Whitehorn fails to teach or suggest Claims 6-7:

Claim 6 (“the device does not display an image on a
first screen”)

Claim 7 (“the first screen is disabled and does not 
receive user interface input”)

POR, 69-71; Sur-reply, 26-27.
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Ground 4: Obviousness based on Whitehorn

 POR, 75.
.
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Questions

Further Questions?
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