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I. DISCRETIONARY DENIAL IS NOT WARRANTED

As authorized by the Board on March 24, 2025 (EX1040), Petitioners

respectfully submit this reply addressing the Fintiv factors. Apple Inc. v. Fintiv, Inc.,
IPR2020-00019, Paper 11 (Mar. 20, 2020) (precedential) (“Fintiv”’). This case is
distinguishable in numerous, important ways from the recent, non-precedential
Director Review decision in Motorola Solutions, Inc. v. Stellar, LLC, IPR2024-
01205, Paper 19 (Mar. 28, 2025) (denying institution where the district court’s set
trial date was eleven months before projected FWD, opening and rebuttal expert
reports had been served in district court, the district court had issued a Markman
order, and Fintiv factors 1, 2, and 5 weighed in favor of denial). Such facts are not
present here; instead, the Board is presented with much less district court investment
and diligent Petitioners providing a Sotera stipulation early in litigation. A holistic
balancing of the Fintiv factors shows discretionary denial is not warranted.
Factor 1: Although no party has moved to stay in district court, Petitioners intend
to do so post-institution. Judge Donato, the assigned N.D. Cal. judge, routinely
grants motions for stays where all asserted claims are under PTAB review.! EX1042.
This factor should weigh against discretionary denial, or at worst be neutral.

Factor 2: This factor weighs against discretionary denial, or is at worst neutral.

! Judge Donato denied only one stay and instead closed the case. EX1043.
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Although trial is currently set for April 6, 2026 (only two months before expected
FWD) (EX2006), time-to-trial statistics for both the relevant district and judge show
the trial date may well change. PO makes much of the fact that the median time-to-
trial statistics decreased from 48.9 months when the Petition was filed to 34.5
months in December 2024. Compare EX1014, with EX2003. But even the current
statistics show an April 2027 expected trial date, ten months after FWD.? Further,
Judge Donato’s median time to trial of 27.2 months puts trial in September 2026—
three months after FWD. EX1044. These facts show the FWD is likely to come first.
See Dish Network L.L.C. v. Broadband iTV, Inc., IPR2020-01280, Paper 17, 16 (Feb.
4,2021). Factor 2 should weigh against discretionary denial, or at worst be neutral.
Factor 3: This factor should weigh against denial. PO argues “the district court will
be in the best position to resolve all of the validity issues relating to the *887 patent”
because Petitioners raise §101 and §112 arguments in the parallel proceeding.
POPR, 31-32. But Petitioners cannot raise §101 and §112 challenges in IPR.
Moreover, the submitted Sofera stipulation prevents overlap, ensuring this IPR will

be a true alternative to district court litigation. Sand Revolution II, LLC v. Cont’l

2 March 24, 2025, Memorandum (“Boalick Memo”),
https://www.uspto.gov/sites/default/files/documents/guidance_ memo on_interim

procedure recission 20250324.pdf (Board still considers time-to-trial statistics).
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Intermodal Grp.—Trucking LLC, IPR2019-01393, Paper 24, 12 n.5 (June 16, 2020);
Boalick Memo, 2-3 (“a timely-filed Sotera stipulation... is highly relevant”).
Moreover, Petitioners diligently filed their Petition four months after being
served with the district court complaint (Pet. 83), less than a month after receiving
PO’s infringement contentions (EX2006), and more than a month before district
court invalidity contentions (id.). The Board has considered a petitioner’s diligence
as weighing against discretionary denial. See, e.g., Fintiv, Paper 15, 11 (May 13,
2020); id., Paper 11, 10 (Mar. 20, 2020); Sotera Wireless, Inc. v. Masimo Corp.,
IPR2020-01019, Paper 12, 17 (§11.A precedential) (Dec. 1, 2020); Corning Optical
Comm’ns LLC v. Dali Wireless, Inc., IPR2021-00762, Paper 8, 9-10 (Oct. 13, 2021).
Further, the district court’s investment is minimal. The court has not issued
any substantive orders and is unlikely to have done so at institution.® Fintiv, Paper
11, 10 (Mar. 20, 2020) (no substantive district court orders weighed against
discretionary denial). Furthermore, as of institution, fact discovery will remain open
and expert discovery will still be ongoing. EX2006. Indeed, the currently-set
deadlines in the district court scheduling order are likely to be delayed because, for

example, Judge Donato has set a May 8 hearing on Amazon’s motion to strike PO’s

3 Median time for Judge Donato to issue a Markman order is 16.5 months (EX1044),

1.e., late October 2025, several months after the institution decision.



U.S. Patent 8,934,887
IPR2025-00057

infringement contentions. EX1045. Petitioner’s diligence in filing its Petition and
the district court’s minimal investment thus far tip this factor in favor of institution.
Zynga Inc. v. IGT, IPR2022-00199, Paper 11, 14-16 (June 14, 2022).

Factor_4: This factor strongly weighs against discretionary denial. Petitioners
challenge more claims than are at issue in district court, but to eliminate any doubt
as to the absence of meaningful overlap between litigation and IPR, Petitioners have
submitted a Sotera stipulation. EX1041. Petitioners’ stipulation guarantees the IPR
grounds, or any that could have been brought in this IPR, will not be litigated in
district court. Such a stipulation “mitigates any concerns of duplicative efforts
between the district court and the Board, as well as concerns of potentially
conflicting decisions”; thus Factor 4 “weighs strongly in favor of not exercising
discretion to deny institution under 35 U.S.C. § 314(a).” Sotera, Paper 12, 19.
Factor 5: As here, where the parties are the same and an FWD “is likely to issue
before the district court trial [the Board] weigh[s] this factor against exercising
discretion.” BMW of N. Am., LLC v. Michigan Motor Techs. LLC, IPR2023-01234,
Paper 11, 14-15 (Jan. 26, 2024) (collecting cases). All available data shows that the
Board is likely to issue an FWD before the district court trial.

Factor 6: This factor weighs against denial. Contrary to PO’s argument (POPR 37),
the Petition presents a strong case of unpatentability. Fintiv, Paper 11, 14-15 (“if the

merits of a ground raised in the petition seem particularly strong...institution of a
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trial may serve...overall system efficiency and integrity”). Although compelling
merits alone are not dispositive, “the factors considered in the exercise of discretion
are part of a balanced assessment of all the relevant circumstances in the case,
including the strength of the merits.” Boalick Memo, 3.

The POPR’s contrary argument rests on an overly narrow claim construction
of “the at least one of” portion of 1[b] which Petitioners’ art teaches in any event.
Specifically, after institution, Petitioner will address how PO’s construction of this
limitation is incorrect. The Board has previously found “[c]ourts have not []
interpreted SuperGuide [which PO relies, POPR 8] as setting forth a per se rule that
the use of ‘at least one of” followed by ‘and’ connotes a conjunctive list.” Apple, Inc.
v. CPC Patent Tech. PTY, Ltd., IPR2022-00601, Paper 31, 27-28 (collecting cases).
In addition and as one example, even under PO’s incorrect construction, Overton
(Grounds 2A-C, all challenged claims) teaches the limitation. E.g., EX1006, 11:13-
24 (“force feedback...to the input devices [incorporating haptic technologies] 142
within the application output data 123 [data sent from Overton’s server to mobile
devices]” (describing Fig. 1, which is reproduced at Pet. 37, 43 and teaching a “HW
action”)). PO’s merits arguments do not support discretionary denial.

II. CONCLUSION

When weighing the factors holistically (with all factors weighing against

denial or as neutral), the Board should not discretionarily deny institution.
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