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As authorized in a March 14, 2025, email from the Board, Petitioners file this
reply to Patent Owner’s Preliminary Response (“POPR”). The Fintiv factors
strongly favor institution, and the Petition’s prior art grounds are unique and involve
new, non-cumulative obviousness theories that will not be addressed in the parallel
district court litigation. Further, one of PO’s primary arguments—that a POSITA as
defined in the Petition would not have the requisite skill to combine the prior art
references or to select gear ratios in the way specified in the claims—is plainly
inconsistent with PO’s positions made during claim construction briefing in the
parallel district court litigation and therefore should carry little weight.

I. THE FINTIVFACTORS FAVOR INSTITUTION

Factor 1: While Petitioners have moved for a stay (see EX1051), the Board
has declined to speculate whether the district court would grant a stay. The absence
of a stay is, at most, neutral. See, e.g., HP Inc. v. Slingshot Printing LLC, IPR2020-
01084, Paper 13,9 (PTAB Jan. 14, 2021).

Factor 2: The schedule in parallel district court litigation is slipping. The
Markman hearing originally scheduled for February 20, 2025, has been taken off the
calendar, and subsequent case deadlines are keyed off the Markman Ruling.
EX1052; EX2006, p.3. The amount the case will be delayed remains unclear, and

the current trial date will likely change.
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Moreover, current time-to-trial statistics place the parallel trial in November
2026, over five months after the expected date for a Final Written Decision.
EX1053, p.36 (indicating 32-month median time to trial in the Southern District of
Texas); EX1056, 3 (stating median time-to-trial statistics bear on the proximity of
the trial date when applying Fintiv). Thus, Fintiv factor 2 favors institution.

Factor 3: Petitioners diligently and promptly filed the Petition less than four
months after it received PO’s infringement contentions on July 18, 2024. EX2006.
The Board has recognized that “it is often reasonable for a petitioner to wait to file
its petition until it learns which claims are being asserted against it in the parallel
proceeding.” Apple Inc. v. Fintiv, Inc., IPR2020-00019, Paper 15, 11 (PTAB May
13, 2020). Further, the Board has credited petitioners for filing petitions as many as
four months after receiving infringement contentions. See, e.g., Corning v. Dali
Wireless, IPR2021-00762, Paper 8, 9-10 (PTAB Oct. 31, 2021).

Similarly, Petitioners filed the Petition within a month of serving initial
invalidity contentions in the parallel district court litigation (served on the September
19,2024 deadline). EX2019, p.34; Sotera Wireless, Inc. v. Masimo Corp., IPR2020-
01019, Paper 12, 17 (PTAB Dec. 1, 2020) (finding petition filing within two months
of invalidity contentions weighed in favor of denying institution).

And the district court has invested minimal effort on invalidity issues. No

Markman hearing has been held, and fact discovery does not close until at least July

.
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10, 2025. EX2006. No significant rulings have been made on invalidity or prior art
issues. The Board consistently finds that Fintiv factor 3 weighs against discretionary
denial in similar settings. Kia Corp. et al., v. Emerging Automotive LLC, IPR2024-
01167, Paper 14, 16-17 (PTAB Jan. 27, 2025) (determining that factor 3 weighs
against discretionary denial with Markman hearing upcoming and fact discovery still
open); Samsung Electronics Co., LTD. et al., v. Harbor Island Dynamic, LLC,
IPR2024-01405, Paper 9, 35-36 (PTAB Mar. 24, 2025) (same). Petitioners’
diligence in filing the Petition and the district court’s minimal investment tip this
factor in favor of institution.

Factor 4: Petitioners stipulate that, if the Board institutes IPR in this
proceeding on the grounds presented in the Petition, Petitioners will not pursue an
invalidity defense in the district court action (C.A. No. 4:24-cv-00839) that the
patent claims subject to the instituted IPR are invalid based on the grounds that were
raised or any grounds Petitioners reasonably could have raised in the IPR. Thus,
Fintiv factor 4 weighs “strongly in favor” of not exercising discretion to deny
institution. See Sotera Wireless, Inc. v. Masimo Corp., IPR2020-01019, Paper 12,
18-19 (PTAB Dec. 1, 2020) (precedential as to § I1.A); EX1056, 2-3 (stating that a
Sotera stipulation is “highly relevant” to the Fintiv analysis).

Factor 5: Petitioners do not dispute that this factor weighs in favor of

discretionary denial because it is the Defendant in the parallel district court litigation.
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Factor 6: The strength of the Petition strongly favors institution. For Grounds
1A-9A, PO attempts to argue that certain portions of Buckley are not supported by
Buckley Provisional, such that the Petition is not entitled to rely upon those portions
of Buckley because Buckley is not entitled to Buckley Provisional’s priority date.
POPR, 12-24. This argument points to disclosures from Buckley that include
additional details that are not explicitly recited in Buckley Provisional but are also
not relied upon in the Petition. For example, PO argues that the Petition’s reliance
on Figures 2 and 9 of Buckley, and related disclosures in the specification, are not
supported by Buckley Provisional because Buckley Provisional does not disclose the
planetary gearbox depicted by Figures 2 and 9 of Buckley. Id., 16-20. However, the
Petition merely relies on these disclosures from Buckley for their teachings regarding
the use of multiple motors to power a multi-plunger pump, which are supported by
Buckley Provisional, rather than any teachings of a particular gearing system. See
Petition, 23-29. Thus, the subject matter of Buckley that is actually relied upon in the
Petition is adequately supported by Buckley Provisional, and Buckley is entitled to
Buckley Provisional’s priority date.

Further, PO argues that a POSITA would not be able to combine Buckley or
Yi with Bergan based in part on the alleged complexity of gearing design. POPR,
25-59. As shown below, this argument is directly contradicted by positions taken in

PQO’s district court claim construction briefing. Moreover, PO does not substantively
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address Yi’s teachings as relied upon in Grounds 1B-9B. PO’s argument regarding
Yi’s combination with Bergan relies on an “assum|[ption] that Yi’s system works the
same as Buckley without specifying the gearing system.” POPR, 41-42 (internal
citations omitted). This assumption is baseless, as Yi provides no indication that such
an assumption is warranted, nor does PO provide any support for this assumption.
Accordingly, the Petition presents compelling evidence of unpatentability.

I1. PO’S ARGUMENTS IN THE PARALLEL LITIGATION DIRECTLY
CONTRADICT ITS POPR POSITIONS

PO spends a significant portion of its POPR arguing that the Petition fails to
provide a sufficient reason to combine Bergan’s planetary gear system with the
pumping systems of Buckley and Yi because “[tlhe POSITA as defined by
Petitioner’s [sic] expert Dr. Durham does not possess the level of skill needed for
making such a combination.” See POPR, 25-37. PO also states that such a POSITA
would not have been “able to select gear ratios and motor speeds in the way specified
in the claims.” Id., 26-27. PO’s arguments largely rely on the purported complexities
of gearing design, stating that such design “requires a person with specialized
engineering experience.” Id., 29-37. But in district court claim construction briefing

PO advanced several positions that directly contradict these arguments.
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First, in the district court PO offers the exact same definition of a POSITA as
offered in the Petition:

Plaintiffs propose that the POSITA would have either (1) a Bachelor of

Science in Mechanical Engineering, Electrical Engineering, Petroleum

Engineering or an equivalent field and at least two years of academic

or industry experience in the oil and gas industry, including well

drilling, completion, or production; or (2) at least four years of industry

experience in the oil and gas industry, including well drilling,
completion, or production.

EX1054, 3 (citing the declaration of Michael R. Chambers, Sr., plaintiff’s expert, in
support of this definition). This definition is identical to the definition offered in the
Petition and criticized by PO as lacking the skill sufficient to make the prior art
combinations or to select gear ratios and motor speeds in the way specified in the
claims. Petition, 11-12 (citing EX1003 (Declaration of Robert Durham)); POPR, 26-
27.PO’s use of this definition in its claim construction briefing seriously undermines
PQO’s attack in its POPR of the very same definition and explains why PO does not
offer a definition of a POSITA in the POPR.

Apparently sensing this tension, PO in a footnote attempts to justify its use of
this definition in claim construction briefing because, as alleged in the POPR, “a
POSITA having the 258 Patent would understood [sic] the terms used in the claims
and would have been able to make and use the claimed invention without difficulty,
given the detailed disclosure in the specification.” POPR, 37 fn. 10. The *258 Patent,

however, provides little detail regarding its planetary gearing configuration: outside
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of depicting “an exploded schematic view” of “an embodiment of a planetary gear
train” in Figure 1, the *258 Patent dedicates just 12 lines of the specification to
describing the planetary gear train, and even that bare description simply explains
how the component gears are connected to each other. See EX1001, 7:4-5, 7:14-25.
Similarly, the *258 Patent explains in conclusory fashion that “the gear ratios of the
planetary drive along with the electric motor-rated speeds may be chosen to limit the
maximum pump speed, so as to not exceed the plunger critical speed.” Id., 5:66-6:2.
These scant descriptions hardly support the suggestion that the subject matter of the
’258 Patent is so complex that only specialized engineers can understand it.
Moreover, for the “selection of a gear ratio” claim limitation, PO proposes a plain
and ordinary meaning construction, arguing that the term 1is “readily
understandable;” and to support this position PO’s claim construction expert solely
points to the same scant and conclusory paragraph in the specification referenced
above. EX1054, 16; EX1055, 9 68 (quoting EX1001, 5:64-6:18).

In its POPR, PO also questions the scope of education received by one with a
“Bachelor of Science in Mechanical Engineering, Electrical Engineering, Petroleum
Engineering or an equivalent field,” arguing that persons with electrical engineering
or petroleum engineering degrees “would have received minimal (if any) mechanical
engineering education, much less enough to understand and design gear systems for

industrial applications,” and persons with mechanical engineering degrees “may take

-7 -



Case No. IPR2025-00066
U.S. Patent No. 10,598,258

only one course where gear systems are taught, but for that course the discussion of
gears is less that 15% of the total course.” POPR, 33-34. Yetin its claim construction
briefing, PO argues that a POSITA—as identically defined in the Petition and PO’s
opening claim construction brief—would be familiar with selection of gear ratios,
and cites testimony from defendants’ expert, Dr. Hilbert, that “you learn those in
mechanical engineering.” EX1054, 16 (emphasis original, internal citations
omitted). This belies PO’s 12+ page POPR argument on the alleged complexity of
the gear ratio claim limitations.

Finally, further highlighting the contradictory nature of PO’s arguments and
lack of credibility behind its attacks, the education, experience, and qualification
sections of neither the declarations of PO’s IPR expert (Dr. Nikolaou, a chemical
engineer) nor of its district court expert (Mr. Chambers, a petroleum engineer)
identify any formal education or experience with gearing systems. EX2024 997-20;
EX1055, q98-33. The word “gear” does not appear in either their qualifications
sections or their CVs other than as an acronym of a grant received by Dr. Nikolaou
regarding a “novel idea for treatment of persistent bacterial infections.” EX2023
(Nikolaou CV); EX1055, 78-90 (Chambers CV).

PO’s arguments concerning the purported complexity of the 258 Patent
claims and gearing design are contradicted by PO’s own positions in the parallel

litigation and therefore should be given little weight.
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