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PO’s Fintiv arguments fail, and the Board should institute this IPR.  

I. Factor 1 is Neutral (Likelihood of Stay)  

No party has requested a stay, and the District Court has not indicated whether 

a stay is likely to be granted. Therefore, this factor is neutral. 

II. Factor 2 and Factor 5 Strongly Favor Institution (Timing of Trial and 
Overlap of Parties)  

Because Petitioners comprise multiple entities with different trial dates, these 

factors are interrelated, and strongly favor institution. See HP Inc., et al. v. Neodron 

Ltd., IPR2020-00459, Paper 17 at 36, 38 (P.T.A.B. Sept. 14, 2020). 

Petitioner Google, Inc. is not a party to any trial. Therefore, there is not 

complete overlap of the parties, and at least one Petitioner will never have a trial 

date in the parallel litigation. IQE PLC v. Cornell Rsch. Found. Inc., IPR2024-

00609, Paper 9 at 12-13 (P.T.A.B. Sept. 13, 2024). PO completely ignores this fact.  

As for the other Petitioners, only one of three trials in the parallel district court 

case is scheduled. PO points to median-time-to-trial statistics to suggest that the 

scheduled trial date favors denial, but recent cases tell a different story.  In 2025, the 

district court has significantly delayed multiple scheduled trial dates, and has an 

average of 29 months to trial. See Whirlpool Corp. et al. v. Shenzhen Sanlida Elec. 

Tech. Co., No. 2:22-CV-00027 (E.D. Tex. Mar. 25, 2025) (1092 days to trial); Force 

Mos Tech., Co. v. ASUSTek Comput., Inc., No. 2:22-CV-00460 (E.D. Tex. Jan. 22, 

2025) (802 days to trial); Touchstream Techs., Inc. v. Charter Commc’ns. Inc., No. 
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2:23-CV-00059 (E.D. Tex. Feb. 17, 2025) (746 days to trial). PO’s suggestion that 

“there are likely to be district court determinations relating to the validity of the ’463 

patent in advance of the Board’s projected statutory deadline” (POPR, 7-8), is 

irrelevant as it does not address the timing of the trials. These factors weigh 

strongly in favor of institution. See HP Inc., Paper 17 at 36, 38. PO never addressed 

the significant risk of inconsistent jury verdicts on validity (given that there will be 

three separate trials), which further favors resolving validity in one shot at the PTAB. 

III. Factor 3 Favors Institution (Investment in Parallel Proceedings)  

Again, Petitioner Google is not a party in the district court proceedings and, 

thus, will not challenge the validity of the ’463 patent in those proceedings.  

As for the other parties, the Director focuses on the status of the district court 

proceedings at the time the POPR was filed, now that the interim guidelines have 

been rescinded. Motorola Sols., Inc. v. Stellar, LLC, IPR 2024-01205, Paper 19 at 3 

(P.T.A.B. Mar. 28, 2025). In contrast to the facts of Motorola, the parties here have 

invested little energy into invalidity challenges of the ’463 patent claims and 

Defendants have not proffered any invalidity contentions based on unpublished 

system prior art (which cannot be raised in an IPR even if they did). Id., at 4. At the 

time of filing the POPR, the parties had only served preliminary invalidity 

contentions (which may change based on the yet-to-issue Markman order), and 

expert discovery relevant to claim validity had not yet opened (expert reports are due 
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April 21, 2025 and expert discovery closes May 23, 2025). Ex. 1039. The facts here 

further differ from Motorola, as there is a non-defendant petitioner, multiple 

unscheduled trials, and challenge of unasserted claims did not factor into the 

Director’s analysis. Therefore, much work is still to be done in the district court case, 

and this factor favors institution.  

IV. Factor 4 Favors Institution (Sotera Stipulation and Overlap of Issues)  

Because Google is not a party to the parallel litigation, there cannot be any 

overlap for Google. Moreover, Petitioners present a Sotera stipulation. To mitigate 

any duplication concerns, if this IPR is instituted, Defendants will not pursue in 

District Court litigation the specific grounds asserted in this proceeding, or any other 

ground that was raised or could have been reasonably raised in an IPR. See Sotera 

Wireless, Inc. v. Masimo Corp., IPR2020-01019, Paper 12 (P.T.A.B. Dec. 1, 2020) 

(precedential); BMW of No. Am., LLC v. Northstar Systems LLC, IPR2023-01017, 

Paper 12 at 10 (P.T.A.B. Dec. 8, 2023). Furthermore, Pegasus has conceded that it 

“fully intends to narrow the number of asserted claims.” Ex. 1040, 1. Petitioners 

should not be penalized for PO’s delay in narrowing claims. Therefore, this factor 

favors institution. 

V. Factor 6 Favors Institution (Other Factors)  

PO’s arguments regarding the timing of the multiple petitions challenging its 

patents must be rejected. The Board should look no further than the present petition 
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for purposes of weighing the Fintiv factors.  

PO also argues that the petition is weak, but does so by misconstruing the 

prosecution history and the prior art and advocating for a narrow interpretation of 

the claims. PO argues that the claims require that the UL control channel resource 

sets are configured for each UL BWP configured for the user equipment, and “the 

each” UL BWP is activated through DL control information. POPR, 24. PO’s 

repeated emphasis of the word “each” implies that the claims require that UL control 

channel resource sets are configured for multiple UL BWPs that are configured for 

the user equipment, and that all of those UL BWPs are activated through DL control 

information. See also POPR, 24 (emphasizing the phrase “single UL BWP” as an 

alleged flaw in the Petition’s arguments).  

As the Petition and Dr. Roy point out, Takeda discloses the limitation no 

matter how many BWPs are configured. See e.g., Ex. 1001, 8:46-49; Petition, 2-4; 

Ex. 1002, ¶64. In Takeda, UL control channel resources are configured for one or 

more UL BWPs configured for the user terminal and “[a]ctivation or deactivation of 

each UL BWP may be controlled based on explicit or implicit indication 

information” (Ex. 1007, [0104]), for example, DCI. Ex. 1007, [0120]; Petition, 33-

35; Ex. 1007, [0102]-[0115], [0120], [0140]; Ex. 1002, ¶¶147-156. Takeda’s Figure 

8 illustrates one UL BWP is configured for the UE, and Figures 9-11 illustrate a 

“plurality” of UL BWPs configured for the UE. Ex. 1007, [0102]-[0120]; Petition, 
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32-35; Ex. 1002 ¶¶145-156. Takeda states that DCI (UL grant) can be used for 

activation of the one or more UL BWPs. Ex. 1007, [0120]. Activating one or more 

BWPs configured for a user terminal, as disclosed by Takeda, includes activating 

“each” (i.e., either a single or all of the multiple) of those BWPs. See Petition, 17; 

Ex. 1007, [0102]-[0114] (Takeda’s “third aspect” describes “one or more UL BWPs 

for the user terminal and control of activation or deactivation of the one or more UL 

BWPs.”). 

PO’s claim interpretation also fails to distinguish Marinier. Marinier discloses 

the use of DCI to “activate” BW parts for transmitting PUCCHs from WTRUs (user 

terminals) to serving sites. Petition, 53. A POSITA would have recognized that 

Marinier’s WTRU would transmit PUCCHs on all BW parts configured for the 

WTRU, so that “each” of the BW parts configured for the WTRU would be 

activated. Petition, 51-54; Ex. 1002, ¶ 221; Ex. 1011, [0130].  

Whether there is “one” BWP or “more” BWPs, the prior art clearly discloses 

that activation occurs through the downlink control information. This factor favors 

institution. 

Respectfully submitted, 

Date: April 11, 2025    By: /S. Benjamin Pleune/    
S. Benjamin Pleune, Reg. No. 52,421 
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