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From: Trials <Trials@USPTO.GOV>
Sent: Wednesday, May 7, 2025 11:32 AM
To: O'Connor, Dan; Trials
Cc: Wayne Helge; Douglas, Christopher; Pleune, Ben; Fernando, Ravi; Anderson, Kevin; 

Roger Lee; Patrick Keane; James Wilson; Elliot B. Robinson; Pegasus-IPRs; Pegasus_IPR
Subject: RE: IPR2025-00083: Ericsson Inc. et al. v. KT Corporation et al.: Update regarding related 

litigation (Patent No. 10,638,463)

EXTERNAL SENDER – Proceed with caution  

 

Counsel: 
  
Petitioner’s request to file the dismissal as an exhibit is granted in IPR2025-00083. Petitioner 
should file the dismissal and this e-mail authorizing filing of the dismissal as exhibits within 3 
business days of this e-mail.  Each party also is authorized to file a 2-page paper regarding the 
impact of the dismissal on the Fintiv discretionary denial factors. Each party’s paper is due 3 
business days after this e-mail.   
  
Regards, 
  
Andrew Kellogg, 
Deputy Chief Clerk, Trials 
Patent Trial and Appeal Board 
USPTO  
andrew.kellogg@uspto.gov 
(571) 272-5366 
  
  
  
From: O'Connor, Dan <Dan.OConnor@alston.com>  
Sent: Tuesday, May 6, 2025 7:28 PM 
To: Trials <Trials@USPTO.GOV> 
Cc: Wayne Helge <whelge@bdiplaw.com>; Douglas, Christopher <Christopher.Douglas@alston.com>; Pleune, Ben 
<Ben.Pleune@alston.com>; Fernando, Ravi <Ravi.Fernando@alston.com>; Anderson, Kevin 
<kpanderson@duanemorris.com>; Roger Lee <roger.lee@bipc.com>; Patrick Keane <patrick.keane@bipc.com>; James 
Wilson <jwilson@bdiplaw.com>; Elliot B. Robinson <erobinson@bdiplaw.com>; Pegasus-IPRs <Pegasus-
IPRs@alston.com>; Pegasus_IPR <BDIP-Pegasus_IPR@bdiplaw.com> 
Subject: IPR2025-00083: Ericsson Inc. et al. v. KT Corporation et al.: Update regarding related litigation (Patent No. 
10,638,463) 
  
CAUTION: This email has originated from a source outside of USPTO. PLEASE CONSIDER THE SOURCE before responding, clicking on 
links, or opening attachments. 
  
Dear Honorable Board, 
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Patent Owner’s litigation counsel notified Petitioner's counsel on April 21, 2025 that Patent Owner was 
withdrawing all claims in the parallel District Court litigation relating to the '463 patent challenged in IPR2025-
00083. The Parties’ litigation counsel reached agreement on dismissal of the '463 patent in the parallel litigation 
on April 30, 2025, and will be filing a motion to dismiss shortly.   
  
This IPR proceeding is not subject to the Interim Processes set forth in the Director’s Memo dated March 26, 2025. 
The Parties jointly provide this update to satisfy their duty to update the Board as to the status of the related 
litigation (see e.g., 37 C.F.R. §§ 42.8 and 42.11), which is relevant to the Board’s consideration of the Fintiv factors 
for discretionary denial and related judicial eƯiciency. Petitioner and Patent Owner each seek permission to file 2-
page papers explaining the impact of this dismissal on the Fintiv discretionary denial factors. Petitioner 
alternatively seeks permission to file the dismissal with the Board as an exhibit once it has been entered by the 
district court, in the event the additional briefing is not permitted. 
  
Best regards, 
Dan 
  
  
Dan O'Connor 
Partner 
ALSTON & BIRD 
755 Page Mill Road, Suite C-200 
Palo Alto, CA 94304 
+1 650 838 2021 (O) 
Dan.OConnor@alston.com 
  

  

NOTICE: This e-mail message and all attachments may contain legally privileged and confidential information 
intended solely for the use of the addressee. If you are not the intended recipient, you are hereby notified 
that you may not read, copy, distribute or otherwise use this message or its attachments. If you have received 
this message in error, please notify the sender by email and delete all copies of the message immediately.  
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