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I. STATEMENT OF RELIEF REQUESTED 

Pursuant to 35 U.S.C. § 317 and 37 C.F.R. §§ 42.72 and 42.74 and the Board’s 

authorization by email dated October 15, 2025, Petitioners AT&T Services, Inc. 

(“AT&T”), Cellco Partnership d/b/a Verizon Wireless (“Verizon”), T-Mobile USA, Inc. 

(“T-Mobile”), Patent Owner KT Corporation (“KT”), and Exclusive Licensee Pegasus 

Wireless Innovation LLC (“Pegasus”) jointly move to terminate the present inter 

partes review proceeding as to AT&T, Verizon, and T-Mobile as a result of (1) a 

binding term sheet executed between AT&T, KT, and Pegasus (Ex. 1045); (2) a binding 

term sheet executed between Verizon, KT, and Pegasus (Ex. 1046); and (3) a binding 

term sheet executed between T-Mobile, KT, and Pegasus (Ex.1047). These binding 

term sheets, which were each enforceable as of execution, and subsequent filing of 

dismissal of the district court litigations have completely resolved all pending 

controversies between the parties concerning U.S. Patent No. 10,638,463 (“the ’463 

Patent”). 

The parties are concurrently filing true copies of their binding term sheets in 

connection with this matter as required by statute. The parties further jointly certify 

that there are presently no other agreements or understandings, oral or written, between 

them, including any collateral agreements, made in connection with, or in 

contemplation of, the termination of KT and Pegasus from this proceeding as set forth 

in 35 U.S.C. § 317(b). 
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As indicated in each of the term sheets, the parties continue to negotiate a “Long 

Form Agreement” (Ex. 1045 at 7; 1046 at 7; and 1047 at 7). However, no Long Form 

Agreement has been executed, and the term sheets are binding and enforceable as of 

execution, regardless of whether the Long Form agreement is subsequently executed 

(Ex. 1045 at 1; 1046 at 1; and 1047 at 1). The parties will submit any long form 

agreement, if executed, within 5 business days of execution or within a timeframe 

otherwise ordered by the Board. 

II. STATEMENT OF FACTS 

Pegasus asserted the ’463 Patent in the following actions:  

 Pegasus Wireless Innovation LLC. v. AT&T Inc. et al., No. 2:23-cv-

00638 (E.D. Tex) (hereafter, “AT&T Case”); 

 Pegasus Wireless Innovation LLC. v. T-Mobile US, Inc. et al., No. 

2:23-cv-00639 (E.D. Tex) (hereafter, “T-Mobile Case”); and 

 Pegasus Wireless Innovation LLC. v. Verizon Communications Inc. et 

al., No. 2:23-cv-00640 (E.D. Tex) (hereafter, “Verizon Case”). 

AT&T, Verizon, and T-Mobile—along with non-movants Ericsson Inc. 

(“Ericsson”), Nokia of America Corporation (“Nokia”), and Google LLC (“Google”) 

(Ericsson, Nokia, and Google, collectively, “the Non-Moving Petitioners”)—filed a 

petition for inter partes review of certain claims of the ’463 Patent on November 15, 
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2024. Pegasus filed a preliminary response on March 10, 2025. The Board instituted 

inter partes review on June 5, 2025. Patent Owner has not yet filed a Response. 

AT&T. On September 1, 2025, AT&T, KT, and Pegasus executed a binding term 

sheet pursuant to which they agreed, among other things, that upon payment, the AT&T 

Case would be dismissed and AT&T would withdraw from any pending IPR petitions. 

On October 3, 2025, AT&T, KT, and Pegasus filed a Joint Motion to Dismiss all claims 

in the AT&T Case.  

Verizon. On September 1, 2025, Verizon, KT, and Pegasus executed a binding 

term sheet pursuant to which they agreed, among other things, that upon payment, the 

Verizon Case would be dismissed and Verizon would withdraw from any pending IPR 

petitions. On October 6, 2025, Verizon, KT, and Pegasus filed a Joint Motion to 

Dismiss all claims in the Verizon Case.  

T-Mobile. On September 2, 2025, T-Mobile, KT, and Pegasus executed a 

binding term sheet pursuant to which they agreed, among other things, that upon 

payment, the T-Mobile Case would be dismissed and T-Mobile would withdraw from 

any pending IPR petitions. On October 6, 2025, T-Mobile, KT, and Pegasus filed a 

Joint Motion to Dismiss all claims in the T-Mobile Case.  

* * * 
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AT&T, Verizon, and T-Mobile also filed IPR petitions on other patents asserted 

by Pegasus in the AT&T Case, Verizon Case, and T-Mobile Case.1 But IPR was not 

instituted on any of the other patents. Once the Board grants the present Motion to 

Partially Terminate, therefore, there will be no other pending proceedings before the 

Patent Office involving (1) AT&T, KT, and Pegasus; (2) Verizon, KT, and Pegasus; or 

(3) T-Mobile, KT, and Pegasus. 

III. LEGAL STANDARD 

35 U.S.C. § 317(a) provides that “[a]n inter partes review instituted under this 

chapter shall be terminated with respect to any petitioner upon the joint request of the 

petitioner and the patent owner, unless the Office has decided the merits of the 

proceeding before the request for termination is filed.” 37 C.F.R. § 42.72 similarly 

provides that “[t]he Board may terminate a trial without rendering a final written 

decision, where appropriate . . . pursuant to a joint request under 35 U.S.C. 317(a).” 

The Trial Practice Guide also observes that “[t]here are strong public policy reasons to 

favor settlement between the parties to a proceeding” and that the Board “expects that 

a proceeding will terminate after the filing of a settlement agreement, unless the Board 

 
1 See IPR2025-00036; IPR2025-00037; IPR2025-00084; IPR2025-00137; IPR2025-

00138; IPR2025-00290; IPR2025-00291; IPR2025-00292; IPR2025-00293; IPR2025-

00317. 
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has already decided the merits of the proceeding.” 77 Fed. Reg. 48,756, 48,768 

(Aug. 14, 2012). 

IV. ARGUMENT 

Good cause exists to partially terminate the above-captioned IPR as to AT&T, 

Verizon, and T-Mobile. The parties have settled their entire dispute concerning the ’463 

patent, and the Board has not yet decided the merits of this proceeding. Thus, under 35 

U.S.C. § 317(a), the Board should terminate this proceeding with respect to AT&T, 

Verizon, and T-Mobile. “Generally, the Board expects that a proceeding will terminate 

after the filing of a settlement agreement.” Oracle Corp. v. Cmty. United IP, LLC, 

CBM2013-00015, Paper 13 (P.T.A.B. July 25, 2013) (citing Office Patent Trial Practice 

Guide, 77 Fed. Reg. 48756, 48768 (Aug. 14, 2012)). 

Other factors also weigh in favor of terminating this IPR proceeding as to AT&T, 

Verizon, and T-Mobile. First, no Patent Owner Response has yet been filed, so trial in 

the above-captioned IPR is in its early phase. In similar circumstances involving IPRs 

in such an early juncture, the Board has previously granted motions to terminate using 

its authority under at least 37 C.F.R. §§ 42.5(a) and 42.71(a). See, e.g., Teva 

Pharmaceuticals USA, Inc. et al. v. Merck Sharp & Dohme Corp., IPR2020-01045, 

Paper 25 (P.T.A.B. Dec. 8, 2020) (granting joint motion to terminate); Kavo Dental 

Techs., LLC v. Osseo Imaging, LLC, IPR2020- 00659, Paper 14 (P.T.A.B. Sept. 10, 

2020) (same); Zonar Systems, Inc. v. Innovative Global Systems, LLC, IPR2020-00155, 

Paper 22 (P.T.A.B. Aug. 27, 2020) (same). 
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Further, termination of the proceeding as to AT&T, Verizon, and T-Mobile is a 

just and fair resolution. The parties agree that none of AT&T, Verizon, T-Mobile, KT, 

or Pegasus will be prejudiced by the termination. Moreover, the Non-Moving 

Petitioners have confirmed that they do not object to the proceeding being terminated 

as to AT&T, Verizon, T-Mobile. Finally, the parties will benefit from preserving 

resources that would otherwise be expended if this motion is denied. 

V. CONCLUSION 

For at least these reasons, AT&T, Verizon, T-Mobile, KT, and Pegasus 

respectfully request that the Board grant this Joint Motion to Partially Terminate the 

above-captioned IPR proceeding as to AT&T, Verizon, and T-Mobile. 

Dated: October 27, 2025 
 
/S. Benjamin Pleune/ 
S. Benjamin Pleune 
Reg. No. 52,421 
ben.pleune@alston.com 
Alston & Bird LLP  
1120 South Tryon, Suite 300  
Charlotte, NC 28203  
Telephone: 704.444.1000  
Fax: 704.444.1111  
 
Ross Barton 
Reg. No. 51,438 
ross.barton@alston.com 
Alston & Bird LLP  
1120 South Tryon, Suite 300  
Charlotte, NC 28203  
Telephone: 704.444.1000  
Fax: 704.444.1111  
 

Respectfully submitted, 
 
/Wayne M. Helge/ 
Wayne M. Helge 
Reg. No. 56,905 
Bunsow De Mory LLP 
277 S. Washington St. 
Suite 210, #1088 
Alexandria, VA 22314 
Telephone: 571-208-0186 
Facsimile: 415-426-4744 
 
James T. Wilson 
Reg. No. 41,439 
jwilson@bdiplaw.com 
Bunsow De Mory LLP 
277 S. Washington St. 
Suite 210, #1088 
Alexandria, VA 22314 
Telephone: 571-222-1022 
Facsimile: 415-426-4744 
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dan.oconnor@alston.com 
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