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I. INTRODUCTION 

1. My name is Jacob Sharony. I have been retained by Pegasus Wireless 

Innovation LLC (“Patent Owner” or “Pegasus”) to provide expert assessment and 

technical opinions in connection with the above captioned inter partes review 

(“IPR”) of Ex. 1001, U.S. Patent No. 10,638,463 (the “’463 Patent”), titled 

“Apparatus and Method of Uplink Control Channel Resource Allocation for New 

Radio.”  I am being compensated at my standard hourly rate for my work on this 

matter.  My compensation is not dependent upon the outcome of the IPR. 

II. QUALIFICATIONS 

2. In this section I have summarized my educational background, career 

history, publications, and other relevant qualifications. 

3. I have over 35 years of experience working in mobile and wireless 

technologies, which has resulted in over 50 issued patents and numerous 

publications in scientific journals and conferences.  I have also served on various 

government expert panels, including for the National Science Foundation and 

National Institutes of Health. 

4. Since 2010, I have been an Adjunct Professor in Electrical Engineering 

at Columbia University, teaching graduate level courses on advanced wireless 
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technologies including in the areas of wireless sensing and Auto ID technologies, 

mmWave communications, and applications for 5G wireless networks and systems. 

5. I received a Bachelor’s Degree (1979) and Master’s Degree (1984) in 

Electrical Engineering from Tel Aviv University. I have a M. Phil. (1991) and Ph.D. 

(1993) Degrees in Electrical Engineering from Columbia University. I also have an 

M.B.A. Degree (1989) from Tel Aviv University. 

6. I have been involved with mobile and wireless networking technologies 

since the mid-1990s, working as a researcher, developer, and educator on wireless 

wide, local, and personal area networks (WWAN, WLAN, and WPAN) 

infrastructure and mobile devices. Over these two decades, I have witnessed the  

change from voice-centric to data-centric networks and have worked on enterprise 

mobility products and solutions as early as the late 1990s. 

7. After obtaining my Ph.D., I led the advanced mobile networking group 

at BAE Systems, developing tactical mesh-based wireless network systems for the 

United States Department of Defense. I also conducted research and development 

in advanced mobile and wireless networks. My work resulted in several issued 

patents including U.S. Patent No. 5,652,751, titled “Architecture for Mobile Radio 

Networks with Dynamically Changing Topology Using Virtual Subnets,” and U.S. 



 
 
Page 5 of 48  IPR2025-00083 

  PATENT OWNER EX. 2005 

 

Patent No. 5,742,593, titled “On-line Distributed TDMA/FDMA/CDMA Link 

Assignment in Mobile Radio Networks with Flexible Directivity.” 

8. From 1997 to 2005, I held various positions at Symbol Technologies 

(acquired by Motorola Solutions). While working at Motorola/Symbol, I gained 

substantial experience in application-specific mobile devices and wireless 

networking and architecture solutions in several vertical applications, e.g., 

transportation and logistics, healthcare, warehousing, retail, and education. As 

Senior Director of Research and Development, I initiated and led several research 

and development programs in wireless LAN (local area network) technologies, 

including mobile device management and security. As Senior Director of 

Technology Strategy and Development, I was responsible for the research and 

development of new mobile applications for delivering multimedia-rich content to 

mobile devices connected over heterogeneous networks. That work resulted in 

several U.S. patents, including U.S. Patent No. 7,778,649, titled “System and 

Method for Asset Location in Wireless Networks,” U.S. Patent No. 7,039,358 titled 

“Coexistence Techniques in Wireless Networks,” U.S. Patent No. 6,925,094, titled 

“System and Method for Wireless Network Channel Management,” and U.S. Patent 

No. 7,668,201, titled “Bandwidth Management in Wireless Networks.” 
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9. In 2004, I founded Mobius Consulting, a consulting firm providing 

professional services in mobile wireless strategy, technologies, systems, and 

applications, including enterprise mobility, wireless communication networks, 

mobile embedded devices, device management, and mobile applications and 

services. In this capacity, I have worked with many companies in the mobile and 

wireless ecosystem, including service providers and operators, equipment vendors, 

and semiconductor companies. Since founding Mobius Consulting, I have worked 

with many enterprises interested in deploying mobile and wireless solutions to 

become more productive, efficient, and cost effective. These solutions spanned 

numerous industry sectors and involved various mobile and wireless technologies 

including 3G/4G/5G Cellular, Wi-Fi, Bluetooth, ZigBee, and RFID. That work 

resulted in several U.S. patents, including U.S. Patent No. 9,014,702, titled 

“Location Processing in Small Cells Implementing Multiple Air Interfaces,” U.S. 

Patent No. 9,088,923, titled “Small Cells Implementing Multiple Air Interfaces,” 

and U.S. Patent No. 10,080,177, titled “Unlicensed Spectrum Offload Architecture 

for Small-Cell Base Stations.” 

10. In addition to this summary above, my full curriculum vitae, which 

contains my qualifications and a list of the litigations for which I have previously 

provided testimony, is attached as Exhibit A to this declaration. 



 
 
Page 7 of 48  IPR2025-00083 

  PATENT OWNER EX. 2005 

 

III. SCOPE OF WORK 

11. I have been asked to consider and provide my opinions on claims 1-9 

of the ’463 Patent, including the technical subject matter and the application of 

various references. In particular, I have been asked to consider what one of ordinary 

skill in the art would have understood from the claims and specifications of the ’463 

Patent, whether certain references disclose or suggest the features recited in the 

claims of the ’463 Patent, and whether one of ordinary skill in the art would have 

had reason to combine certain references to arrive at the subject matter recited in 

claims 1-9 of the ’463 Patent. 

 

IV. MATERIALS CONSIDERED 

12. In forming my opinions, I have reviewed the materials listed below, in 

addition to any other materials discussed in this Declaration. 

Paper/Exhibit Short Name Description 

7 IPR Petition Petition for Inter Partes Review 

18 IPR Decision 
PTAB Decision Granting 

Institution 

Ex. 1001 ’463 Patent U.S. Patent No. 10,638,463 B2 

Ex. 1002 Roy declaration Declaration of Dr. Sumit Roy 

Ex. 1004 ’463 File History 
File History of U.S. Patent No. 

10,638,463 

Ex. 1007 Takeda 

Certified Translation of 

International Publication No. WO 

2019/030929 A1 
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Ex. 1010 Yan  US 10,736,085 B2 

Ex. 1011 Marinier US 2014/0056278 

Ex. 1012 R1-1711853 

3GPP T-Doc 

“Activation/deactivation of 

bandwidth part” 

Ex. 1044 CC Order 
District Court Claim Construction 

Order 

Ex. 2006 
Roy Deposition 

Transcript 

Deposition of Dr. Sumit Roy, 

October 6, 2025 

 

V. LEVEL OF ORDINARY SKILL IN THE ART 

13. I understand the Petitioners have adopted September 29, 2017 as the 

priority date for the challenged claims in this IPR.  Page 5 of the Petition states, “In 

this Petition, Petitioners assume that the earliest priority date for the ’463 Patent is 

September 29, 2017.” 

14. I also understand that the Petition (page 10) sets forth the following 

standard for a  person of ordinary skill in the art (“POSITA”): “A [POSITA] 

pertinent to the ’463 Patent would have had a bachelor’s degree in electrical 

engineering, computer engineering, or a related discipline, knowledge of the relevant 

3GPP standards as of  this time, and at least 2 years of experience working in a field 

involving wireless communications. Ex. 1002, ¶¶38-40. A person with a different 

degree but with additional relevant experience could still qualify if the additional 

experience compensates for the different educational background. Id. A person with 
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less than 2 years of experience working in a field involving wireless communications 

could still qualify if the person has additional education that compensates for their 

lesser experience. Id.” 

15. I have also reviewed the level of ordinary skill in the art proposed in 

the supporting declaration of Dr. Roy.  Dr. Roy says that  POSITA “would have had 

a bachelor’s degree in electrical engineering, computer engineering, or a related 

discipline, knowledge of the relevant 3GPP standards as of this time, and at least 2 

years of experience working in a field involving wireless communications.” Ex. 

1002, ¶ 40.   

16. I agree that this description of the level of ordinary skill in the art 

generally comports with the level of skill necessary to understand and implement the 

teachings of the ’463 Patent and the asserted prior art. This description is 

approximate, thus additional education could make up for less field experience and 

vice versa.  

17. It is my opinion that I would at least qualify as a POSITA at the relevant 

time, and that I exceeded this level of knowledge, experience, and education so that 

I am qualified to provide an expert opinion in this proceeding.  I am personally 

familiar with the technology described in the ’463 Patent as of its earliest possible 

priority date of September 29, 2017. 
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18. The basis for my familiarity with the level of ordinary skill is my 

personal technical experience in the field and my interaction with large numbers of 

workers in the wireless field who were at this level of skill. In reaching this opinion 

as to the hypothetical person of ordinary skill in the art, I have considered the types 

of problems encountered in the art, the prior art solutions to those problems, the 

rapidity with which innovations are made, the sophistication of the technology, and 

the educational level and professional capabilities of workers in the field. 

19. Therefore, my opinions below are provided based on what a POSITA 

in the technical field of the claimed subject matter would have understood as of the 

priority date for the ’463 Patent, which I will also assume to be September 29, 2017 

as stated in the Petition. I have been informed and understand that the content of a 

patent and prior art should be interpreted the way a POSITA would have interpreted 

those references as of that date. I understand that the person of ordinary skill is a 

hypothetical concept referring to one who thinks along the lines of conventional 

wisdom at the time.  

VI. RELEVANT LEGAL STANDARDS 

20. Though I am not an attorney, my understanding of the legal standards 

relevant to this IPR is based on discussions with Patent Owner’s counsel. I 



 
 
Page 11 of 48  IPR2025-00083 

  PATENT OWNER EX. 2005 

 

understand that a patent or other publication must qualify as prior art before it can be 

used to invalidate a patent claim. 

21. I understand a patent is invalid if the differences between the claimed 

subject matter and the prior art are such that the subject matter as a whole would 

have been obvious to a POSITA at the time the invention was made. 

22. I have been informed and understand that subject matter claimed in a 

patent is obvious under 35 U.S.C. § 103 if a person of ordinary skill in the art at the 

time the alleged invention was made would have had reason to combine or modify 

the disclosures of one or more prior art references to arrive at the claimed subject 

matter. A claim may be unpatentable even if each and every claim limitation is not 

present or disclosed in a single prior- art item. 

23. I have been informed and understand that, under the doctrine of 

obviousness, a claim is unpatentable if the differences between the invention and the 

prior art are such that the subject matter as a whole would have been obvious at the 

time the invention was made to a person having ordinary skill in the art to which the 

subject matter pertains. A person of ordinary skill in the art is presumed to have 

knowledge of the relevant prior art at the time of the claimed invention. 

24. I have been informed and understand that obviousness is based on the 

scope and content of the prior art, the differences between the prior art and the claim, 
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the level of ordinary skill in the art and secondary indicia of non- obviousness to the 

extent such indicia exist. 

25. I have been informed and understand the determination of whether the 

asserted claims would have been obvious to a person of ordinary skill in the art and, 

therefore, unpatentable, is not governed by any rigid test or formula. A determination 

that a claim is obvious is, instead, based on a determination that the claimed 

invention is merely a combination of known limitations to achieve predictable 

results. 

26. I have been informed and understand that an analysis of whether a 

claimed invention is obvious must not rely on a hindsight combination of prior art. 

The analysis must proceed in the context of the time of the invention or claimed 

priority date and consider whether the invention as a whole would have been obvious 

to a person of ordinary skill in the art, taking into consideration any interrelated 

teachings of the prior art, the effects of demands known to the design community or 

present in the marketplace, and the background knowledge possessed by a person 

having ordinary skill in the art, all in order to determine whether there was an 

apparent reason to combine any known elements in the fashion claimed by the patent 

at issue. 
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27. I understand that a patent claim is not invalid as obvious if the proposed 

combination or modification of the prior art does not teach or suggest to a POSITA 

at the time of the invention every limitation of the claim.  

VII. OVERVIEW OF THE ’463 PATENT 

28. The ’463 Patent is titled “Apparatus and Method of Uplink Control 

Channel Resource Allocation for New Radio.” Ex. 1001. 

29. The ’463 Patent describes “a method of transmitting an uplink control 

information in next - generation / 5G radio access network.” Id. at Abstract.  The 

method may include “receiving uplink control channel resource set configuration 

information to transmit the uplink control information from a base station, 

determining one of uplink control channel resource sets contained in the uplink 

control channel resource set configuration information, determining one of uplink 

control channel resources configuring the determined uplink control channel 

resource set, and transmitting the uplink control information through the determined 

uplink control channel resource.” Id. at Abstract. An exemplary sequence of steps is 

illustrated in Fig. 4 below. 
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Ex. 1001 at Fig. 4 

30. The ’463 Patent addresses challenges associated with uplink (UL) 

resource allocation in the context of next-generation/5G wireless communication, 

also referred to as New Radio (NR). The invention aims to address a core problem: 

avoiding ambiguity between uplink control channel resource configuration and its 

interpretation by the base station and user equipment during BWP switching in the 
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context of dynamic bandwidth part (BWP) and resource allocation in variable 

bandwidths. 

31. Methods for uplink control information exchange are proposed where 

the said information is transmitted by a user equipment, and received by a base 

station where the UE and BSs may be fitted by transmitter and receiver entities 

responsible for uplink/downlink control channel resource set configuration 

information. The ’463 Patent explains “… it may prevent ambiguity between 

indication and interpretation of an uplink control channel transceiving resource of a 

base station and a user equipment, resulted from UL BWP switching in the NR”. Id. 

at 2:26-40. 

32. In one embodiment a method for allocating PUCCH (Physical Uplink 

Control Channel) resources in a New Radio (NR) system is described. This method 

primarily facilitates HARQ ACK/NACK feedback and aperiodic CSI (Channel State 

Information) reporting by a user equipment (UE). While the focus is on these 

applications, the method is versatile and can also support other uplink control tasks. 

Id., 8:28-34. 

33. Also disclosed and claimed in each challenged independent claim is the 

requirement that the “UL control channel resource sets are configured for each UL 

bandwidth part (BWP) configured for the user equipment.”  Id., 21:15-17.  An 
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exemplary embodiment of this concept is illustrated and described with respect to 

FIG. 3B, also reproduced below. 

 

34. As described with respect to FIG. 3B, the ’463 patent discloses that “the 

BS may configure total N groups of one or multiple PUCCH resource sets per each 

BWP for a UE.”  Id., 9:61-63 (emphasis added).  Further, “each PUCCH resource 

may be defined as PUCCH format configuration information, time/frequency 

domain PUCCH resource configuration information (or additionally code domain 

resource configuration information) in the UL BWP, or the like.”  Id., 10:6-10. 

35. While the ’463 patent discloses and claims that the “UL control channel 

resource sets are configured for each UL bandwidth part (BWP) configured for the 

user equipment,” the ’463 patent distinguishes the concept of configuration of a 

BWP for a user equipment (also referred to herein as a “UE” or “user terminal”) and 
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activation of a BWP for a UE.  The ’463 patent discloses that under 5G NR (“New 

Radio”), “it is required to configure one or more bandwidth parts (BWPs) 

constituting bandwidths obtained by subdividing an NR CC and to support a wider 

and flexible bandwidth operation … .”  Id., 6:67-7:3.  While many BWPs may be 

configured for a UE at a given, the ’463 patent makes clear that only one BWP for a 

serving cell is activated for uplink and/or downlink at a given time.  “The UE may 

transmit and/or receive UP/DL data by activating one DL BWP and one UP BWP, 

in the serving cell.”  Id., 7:8-9.  The ’463 patent also discloses that under the 

standards governing 5G NR, Release 15, “the NR rel-15 defines that only one DL 

BWP and one UL BWP are activated and used in an UE at any time.”  Id., 7:25-27; 

see also id., 8:28-32  (“The NR defines a BS to activate and use only one DL BWP 

and one UL BWP at a predetermined time for each UE in order for transmitting and 

receiving each of DL/UL radio channel and signal (e.g. PDCCH/PDSCH, 

PUSCH/PUCCH etc.).”). 

36. In my opinion, the claimed requirement that the “UL control channel 

resource sets are configured for each UL bandwidth part (BWP) configured for the 

user equipment” applies to all BWPs configured for a UE, without addressing 

whether any of those BWPs are activated for uplink.  Under 5G NR standards, a UE 
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may have up to four UL BWPs configured, but only one active UL BWP at any 

given time. 

37. Finally, the challenged independent claims also require that “each UL 

BWP is activated through downlink (DL) control information.”  Id., 21:18-19.  The 

’463 patent explains that “when the UL BWP indication information for the 

transmission of the PUCCH is included in the DL allocation DL control information, 

the UL BWP indication information may be additionally used as UL BWP activation 

information of the UE and UL BWP switching indication information resulted 

therefrom.”  Id., 11:25-30.  An exemplary embodiment of DL control information, 

or DCI, is illustrated and described with respect to FIG. 3C, also reproduced below. 

 

38. The ’463 patent discloses that “DL allocation DL control information 

may contain PUCCH resource indication information (PUCCH resource information 

or a PUCCH resource indicator).”  Id., 11:1-4.  The PUCCH resource indicator 

“indicates one UL control channel resource, for the transmission of UL control 
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information,” from among the UL control channel resources in the UL control 

channel resource set.  Id., 11:4-7. 

39. Claim 1 of the ’463 Patent recites the following limitations, each 

numbered in the manner presented in the Petition: 

1[pre] A method of transmitting uplink ( UL ) control information by a 

user equipment, the method comprising:  

1[a]: receiving, from a base station, UL control channel 

resource set configuration information for UL control 

information transmission; 1[b] determining one of UL control 

channel resource sets contained in the UL control channel 

resource set configuration information;  

1[c]: determining one of UL control channel resources 

contained in the determined UL control channel resource set; 

1[d]: transmitting UL control information through the 

determined UL control channel resource,  

1[e]: wherein the UL control channel resource sets are 

configured for each UL bandwidth part (BWP) configured for 

the user equipment, and 

1[f]: wherein the each UL BWP is activated through downlink 

(DL) control information. 

 

40. Independent claims 4 and 7 also include identical “wherein” clauses, 

i.e., clauses 1[e] and 1[f], as claim 1.  Therefore, while I provide substantial opinions 

and analysis as to claim 1 below, these opinions and analysis regarding the 

patentability of claim 1 based on clauses 1[e] and 1[f] also apply to claims 4 and 7. 

41. I also reviewed the prosecution history of the ’463 patent and note 

certain arguments and amendments that are relevant to clauses 1[e] and 1[f]. 
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42. During prosecution, the as-filed claims were originally rejected over a 

combination of asserted art.  Ex. 1004, 159-167.  In response, the application 

amended the independent claims to incorporate these features and to distinguish over 

the prior art relied upon by the examiner—including a reference identified as Yiu—

in the stated rejections. Ex. 1004, 68-74. 

43. The applicant convincingly argued to the examiner that Yiu “merely 

teaches about BWP but fails to teach i) receiving any information about each UL 

BWP ….”  Ex. 1004, 73 (emphasis in original).  The applicant also argued that Yiu 

“does not teach activating each UL BWP through DL control information.”  Id. 

(emphasis in original).   

44. In these arguments, which were accepted by the examiner as sufficient 

to overcome the rejections (Ex. 1004, 50-51), the applicant focused on and 

emphasized the “each” language in these amendments. 

VIII. PETITION GROUNDS 

45. The petition asserts the following grounds of unpatentability, each on 

the basis of obviousness under 35 U.S.C. §103(a). 

Ground 1: Claims 1-9 are challenged as obvious over Takeda (Ex. 1007) in 

view of Yan (Ex. 1010). 
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Ground 2: Claims 1-9 are challenged as obvious over Marinier (Ex. 1011) in 

view of Yan (Ex. 1010) and further in view of R1-1711853 (Ex. 1012). 

IX. CLAIM CONSTRUCTION 

46. I have been informed that claim terms are generally given their ordinary 

and customary meaning as understood by one of ordinary skill in the art in light of 

the claims themselves, the specification and the prosecution history pertaining to the 

patent. 

47. I understand that Petitioners consider “a controller configured to 

determine one of UL control channel resource sets contained in the UL control 

channel resource set configuration information, and determine one of UL control 

channel resources configuring the determined one UL control channel resource set” 

to be a means-plus-function term.  Petition, 5.  In contrast, the Patent Owner 

proposes a plain and ordinary meaning for that term.   

48. I note that the District Court construed “configured to” to mean 

“capable of performing the function without modification.”  Ex. 1044, 8.  In my 

opinion, this construction is accurate and reflects a POSITA’s understanding of the 

plain and ordinary meaning of “configured to” without needing to resort to a means-

plus-function interpretation.  Consistent with the District Court’s order, it is my 

opinion that the proper construction, if one needs to be adopted, is “a controller 
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[capable of performing the function without modification, to] determine one of UL 

control channel resource sets contained in the UL control channel resource set 

configuration information, and determine one of UL control channel resources 

configuring the determined one UL control channel resource set.” 

49. I also note that configuring a UL BWP and activating a UL BWP are 

different concepts.  This bears on claim construction, namely the claimed 

requirement of “each UL bandwidth part (BWP) configured for the user equipment.”  

Under 5G NR, there may be up to four bandwidth parts configured for a user 

equipment, but under 5G NR, only one bandwidth part may be activated for a user 

equipment.  This is consistent with the ’463 patent’s discussion of BWP activation 

under 5G NR.  See ’463 patent, 16:65-17:11.  The difference between an UL BWP 

configured for a UE and an UL BWP that is activated for a UE also appears expressly 

in the claims.  As introduced above, the challenged claims expressly recite, “each 

UL bandwidth part (BWP) configured for the user equipment.”  Additionally, the 

challenged claims also expressly recite, “the each UL BWP is activated through 

downlink (DL) control information,” thus calling back through antecedent basis “the 

each UL BWP” that is configured for a UE, as identified in the prior “wherein” 

clause.  Thus, the plain language of the challenged claims distinguishes between the 

concept of a UL BWP being configured for a UE and a UL BWP that is activated 
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for a UE.  Simply put, “activated” and “configured for” are different concepts, and 

should not be viewed as identical.  Multiple UL BWPs can be configured for a UE, 

and one of those UL BWPs can be, but does not have to be, activated. 

50. As I will discuss below, the concept of BWP is not disclosed in Yan, 

and the concept of a UL BWP that is configured for a UE, but not activated, is not 

disclosed or suggested in Yan or Marinier.  These references are directed to 4G LTE 

technologies, as Dr. Roy agreed, and the concept of a configured-but-not-activated 

UL BWP was not in the technology vernacular as of 4G LTE. 

51. In my opinions expressed in this declaration I use the plain and ordinary 

meaning for the terms of the ’463 patent claims.  

X. SUMMARY OF PRIOR ART 

A. Takeda 

52. Takeda discloses BWP-dependent resource mapping, but Takeda does 

not disclose distinct UE-specific control channel resource sets for each UL BWP.  

Further, Takeda emphasizing transmitting according to the uplink grants via 

PUSCHs, or physical uplink shared channels.  Per Takeda, a “user terminal transmits 

the PUSCH scheduled in the UL BWP based on the UL grant.”  Takeda, [0107]. 

Petitioner’s annotated version of Takeda’s FIG. 8 is reproduced below: 
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53. As shown in FIG. 8, the UL BWP is identified in purple, and the green 

and yellow hashed areas represent the PUSCH, in which Takeda includes the UCI.  

The user equipment in Takeda monitors the CORESET.  The PUSCH transmission 

is ordered by the base station in the CORESET and UL Grant.  Takeda, [0107] (“The 

user terminal activates the UL BWP based on the UL grant detected in the 

CORESET. The user terminal transmits the PUSCH scheduled in the UL BWP based 

on the UL grant.”). 

54. I also note Takeda’s paragraph [0008], which includes a goal of 

“reduc[ing] the processing load (for example, the processing load due to blind 
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decoding of each frequency band) in a user terminal,” particularly when using BWPs 

in a carrier.  Takeda, [0008].  In my opinion, a POSITA would consider this goal of 

reducing a UE’s processing load and energy or power savings when considering 

whether to modify Takeda or combine Takeda with another reference’s teachings. 

B. Yan 

55. Yan is directed to 4G LTE scheme (Ex. 2006, 61:21-22 (“Yan was 

written intended to LTE”)) and does not disclose or suggest to a POSITA the concept 

of UL BWPs that may be configured, separately from being activated, for a user 

equipment.  Yan fails to disclose any BWPs, and also therefore fails to disclose a 

concept of a BWP that is configured but not activated for a user terminal.  In my 

opinion, Yan teaches a POSITA to have resource sets for the active spectrum, or 

component carrier, that is usable by a user terminal.  In other words, even if Yan 

were combinable with a reference that discloses BWPs, the teaching of Yan that 

would be understood by a POSITA would be to have resource groups for the BWP 

that is to be activated and used by the user terminal. Yan discloses a scheme that 

adjusts resources capacity (to match the UCI size) that might increase the UE’s 

processing load and energy or power consumption.  Also, Yan aims to minimize 

signaling overhead and simplify control channel configuration, which contrasts with 
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adding UL control channel resource set configuration information supporting 

multiple BWPs.   

C. Marinier 

56. Marinier describes multi-MAC-instance uplink operation from a 

wireless transmit/receive unit (WTRU) to multiple serving sites and is directed to 

4G LTE technology, not 5G NR technology.  Marinier does not use the BWP concept 

at all in the 5G NR sense, because Marinier’s BW parts used in the LTE multi-carrier 

context are frequency partitions, but do not include an activation/deactivation 

mechanism.  Also, Marinier uses frequency partitioning to avoid collisions, which 

is different from 5G NR’s use of BWPs.  Marinier does not mention UL control 

channel resource sets or determining one of the UL control channel resource sets 

based on a size of the UCI, and also omits any disclosure regarding the 5G NR 

concept of activating a BWP. 

57. Marinier’s relevant disclosure regarding bandwidth parts appears in 

[0130], quoted below: 

58. “In an example, the bandwidth (BW) utilized by the different serving 

sites may be divided into a plurality of BW parts. Each serving site may be 

configured to utilize one or more of the BW parts for communicating with the 

WTRU. For example, each BW part may be treated as a component carrier in 
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carrier aggregation. For example, each BW part may include corresponding 

PUCCH and PUSCH resources. Some bandwidth parts may include PUCCH without 

a PUSCH (e.g., for CSI reporting to a serving site) and/or PUSCH without PUCCH.”  

Marinier, [0130]. 

D. R1-1711853 

59. R1-1711853 is a general proposal under 5G to activate/deactivate 

bandwidth parts using such mechanisms as higher level signaling, DCI, a timer, or a 

configured time pattern.  Looking at R1-1711853 alone, it is not possible to know 

whether 3GPP adopted the disclosures of this reference as industry standard 

practices. 

E. Summary of Opinions 

60. Petitioners’ primary references, Takeda and Marinier, are each relied 

upon in the Petition to disclose BWPs.  But in my opinion, neither Takeda nor 

Marinier discloses or suggests the claimed requirement of uplink control channel 

resource sets that are configured for each uplink BWP that is configured for the 

user equipment.  As I explained above, while Takeda discloses BWP-dependent 

resource mapping, Takeda does not disclose distinct UE-specific PUCCH (physical 

uplink control channel) resource sets for each configured UL BWP.  Petitioner 

proposes combining each of these primary references with Yan in order to 
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incorporate Yan’s use of resource sets with Takeda’s and Marinier’s BWPs, but in 

my opinion, the basis set forth in the Petition for these combinations is tainted by 

hindsight.  The Petition lacks credible motivation to recreate the challenged claims 

specifically as claimed. 

61. The Petition relies on Yan’s disclosure that its method avoids UCI 

mismatch, namely allocating UCI transmission resources that are excessive or 

insufficient to carry the quantity of bits required in the UCI transmission.  As a result 

of this mismatch, Yan discloses that “utilization of the uplink channel is relatively 

low or UCI bits are discarded.”  Yan, 1:63-2:6.  But a POSITA reading primary 

reference Takeda would understand that Takeda does not suffer from this problem 

of UCI mismatch, and already contains and adopts 5G NR solutions that avoid the 

4G LTE-specific problem of UCI mismatch that Yan was trying to solve.  At 

minimum, because Takeda adopts BWPs as used in 5G NR, a POSITA would have 

looked to 5G NR concepts for addressing UCI efficiencies, not to previous 

generation (4G LTE) technology disclosed by Yan that increases the UE processing 

burden unnecessarily.  Therefore, in my opinion, a POSITA would not view Takeda 

as requiring the solutions taught by Yan to avoid UCI mismatch.  There is simply no 

reason to modify Takeda in view of Yan, as alleged in the Petition. 
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62. Further, in my opinion, Yan and Takeda address different, unrelated 

problems.  Yan addresses inefficiencies in control signaling for UCI to avoid 

underutilizing uplink resources. Yan, 2:1-6; 2:64-3:3.  Yan aims to minimize 

signaling overhead and simplify control channel configuration. Yan, 2:10-15 (“to 

reduce consumption of downlink channel resources”).  Takeda on the other hand is 

concerned with reducing UE power consumption and blind decoding overhead by 

activating or deactivating bandwidth parts (BWPs). Takeda, [0029], Abstract.  

Takeda introduces added signaling complexity, such as control signaling to support 

multiple BWPs. Combining Takeda with Yan would require substantial 

modification to Yan, including introducing BWP-level partitioning into Yan’s 

resource model.  Thus, a POSITA aiming to reduce signaling, as Yan proposes, 

would be disincentivized from adopting Takeda’s complex signaling approach.  In 

addition, Yan requires additional UE processing to adjust resources capacity (to 

match UCI size), thus resulting in extra UE power consumption, in contrast to  

Takeda’s reduced UE power consumption goal associated with use of BWPs. 

63. The asserted combination of Marinier and Yan suffers from different—

but also fatal—problems.  While Petitioners contend that Marinier discloses the 

concept of BWPs, even Petitioners also acknowledge that Marinier does so in the 

environment predating 5G NR, e.g., 4G LTE, which does not adopt BWPs within 
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the standard.  Therefore, a POSITA would understand that Marinier is directed to a 

precursor to 5G NR that does not recognize the 5G NR-based concept of BWPs, and 

also that Marinier adopts frequency segregation for the purpose of avoiding conflicts 

and collisions in transmissions.  Like Marinier, Yan is exclusively directed to 4G 

LTE.  This is important because the challenged claims include and claim the concept 

of BWPs being configured for a user equipment.  Under 5G NR, BWPs that are 

configured for a user equipment do not have to be active for uplink or downlink, and 

therefore may be configured but inactive.  Neither Marinier nor Yan disclose or 

suggest this concept, and therefore do not disclose or suggest the ’463 patent’s 

claimed concept of configuring multiple resource sets for every BWP that is 

configured for a user equipment, regardless of whether those BWPs are active.  

Indeed, a POSITA reading Yan would not have a reason to configure multiple 

resource sets for each BWP that is configured for a user equipment, and instead at 

best would instruct a POSITA to only configure resource sets for the component 

carrier (i.e., the active channel).  Thus, even if combined, Yan and Marinier fail to 

disclose or suggest the claimed concept of multiple BWPs that are configured for a 

UE. 

64. Additionally, it is my opinion that a POSITA would understand that 

Marinier, Yan, and R1-1711853 address different problem domains.  Marinier 
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describes uplink operation from a wireless transmit/receive unit (WTRU) to multiple 

serving sites.  Since this operation might cause uplink collisions (if some 

transmissions use the same uplink resources), Marinier teaches frequency/time 

separation to avoid such uplink collisions.  There is no reason that a POSITA would 

attempt to combine references directed to multi-site uplink conflict resolution 

(Marinier), reduced signaling overhead for PUCCH resource set selection (Yan), and 

BWP activation/deactivation (R1-1711853).  Marinier does not use BWPs in a 5G 

NR context, and instead selects uplink resources to avoid uplink collisions, which is 

unrelated to BWPs and UL control channel resource sets or determining one of the 

UL control channel resource sets based on a size of the UCI. 

XI. ANALYSIS OF ASSERTED GROUNDS 

A. Yan is Not Applicable to 5G NR and BWPs 

65. Petitioners allege that Yan’s teachings for avoiding UCI mismatch 

support a reason to combine Yan with Takeda in Ground 1, and Yan with Marinier 

and Rl-1711853 in Ground 2.  Yan is directed to 4G LTE scheme (Ex. 2006, 61:21-

22 (“Yan was written intended to LTE”)) and does not disclose or suggest to a 

POSITA to even consider which BWPs may be configured for a user equipment. 

While Yan’s component carrier is activated for a user terminal, Yan fails to disclose 
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any BWPs, and also fails to disclose the concept of a BWP that is configured—rather 

than activated—for a user terminal.   

66. Yan teaches a POSITA to have resource sets for the active spectrum 

that is usable by a user terminal.  In other words, even if Yan were combinable with 

Takeda and Marinier/Rl-1711853, the teaching that would be understood by a 

POSITA would be to have resource groups for the BWP that is to be activated and 

used by the user terminal. 

67. Having resource groups for each UL BWP that is configured for a user 

equipment requires a knowledge of how many and which UL BWPs are configured 

for the user equipment.  This is not something that Yan teaches or suggests because 

Yan only recognizes an active component carrier, not BWPs that may be configured 

for a  user equipment. 

B. Ground 1: This Ground Fails for Lack of Credible Motivation 

to Combine Takeda and Yan 

68. In Ground 1, the petition asserts that claims 1-9 are obvious over the 

combination of Takeda in view of Yan.  The Petition specifically proposes to 

combine Yan’s resource sets and Takeda’s BWPs.  But while Takeda discloses 

BWP-dependent resource mapping, Takeda does not disclose distinct UE-specific 

control channel resource sets for each UL BWP.  Takeda emphasizes transmitting 
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according to the uplink grants via PUSCHs.  Per Takeda, a “user terminal transmits 

the PUSCH scheduled in the UL BWP based on the UL grant.”  Takeda, [0107]. 

69. The Petition proposes to combine Takeda with Yan to avoid UCI 

mismatch, but Petitioners also fail to realize that Takeda does not suffer the problems 

of UCI mismatch because 5G NR already includes efficient techniques for UCI 

transmission.  A POSITA either would have understood that Takeda already 

incorporates 5G NR solutions, or at least would have recognized that adopting Yan’s 

4G LTE-specific solution into a 5G NR system like Takeda’s would have been 

undesirable since Yan fails to account for use of BWPs.  Yan’s proposal is applicable 

to 4G LTE, while Takeda is based on the 5G NR framework; combining Yan and 

Takeda in the manner asserted would be technically inconsistent due to standard-

generation differences.  In Takeda, the PUSCH transmission is ordered by the base 

station in the CORESET and UL Grant.  Takeda, [0107] (“The user terminal 

activates the UL BWP based on the UL grant detected in the CORESET. The user 

terminal transmits the PUSCH scheduled in the UL BWP based on the UL grant.”). 

There is no indication in Takeda that its 5G NR system would suffer from UCI 

mismatch.  Also, Dr. Roy testified during deposition that he could not tell whether 

Takeda suffers from UCI mismatch based on the drawings in Takeda.  Ex. 2006, 

91:20-92:4 (“Q: So there's nothing about Figure 9 that would tell you whether there's 
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a mismatch of the UCI information and uplink resources in uplink bandwidth part 

number 2. Is that right?  … A: No, I couldn’t tell.”). 

70. In my opinion, it has been well-known to POSITAs that 5G NR adopted 

a different solution than Yan for avoiding UCI mismatch.  Specifically, 5G NR 

supports multiple UCI formats (short/long; ≤2-bit vs >2-bit) for that exact reason.  

An example might be HARQ feedback ACK/NAK bits fitting into a small UCI 

format, whereas HARQ feedback ACK/NAK with a scheduling request (SR) for an 

uplink grant, or channel state information (CSI) may require a larger payload and 

associated UCI format.  Further, the type of uplink transmission, and the information 

to be transmitted (e.g. HARQ ACK/NACK, CSI), is specifically requested by the 

base station via DCI and/or RRC, thus avoiding UCI mismatch.  A POSITA would 

readily understand that 5G NR UCI formats reflect how Takeda would have avoided 

UCI mismatch, and would not have looked to Yan for some other solution for a 

problem that did not exist in 5G NR. 

71. Based on Dr. Roy’s deposition testimony, it appears that he is creating 

a scenario where the base station in 5G NR does not know how many bits a user 

equipment will transmit in the UCI.  Dr. Roy testified about a scenario where “the 

UE has decided to send traffic on the uplink that the base station, when it sent in the 

request [for UCI], was not aware of.”  Ex. 2006, 60:2-17.  But this fails to 
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acknowledge 5G NR’s existing solution of the base station requesting exactly what 

it wants from the user equipment, with the user equipment determining the correct 

resources for that transmission, and the user equipment only sending what was 

requested.  He seemed to acknowledge a more accurate view of how 5G NR works 

earlier in his deposition.  Ex. 2006, 38:3-10 (Dr. Roy testifying that “the size of the 

UCI is dependent on various factors which are sent from the base station to the UE. 

And as a result, the -- the type and the form of what is being asked for the UE to 

report determines the bandwidth -- the portion of the bandwidth resources, the 

frequency resources that set -- that will be used.”) (emphasis added).  In 5G NR, 

each configured resource set is targeted at specific UCI size ranges.  This ensures 

that the UE selects a resource set that fits the UCI without truncation or excessive 

padding, i.e., avoiding UCI mismatch.  In my opinion, Yan’s prior-generation 

solution would not have been desired or needed in Takeda. 

72. I also note that Dr. Roy conceded that he did not know whether Yan’s 

solution for avoiding UCI mismatch was ever adopted within the 4G LTE standard, 

and therefore could not answer whether Yan’s solution was considered desirable 

within the 3GPP standards community or even within 4G LTE.  Ex. 2006: 92:5-22 

(“But if you're asking whether the specific steps of Yan ever made it into a TS, I do 

not know.”); id., 93:1-5 (testifying that he does not know “whether the specific steps 
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of Yan ever made it into a TS or technical specification for 5G new radio”).  In fact, 

I confirmed that Yan’s uplink resources resizing/adjusting solution has not been 

adopted or included in both the 4G LTE and 5G NR specifications to avoid 

increasing UE processing load. 

73. The Petition also argue that Yan’s methodology would somehow 

reduce power consumption in Takeda.  But this theory is unsupported as well.  

Takeda already adopts BWPs as an improvement in power consumption over Yan’s 

prior generation component carrier technology, and there is no credible argument in 

the Petition that Yan’s 4G LTE solution would somehow improve power usage in a 

5G NR system.  Dr. Roy’s declaration states, “from the UE perspective, a POSITA 

would have been motivated to modify Takeda’s method for transmitting UL signals 

to incorporate Yan’s resource allocation method to more efficiently use UE power 

reserves. Using Yan’s resource allocation method would further Takeda’s stated 

goal of reducing UE power consumption when transmitting UL signals.”  Ex. 1002, 

¶107 (citing Takeda, [0013]).  However, the user equipment in Takeda monitors the 

CORESET, which (per Takeda’s FIG. 8 and FIG. 9) occupies less than all the 

available spectrum of the BWP, and occupies even less than the DL BWP that is 

activated at a given time.  Further, the BWP is not consumed completely by control, 

but instead includes both control and data in the PUSCH.  In any event, the portion 
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of the BWP that is actually monitored by the UE and used for uplink control data is 

already efficient in Takeda and does not compel a combination with Yan.  

74. Dr. Roy conceded at deposition that comparing power efficiencies in 

4G LTE and 5G NR are challenging at best.  Ex. 2006, 41:10-13 (“So I don't believe 

you can make a direct, you know, efficiency comparison to 4G LTE because there 

are various parameters that are different, notably the carrier bandwidths are 

different.”); id., 39:9-41:17.  Further complicating Petitioners’ process of trying to 

compare power efficiencies by looking solely at bandwidths, the 4G LTE carrier 

bandwidth is different from a BWP bandwidth in 5G NR, and the DL bandwidths 

actually used for CORESET monitoring and UCI transmissions in Takeda occupy a 

fraction of the available BWPs. 

75. In my opinion, the Petition advances no meaningful argument that 

using Yan’s resource set mechanism applicable to 4G LTE could somehow yield a 

power savings for either CORESET monitoring or UCI transmission in Takeda’s 

5G-specific technology.  Further, I note that Yan’s adjustable scheme (which may 

also dynamically increase or decrease resources capacity to fit the UCI, per Yan, 

22:26-50) requires more processing in the UE and therefore more power 

consumption.  
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76. Dr. Roy characterizes “reducing UE power consumption when 

transmitting UL signals” as a “stated goal” of Takeda (Ex. 1002, ¶107), but he 

overlooks another “stated goal” in [0008] of Takeda.  There, Takeda discloses the 

desire of “reduc[ing] the processing load (for example, the processing load due to 

blind decoding of each frequency band) in a user terminal,” particularly when using 

BWPs in a carrier.  Takeda, [0008]; Ex. 2006, 54:7-14 (“Q: Do you believe that one 

of Takeda's stated goals is reducing a processing load of the user terminal?  A: …. 

So if your stated goal maps to problem addressed or solved by the invention, yes.”).   

77. While the 5G NR solution for UCI mismatch serves this goal of 

reducing UE processing load by identifying the resources to be used for UCI 

transmissions and identifying exactly what control data the UE should send via the 

UCI, the Petition’s combination of Yan with Takeda pushes additional 

determinations to the UE and contradicts this goal by increasing the UE processing 

load.  Thus, in my opinion, the Petition’s proposed modification of Takeda is directly 

contrary to Takeda’s “stated goal” of reducing the UE’s processing load. 

78. Finally, Petitioners argue that a “POSITA would have been motivated 

to modify Takeda with the teachings of Yan to provide backwards network 

compatibility … .”  Pet., 13.  Petitioners continue, “a POSITA would have 

recognized benefits for 5G-capable UEs to continue to connect with 4G LTE BSs.”  
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Pet., 14.  They then assert that “[t]o facilitate backwards compatibility, a POSITA 

would recognize efficiencies in implementing Yan’s method of allocating UL 

channel resource sets (e.g., the steps of Yan’s FIG. 4) with Takeda’s 5G NR BWPs.”  

Pet., 15.  But this is illogical.  Backwards compatibility is achieved by having a user 

equipment that is able to comply with multiple standards, such as both 5G NR and 

4G LTE, such that it could comply with either standard. 

79. For example, a router that is 802.11ac-compatible and therefore 

operates strictly on a 5Ghz band would also need to include a 2.4Ghz radio to comply 

with 802.11g, which operates strictly on a 2.4Ghz band.  But a router that includes 

only a 5GHz radio and programming to only comply with the 802.11g standard 

would not be able to function according to either standard. 

80. Ensuring backwards compatibility does not mean that a POSITA would 

be motivated to incorporate previous generation, 4G LTE-standards solutions into a 

system designed to operate according to newer 5G NR standards.  Mixing standards 

and behaviors does not ensure backwards compatibility, and instead creates a risk 

that the user equipment might not comply with either standard because it is not fully 

compliant with either standard. 

81. For these reasons, it is my opinion that the Petition fails to advance a 

credible reason to combine Takeda and Yan as asserted.  Takeda (power reduction 
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via BWPs) and Yan (dynamic resource adjustment) are directed to inconsistent goals 

because Yan requires UE-side runtime calculations, thus increasing processing load 

and power draw, contrary to Takeda’s goal of power reduction at the UE.  Therefore, 

it is my opinion that the challenged claims are not unpatentable at least because the 

proposed combination of prior art is unsupported by the necessary motivation. 

C. Ground 1: The proposed combination of Takeda and Yan fails 

to teach or suggest at least limitation 1[e] 

82. It is also my opinion that the proposed combination of Takeda and Yan 

fails to teach or suggest limitation 1[e]. 

83. As I discussed above, Takeda discloses BWP-dependent resource 

mapping, but does not disclose distinct UE-specific UL control channel resource sets 

for each UL BWP, as required by the claim.  Takeda discloses transmitting according 

to the uplink grants via PUSCHs.  Per Takeda, a “user terminal transmits the PUSCH 

scheduled in the UL BWP based on the UL grant.”  Takeda, [0107]. 

84. The Petition proposes that a POSITA would have been motivated to 

combine Yan and Takeda such that Yan’s UL resource sets would have been 

configured for each UL BWP configured for the user equipment.  Pet., 34 (“When 

incorporating Yan’s teachings for allocating UL resources, including the inclusion 

of UL control channel resource sets, with Takeda’s BWP based UL transmission 

method …, the resulting UL resources and the UL control channel resource sets that 
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include those resources would have been configured for BWPs that are configured 

for the UE.”).  But this manner of combining Takeda and Yan in an attempt to cover 

all claimed features is flawed given that Takeda transmits UCI via shared channel 

for one active uplink BWP at a time, and Yan only sends resource sets for the active 

component carrier.  Even if Takeda and Yan could be combined, Petitioners advance 

no credible reason why a POSITA would have been motivated to configure UL 

control channel resource sets for each UL BWP configured for the user equipment 

when only one UL BWP would be active according to Takeda’s disclosures.   

85. Further, I note the Petitioners’ theory regarding Takeda, which fails to 

adequately address how Takeda allegedly discloses the claimed “each” features in 

the elements 1[e] and 1[f].  In addressing element 1[f], “wherein the each UL BWP 

is activated through downlink (DL) control information,” Petitioners’ challenge is 

limited to quoting two sentences from Takeda without analysis.  Pet., 35.  Petitioners 

quote Takeda’s sentences: “[t]he user terminal may control activation and/or 

deactivation of one or more UL BWPs configured for the user terminal based on the 

explicit or implicit indication information. The explicit indication information may 

be, for example, DCI [downlink control information] (UL grant).”  Pet., 35.  But a 

POSITA would know that “one or more” is not the same as “each.”  This brief 

quotation of Takeda fails to explain how Takeda allegedly discloses that “the each 
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UL BWP is activated through downlink (DL) control information” in element 1[f]. 

(emphasis added).  

86. Petitioners also fail to address the “each” aspect of element 1[e].  

Initially, Petitioners contend that Takeda “teaches multiple UL control channels … 

are scheduled for transmission within each particular bandwidth part.”  Pet., 32.  But 

the cited portions of Takeda provide no disclosures supporting this contention as it 

relates to “each UL bandwidth part (BWP)” as claimed.  Petitioners quote Takeda’s 

[0117], which addresses contents of  “UL BWP #1.”  Continuing their limited focus 

on only one BWP, Petitioners state that “FIGS. 8-9 of Takeda show that multiple 

UL resources are configured for a single UL BWP.”  Pet., 32 (emphasis added).  

Petitioners continue, concluding that “Takeda discloses that sets (encompassing 

multiple UL resources) are configured for a BWP.”  Pet., 33. 

87. Petitioners acknowledge that “BWPs are configured for the user 

terminal,” Pet., 34 (emphasis omitted), but fail to identify which BWPs are 

configured for a user terminal.  Rather, Petitioners simply rely on Takeda’s vague 

disclosure regarding “one or more BWPs configured for the user terminal” without 

addressing the claim requirements that must be satisfied for each UL BWP 

configured for a user terminal.  Because the Petitioners are not specific about the 

number or identity of BWPs configured for a user terminal, Petitioners also fail to 



 
 
Page 43 of 48  IPR2025-00083 

  PATENT OWNER EX. 2005 

 

establish that Takeda teaches the claimed features of element 1[e] for each UL BWP 

configured for a user terminal.  Indeed, a user terminal with four configured UL 

BWPs but without resource sets configured for each of those four configured UL 

BWPs would fail to satisfy the claim language. 

88. Therefore, even if Takeda and Yan were combined, it is my opinion 

that the combination would still fail to disclose or suggest element 1[e], which 

requires that “UL control channel resource sets are configured for each UL 

bandwidth part (BWP) configured for the user equipment.”  (emphasis is mine). 

D. Ground 2 also fails to teach a BWP that is configured for a user 

equipment and therefore fails to demonstrate that the challenged 

claims are obvious 

89. As noted above, it is undisputed that Yan fails to disclose any BWPs, 

and also therefore fails to disclose a concept of a BWP that is configured for a user 

terminal.  While Petitioners propose to combine Marinier with Yan, even Marinier 

fails to disclose a concept of a BWP that is configured but not activated for a user 

terminal. 

90. Marinier uses frequency partitioning to avoid collisions in 

transmissions, and refers to these partitions as BW parts in [0130].  Each BWP of 

Marinier may be treated as a component carrier, meaning that each BWP includes 

PUCCH and/or PUSCH resources to be used for transmissions.  Marinier does not 
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use the BWP concept at all in the 5G NR sense, because Marinier’s BW parts used 

in the LTE multi-carrier context are frequency partitions, but do not include an 

activation/deactivation mechanism or control resource sets.  Rather, Marinier’s 

entire purpose is to avoid collisions and interference between concurrent 

transmissions in different frequency bands that are activated and used for 

transmission.  Marinier discloses that “[w]hen used herein the term concurrent 

transmission to multiple serving sites may refer to one or more of simultaneous 

transmission to multiple serving sites at the same time (e.g., transmitting to multiple 

serving sites in the same subframe using the same and/or different frequency 

resources), transmission to multiple serving sites using the same frequency resources 

within a specified amount of time (e.g., transmitting to multiple transmissions to 

different serving sites using the same frequency within a relatively close amount of 

time and/or during the same RRC Connected session), and/or the like.”  Marinier, 

[0100].  Marinier’s paragraph [0103] specifically discusses an example of 

“concurrent transmission to multiple serving sites,” and Marinier’s paragraph [0129] 

discloses an example where “physical channels associated with different MAC 

instances may be used in the same subframe if the transmission/reception of the 

physical channels occurs in different frequency channels and/or frequency bands … 

.”  This informs a POSITA that Marinier is directed to frequency channels or 
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frequency bands that are activated specifically for handling concurrent transmissions 

to avoid interference and collisions.   

91. Marinier’s DCI controls UL scheduling but never activates a BWP 

entity.  The Petition relies on an unsupported theory of inherency to argue that “a 

POSITA would further recognize that a bandwidth part ‘containing’ the PUCCH 

used for UL transmission would need to be activated to perform the UL 

transmission.”  Pet., 53 (emphasis added).  But this conclusion assumes that Marinier 

would have BW parts that are not activated, and this is not accurate.  There is no 

disclosure in Marinier of inactive BW parts, and certainly no disclosure of 

“activation through DL control information.”  Like Yan, Marinier also does not 

disclose or suggest a BWP as a component carrier that is configured but not activated 

for a user terminal.  As I discussed above, Marinier’s frequency segregation is 

designed specifically to enable concurrent transmissions in multiple frequency 

channels or bands. 

92. Petitioner’s proposed motivation to combine Marinier and Yan is set 

forth beginning at p. 44 of the Petition, and proposes “to incorporate Yan’s UL 

channel resource allocation methods to determine the most efficient UL channel 

resource based on a size of the UCI.”  Pet., 44-45 (citing Ex1002, ¶201).  Without 

citing to any expert support, Petitioners allege that Yan’s disclosure of “mismatch 
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of UL channel resource capacity and UCI size is applicable for Marinier’s BWP-

based UL signaling configuration.”  Pet., 45 (no citation to evidence).  Concluding, 

Petitioners assert that “[u]sing Yan’s resource allocation methodology within UL 

BWPs of Marinier would ensure that UL resources are used efficiently by UEs.”  

Pet., 45. 

93. In my opinion, a POSITA reading Yan and Marinier would conclude 

that ensuring efficient use of UL resources is only relevant for the BWPs that are 

actually used for UE transmissions.  A POSITA familiar with both Yan and Marinier 

would not have been motivated to combine these references to disclose or suggest 

having control channel resource sets for each UL BWP configured for a UE, and 

then activating an UL BWP via DCI.  Rather, even if Yan were combined with 

Marinier/Rl-1711853, the teaching that would be understood by a POSITA would 

be to have resource groups for the BWP that is actively used by the user terminal.  

Yan does not disclose and does not suggest to a POSITA to even consider which 

BWPs may be configured for a user equipment, such that resource sets would be 

configured for all configured BWPs regardless of activation status.   

94. Petitioners proposed combination of Yan and Marinier in an effort to 

have resource sets for each BWP configured for a UE, without regard for whether a 

BWP is active and used for transmission, is unsupported because neither Yan nor 
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Marinier would suggest having resource sets based on configuration status rather 

than activation status of a BWP.  Even in the Petitioners’ combination of Marinier, 

Yan, and Rl-1711853, element 1[e] is absent and would be neither disclosed nor 

suggested. 

95. Additionally, Petitioners rely on Marinier to disclose the “use of BWPs 

for communicating between a WTRU and a serving site.”  Pet., 52.  Marinier 

discloses that “[e]ach serving site may be configured to utilize one or more of the 

BW parts for communicating with the WTRU,” and “each BW part may include 

corresponding PUCCH and PUSCH resources.”  Pet., 52 (quoting Marinier, [0130]).  

Petitioners then point to a different section of Marinier, which discloses that “BWPs 

may be specifically configured for each WTRU.”  Pet., 52 (citing Marinier, [0147]).  

But these citations are not explained by Petitioners, and in my opinion they miss the 

point of establishing the claimed characteristics of “each UL bandwidth part (BWP) 

configured for the user equipment” in element 1[e].  In particular, while Marinier 

discloses that BWPs may be specifically configured for each WTRU, Marinier fails 

to disclose that “UL control channel resource sets are configured for each” such UL 

BWP configured for a user equipment. 
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XII. CONCLUSION 

For the reasons expressed above, it is my opinion that the Petition and its 

supporting materials fail to demonstrate that challenged claims 1-9 would have been 

obvious to a POSITA at the time of the invention. 

 

 

I declare under penalty of perjury that the foregoing is true and accurate to the 

best of my ability. 

  

Executed on: 10/27/2025   ____________________________________ 

      DR. JACOB SHARONY 
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