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Petition for Inter Partes Review of
U.S. Patent No. 8,244,582 B2

I. MANDATORY NOTICES UNDER §42.8(A)(1)
A. Real Party-In-Interest under §42.8.(b)(1)

Meta Platforms, Inc. is the real party-in-interest to this IPR petition.

B. Related Matters under §42.8(b)(2)

The 582 patent is the subject of pending litigation involving Petitioner:
AlmondNet, Inc. and Intent 1Q, LLC v. Meta Platforms, Inc., Case No. 6:21-cv-
00896-ADA (W.D. Tex.). Petitioner was first served on September 2, 2021.
(EX1016.) The *582 patent is also the subject of other pending litigations:

o AlmondNet, Inc. v. Microsoft Corporation, 6-21-cv-00897 (W.D. Tex.)

o AlmondNet, Inc. v. Amazon.com, Inc., 6-21-cv-00898 (W.D. Tex.)

o AlmondNet, Inc. v. Samsung Electronics Co., 6-21-cv-00891 (W.D. Tex.)
e AlmondNet, Inc. v. Roku, Inc., 6-21-cv-00876 (W.D. Tex.)

The 582 patent was also subject to previous litigation in A/mondNet, Inc. v.
Oath Holdings Inc., 1-19-cv-00247 (D. Del.), which was terminated in March 2019.

The °582 patent is also the subject of an IPR proceeding recently filed by third
parties Samsung Electronics Co. and Microsoft Corporation: Samsung Electronics
Co. v. AlmondNet, Inc., Case No. IPR2022-01260. (See IPR2022-01260, Paper 3
(July 19, 2022).) Petitioner had no involvement in the Samsung/Microsoft petition.

The ’582 patent was also the subject of a petition for CBM review filed by

third party Yahoo! several years ago, Yahoo! Inc. v. AlmondNet, Inc., Case No.

_8-
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CBM2017-00052, in which institution was denied. (See CBM2017-00052, Paper 7

(November 28, 2017).) Petitioner had no involvement in the Yahoo! petition.

C. Lead and Back-Up Counsel under §42.8(b)(3)

Petitioner provides the following designation of counsel.

LEAD COUNSEL

BACK-UP COUNSEL

Heidi L. Keefe (Reg. No. 40,673)
hkeefe@cooley.com

COOLEY LLP

ATTN: Patent Group

1299 Pennsylvania Ave. NW, Suite 700
Washington, DC 20004

Tel: (650) 843-5001

Fax: (650) 849-7400

Phillip E. Morton (Reg. No. 57,835)
pmorton@cooley.com

COOLEY LLP

ATTN: Patent Group

1299 Pennsylvania Ave. NW, Suite 700
Washington D.C. 20004

Tel: (202) 728-7055

Fax: (202) 842-7899

Andrew C. Mace (Reg. No. 63,342)
amace(@cooley.com

COOLEY LLP

ATTN: Patent Group

1299 Pennsylvania Ave. NW, Suite 700
Washington D.C. 20004

Tel: (650) 843-5287

Fax: (650) 849-7400

Mark R. Weinstein (Admission pro hac
vice to be requested)
mweinstein@cooley.com

COOLEY LLP

ATTN: Patent Group

1299 Pennsylvania Avenue NW
Suite 700

Washington D.C. 20004

Tel: (650) 843-5007

Fax: (650) 849-7400

9.
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D. Service Information

This Petition is being served by Federal Express to the attorney of record for

the ’582 patent, Louis J. Hoffman, P.C., 7689 East Paradise Lane, Suite 2,

Scottsdale, AZ 85260. Petitioner consents to electronic service at the addresses

provided above for lead and back-up counsel.

I1.

I11.

FEE PAYMENT

Petitioner requests review of 7 claims, with a $41,500 payment.

REQUIREMENTS UNDER §§ 42.104 AND 42.108 AND
CONSIDERATIONS UNDER §§ 314(A) AND 325(D)

A.  Grounds for Standing

Petitioner certifies that the *582 patent is available for IPR and that Petitioner

is not barred or otherwise estopped.

B. Identification of Challenge and Statement of Precise Relief
Requested

Petitioner requests IPR institution based on:

Ground Claims Basis for Challenge under §103

Obvious over Rosenberg (EX1003) in view of Zeff

1 T, 13-15,19-20 1 £x¢1004) and Sterne (EX1005)

Obvious over Rosenberg in view of Zeff and

2 16 Sterne, in further view of Farber (EX1006)

3 11. 13-15. 19-20 Obvious over Ground 1 Prior Art (Rosenberg, Zeff,
’ ’ Sterne) in further view of Merriman (EX1008)

4 16 Obvious over Ground 2 Prior Art (Rosenberg, Zeff,

Sterne, and Farber) in further view of Merriman

Submitted with this Petition is the Declaration of Christopher M. Schmandt
-10-
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(EX1002) (“Schmandt”), a qualified technical expert. (Schmandt, §91-7, Ex. A.)

C. Considerations Under §§ 314(a) and 325(d)

§314(a): The General Plastic factors do not warrant discretionary denial. As
noted in Part L.B, another IPR petition against the 582 patent was recently filed by
Samsung/Microsoft (IPR2022-01260), but Petitioner had no involvement in the
preparation or filing of that petition. The Samsung/Microsoft petition also relies on
entirely different prior art.! No Patent Owner Preliminary Response (POPR) has
been filed. As also noted in Part I.B, a petition for Covered Business Method
(CBM) review was filed by Yahoo! (CBM2017-00052), in which institution was
denied. Petitioner had no involvement in the Yahoo! CBM, which was based on
subject matter eligibility under § 101 and not prior art invalidity under § 103.

Nor do the Fintiv factors warrant discretionary denial. The pending litigation
is in early stages; no claim construction rulings and no significant discovery have
occurred. A trial date has been set for August 21, 2023, but Petitioner intends to

move to stay pending any instituted IPR. Petitioner further represents that it will not

' The Samsung/Microsoft IPR petition cites U.S. Patent No. 5,948,061 to Dwight
Merriman, whereas Grounds 3-4 here cite 8,566,154 B2 (EX1008), also to Dwight
Merriman. Although both patents list the same lead inventor, they are unrelated

patents from separate patent families containing different disclosures.

-11-
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pursue invalidity in the pending litigation based on any ground in this proceeding,
or any grounds that could reasonably have been raised before the PTAB.

§325(d): None of the prior art references cited in the Grounds (listed in Part
IT1.B above) was cited or considered during prosecution of the *582 patent.

IV. OVERVIEW OF THE ’582 PATENT
A.  Level of Ordinary Skill in the Art

A person of ordinary skill in the art would have possessed a bachelor’s degree
in electrical engineering or computer science, and two years of work experience in
the field of network-based computer systems, such as systems for sending and
receiving information over local networks and wide area networks (such as the
Internet or World Wide Web). A person could also have qualified with more formal
education and less technical experience, or vice versa. (Schmandt, §f10-14.)

B.  Specification Overview

The 582 patent states that it “generally relates to a descriptive-mercantile
method, for use at a juncture in a data-communications topology having associated
therewith a maintained databank of partial profiles.” (°582, 3:30-33.) The 582
patent asserts that an Internet website may make more profit from a visitor to the site
if the website were to “know more about the visitor.” (°582, 3:67-4:2, 1:45-56.)

The ’582 patent’s method for a website to “know more about the visitor”

involves a website forwarding a “partial profile” of a visitor to another server. (’582,

-12-
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4:2-5; see also id., 2:36-57 (describing exemplary types of profile information).)
The website also redirects the visitor to that server to access cookie information
previously placed on the user’s computer identifying the user. The server can then
aggregate and “interconnect” the user’s transactions (reflected in a partial profile)
across websites. (’582,4:2-11, 15:40-48.)

V. CLAIM CONSTRUCTION

Petitioner does not believe an express claim construction is necessary at this
time for this [PR. Certain terms of the *582 patent have been the subject of various
proposed constructions in pending litigation. (Schmandt, 437.) It is unnecessary for
the Board to resolve those issues because, as demonstrated below, the prior art
discloses and renders obvious the challenged claims under any of the proposed
constructions or under any reasonable construction. (/d.)

VI. THE CHALLENGED CLAIMS ARE UNPATENTABLE
A. Overview of Grounds

The challenged claims attempt to lay claim to targeted advertising services
that were well-known and commercially available to millions of users long before
the 582 patent. These services sought to improve the accuracy of targeted
advertising by storing profile information about a user (such as demographic
information and user preferences) in a centralized database or repository accessible

to multiple third-party websites. (Schmandt, 940.) These third-party websites could,

-13-
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in turn, obtain this profile information from the centralized database and use it to
target advertisements. (/d.) One such service, known as the “Firefly Passport”
system, had more than a million registered users by 1996. (/d. (quoting EX1004,
pp-0058-0058 & EX1005, pp.00172).)

All of the proposed grounds rely primarily on Rosenberg (EX1003), which
describes a system similar to the Firefly Passport system for storing user profile
information in a centralized database and making it available to multiple third-party
websites for use in delivering targeted content to users. (Schmandt, 4942, 50-51.)
The proposed grounds combine Rosenberg with Zeff (EX1004) and Sterne
(EX1005), which describe details about the Firefly Passport system, primarily for
the “unaffiliated third parties” limitation of claim 11(a) and the requirement that
profile information be used “in targeting third-party advertisements,” as recited
in claim 11(e). (Schmandt, §108-110, 131-132.)

Ground 2 adds Farber (EX1006) solely for dependent claim 16. (Schmandt,
M151-165.) Grounds 3-4 add Merriman (EX1008) in the event Patent Owner
argues for a narrow (but unwarranted) construction of claim 11(a) requiring that the
claimed “partial profile” be received in real-time while a user is currently accessing
a website. (Schmandt, §9166-179.)

Each of these references qualifies as prior art to the 582 patent. Rosenberg

and Farber qualify as prior art under at least § 102(e) (pre-AIA). (Schmandt, 41,

-14-
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53.) Zeff and Sterne qualify as prior art printed publications under § 102(b), as
evidenced by their public library availability. (Hall-Ellis Decl., EX1015, §938-52.)>

Merriman qualifies as prior art under § 102(e) because it issued from an
application that claims priority as a direct continuation of an application filed on July
27, 1999. The disclosures of Merriman (EX1008) and the parent application to
which it claims priority (EX1009) are substantially identical. (EX1010; Schmandt,

962.) Merriman is thus entitled to a § 102(e) date of no later than July 27, 1999.°

2 Petitioner has also cited to Brown (EX1006) below for background information

about HTML and to describe knowledge that any ordinarily skilled artisan would
have possessed. (Schmandt, 4997-98.) Brown also qualifies as a prior art printed
publication. (Hall-Ellis Decl., EX1015, q954-61.)

3 Merriman also claims priority to a provisional application filed on August 3, 1998
(EX1011). In the unlikely event Patent Owner attempts to “swear behind” the July
27, 1999 filing date of Merriman, Petitioner reserves the right to rely on Merriman’s
provisional filing. The provisional includes all disclosures relied upon by Petitioner
from Merriman and meets all requirements for Merriman to be considered prior art

as of its provisional filing date. (Schmandt, §969-74; EX1012.)

_15-
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B. Ground 1: Claims 11, 13-15, 19-20 Are Obvious Over Rosenberg
in View of Zeff and Sterne

1. Claim 11

The preamble recites “[a] tangible, non-transitory data storage medium
comprising indicia of instructions for a processor to perform a method of
collecting profiles of Internet-using entities, the method comprising....”
Assuming the preamble imposes a limitation, the prior art discloses it.

Rosenberg discloses the claimed “method of collecting profiles of Internet-
using entities.” Figure 1 provides an illustration of computer network 20 showing
the primary components of the Rosenberg system, to which Petitioner will refer

throughout its discussion of Rosenberg throughout this Petition:

-16-
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| 24A
22 Network _—:EJA
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(Rosenberg, Fig. 1 (highlighting added).) Figure 1 shows computer network 20
which “may be considered as a simplified representation of the WWW. The network
20 includes at least one client computer 22 and at least one server computer 24.”
(Rosenberg, 4:1-4.) Network 20 would have included the Internet. (Schmandt, §77.)

The key components in Figure 1 for purposes of this Petition are the three

servers shown in color highlighting, i.e. server 24A, server 24B, and database server

_17-
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25. For purposes of clarity, therefore, Petitioner will retain this highlighting
throughout this Petition when identifying these components from Rosenberg.

The “Internet-using entities” for claim 11 correspond in Rosenberg to users
who access the Internet using web browsers on client computers. Rosenberg
describes client computer 22 as “a standard computer,” which as shown, includes a
network connection 36, CPU 30, and web browser 34. (Rosenberg, 4:7-10.) “As
known in the art, a web browser is used to communicate with remote server
computers 24 and to visually present the information received from such
computers.” (Rosenberg, 4:11-13.) Although Figure 1 shows only one client
computer 22, multiple client computers could be used. (Rosenberg, e.g., 4:2-3;
Schmandt, 479.) It would have been obvious that the system of Rosenberg could
have been adapted for use with multiple users (and thus multiple “Internet-using
entities”), each using its own client computer. (Schmandt, §79.)

Rosenberg also discloses “collecting profiles of Internet-using entities,” the

profiles corresponding to information about users collected at database server 25.
As shown below, database server 25 collects two types of user profile information:
(1) tracked user activity and (2) demographic information. (Schmandt, 4980-83.)
With respect to (1), database server 25 collects tracking information about
each user from each individual server 24, such as the types of information the user

requested while visiting that server 24. Figure 3 of Rosenberg (below) shows a

-18-
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simplified example of tracking information stored at database server 25:

Cookie | Last Visit Content PRequested Last Visit Content Requested
D # to Server_A roduct | Feature |45 Server B Product | Feature
- News | o Story a News | |nto Story
123 4-9-96;18:25 2 5| 0 7-4-96:16:23 1 7 3
Figure 3

(Rosenberg, Fig. 3 (highlighting added), 5:55-57, 6:6-7.) The first column (Cookie
ID #) corresponds to a unique identification number for a user, in this case “123.”
(Rosenberg, 5:63-65.) Rosenberg explains that each user (via its web browser) is

3L
1

assigned a unique identification value (referred to as “i”) used to store information
about the user in database server 25. (Rosenberg, 5:8-16, 5:63-65.) Figure 3 also
shows entries reflecting the last visit of this user to Server A (24A) and Server B
(24B). (Rosenberg, 5:65-6:5.) Rosenberg explains that database server 25 typically
obtains this tracking information from access logs of each server computer 24, i.e.
Server A 24A and Server B 24B in the example above. (Rosenberg, 5:57-59, 6:59-
62, 7:7-9.) Rosenberg therefore discloses “collecting profiles of Internet-using
entities,” with the profiles taking the form of database records collected at database
server 25 recording previous activities of users on websites.

With respect to (2), database server 25 is not limited collecting user tracking

information — it can also collect and store demographic information about the user.

(Rosenberg, e.g., 3:30-37, 7:19-40; Schmandt, 482.) Rosenberg therefore discloses

collected “profiles of Internet-using entities” at database server 25 that can also

-19-
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include user demographic information.

Petitioner notes that the mapping of “profiles” to previous activities and
demographic information of users is consistent with the *582 patent. (582, 2:36-38,
2:38-43.) The ’582 patent explains, for example, that a profile can contain
“demographic attributes” or “behavioral attributes.” (°582, 11:7-9.) The profiles in
Rosenberg contain both types of attributes as explained. (Schmandt, 483.)

Rosenberg also discloses and renders obvious a “tangible, non-transitory
data storage medium comprising indicia of instructions for a processor to
perform” the above-described method of collecting profiles of Internet-using
entities. The “tangible, non-transitory data storage medium” corresponds to
memory within database server 25 storing computer programs as disclosed in
Rosenberg. (Rosenberg, 4:47-51; Schmandt, 484.) The “indicia of instructions”
thus take the form of the program instructions that, when executed by a processor of
database server 25, perform the method of collecting profiles of Internet-using
entities. Those instructions also carry out each step of claim 11 as described in detail
in the analysis of the claim limitations below. (Schmandt, 484,)

Petitioner notes that the full scope of “indicia of instructions” is unclear, for
example, whether this term also encompasses something beyond the instructions
themselves. Petitioner has taken an indefiniteness position in the pending litigation

with respect to the full scope of this term. But this ambiguity does not prevent the

-20-
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Board from applying the prior art, because “indicia of instructions” includes at

least the instructions themselves, and as noted, it would have been apparent and

obvious that the computer programs executing at database server 25 would have

included such instructions performed by a processor. (Schmandt, 4984-85.)

a.

“electronically receiving at a programmed computer
system coupled to a global computer network, from at
least one server controlled by one of a plurality of
unaffiliated third parties, a partial profile of an entity
that uses a user computer coupled to the global
computer network and accessing a website, which
partial profile is available to one of the third parties
and contains at least one profile attribute related to the
entity, and automatically with the computer system
storing the received partial profile;”

Many aspects of claim 11(a) were covered in the discussion of the preamble

above. For purposes of clarity, the table below summarizes how Petitioner has

mapped the elements of claim 11(a) to the disclosures of Rosenberg:

Claim Limitation

Summary of Disclosures from Rosenberg

computer network”

“a programmed computer | Database server 25 (Fig. 1) which is coupled to the
system coupled to a global | Internet and programmed to carry out the claimed

steps

“at least one server controlled | Server B 24B (Fig. 1), which is owned and
by one of a plurality of| controlled by an entity that is a third party to and
unaffiliated third parties” unaffiliated with the entity that owns and controls

database server 25

third parties”

“a plurality of unaffiliated | Parties that own and operate at least Server A 24A

and Server B 24B, each of which is a third party

21-
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Claim Limitation Summary of Disclosures from Rosenberg

to and unaffiliated with the party that owns and
controls database server 25

“a partial profile of an entity | Tracking information about content requested by a
that uses a user computer | user who is accessing Server B 24B, via the web
coupled to the global | browser on its client computer connected to the
computer network” Internet

(Schmandt, 486.) These components are readily illustrated by reference, again, to

the highlighted version of Figure 1 from Rosenberg discussed for the preamble:
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24A
29 Network __:E] A
- Network af—p=| |<— | Connection A2
Connection
30
L L»
CPU
/44}\
/-32 Communication ™~
Browser Program 46A
—~ :
o 34 Browser Tracking [~
g Module 48A
Customized —~
Response 50A
Generator
24B
Netwark -
L 40B
/ Connection 498
20
L»
[448
Communication .
Program 468
Browser Tracking [~
Module 48B
Customized —~,
Response 508
Generator
Figure 1
25
Network '“6‘0
— Connection
62
— CPU
26
[64
Browser
Info DB

(Rosenberg, Fig. 1 (highlighting added).) For purposes of claim 11, the claimed
“programmed computer system coupled to a global computer network”
corresponds to database server 25, which is coupled to network 20 as shown in

Figure 1 of Rosenberg. As noted, “[t]he computer network 20 may be considered as
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a simplified representation of the WWW.” (Rosenberg, 4:1-3.) An ordinarily skilled
artisan would have understood and found it obvious that network 20, which
represents the World Wide Web (WWW), would have included the Internet (a
“global computer network™). (Schmandt, 4944, 77, 87.) Database server 25 is also

a “programmed computer system” because, as explained, it includes computer

programs with instructions to carry out its functions. (Schmandt, §84.)
Rosenberg also discloses “at least one server controlled by one of a

plurality of unaffiliated third parties,” with the “plurality of unaffiliated third

parties” corresponding to the parties that own and control at least Server A 24A
and Server B 24B. Rosenberg confirms that database server 25 can be implemented
as depicted in Figure 1, i.e., using a computer separate from Server A 24A and
Server B 24B. (Rosenberg, 4:19-20.) Rosenberg does not disclose the commercial
and/or contractual relationship that exists, if any, between the parties controlling
database server 25, Server A 24A and Server B 24B. But it would have been
obvious that these computers could each have been owned and controlled by
“unaffiliated third parties,” a topic that Petitioner will cover in detail in a separate
discussion below. (Schmandt, 4988, 106-115.)

For purposes of claim 11, the “at least one server controlled by one of a

plurality of unaffiliated third parties” corresponds in Rosenberg to Server B 24B.

As noted, Petitioner will provide a separate discussion below as to why it would

04-
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have been obvious for it to have been controlled by an unaffiliated third party.
With respect to “a partial profile of an entity that uses a user computer

coupled to the global computer network,” as noted in the discussion of the

preamble, the user via its web browser 34 (“an entity”) is assigned a unique

T31L
1

identification value (“1”) that is used to store information about the user in database
server 25. (Rosenberg, 5:8-16.) Database server 25 uses this unique identification
value to store tracking information about the user from each individual server 24,

such as the types of webpages it requested while visiting such server 24. (Schmandet,

990.) Figure 3 below shows an example of this tracking information:

Cookie | LastVisit ~ |-content Eecijues‘edF Last Visit ~ [-content RequBS‘Ed
D # to Server_A roduct eature |ig Server B Product | Feature
News | o Story = | NeWS g Story
123 4-9-96,18:25 2 5 0 7-4-96;16:23 1 7 3
Figure 3

(Rosenberg, Fig. 3 (highlighting added), 5:55-57.) The first column (Cookie ID #)
corresponds to the above-mentioned unique identification value for a user who
accessed individual servers 34 through a web browser (“an entity”’). (Rosenberg,
5:63-65.) Figure 3 also shows entries reflecting pages requested by the user during
its last visit to Server A 24A and Server B 24B. (Rosenberg, 5:65-6:5.) Because
the claimed “at least one server” for our purposes corresponds to Server B 24B,
green highlighting in Figure 3 shows tracking information received by database

server 25 from that server. In this case, the user (identified by Cookie ID #123)
25
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requested one page of news, seven pages of product information, and three pages of
feature stories, during its last visit to Server B 24B. (Schmandt, 990.) This tracking
information is typically obtained from access logs of each server computer 24.

(Rosenberg, 5:57-59.) “This information is then passed from the access logs of the

server computers 24 to the database 285, typically at the end of a day or at other times

when network traffic is light.” (Rosenberg, 6:59-62; see also id., 7:7-9.)

Rosenberg therefore discloses “electronically receiving at a programmed
computer system coupled to a global computer network,” i.e. electronically
receiving at database server 25 coupled to the Internet, “from at least one server
controlled by one of a plurality of unaffiliated third parties,” i.e. from at least
Server B 24B, ““a partial profile of an entity that uses a user computer coupled
to the global computer network,” i.e., user tracking information about content
requested by a user of Server B 24B who uses a user computer coupled to the
Internet. In the example of Figure 3 above, as noted, the tracking information shows
that the user last visited the Server B 24B website on July 4, 1996 at 4:23pm, and
requested one news page, seven product information pages, and three feature story
pages. (Rosenberg, Fig. 3, 5:66-6:5; Schmandt, §990-92.)

The tracking information about user activity from Server B 24B qualifies as
“a partial profile of an entity” because it provides a portion of the attributes for a

user, i.e., the user’s activity when accessing Server B 24B. The 582 patent itself

-26-
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explains that “[i]n the context of the preferred embodiment of the present invention,
all profiles are, by definition, partial.” (°582, 7:43-44.) The user activity received
from Server B 24B forms only part of the profile information about the user
maintained by database server 25. As Figure 3 shows above, the user profile at
database server 25 also maintains records of the user’s activity at other servers (such
as Server A 24A), and as noted above, the profile can also store demographic
information about the user as noted above. (Rosenberg, 7:22-29, Fig. 7.) As
explained in the discussion of the preamble, the user tracking information received
by database server 25 qualifies as “profile” information. (Schmandt, 493, 83.)

Rosenberg also discloses “automatically with the computer system storing

the received partial profile,” as recited at the end of claim 11(a). The received
partial profile, as explained, is automatically received and stored by database server
25 (“the computer system”). Nothing in Rosenberg suggests any manual user
involvement in storage of the received partial profile. (Schmandt, 994.) To the
contrary, collection of partial profile information by database server 25 can occur at
scheduled intervals or when network traffic is light, which would have indicated to
an ordinarily skilled artisan that collection and storage are automated. (Rosenberg,
5:59-62, 7:7-9; Schmandt, 994.) It would have also been obvious that the partial
profile could have been automatically received by database server 25 during user

access, for example, “when network traffic is light.” (Rosenberg, 5:59-62.)

07-
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Claim 11 also recites receiving “a partial profile of an entity that uses a

user computer coupled to the global computer network and accessing a

2

website.” Claim 11(a) does not require that “a website” be the same website or
server from which the “partial profile of an entity” was received. In this case,
Petitioner has mapped “a website” in Rosenberg to a website provided by Server A
24A, which contains a standard HTML reference to a URL of a webpage on
Server B 24B, discussed in more detail below.

Rosenberg explains that browser tracking module 48A within Server A 24A
inserts, into a webpage of the website, a URL to Server B 24B. (Rosenberg, 7:62-
8:24.) In one embodiment, Rosenberg uses a well-known and standard HTML
technology known as “frames” that allows a single webpage to simultaneously
present the contents of multiple different HTML documents or webpages.

As was well-known, “HTML frames create independently changeable and
(sometimes) scrollable windows that tile together to break up and organize a display
so that it’s not only more visually appealing, but easier to work with.” (Mark Brown,
Special Edition Using HTML 3.2 (3d ed. 1997) (“Brown”) (EX1006)); Schmandt,
997.) Brown, which Petitioner has cited to describe basic HTML knowledge that

any ordinarily skilled artisan would have possessed, shows a simple exemplary

webpage with two frames:

-28-
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e Netscape - [he: /7/CVDATA/Quebook . idE d/Chapd /2F rames him]

flo Edt Vew Go Bookmaks QOpbors Deectoy Window Hep

Back | | Home | Reload | | Open | | Fnd | |
ﬂ Location |fie ///CI/DATA/Guebooks/SE Himi/ 3 d/Chand /2F 1ames hir =l m
Look in the box at the Here 1s some information.

right for some
information.

|28l Docunert Dore =78
(Brown, Fig. 10.5, p.0049.) The exemplary webpage shown in Figure 10.5 of

Brown, shown above, was created using the following HTML code:

<HTML>

<HEAD>

</HEAD>

<FRAMESET COLS="*, 2*">
<FRAME SRC="label.htm">
<FRAME SRC="info.htm">

</FRAMESET>

</HTML>

(Brown, p.0049.) The exemplary HTML from Brown above would have been
familiar to anyone with even an introductory understanding of HTML and web
programming. (Schmandt, §97.) The <FRAMESET COLS> attribute specifies that

the page will be divided into frames with two columns, the first column consuming
229
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1/3 of the window, and the other column consuming the remaining 2/3, as reflected
in the page in Figure 10.5 above. (/d.; Brown, p.0049.)

Each of two <FRAME SRC> attributes represents what Brown calls “the most
important FRAME attribute,” because each “defines the URL of the content of your
frame.” (Brown, p. 0047.) In this case, “label.htm” will be displayed in the left
frame, and “info.htm” will be displayed in the right frame. (Schmandt, §997-98;
Brown, p.0049.) Because these are relative rather than absolute URLs (e.g. they do
not contain “http://”’), they point to files on the same web server that is serving the
HTML for webpage listed above. (Schmandt, 498.)

But Brown makes clear that, “[o]f course, SRC can point to any valid URL.”
(Brown, p.0047.) The <FRAME SRC> attribute can therefore point to a URL for a
completely different web server identified by a URL beginning with “http://”.
(Schmandt, 998; Brown, p.0047 (“If, for example, you wanted your frame to display
a GIF image that was located somewhere in Timbuktu, your FRAME might look
like the following: <FRAME SRC="“http://www.timbuktu.com/budda.gif”>").)

With this understanding of HTML frames, we turn back to Rosenberg, in
which Server A 24A uses this standard HTML frame technique to create a two-
column webpage remarkably similar to the one in Brown displaying content from
the websites at Server A 24A and Server B 24B:

An HTML cross-site reference with a frame tag may also be used. With

-30-
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this method, the page contains frames, one of which references a page

on another site. For example,

<FRAMESET COLS="“1,2">

<FRAME SRC= “http://www.search.com/cnet.cgi?3676778"”>
<FRAME SRC=column2.html”>

</FRAME>

An advantage of this approach is that the request will be made

automatically, without the need for human action.
(Rosenberg, 8:56-65.) The HTML above represents a webpage provided by
Server A 24A. (Rosenberg, 7:62-64 (“As indicated above, the browser tracking

module 48A of server computer 24A is used to set a cookie and return a page to a

client computer 22.”).) It is similar to the example from Figure 10.5 of Brown; the

page includes an HTML <FRAMESET COLS> attribute that tells the browser to
organize the page into two columns of relative lengths, with the left column
consuming 1/3 of the window and the right column consuming the remaining 2/3
(i.e., “COLS=‘1, 2°”). (Schmandt, 999; Brown, p.0049 & Fig. 10.5.)

The first <FRAME SRC> attribute specifies that the left frame will contain a
page from a website at <http://www.search.com/cnet.cgi?3676778>, which
corresponds to a page from another website at a different server, i.e., from Server B
24B. (Rosenberg, 8:12-15 (“The browser tracking module 48 [of server 24A] creates
a page and embeds within it HTML that references a specific URL on another server

computer, say server computer B 24B....”), 8:56-58 (“With this method, the page

contains frames, one of which references a page on another site.”) (emphasis
31-
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added).)* The second <FRAME SRC> attribute above indicates that the right frame

will contain a page from Server A 24A (i.e., the HTML file “column2.html”).
Petitioner’s expert created the following mock-up to illustrate how the

webpage described in Rosenberg would have appeared within in a web browser

based on the exemplary HTML from Rosenberg above:

O | [§ HTMLFrames x + — m]
C
Page from Server_B 24E Page from Server_A 24A
Obtained from:
http://www.search.com/ Obtained from: column2.htm!

cnet.cqi?3676778

(Schmandt, 999.) As shown, the frame-creating HTML from Rosenberg describes a
page from a website provided by Server A 24A showing (1) in the right frame, a
webpage from Server B 24A (from “column2.html”), and (2) in the left frame, a
webpage from Server B 24B (from ‘“http://www.search.com/cgi?3676778”).

(Rosenberg, 8:56-58.) Because the frames hold two separate HTML webpages, each

4 Except as otherwise noted, all undermining and emphasis from quotations in the

prior art was added by Petitioner for emphasis.

-32-
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webpage would have been fully and independently functional, simultaneously
displayed to the user in the same browser window, and each webpage would have
behaved in the same way as if it were displayed in a separate window in the web
browser. (Schmandt, 999; Brown, p.0040.)

Rosenberg thus discloses receiving “a partial profile of an entity that uses

a user computer coupled to the global computer network and accessing a

29

website.” The “partial profile,” as noted, corresponds to tracking information
about user activity received from Server B 24B based on content requested from
that server. (Schmandt, §990-92.) Although the “partial profile” contains tracking
information about user activity for Server B 24B, it was received by database server
25 while the user was also accessing the website of Server A 24A (“and accessing
a website”). This is because the Server A 24A website was accessed by and visible
to the user in a frame within the same web browser window as the Server B 24B
website. (Schmandt, §999-100.)

As noted, claim 11(a) does not require that ““a website” be the same website
or server from which the “partial profile” was derived or received. (Schmandt,
995.) Under the proposed combination, although the user in Rosenberg is also
accessing Server B 24B and thereby generating new user activity information
(“partial profile”) by requesting content from that server, the user is continuing to

access the Server A 24A website (“accessing a website”) because that website
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remains simultaneously visible and active within a frame of the same web browser
window. (Schmandt, §100.) Rosenberg therefore discloses receiving the “partial
profile” of a user who is accessing the website of Server A 24A over the Internet.
Rosenberg also discloses that the “partial profile is available to one of the
third parties and contains at least one profile attribute related to the entity.”
Rosenberg explains that the user profile maintained by database server 25 is
available to multiple servers including Server A 24A and Server B 24B, and thus,

2

available to at least “one of the third parties.” For example, Figure 6 shows an
embodiment in which database server 25 sends a user profile to Server B 24B to

enable Server B 24B to create a customized page. (Rosenberg, 6:59-67, Fig. 6.)

22 2R 248 25
Client Server_A Server_B Database
Computer

Perform Steps 70-86 as Shown in Figure 2

Request Page
From Server_B

4
110

116
r
Return db
Info

Fetch DB Info |9

118
s
Return Custom ¢ ‘
Page
Figure 6

(Rosenberg, Fig. 6.) Figure 6 shows the process performed when a user requests a
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page of information from Server B 24B, in this case, after completion of steps 70-
86 of Figure 2 (as indicated above). (Rosenberg, 6:61-62, Fig. 2 (Steps 70-86).)
Petitioner will discuss the process of Figure 2 referenced in Figure 6 in the
explanation accompanying claim 11(b) below. For purposes of claim 11(a), the key
feature is the fact that information from database 25 — including the partial profile
of the user — is available and provided to Server B 24B.

Figure 6 shows “processing steps that can be used to generate a response that
is customized for the browser requesting the page of information.” (Rosenberg,
6:59-61.) Step 112 determines that a cookie has been set for Server B 24B, which

is “followed by the step of server B fetching information from the database 25 that

is particular to this browser 34.” (Rosenberg, 6:65-67.) This information includes

the profile information discussed above, which includes user activity with respect to
previous website visits and demographic information. (Rosenberg, 5:55-6:9, 7:1-9,
7:19-22.) This information is then retrieved and provided to Server B 24B, as
shown in Steps 114 and 116 above. As Rosenberg explains, “[t]he browser
information database program 64,” which is part of database server 25, obtains the

profile information from the database and “passes this information back to server

24B (step 116). Server 24B interprets this information and return[s] a customized

page to the client computer 22 (step 118).” (Rosenberg, 7:10-13.)

Rosenberg therefore discloses that the “partial profile is available to one of
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the third parties,” in this example the party that operates Server B 24B, because
that information is electronically accessible to that server. (Schmandt, §103.) As
explained in detail for claim 11(e) below, Rosenberg further discloses that the partial
profile may then be used by the server to generate customized (targeted) information
for the user. (Schmandt, 44/129-132; Rosenberg, e.g., 7:13-17.)

Figure 6 shows the profile information for the user being made available to
Server B 24B, but this is merely an example. Rosenberg makes clear that the
techniques in Figure 6 would have been equally applicable for sharing profile
information with Server A 24A, or any other cooperating server in which a cookie
has been stored with the unique identifier. (Rosenberg, 7:51-55.) The partial profile
would thus also have been available to Server A 24A. (Schmandt, §104.)

Finally, Petitioner notes that the claim recites that the “partial profile is
available to one of the third parties and contains at least one profile attribute
related to the entity,” whereas in Rosenberg, the complete profile for the user
maintained by database server 25, including activity with respect to previous visits
and demographic information, is provided to one of the third parties. This
nevertheless satisfies the limitation because the complete profile information made
available by database server 25 would have included at least the received partial
profile information. (Schmandt, 4105;°582, 7:43-44 (“In the context of the preferred

embodiment of the present invention, all profiles are, by definition, partial.”).)
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“Unaffiliated Third Parties”

As noted above, it would have been obvious that the parties that own and
control Server A 24A and Server B 24B would have been “unaffiliated third

2

parties.” This term is currently the subject of a claim construction dispute in the
pending litigation. Patent Owner contends that this term means “a party not having
common ownership with the party or parties that control said programmed computer
system.” (EX1014 at 0013.) Petitioner generally agrees with Patent Owner’s
definition with respect to “third parties,” but contends that “unaffiliated” is
indefinite because the full extent of the relationship or connection that can exist
between the “programmed computer system” and the “third parties” (beyond a
lack of common ownership and/or control) is unclear. (/d.) But this issue presents
no issue to applying the prior art here, as explained below.

As the proposed constructions above indicate, Patent Owner and Petitioner
agree that the “unaffiliated third parties” must be unaffiliated third parties with
respect to the party or parties controlling the claimed “programmed computer
system.” In the context of Rosenberg, this means that the party or parties operating
the individual servers 24 in Rosenberg, including Server A 24A and Server B 24B,
must be “unaffiliated third parties” with respect to database server 285.

As explained below, this would have been obvious based on Rosenberg in

view of Zeff (EX1004) and Sterne (EX1005). And further explained below, the
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potential indefiniteness of “unaffiliated” does not impact the analysis because,
under the proposed combination, the parties that operate the individual servers 24
and database server 25 in Rosenberg can have had a loose and informal relationship
satisfying any reasonable construction of “unaffiliated third parties.”

Zeff and Sterne describe a well-known and commercially-available service
called Firefly that is closely analogous to and serves the same purpose as database
server 25 of Rosenberg. (Schmandt, 940, 42, 109.) As Zeff explains, the Firefly
system stored a centralized profile for each user, known as a “Passport,” that stored
demographic and user preference information about the user. (Zeff, pp.0057-0058.)
This Passport, in turn, could be shared with any website on the Internet for purposes
of targeting advertisements. (/d.) As of 1997, websites that supported Firefly
Passports included (among others) Yahoo! and America Online (AOL). (/d.) Sterne
further confirms that Firefly Passports could be used with any participating site, and
identifies third-party websites from Starwave (the owner of ESPN Sportszone) as
examples. (Schmandt, 4109 (citing Sterne, pp.00172, 0048-0049, 0089).)

Zeff confirms that “[a]ny site can be enhanced to be a part of the Firefly
network” (Zeff, p.0057), and Sterne similarly confirms that Passports “can be used
by any site” (Sterne, p.00172). Zeff and Sterne thus confirm that the party that owns
and controls the Firefly Passport system (analogous to database server 25 in

Rosenberg) would have been a separate party sharing no common ownership with,
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and being otherwise unaffiliated with, the parties that own and control the
participating third-party websites with which Firefly Passports could be shared.

Rationale and Motivation to Combine (Rosenberg with Zeff and Sterne): 1t
would have been obvious to combine Rosenberg with Zeff and Sterne. (Schmandt,
110.) The combination would have predictably resulted in the system of Rosenberg
in which the parties that own and control individual servers 24, including Server A
24A and Server B 24B (“unaffiliated third parties”’) would have had no common
ownership, control, or affiliation with each other, or with the party that owns and
controls database server 25 (“said programmed computer system”). (/d.)

Rosenberg, Zeff, and Sterne are analogous references in the same field of
Internet advertising and centralized storage and brokering of user profiles with
multiple websites, and would have been reasonably pertinent to a number of
problems facing the inventor. (Schmandt, §111.) An ordinarily skilled artisan would
have more than a reasonable expectation of success in implementing the proposed
combination, which was fully enabled. (Schmandt, §115.)

An ordinarily skilled artisan would have been motivated to consult Zeff and
Sterne when implementing Rosenberg because Firefly was already a commercially-
successful and widely-available embodiment of the same type of profile sharing
system described in Rosenberg. (Schmandt, 4112.) Zeff indicates that Firefly had

more than a million users and was supported by a number of well-known sites by
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1996, which given the nascent state of the Web at that time, would have made Firefly
an enormously successful service. (Zeff, pp.0057-0058; Schmandt, q113.) The
details of the Firefly business model as described in Zeff and Sterne would have
motivated an ordinarily skilled artisan to implement Rosenberg such that the parties
that own and control servers 24 including Server A 24A and Server B 24B would
have been separate from and unaffiliated with the party that owns and controls
database server 25. This would have beneficially allowed the party that owns and
controls database server 25 to operate independently of any particular website, thus
enabling it to offer its profile sharing services to a broad range of third-party websites
and increasing its prospects for achieving financial success. (Schmandt, §112.) Zeff
explains that Internet advertising had by 1997 “grown to a $301 million industry,
with revenue projections of $5 billion by the year 2000.” (Zeff, p.0015.) Zeff and
Sterne also provide beneficial teachings about how to protect member privacy in a
profile-sharing system such as Rosenberg, thus providing a further motivation to
combine Rosenberg with Zeff and Sterne. (Schmandt, §113.)

As noted previously, there is a dispute in the Ilitigation regarding
“unaffiliated,” but this presents no obstacle to the proposed combination. The *582
patent indicates that ‘“unaffiliated” does not require that “unaffiliated third
parties” be complete strangers with respect to the “programmed computer

system.” Claim 12, for example, recites that the programmed computer system of
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claim 11, “in accordance with a predetermined arrangement,” identifies a
payment amount due to an “unaffiliated third party” for using profile information
that that third party contributed. (°582, 18:9-20.) Accordingly, although the full
scope and extent of “unaffiliated” is unclear, it at least permits the type of
arrangement recited in claim 12.

Under the proposed combination, it would have been obvious to implement
Rosenberg such that the party that owns and controls database server 25 has even
less of a connection to and relationship with the parties that own and control servers
24, including Server A 24A and Server B 24B, than claim 12 contemplates. In fact,
the critical relationship for the Firefly system (which is analogous to database server
25 in Rosenberg) is actually with the users who create Passport profiles, as opposed
to the third-party websites with which Passports are shared. Zeff explains that users
must register with the Firefly system to create a Firefly Passport, must login to the
Firefly system to enable their Passports to be shared, and are given various
assurances about the privacy of their information (Zeff, pp.0057-0061; see also id.,
p.0061, Fig. 5.10 (“Firefly regards its members as part of a community built on trust
and respect for individual privacy.”).) As applied to Rosenberg, it would have been
obvious that the system could have been implemented such that the party that owns
and controls database server 25 need not have any formal commercial or contractual

relationship with the parties or parties that own and control Server A 24A and
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Server B 24B. And even if an ordinarily skilled artisan chose to permit such a

relationship (such as a payment arrangement similar to claim 12), this would not

have prevented database server 25 and servers 24 from remaining “unaffiliated” as

such a relationship would have required nothing more than an arms’-length
arrangement between unrelated and independent parties. (Schmandt, q114-115.)

b. “wherein receiving the partial profile is achieved as a

result of automatic electronic URL redirection from a

portion of a page of the website accessed by the user
computer;”

As noted for claim 11(a), “the partial profile” refers to user tracking
information about content (e.g. types of content pages) requested by the user who
visited Server B 24B using the web browser on its user computer. (Rosenberg, Fig.
3.) Rosenberg further confirms that receipt by database server 25 of this partial
profile “is achieved as a result of automatic electronic URL redirection from a
portion of a page of the website accessed by the user computer.”

The “automatic URL redirection” in Rosenberg occurs when the web
browser is redirected to Server B 24B when it encounters the <FRAME SRC>
attribute in the webpage provided by Server A 24A discussed in claim 11(a), which
directs the browser to obtain a webpage from Server B 24B at the URL specified in
the attribute, i.e. <http://www.search.com/cnet.cgi?3676778>. (Schmandt, 9125.)
This qualifies as “automatic URL redirection” because the <FRAME SRC>

attribute causes the web browser — which is currently accessing the webpage
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provided by Server A 24A — to contact a server at a different location (Server B

24B) to request a webpage from the specified URL. (Rosenberg, 8:56-58, 5:36-38

(“In other words, the browser 34 receives the information from server 24A. Based

upon this information, the browser 34 generates a request to server 24B....”); see

also Brown, p.0047.) And as anyone who had used a website with frames would
have recognized, the URL redirection in Rosenberg would also have occurred
“automatic[ally].” (Schmandt, §117.) As Rosenberg explains, “[a]n advantage of

this approach is that the request will be made automatically, without the need for

human action.” (Rosenberg, 8:64-65.)

The automatic URL redirection in Rosenberg was also “from a portion of a
page of the website accessed by the user computer,” with the “portion of a page
of the website” corresponding to a portion of a page of the website provided by
Server A 24A (“the website”) accessed by the user computer. As fully described
for claim 11(a), the HTML for the page at the Server A 24A website includes the
<FRAME SRC> attribute that points to the URL for Server B 24B. (Schmandt,
199; Rosenberg, 8:60-61). This <FRAME SRC> attribute in Rosenberg, which
causes the automatic URL redirection of the browser, was thus from “a portion of
a page of the website” because the attribute was a part of the HTML for a page of
the website provided by Server A 24A. (Schmandt, §118.)

The parties in the pending litigation have provided differing definitions for
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“URL redirection,” but Rosenberg readily satisfies both of those definitions or any
other reasonable construction. Patent Owner has argued that “URL redirection”
refers to “obtaining certain information for at least a portion of an accessed page /
site from a different location,” whereas Petitioner has argued that it means
“obtaining a requested webpage from a different location.” With respect to
Petitioner’s proposal, the “URL redirection” in Rosenberg requests and obtains a
complete webpage from a different location, i.e. from Server B 24B at
“http://www.search.com/cnet.cgi?3676778”. (Schmandt, 99119, 99.) Rosenberg
thus also satisfies Patent Owner’s broader construction because the “URL
redirection” requests and obtains “certain information for at least a portion of an
accessed page / site from a different location,” i.e., by obtaining content of an
accessed webpage/site from Server B 24B using the URL. (Schmandt, 4119.)
Finally, receipt of the partial profile from Server B 24B was “achieved as a
result of”’ the automatic URL redirection discussed above. This is because, in the
example above, it was the URL redirection from Server A 24A (from the <FRAME
SRC> attribute) that caused the user’s browser to contact and access the webpage
from Server B 24B in the first instance. This in turn enabled the user to request
news, product information and feature story pages from Server B 24B — thus
generating the “partial profile” as shown in Figure 3. (Rosenberg, Fig. 3.) Because

the “partial profile” reflects the user’s activity when accessing Server B 24B, and
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that access was facilitated by URL redirection from Server A 24A, the receipt of
that partial profile was “achieved as a result of” the URL redirection.

Rosenberg discloses the “achieved as a result of”’ limitation in another way.
As explained, the user activity received at database server 285 is stored based on the
unique user identification value, for example, Cookie ID #123 in Figure 3.
(Rosenberg, 5:63-65.) In the HTML frames example from Rosenberg in which the
user accesses Server B 24B by URL redirection from Server A 24A via
“http://www.search.com/cnet.cgi?3676778,” that URL causes the web browser to
send the user’s unique identification value (“3676778”) to Server B 24B.
(Schmandt, 9123; Rosenberg, 8:48-51, 5:36-38.) Server B 24B can then use this
unique user identification value to set a cookie for Server B 24B using the same
value. (Rosenberg, 5:40-49, 8:27-32.)

This unique identification value is critical to Rosenberg because it allows
database server 25 to store and retrieve tracking information on a user-by-user basis.
This 1s how, as shown in Figure 3, database server 25 can record tracking activity
for the same user for Server A 24A and Server B 24B. (Schmandt, 9122.) The
ability of Server B 24B to send “partial profile” information to database server 25
was thus achieved “as a result of” the URL redirection, because it was that URL
redirection that furnished Server B 24B with the user identification value that

database server 25 needed in order to receive the “partial profile” from Server B
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24B and store it in association with that user. (Rosenberg. Fig. 3, 5:63-65 (“The first

column of FIG. 3 specifies a ‘cookie ID #’, which is the previously discussed unique

identification number.”).) As explained for claim 11(c) immediately below, this user

identification value allows database server 25 to add tracking information obtained
from Server B 24B to the user’s maintained profile. (Schmandt, 99123-126.)

c. “automatically with the computer system

electronically adding the received partial profile to a

maintained profile believed to be related to the same
entity;”

Rosenberg discloses “a maintained profile” in the form of a profile at
database server 25 about the user (the “entity””), which includes information about
the user’s previous visits to servers 24, as well as demographic and other information
about the user, as explained previously. (Rosenberg, e.g., 3:30-37, 7:1-40, Fig. 7.)

Rosenberg discloses “electronically adding the received partial profile to
a maintained profile,” because the user tracking information received from
Server B 24B (“received partial profile”) is added to the maintained profile for the

user stored at database server 25. Referring again to Figure 3:

Cookie Last Visit Content Eec;uestedl: Last Visit Content Reqduested
D # to Server_A roduct eature | tg Server B Product | Feature
News | o Story = | NeWS o Story
123 4-9-96;18:25 2 5 0 7-4-96,16:23 1 7 3
Figure 3

(Rosenberg, Fig. 3 (highlighting added).) Rosenberg explains that “[t]he data

structure of FIG. 3 is simplified for the purposes of illustration. A typical data
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structure includes entries for previous visits, more specific entries regarding content
requests, and additional entries for a large number of servers.” (Rosenberg, 6:6-9.)
As noted, database server 25 can also store demographic information about the user.
(Rosenberg, e.g., 7:19-40, Fig. 7.) The collection of information maintained about
a user at database server 25 (including both the user activity and demographic
information) discloses “a maintained profile” for the user.

Figure 3 shows that the user tracking information from Server B 24B (“the
received partial profile”), as shown in green highlighting above, was “add[ed]” to
the maintained profile which, as shown in this example, also includes tracking
information about the user’s visit to Server A 24A. The “maintained profile” at
database server 25 would store other information, including user demographic
information, as explained. (Rosenberg, e.g., 6:6-9, 7:19-40, Fig. 7.)

The “maintained profile” in Rosenberg is also “believed to be related to the
same entity,” because it relates to the same user identified by Cookie ID #123,
corresponding to the above-mentioned unique identification number. (Rosenberg,
Fig. 3,5:63-65, 7:20-29; Schmandt, §125.) And as explained for claim 11(a), receipt
and storage of the partial profile, including adding it to a maintained profile, occurs

“automatically with the computer system.” (Schmandt, 49127, 94.)
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d. “automatically with the computer system generating
and storing an electronic record of which of the
plurality of unaffiliated third parties contributed to the
maintained profile particular profile attributes;”

As noted, when database server 25 receives user tracking information from an

individual server 24, it records which server provided the information. Referring

again to Figure 3:
Cookie | LastVisit  [-content PRequeSted Lot | CEMICTLRERLCHEr
ID # to Server_A roduct | Feature |5 server B Product | Feature
News || Story a G Info Story
123 | 4-9-96,18:25 | 2 5 0 7-4-96:16:23 | 1 7 3
Figure 3

(Rosenberg, Fig. 3 (highlighting added).) In this example, the tracking information
for the user identified by Cookie ID #123 is divided into “Last Visit to Server A”
and “Last Visit to Server B.” Rosenberg confirms that database server 25 could
also store “additional entries for a large number of servers.” (Rosenberg, 6:6-9.)

It therefore would have been obvious that database server 25 stores “an
electronic record of which of the plurality of unaffiliated third parties
contributed to the maintained profile particular profile attributes,” i.e., an
electronic record of which individual server 24 contributed particular user tracking
information (“particular profile attributes”) to the maintained profile for the user.
(Schmandt, 4128.) This also occurs “automatically with the computer system” as
explained for claim 11(a), because storage of the electronic record occurs as part of

the automatic storage at database server 25. (Schmandt, 4128, 94.)
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e. “wherein the maintained profile, including the added
partial profile, comprises data used in targeting third-
party advertisements to the user computer over the
global computer network.”

Rosenberg discloses and renders obvious that “the maintained profile” of
the user — including the newly-added user tracking information (“the added partial
profile”) — can be used to target advertisements to the user computer.

Figure 6 of Rosenberg, mentioned above, shows an embodiment in which
database server 25 sends user tracking information to Server B 24B to enable the

server to create a customized page. (Rosenberg, 6:59-67, Fig. 6.)

22 r?dA /-248 /- 25
Client Server_A Server_B Database

Computer

Perform Steps 70-86 as Shown in Figure 2

Request Page
From Server_B

110

116
r
Return db
Info

Fetch DB Info 9

118
’

Return Custom ¢ ‘
Page

Figure 6
(Rosenberg, Fig. 6.) Figure 6 shows “processing steps that can be used to generate

a response that is customized for the browser requesting the page of information.”

(Rosenberg, 6:59-61.) Step 112 determines that a cookie has been set for Server B
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24B, which is “followed by the step of server B fetching information from the

database 25 that is particular to this browser 34.” (Rosenberg, 6:65-67.)

This information includes the profile information discussed above, which
includes user activity with respect to previous website visits and demographic
information. (Rosenberg, 5:55-6:5, 7:1-9, 7:19-22.) This information is then
provided to Server B 24B, as shown in Steps 114 and 116 above. As Rosenberg
explains, “[t]he browser information database program 64,” which is part of database
server 25, obtains the profile information from the database and “passes this
information back to server 24B (step 116). Server 24B interprets this information

and return[s] a customized page to the client computer 22 (step 118).” (Rosenberg,

7:10-13.) “For example, if the content information indicates that the individual using

the specified browser requests a large amount of product information, the returned

page is generated to emphasize product information.” (Rosenberg, 7:13-17.)

Rosenberg thus discloses using the tracking information in the user’s maintained
profile (“the maintained profile, including the added partial profile”) to deliver
targeted information to the user computer. (Schmandt, §129.)

Rosenberg can also target based on demographic information in the

maintained profile. “The demographic information may also be used to provide

customized responses to page requests. As indicated above, customized responses

may also be based upon the previously discussed passive tracking information.”
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(Rosenberg, 7:41-46.) Rosenberg therefore discloses that “the maintained profile,

29

including the added partial profile,” i.e., all of the tracking and demographic
information in the maintained profile about the user, which includes the added partial
profile, “comprises data used in targeting third-party advertisements to the user
computer over the global computer network,” i.e., comprises data that is used in
creating customized responses (such as product information) that are provided to the
user’s computer over the Internet.

As noted for claim 11(a), although the example from Figure 6 above shows
profile information for the user being made available to Server B 24B, Rosenberg
makes clear that the profile information could also have been used by Server A 24A,
or any other cooperating server 24 in which a cookie has been stored with the unique
identifier. (Rosenberg, 7:51-55; Schmandt, 99129, 104.)

Rosenberg does not expressly state that its “customized responses” contain
“target[ed] third-party advertisements,” but this would have been obvious based

on Rosenberg. Rosenberg explains that one of the purposes of his invention is to

“allow editors and advertisers to tailor their content to users.” (Rosenberg, 3:6-8.)

It thus would have been obvious to implement Rosenberg to provide “customized
responses” in the form of third-party advertisements targeted based on maintained
profile information as explained above. (Schmandt, 4131.)

This would also have been obvious based on Rosenberg in further view of
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Zeff and Sterne. As explained for claim 11(a), Zeff and Sterne are analogous
references describing the Firefly Passport system which provides a profile sharing
service similar to database server 25 in Rosenberg. (Schmandt, §9109-111.) Zeff
and Sterne explain that Firefly Passports can be shared with websites and used for
targeting third-party advertisements. (Schmandt, §131; Zeff, pp.0057-0058 (“For an
advertiser, this means going beyond general demographic targeting and delivering
ads to individuals who have indicated (through their actions) an interest in the
product.”); Sterne, pp.00171-00172 (explaining that Firefly could use profile
information to recommend or promote movies, CDs, or other products to users).) It
therefore would have been obvious to implement Rosenberg for “targeting third-
party advertisements,” such as advertisements for products or services provided by
third parties.  (Schmandt, 9132.) Under the proposed combination, any
advertisement could have been targeted and delivered to the user, including an
advertisement for a product or service of a party different from the parties who own
and control database server 25 and each individual server 24. (/d.)

An ordinarily skilled artisan would have been motivated to use the
“customized responses” in Rosenberg to deliver targeted third-party advertisements
to obtain revenue from their display. Zeff explains that Internet advertising had by
1997 “grown to a $301 million industry, with revenue projections of $5 billion by

the year 2000.” (Zeff, p.0015.) This in turn would have motivated the parties that
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own, control and operate individual websites in Rosenberg, such as the websites of
Server A 24A or Server B 24B, to use the maintained profile to target third-party
advertisements to visitors in order to sell advertisement display placement to third-
party advertisers. (Schmandt, 9132.)

This motivation would have been further enhanced by the demographic and

behavioral targeting features of Rosenberg which, as explained, “allow editors and

advertisers to tailor their content to users.” (Rosenberg, 3:6-8.) As Zeff notes,
targeting and tailoring based on a user’s actions, which is precisely what Rosenberg
discloses, “means that the ads he or she sees are more likely to be for products of
interest.” (Zeff, pp.0057-0058.) This, in turn, would have resulted in better
responses by users to third-party advertisements, thus potentially increasing the
desire of third-parties to pay websites to display them. (Schmandt, §132.)

2. Claim 13: “The data storage medium of claim 11 wherein
the computer system electronically adding the received
partial profile to a maintained profile believed to be related
to the same entity comprises the computer system adding the
received partial profile to a maintained profile believed
related to the same entity on account of the received partial
profile and the maintained profile being related to the same
user computer.”

Claim 13 was largely covered by the discussion of claim 11 above. As

explained for claim 11(d), the user via its web browser 34 (the “entity”) is assigned

31r
1

a unique identification value (“i”) used to store information about the user.

(Rosenberg, 5:8-16.) Referring again to Figure 3:
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Cookie Last Visit Content Eec;uestedF Last Visit Content ReqduestedF
ID # to Server A roduct eature |5 Server B Product | Feature
News |6 Story = News e Story
123 4-9-96;18:25 2 5 0 7-4-96,16:23 1 7 3
Figure 3

(Rosenberg, Fig. 3 (highlighting added).) As explained, the first column (Cookie ID
#123) corresponds to the unique identification number for the user who accessed
individual servers 34 through a web browser (“entity’’). (Rosenberg, 5:63-65.) As
noted, the claimed “received partial profile” in Rosenberg corresponds to tracking
information obtained from Server B 24B, highlighted above in green.

The received partial profile in Rosenberg is added to the maintained profile
“on account of the received partial profile and the maintained profile being
related to the same user computer,” because the unique identifier in Rosenberg is
stored as a cookie at the user’s web browser, and thus, is specific to the web browser
on the user computer. (Schmandt, §135; Rosenberg, 7:62-8:11; see also id., 2:15-
21, 7:48-55.) Rosenberg thus discloses “adding the received partial profile to a
maintained profile believed related to the same entity,” i.e., adding the tracking
information for the user from Server B 24B to the maintained profile for the user at
database server 25, “on account of the received partial profile and the
maintained profile being related to the same user computer,” i.e., by using the
identification value that is particular to the user’s browser. (Schmandt, §135;

Rosenberg, 6:63-67.) In the example of Figure 3 above, the new tracking
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information from Server B 24B came from the browser assigned “Cookie ID #123,”

and thus, came from the same user browser (and thus the same user computer) from

which the other “maintained profile” information was received, including user

tracking information from Server A 24A and any demographic or other information
provided by this user via the user’s web browser. (Schmandt, 135.)

3. Claim 14: “The data storage medium of claim 13 wherein

the computer system determines that the received partial

profile and the maintained profile are related to the same

user computer by automatically reading a cookie on the user
computer.”

Claim 14 was largely covered in the discussion of claim 13. The 582 patent
describes a “cookie” as “[a] text (or alphanumeric) string that is put on a computer
hard disk of a visitor to a web site by the web site’s server.” (°582, 2:63-65.) This

description mirrors the form and function of the “Cookie ID #” in Figure 3:

Cookie | Last Visit Content Requested Last Visit Content Requested
D # to Server A Product | Feature |5 Server B Product | Feature
News | 1t Story B News 1 1nfo Story
123 4-9-96;18:25 2 5 0 7-4-96:16:23 1 7 3
Figure 3

(Rosenberg, Fig. 3 (highlighting added).) Rosenberg explains that “[t]he first
column of FIG. 3 specifies a ‘cookie ID #’, which is the previously discussed unique
identification number.” (Rosenberg, 5:63-65.) Rosenberg explains that Server A
24A and Server B 24B each cause a cookie to be stored by the browser containing

the same unique identifier, using standard techniques. (Rosenberg, 7:62-8:32.)

-55-

Page 55 of 237



Petition for Inter Partes Review of
U.S. Patent No. 8,244,582 B2

As fully explained for claim 11(a), database server 25 automatically receives
tracking information from each individual server computer 24, including Server B
24B. (Schmandt, 9992-94; Rosenberg, 5:57-59, 6:59-62, 7:7-9.) Rosenberg does
not disclose details about the physical transmission of tracking information from
Server B 24B to database server 25, but it would have been apparent and obvious
that database server 25 would have determined that the “received partial profile
and the maintained profile are related to the same user computer by reading a
cookie on the user computer.” (Schmandt, §9138-139.) This is because, as shown
in Figure 3, database server 25 stores the “received partial profile” from Server B
24B information in association with the user based on the unique cookie value (i.e.,
“Cookie ID #123”). It therefore would have been apparent and obvious that database
server 25 identifies the maintained profile for the user, in order to add the received
partial profile, by reading the cookie (i.e. “Cookie ID #123”) stored on the user
computer. (Rosenberg, 5:12-16 (“[T]he database 25 is accessible by each server

computer 24 in the network. Thus, the data associated with the unique identification

value ‘i’ is accessible by each server computer 24 in the network.”).) As noted, the

’582 patent describes a “cookie” as “[a] text (or alphanumeric) string that is put on
a computer hard disk of a visitor to a web site by the web site’s server” (582, 1:63-
65), which precisely describes the cookie in Rosenberg.

In fact, if database server 25 in Rosenberg did not receive and process
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(“read[]”) the cookie that was on the user computer (i.e. “Cookie ID #123”), it could
not store the “received partial profile” from Server B 24B in association with that
user — a feature that Rosenberg clearly has. (Schmandt, §139.) The determination
that the received partial profile and the maintained profile “are related to the same
user computer” would also have occurred “automatically” for the same reasons as
claim 11(a), as it would have been part of the process by which database server 25
receives and stores the “received partial profile.” (Schmandt, 49139, 94.)
Petitioner notes that claim 14 only requires that the “computer system,” i.e.,
database server 25 in Rosenberg, make the claimed determination ‘“by
automatically reading a cookie on the user computer.” The claim does not
require that the “computer system” directly read the cookie from the user computer,
and the ’582 patent expressly contemplates that the cookie can be provided to and
read by the computer system via an intermediate server. The *582 patent explains,

for example, that a third party can receive a cookie “from the server that installed

that cookie, or from another third party who so acquired the data from a chain of

parties going back to that cookie setting server, etc.” (°582, 3:1-6.) It would have

been obvious that, in Rosenberg, the cookie would have been provided to database
server 25 by Server B 24B, for example, when Server B 24B sends the tracking
information about the user (“partial profile”). Server B 24B, in turn, acquired that

cookie from the web browser when the user accessed the website using that browser.
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Database server 25 thus obtains and reads the cookie as obtained from Server B
24B, which as noted, satisfies claim 14. (Schmandt, 9140.)

4. Claim 15: “The data storage medium of claim 11 wherein

the indicia of instructions instruct the processor to perform

a method that further comprises: automatically with the

computer system electronically maintaining an electronic

record of which unaffiliated third party contributed, to the

maintained profile, the profile attributes used in targeting
the advertisements.”

Claim 15, like many other dependent claims, does not add much to claim 11.
Claim 11(e) recites that the “maintained profile” comprises “data used in
targeting third-party advertisements to the user computer over the global
computer network.” Claim 15 further requires “maintaining an electronic record
of which unaffiliated third party contributed, to the maintained profile, the
profile attributes used in targeting the advertisements.”

As explained for claim 11(e), Rosenberg discloses delivering targeted
advertisements to users based on user tracking information stored as part of the
“maintained profile” for the user at database server 25. (Schmandt, §9129-132.)
The “electronic record” for purposes of claim 15 takes the form of the records in
Rosenberg electronically maintained by database server 25 identifying which
individual server 24 (“which unaffiliated third party”) contributed the user

tracking information (“profile attributes). Referring again to Figure 3:
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Cookie | Last Visit Content PRequested Last Visit Content Requested
D # to Server_A roduct | Feature |45 Server B Product | Feature
News || Story a News | nfo Story
123 4-9-96:18:25 2 &) 0 7-4-96:16:23 1 7 3
Figure 3

(Rosenberg, Fig. 3 (highlighting added).) Figure 3 plainly confirms that database
server 25 maintains an electronic record of which individual server 24 (“unaffiliated
third party”) provided particular tracking information about that user. As shown,
the tracking information for the user identified by Cookie ID #123 is divided into
“Last Visit to Server_A” and “Last Visit to Server B.” Rosenberg confirms that
database server 25 could also store “additional entries for a large number of servers.”
(Rosenberg, 6:6-9.) In the example above, “the data structure tracks the content

requested during the last visit to the server A, which was on Apr. 9, 1996 (4-9-96)

at 6:25 p.m. (18:25). In this example, the user of the web browser requested two
pages of news and five page of product information. Similar data is available
regarding the last visit to server B.” (Rosenberg, 5:65-6:5; see also id., 7:2-7 (similar
description for Figure 7).) Database server 25 therefore “maintain[s] an electronic
record of which unaffiliated third party contributed, to the maintained profile,
the profile attributes used in targeting the advertisements,” because it stores and
maintains a record of which server 24 contributed user tracking information to the

maintained profile. (Schmandt, 9143.)
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As explained for claim 11(e), that user tracking information can be provided
from database server 25 to a server (such as Server B 24B or Server A 24A) and
used in generating customized information (such as targeted third-party
advertisements) for the user. (Schmandt, 99129-132; Rosenberg, 6:65-67, 7:10-17,
3:6-8.) Under the proposed combination, therefore, database server 25 keeps track
of which individual server 24 contributed the user tracking information that is used
in targeting the advertisements to the user. Finally, as explained for claim 11(a) and
11(d), maintaining this electronic record occurs “automatically with the computer
system,” because storage of the electronic record occurs as part of the automatic
storage process at database server 25. (Schmandt, 49143, 94.)

5. Claim 19: “The data storage medium of claim 11 wherein
the indicia of instructions instruct the processor to perform
a method that further comprises: automatically with the

computer system selecting profile attributes from the
maintained profile based on the source thereof.”

Claim 19 was largely covered in the discussion of claim 11(e). As noted,
database server 25 can select and transmit profile attributes to an individual server
24 (e.g., Server B 24B or Server A 24A), such as tracking information regarding
previous visits to websites and demographic information, to enable the server to
provide targeted information such as advertisements. (Schmandt, §9129-132.)

The profile attributes sent to server 24 are also selected based on “the source

thereof,” i.e., based on the particular user and web browser that generated them.
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Figure 6, as explained for claim 11(e), shows a step “of server B fetching information

from the database 25 that is particular to this browser 34.” (Rosenberg, 6:65-67.)

This information is then used by the receiving server 24 to generate a customized
response for the user. (Rosenberg, 7:13-17.) Rosenberg therefore discloses
“automatically with the computer system,” i.e., automatically with database
server 25, “selecting profile attributes from the maintained profile,” e.g.,
selecting user tracking or demographic information from the profile of the user at
database server 25, “based on the source thereof,” i.e., based on the user who
provided those profile attributes. (Schmandt, §9145-146.)

This applies to both types of profile attributes in Rosenberg, i.e., user tracking
and demographic information. With respect to tracking information, as explained,
database server 25 stores and retrieves it based on the unique identification number
of the user (e.g. “Cookie #123”). (Rosenberg, e.g., 5:8-16, 5:63-65, Fig. 3.) The
same is true for demographic information, which is also provided by the user and

then “passed to the database 25, along with the unique identification information.”

(Rosenberg, 7:20-28.) Database server 25 thus selects profile attributes from the

maintained profile “based on the source thereof,” as claimed.
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6. Claim 20: “The data storage medium of claim 11 wherein
the indicia of instructions instruct the processor to perform
a method that further comprises: automatically with the
computer system electronically reading a cookie previously
stored on the entity’s computer, as a result of the URL
redirection.”

Claim 20 was largely covered in the discussion of claims 13 and 14 above.
As explained, database server 25 automatically reads a cookie previously stored on
the entity’s computer when it receives tracking information about that user from
Server B 24B (“partial profile”). As also explained, it would have been obvious
that database server 25, as part of the process of adding the received partial profile
to the maintained profile, receives and processes the cookie (e.g. “Cookie ID #123”
in the example of Figure 3) in order to store received user tracking information in
association with the user. (Schmandt, 49138-140.)

The cookie was also “previously stored on the entity’s computer, as a
result of the URL redirection.” As explained for claim 11(b), using the HTML
frame example of Rosenberg in which the user accesses Server B 24B by URL
redirection from Server A 24A via “http://www.search.com/cnet.cgi?3676778”, the
URL causes the web browser to send the user’s unique identification value
(“3676778”) to Server B 24B. (Schmandt, 9123; Rosenberg, 8:48-51, 5:36-38.) In
one embodiment, Server B 24B then uses this unique user identification value to set
a cookie for Server B 24B using the same value. (Rosenberg, 5:40-49, 8:27-32 (“In

particular, the browser tracking module 48B [of Server B 24B] extracts the query
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string (the data after the ‘?°, in this example, the value ‘i’) from the request and

decodes it to yield i. The browser tracking module 48B delivers an HTTP header

that sets the cookie to i and returns any additional data that is required.”).) The

cookie was thus stored ““as a result of the URL redirection.” (Schmandt, 9149.)

C. Ground 2: Claim 16 Is Obvious Over Rosenberg in View of Zeff
and Sterne, in Further View of Farber

1. Claim 16: “The data storage medium of claim 11 wherein
the indicia of instructions instruct the processor to perform
a method that further comprises: automatically with the
computer system electronically determining whether the
received partial profile contains any profile attributes about
the entity that were not previously contained in a maintained
profile.”

As explained for Ground 1, Rosenberg discloses a system in which database
server 25 obtains a “received partial profile,” such as tracking information about a
user obtained from an individual server 24, and adds it to the “maintained profile”
for the user. But Rosenberg does not appear to disclose a further step of determining
whether the received partial profile contains “any profile attributes about the
entity that were not previously contained in a maintained profile,” so for this
feature, Petitioner has cited Farber (EX1006).

Farber describes techniques for detecting if a new data item (such as a new
file or database record) already exists in a system, and if so, either deleting the
duplicate data item or not adding the new data item to the system. Farber explains

that “when a processor (or some location) obtains a data item from another location
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in the DP [data processing] system, it is possible that this obtained data item is
already present in the system (either at the location of the processor or at some other
location accessible by the processor) and therefore a duplicate of the data item is
created.” (Farber, 2:47-52.)

Farber purports to address the issue by describing an additional identifier,
called a “True Name,” which is based on the actual data content of the data item.
(Farber, 32:54-60.) In one embodiment, the “True Name” is determined by using a
hashing algorithm, such as the well-known MD35 hashing algorithm, to calculate a
unique identifier for a data item based on its contents. (Farber, 12:54-13:19.) As
was well-known, a hashing algorithm mathematically processes input data to
generate a unique identifier (a fixed-length 128-bit identifier in the case of MD5),
which is often referred to as a “hash value” or “message digest” (MD). (Schmandt,
9958-59, 155.) This hash value is unique and specific to the input data, meaning that
the hashing algorithm will always generate the same value from the same input data.
Conversely, two different sets of input data should not, using a properly designed
hashing algorithm, generate the same hash value. (/d.)

Farber describes a process for “assimilating” a new data item into a data
processing system by calculating its True Name (using for example a hashing
algorithm) and adding it to a True File registry 126. (Farber, 14:40-50.) “If the data

item already exists in the True File registry 126, this will be discovered and used
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during this process, and the duplicate will be eliminated.” (Farber, 14:45-47.) This

beneficially results in the system “stor[ing] at most one copy of any data item or file
by content, even when multiple names refer to the name content.” (Farber, 14:48-
50; see also id., 33:4-9.) The True Name can also be applied to database records.
(Farber, e.g., 38:41-39:6 (“True Names would be equally valuable in a relational or
object-oriented database...”), 32:54-60.) This enables the database to “permit
efficient elimination of duplicate records.” (Farber, 38:45-53.)

Rationale and Motivation to Combine (Ground 1 Prior Art with Farber): It
would have been obvious to combine the prior art for Ground 1 (Rosenberg, Zeff
and Sterne) with Farber. (Schmandt, 4158.) The combination would have
predictably resulted in the system of Rosenberg under the proposed combination in
which database server 25 automatically computes and stores a content-based
identifier (such as a True Name in Farber) and stores it with user tracking
information received from an individual server 24.

Accordingly, under the proposed combination, when database server 25
receives “the received partial profile,” i.e., new tracking information about the user
from an individual server 24 as described for Ground 1, database server 25 would
determine if the “maintained profile” already includes the new tracking
information, e.g., based on having a True Name stored in the maintained profile that

matches the True Name calculated for the newly-received “partial profile.” The
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proposed combination would thus have resulted in “electronically determining
whether the received partial profile contains any profile attributes about the
entity that were not previously contained in a maintained profile,” because
database server 25 would have automatically determined if new tracking information
for the user received from server 24 (“the received partial profile”) was not
previously stored in the user’s maintained profile. If the maintained profile does not
already contain the received partial profile, database server 25 adds the received
partial profile to the maintained profile. Otherwise, the received partial profile may
be discarded and not stored. (Schmandt, §158.)

As explained for Ground 1, Rosenberg, Zeff and Sterne are analogous
references. (Schmandt, §111.) Farber is also an analogous reference in the field of
data processing systems and storage of information and would have been reasonably
pertinent to a problem faced by the inventor of how to implement the disclosed
feature of determining if received partial profile attributes match attributes already
stored by the system. (°582, 9:29-41; Schmandst, 4159.) More fundamentally, Farber
discloses a broadly-applicable technique for uniquely identifying items in a data
processing system based on their contents, which would have been reasonably
pertinent to a wide range of problems. (Schmandt, 4159.)

An ordinarily skilled artisan would have had two interrelated motivations to

combine. (Schmandt, §]160-164.) First, the proposed combination would have
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improved efficiency of database server 25 by avoiding storage of duplicate copies
of the same user tracking information. Farber provides an express motivation to
combine by explaining that, using the True Name identifier, the system would store
at most one copy of a particular data item. (Farber, 14:48-50, 33:4-9.) This would
have ensured that database server 25 stores received user tracking information only
when it actually represents new information that has not been previously stored, thus
improving system efficiency. (Schmandt, §160.)

An ordinarily skilled artisan would have appreciated it was common for
computer systems connected over a complex network such as the Internet to receive
duplicate copies of the same information. (Schmandt, §161.) This would have been
familiar to anyone who had ever received multiple copies of the same email message.
In the context of the proposed combination, an ordinarily skilled artisan would have
recognized numerous well-known scenarios that could have resulted in database
server 25 receiving multiple copies of the same user activity information from an
individual server 24, including communication failures, delays and other disruptions
in the network. (Schmandt, qY161-162.) The techniques of Farber would have
enabled database server 25 of Rosenberg to detect when, for whatever reason, it
receives duplicate user activity information from an individual server 24,
beneficially enabling database server 25 to avoid adding that duplicate information

to the maintained profile. (Schmandt, §163.)
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And this would have provided a second clear benefit to the system of
Rosenberg — increasing the relevance of targeted advertising. As explained for
Ground 1, Rosenberg discloses using the user tracking information to provide
customized information such as targeted advertisements to the user. (Schmandt,
9129-132; Rosenberg, e.g., 7:10-17.) But if database server 25 receives and stores
multiple copies of the same tracking information about the user, database server 25
will have an inaccurate and/or skewed record of the user’s prior activity, thus
potentially distorting any targeting that relies on prior user activity. (Schmandt,
9164.) The techniques of Farber would thus have improved Rosenberg by
preventing storage of duplicate user tracking information, thus increasing the
accuracy of targeting and the relevance of targeted information. (/d.)

An ordinarily skilled artisan would have had a reasonable expectation of
success, and the proposed combination was fully enabled. (Schmandt, §165.)
Hashing algorithms such as MDS5 were well-known, and computing a hash value for
received partial profile information, and storing that value in database server 25,
would have been trivially simple. (/d.) For example, each new record associated
with a visit to an individual server 24 could have been stored alongside an MD5 or
other hash value that uniquely identifies the contents of that record, which in turn
could have been used by database server 25 to detect subsequent receipt (and thus

prevent storage) of duplicate information. (/d.)
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D. Grounds 3-4: Obviousness in Further View of Merriman

Grounds 3-4 address a potentially narrow construction of claim 11(a), which
recites in relevant part “electronically receiving at a programmed computer

system... a partial profile of an entity that uses a user computer... and accessing

a_website.” As explained for claim 11(a) in Ground 1, database server 25 of
Rosenberg (“a programmed computer system”) receives tracking activity about a
user (“a partial profile of an entity that uses a computer”) reflecting the user’s
activity on a particular website. (Schmandt, 991-94.)

Claim 11 does not appear to require that the programmed computer system
receive the partial profile while the entity is currently accessing a website. Nothing
in claim 11 appears to preclude a system where the “partial profile” is received after
the entity’s access to a website. Nevertheless, as explained for claim 11(a), it would
have been obvious that the partial profile in Rosenberg could also have been received
by database server 25 during user access to Server B 24B, for example, if the user
accessed Server B 24B “when network traffic is light.” (Rosenberg, 5:59-62;
Schmandt, 994.) Petitioner has nonetheless cited to Merriman in the event Patent
Owner were to argue for a narrow interpretation requiring that the programmed

computer system receive the partial profile while the entity is currently accessing a

website, and if Patent Owner further argues that Rosenberg alone does not disclose

such a requirement. For all other limitations of all challenged claims, the mapping
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for Grounds 1-2 remains applicable. (Schmandt, 44166-168.)

Merriman (EX1008) relates to targeted advertising techniques. (Merriman,
2:5-6.) Merriman describes a technique for “re-targeted advertising” in which an
advertisement is selected for a user based on the user’s prior interactions at the
advertiser’s website. (Merriman, 3:20-34.) Merriman relies on a technique similar
to Rosenberg in which user actions at a website are logged and reported to a central
server for storage. But unlike Rosenberg, Merriman does not just disclose periodic
reporting of user actions to a server — it also discloses reporting user actions in real-
time as the user is currently accessing a website:

To implement re-targeted advertising, a list of actions of each visitor at
each advertiser’s site is collected and reported back to the

advertisement server. In one embodiment, the advertiser’s web site

reports activity in real time. In another embodiment, the advertiser’s

web site keeps a user log file of visitor activity and reports the user log

file back to the advertisement server. Reporting of user log files may

be by email or any other file transfer technique back to the
advertisement server, where the user log files and other user data are

merged.

(Merriman, 3:35-43.) With respect to the non real-time technique discussed above,
it operates similarly to Rosenberg, i.e., activity information is periodically sent as

often as necessary. (Merriman, 4:45-50.)
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But for the real-time reporting embodiment of Merriman mentioned above,
particular tags (called “spotlight tags”) are embedded on specific pages of the
advertiser’s website containing a redirect message to the advertising server.
(Merriman, 4:51-5:2.) As a result, “the advertiser web site 16 provides real time

reporting of user activities while the user is in the advertising web site 16. The

advertising server 14 assembles the activity list for each user.” (Merriman, 4:66-
5:3.) Merriman discloses an alternative embodiment for real-time reporting that uses
an intermediate proxy server that sits between the user’s web browser and the
advertiser’s website. (Merriman, 5:3-8.) But as shown below, the particular
technique employed to implement real-time reporting is not critical to the proposed
combination, as an ordinarily skilled artisan could have employed any number of
other known and suitable methods. (Schmandt, 49171, 179.)

Rationale and Motivation to Combine (Ground 1 and Ground 2 Prior Art
with Merriman): It would have been obvious to combine the prior art cited in
Ground 1 (Rosenberg, Zeff, and Sterne) and Ground 2 (Rosenberg, Zeff, Sterne,
Farber) with Merriman. (Schmandt, 94172-178.) The combination would have
predictably resulted in the system of Rosenberg under the proposed combination
discussed for Ground 1 and Ground 2, in which database server 25 receives real-
time tracking information about content requested by a user of Server B 24B while

the user is currently accessing a website. The proposed combination would therefore
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have resulted in database server 25 receiving “a partial profile of an entity that

uses a user computer coupled to the global computer network and accessing a

website,” to the extent the claim is interpreted to require receiving the claimed
partial profile at the same time the user is accessing a website. (Schmandt, §172.)

As explained for Ground 1, the claimed “a website” in Rosenberg
corresponds to the website provided by Server A 24A, which provides URL
redirection (via HTML frames) that enables the user to access the website provided
by Server B 24B. (Schmandt, §995. 100.) Under the proposed combination with
Merriman, tracking information about content requested by a user of Server B 24B
would have been transmitted in real-time to database server 25, in response to user
actions on that website, while the user was currently accessing the websites provided
by both Server A 24A and Server B 24B, as both are simultaneously being viewed
and accessed by the user in separate frames within the same window in the user’s
browser. (Schmandt, 49173, 100.)

As noted, Rosenberg, Zeff, Sterne and Farber are analogous references.
(Schmandt, 99111, 159.) Merriman is also an analogous reference in the field of
Internet advertising and storage of profiles having informational attributes about
each user. (Schmandt, 4174.) Merriman would also have been reasonably pertinent

to a number of problems facing the *582 inventor, including how to collect and store
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profile information of individual users in a central repository, and enable that
information to be used to target advertisements. (/d.)

An ordinarily skilled artisan would have had a clear motivation to combine —
to improve the accuracy of the targeting of advertisements. As noted, database
server 25 of Rosenberg would have received user tracking information from
individual servers 24 on a periodic basis, “typically at the end of a day or at other
times when network traffic is light.” (Rosenberg, 6:59-62; see also id., 7:7-9.)
Depending on the timing of when tracking information is transmitted, database
server 25 may not have the most up-to-date tracking information about users.
(Schmandt, q175.) Take a scenario in which (1) a user visits the website of Server B
24B and requests several various pages of content, (2) moments later the user
navigates to another participating website, let’s call it Server C, which asks database
server 25 for the tracking information about the user and uses it for targeting based
on the teachings of Rosenberg, and (3) at some point after that, Server B 24B sends
the tracking information about the user to database server 25 for storage. Under this
scenario, Server C at step (2) did not receive the most up-to-date tracking
information about the user because what it received did not reflect the user’s recent
activity at Server B 24B This, in turn, could have resulted in Server C relying on
stale user activity data, resulting in selection of advertisements not reflecting the

user’s current interests. (Schmandt, §175.)
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But this problem disappears under the proposed combination with Merriman,
because database server 25 would instead have received and stored the user tracking
information at the time the user accessed Server B 24B, thus making that
information immediately available to Server C for tracking purposes at step (2)
when the user navigates to the Server C website. (Schmandt, §176.) The benefit of
real-time reporting of user activity information would have been apparent and
obvious; when targeting advertisements to a user based on its activities on a website,
in the vast majority of cases, it is far more important to know what the user did five
minutes ago than what the user did five hours ago, or five days ago. (/d.)

An ordinarily skilled artisan would also have appreciated that there are only a
finite number of solutions to the problem of when to update a database to incorporate
new information, with the two best-known approaches being real-time or immediate
update with new information as it comes into existence (as disclosed in Merriman),
and periodic update (as disclosed in Rosenberg and an embodiment in Merriman).
(Schmandt, §177.) These two approaches date back to the earliest days of modern
computing, but ordinarily skilled artisans would have appreciated that the “real-
time” approach, regardless of the underlying application, has the benefit of keeping
the database more up-to-date. (/d.) And although the real-time technique could have

potentially consumed more network resources, the benefit of real-time updates to
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database server 25, and the resulting improvement in advertisement targeting, would
have outweighed any potential downsides. (Schmandt, q178.)

An ordinarily skilled artisan would have had a reasonable expectation of
success in implementing the fully-enabled proposed combination. (Schmandt,
179.) Record and logging user actions was a built-in feature of most web server
software, and it would have been trivial to adapt a web server to provide a continuous
update of user activity to another server. (/d.)

VII. CONCLUSION

Petitioner respectfully requests IPR institution.

Dated: August 19, 2022 Respectfully submitted,
COOLEY LLP By: [/ Heidi L. Keefe /
ATTN: Patent Group Heidi L. Keefe

1299 Pennsylvania Avenue NW Reg. No. 40,673

Suite 700 Counsel for Petitioner

Washington, DC 20004
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Fax: (650) 849-7400
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l. INTRODUCTION

The Petition should be denied on the merits, as none of its grounds is likely
to succeed. The Petition relies only on the Rosenberg reference in each of its
grounds for the “partial profile” limitation of independent claim 11 of the 582
Patent, the sole challenged independent claim, from which all other challenged
claims depend. The Petition does not establish that reception of Rosenberg’s
alleged “partial profile is achieved as a result of automatic URL redirection,” as
required by all challenged claims.

Specifically, under the Petition’s theory, any reception of the alleged “partial
profile” would be achieved only as a result of user action that would need to occur
after the redirection, which user action is required in order to generate the alleged
“partial profile,” and which user action will likely not even occur (such that no
alleged “partial profile” will likely be received). The Petition does not explain how
it is the URL redirection, rather than the intervening user action (which may or
may not occur), that results in any reception of profile data. Indeed, the Petition’s
theory on this point is directly inconsistent with Petitioner’s own admissions in a
co-pending proceeding before the Board that, under such a scenario, redirection
could not result in transfer of profile information. Institution should thus be

denied.
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II.  OVERVIEW OF THE °582 PATENT

The ’582 Patent discloses that its claimed invention relates generally to a
“method directed to brokerage of attributes of information.” Ex. 1001 at 1:29-31.
According to the *582 Patent, “[a]dvances in database technology have given rise
to commerce in records, files and databases, per se. For example, paying for a
database credit check for an individual or buying a mailing list have become
common practice.” Id. at 1:35-38. The ’582 Patent further discloses that
“[u]nfortunately, the current state of information commerce is focused on the sales
of whole databases, whole records, or evaluations based on single or clusters of
records.” Id. at 1:57-59. The *582 Patent indicates this is a problem because, in
“applications where specific attributes of information strongly affect the value of
evaluations, there is a need in the art for commerce in such attributes. For example,
in targeted advertising, every attribute, which substantially affects the probability
of that advertisement’s success, innately has a discrete economic value.” Id. at
1:59-65.

The ’582 Patent solves this problem by utilizing “a descriptive-profile
mercantile method, for use at a juncture in a data communications topology having
associated therewith a maintained databank of partial profiles.” Id. at 3:30-33. The
’582 patent teaches that those maintained profiles may be updated by combining

previously maintained profile information with additional profile information
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about a given visitor that has been obtained as a result of redirection from a portion
of a website page of a third party. For example: “By redirecting a portion of the
visitor’s page to the server, the visitor’s browser reports to the server a cookie the
server put on the visitor's computer in the past, if any.” Id. at 4:5-8. That technical
process allows consolidation of profile information about a given visitor, thereby
adding value to a maintained profile, which can have use, as indicated, in targeted
advertising.

Claim 11 is the sole independent claim challenged by the Petition, and all
other challenged claims depend from it. Claim 11 recites:

11. A tangible, non-transitory data storage medium comprising
indicia of instructions for a processor to perform a method of
collecting profiles of Internet-using entities, the method comprising:

(a) electronically receiving at a programmed computer system
coupled to a global computer network, from at least one server
controlled by one of a plurality of unaffiliated third parties, a partial
profile of an entity that uses a user computer coupled to the global
computer network and accessing a website, which partial profile is
available to one of the third parties and contains at least one profile
attribute related to the entity, and automatically with the computer
system storing the received partial profile;

(b) wherein receiving the partial profile is achieved as a result
of automatic electronic URL redirection from a portion of a page of

the website accessed by the user computer;
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(c) automatically with the computer system electronically
adding the received partial profile to a maintained profile believed to
be related to the same entity;

(d) automatically with the computer system generating and
storing an electronic record of which of the plurality of unaffiliated
third parties contributed to the maintained profile particular profile
attributes;

(e) wherein the maintained profile, including the added partial
profile, comprises data used in targeting third-party advertisements to

the user computer over the global computer network.

Id. at claim 11.
I1l. LEVEL OF ORDINARY SKILL IN THE ART

The Petition proposes that a person of ordinary skill in the art (“POSITA”)
in the field of the ’582 Patent “would have possessed a bachelor’s degree in
electrical engineering or computer science, and two years of work experience in
the field of network-based computer systems, such as systems for sending and
receiving information over local networks and wide area networks (such as the
Internet or World Wide Web). A person could also have qualified with more
formal education and less technical experience, or vice versa.” Pet. at 12. For
purposes of this preliminary response, Patent Owner does not challenge this

definition.

4
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IV. CLAIM CONSTRUCTION

Petitioner states that it “does not believe an express claim construction is
necessary at this time for this IPR.” See id. at 13. Patent Owner agrees that claim
construction is not necessary to resolve any issue for institution and that the plain
and ordinary meaning of the claim language should be applied.

V. THEPETITION FAILS TO SHOW INVALIDITY OF ANY CLAIM.

All challenged claims require “electronically receiving ... a partial profile ...
wherein receiving the partial profile is achieved as a result of automatic electronic
URL redirection.” Ex. 1001 at claim 11. The Petition, however, fails to establish
how what it maps to the “redirection” of the claims can “result” in receiving what
the Petition identifies as the “partial profile.”

In each of the Petition’s grounds, the Petition relies exclusively on
Rosenberg for an alleged disclosure of ‘“electronically receiving ... a partial
profile ... wherein receiving the partial profile is achieved as a result of automatic
electronic URL redirection.” A description of certain relevant portions of
Rosenberg’s system is provided below, followed by a brief summary of the

Petition’s theory as to how Rosenberg supposedly satisfies the “receiving ... a

! The Petition relies on Zeff and Sterne only for the requirements of “unaffiliated

third parties” and “target[ed] third-party advertisements.” See Pet. at 37-42, 51-53.
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partial profile ... as a result of automatic electronic URL redirection” limitation.
With that background, this preliminary response then identifies the numerous
reasons the Petition’s theory cannot succeed.

A.  Background of Rosenberg

Rosenberg generally describes a system in which a given number of server
computers 24A-24N “cooperatively observe a common protocol” that allows those
computers to “track web browsers across distinct domains.” Ex. 1003 at 4:52-64.
Rosenberg’s “common protocol relies upon a common database of information”
for server computers 24A-24N, and the common database is contained in “server
computer 25.” Id. at 4:55-57. Rosenberg’s Figure 1 illustrates the general structure

of this system:
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Id. at Fig. 1. Although Rosenberg’s Figure 1 illustrates only two server computers
24A and 24B, Rosenberg teaches that a “typical embodiment” would include
“server computers 24A through 24N.” Id. at 4:16-20. Rosenberg’s Figure 1 also
shows “client computer 22,” which is “a standard computer” that includes “a web

browser” that is “used to communicate with remote server computers 24.” Id. at

4:7-15.
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Rosenberg’s “common protocol” takes effect when client computer 22
requests a web page hosted by one of the servers 24A-24N. This is illustrated in
Rosenberg’s Figure 2 at step 70, where “Client Computer 22” performs the step of

“Request[ing] Page From Server_A™:

!/' 22 '/—24.3\ ’/—-243 /- 25
Client Server_A Server_B Database
Computer

Request Page
From Server_A

{
70
Return Page
76
r
Generate
Unique id hlu "
78 0
v o r
Launch *i" > Create Entry
data to db for “i"
v~
Set Cookief
Return Page
o i
Convey Unigue Set Cookia
1D Info to Server > '

Id. at Fig. 2. After the user requests a page from Server_A, Server_A evaluates in
step 72 whether a cookie has already been placed on client computer 22. Id. at 5:5-
6, Fig. 2. If a cookie has already been placed, Server A returns the requested
webpage, and no further action is needed. Id. at 5:7-8. If no cookie exists, however,

Server_A generates a unique identifier “i” and sends that identifier to database 25
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so that the database can create a database entry for identifier “i.” 1d. at 5:8-12. The
next step is to “set a cookie [on the client computer] corresponding to the unique
identification value and return a page of the requested information” in step 82. Id.
at 5:17-19. In step 82, however, “the returned page includes instructions to convey
the unique identification information to additional server computers that are
observing the same protocol,” as illustrated in step 84. Id. at 5:21-26. Rosenberg
teaches that, although Figure 2 displays only Server B receiving the unique
identification information “[f]or the purpose of simplicity,” the unique identifier is
actually sent “to each server in the network of servers that is operating in
accordance with the invention.” Id. at 5:21-33.

Rosenberg elsewhere describes the specific mechanism by which the unique
identifier “i” is sent to the other servers (such as Server B), namely by an
embedded HTML object “that references another server computer, say server
computer B 24B.” See id. at 8:12-34 (explaining that there are “several ways in
which an HTML reference to another site can be embedded in a page”). Although
Rosenberg provides several examples of how the unique identifier “i” may be
transmitted to Server_ B, the Petition focuses primarily on just one embodiment:
Server_A generates a page that creates multiple “frames, one of which references a

page on another site [e.g., a site provided by Server B].” Id. at 8:56-65 (describing

the use of frames for this purpose); Pet. at 28-34, 42-46 (relying on Rosenberg’s
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teachings regarding frames). According to the Petition, this embodiment creates a
scenario where, when a user navigates to the webpage provided by Server A, the
user’s browser will display both the webpage of Server A and the webpage of
Server_B at the same time.

At pages 32-33, the Petition shows a “mock-up” of how Petitioner contends
a request to a website provided by Server A would appear in a user browser, such
that both the page from Server A and the page from Server B would be visible
simultaneously. The Petition emphasizes that the frame for Server_B would be
opened without any user request to access the Server B webpage. See Pet. at 43

(“As Rosenberg explains, ‘[a]n advantage of this approach is that the request will

be made automatically, without the need for human action.”) (quoting Ex. 1003 at

8:64-65) (emphasis in original).

The result of Server A’s creation of a frame on the user’s computer is
Server B receives the identifier “i” and sets a cookie with “i” on the client
computer. See Ex. 1003 at 5:21-42 (explaining that the page returned by Server_A
“includes instructions to convey the unique identification information to additional
server computers,” and that “[d]ifferent techniques for achieving this operation are
discussed below”); id. at 8:12-9:24 (discussing different techniques for
transmitting identifier “i” to Server B); id. at 5:40-54, 7:66-811 (explaining that as

a result of Server B’s reception of the unique identifier, “server 24B will not

10

Page 89 of 237



IPR2022-01436 POPR
U.S. Patent No. 8,244,582

generate a unique identification value, but will rely upon the value established by
server 24A” when placing a cookie on the client computer).

Now that both Server_A and Server_B have placed a cookie on the user’s
computer with the same identifier “1” (e.g., cookie ID “123”), both of those servers
can update database 25 with information about “Content Requested” by a user
accessing the webpages provided by Server A and Server B. Rosenberg teaches
that the information used to generate the database entries is “passed from the
access logs of the server computers [24A-24N] to the database 25, typically at the
end of a day or at other times when network traffic is light.” 1d. at 5:55-62. The
type of information stored in the database is illustrated in Rosenberg’s Figure 3,

reproduced below:

Cookie | Last Visit Content Eequested Last Visit Content Requested
ID # to Server_A roduct | Feature |5 Server B Product | Feature
News | nfo Story o News | |t Story
123 4-9-96;18:25 2 5 0 7-4-96:16:23 1 7 3
Id. at Fig. 3.

Notably, Rosenberg teaches that these database entries reflect what “the user
of the web browser requested” (id. at 5:63-6:5) during the user’s visits to each
webpage. Rosenberg thus excludes from the “Content Requested” fields of the
database any actions that the user did not specifically request (such as, e.g., the

€619

actions related to Server A’s communication of the unique identifier “i” to

11
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Server_B, to the extent those actions occur automatically without user action). See
Ex. 1002 193 (explaining that the “tracking information about user activity from
Server B” “provides a portion of the attributes attributable to a user, i.e., the
user’s activity when accessing Server B 24B”) (emphases added).

The exclusion in Rosenberg makes good sense, because the purpose of
Rosenberg’s system is to gather information about user behavior. The fact that
Server A sent the user’s browser to Server B without the user’s consent does not
reflect any user behavior with respect to Server_B. See, e.g., Ex. 1003 at 3:25-28
(“The method of the invention allows a web browser to be passively tracked so that
the content preferences and interests associated with the individual using the web
browser can be identified.”) (emphasis added); id. at 3:33-37 (“This cumulative
information defines content preferences and demographics associated with the
individual using the web browser. This information can be used to provide
responses tailored toward the individual using the web browser.”); id. at 3:6-8
(specifying a goal of “editors and advertisers ... tailor[ing] their content to users”)
(emphasis added).

B.  The Petition’s Theory

Under the Petition’s theory, when a user visits a website of Server_A (which
website the Petition maps to “a website” of claim 11 (see Pet. at 33-34)), Server_A

causes the user’s browser to display two separate frames, one for the website

12
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provided by Server_A and one for the website provided by Server B. Id. at 32-33.
The frame displaying the website provided by Server B also causes the user’s

731D
1

“web browser to send the user’s unique identification value” (e.g., “i”” or cookie ID
“123”) “to Server B” so that Server B “can then use this unique user identification
value to set a cookie for Server B 24B using the same value.” Id. at 45. According
to the Petition, Server A’s provision of a frame that displays the website provided
by Server_B supposedly constitutes the “URL redirection” of the challenged
claims. See id. at 42-43.

The Petition further maps the “partial profile” of the challenged claims to
“[t]racking information about content requested by a user who is accessing
Server B.” Id. at 22. According to the Petition, a “partial profile” is generated after
the alleged redirection using frames from the website provided by Server A.
Specifically, the Petition alleges that the alleged redirection using frames “enabled
the user to request news, product information and feature story pages from
Server_B.” Id. at 44. That allegation makes clear that, under the Petition’s theory,
the redirection must precede the collection by Server B of tracked user requests

for news, product information, and feature story pages, which constitutes the

alleged “partial profile.” See id.

13
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C. Under the Petition’s application of Rosenberg, “receiving the
partial profile” is not “achieved as a result of automatic URL
redirection.”

As noted above, the Petition alleges that a user is redirected to Server B
from Server A when Server_ A creates a frame in the user’s browser where the
source code for the frame points to a webpage provided by Server_B. The Petition
thus contends that, if a user then requests “news, product information [or] feature
story pages from Server B using the aforementioned frame, database server 25
receives the “partial profile” information that results from such user requests “as a
result of automatic URL redirection.” Id. Although the Petition does not propose
any interpretation of “result of,” the Petition sets forth no valid theory or
understanding under which “receiving the partial profile” could be fairly
understood to be “a result of automatic URL redirection.”

The Petition’s theory fails, first, because to the extent any “partial profile” is
received after the alleged redirection, that reception is caused by intervening user
interaction in the time period between the alleged redirection and the reception of
the profile information. Specifically, the Petition is clear that its theory is based on
redirection enabling the user to, thereafter, generate the partial profile. See id.
(contending that the alleged redirection “enabled the user to request news, product

information and feature story pages from Server B—thus generating the ‘partial

14
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profile’”). Notably, the Petition does not contend that the user must request news,
product information or feature story pages from Server B following the alleged
redirection (and of course Rosenberg’s system would have no way of controlling
user action such that a mandatory requirement would even be possible).? Thus, the
Petition’s theory here acknowledges that, at the time of the alleged redirection, the
partial profile information does not yet exist, and can only exist in the future (such
that it can only be later received by database server 25) if the user decides to
“request news, product information and feature story pages from Server B—thus

generating the ‘partial profile.”” 1d. The Petition provides no explanation for why

2 This is not just a remote possibility. To the contrary, the likely scenario is that a
user would not request additional information from Server_ B, because, under the
Petition’s theory, the user is sent to Server B without the user’s request or consent.
There is no reason to assume that a user would have had any interest in content
provided by Server_B, and thus there is no reason to assume that the user would
request any content from Server_B even after Server A creates a frame allegedly
displaying the Server B website in the user’s browser. Indeed, Rosenberg itself
provides no teaching or discussion of any user requesting content from Server B
after Server_A opens up a frame for Server B’s webpage without the user’s

request or consent.

15
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Server A’s alleged redirection to Server B can be fairly said to “result” in
database server 25 receiving profile data, where even after the alleged redirection
the user will likely not take the steps necessary for database server 25 to receive
the profile information.

The Petition certainly provides no support for any interpretation of the
claims under which whether redirection “results” in a particular event depends on
whether or not an unpredictable user takes a specific set of actions between the
redirection and the following event. To the contrary, all examples in the
specification of the *582 Patent show that the redirection directly transmits partial
profile information to the receiving entity without any intervening user action
needed between (1) the redirection and (2) the subsequent reception of the partial
profile. See Ex. 1001 at 11:62-12:4 (“Initially a user will interface with the system
by providing the system’s databank with a partial profile .... The user [then]
enables the server attached to the databank to receive the cookie it installed by
redirecting a portion of the visitor page to the databank’s server.”) (emphases
added); id. at 4:2-8 (“The web-site forwards particulars from the visitor’s
credentials (a partial profile), as well as (optionally) a redirect to a portion of the
visitor’s page to a server .... By redirecting a portion of the visitor’s page to the
server, the visitor’s browser reports to the server a cookie the server put on the

visitor’s computer in the past, if any.”) (emphasis added).

16
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Indeed, the untenability of the Petition’s position in this regard is shown by
the Petition’s inconsistency with Petitioner’s own arguments in a co-pending
proceeding before the Board (IPR2022-01481), challenging the validity of a
commonly-owned patent with a priority date of the same year as the 582 Patent.
Specifically, Petitioner argued in the co-pending proceeding that URL redirection
cannot “result” in transfer of “profile data” to another computer, so long as the
redirection occurs before the profile information is generated:

Redirection through a URL in this manner would not have resulted in
any profile information relating to the visiting being transferred. . . .
For purposes of claim 1(a), the step of ‘at a first time, redirecting the
visitor computer to an ad network computer,” corresponds in Meyer to
the URL redirection described above performed by a visitor who is

not yet a member, and thus, occurs before the member has provided

any profile information to the system. Redirection of the visitor to the
service provider computer (‘ad network computer’) at this point in
time, therefore, could not have resulted in ‘transfer[] to the ad
network computer any profile information related to the visitor,’
because even if URL redirection in Meyer could cause transfer of
profile information (which it cannot), no such information would
have been available at the point in time when such redirection

occurred.

Meta Platforms v. AlmondNet, Inc., IPR2022-01481, Paper No. 1 (“-1481

Petition”) at 27-28 (underlining in original, other emphases added, internal

17
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citations omitted).

Thus, Petitioner’s allegations in the -1481 Petition are directly inconsistent
with its allegations in this Petition. Furthermore, as noted above, the Petition’s
theory regarding how Rosenberg’s alleged “redirection” allegedly results in
reception of a partial profile not only has the “redirection” take place before the
alleged partial profile information is generated, but additionally requires that an
unpredictable user take particular actions between after the alleged “redirection” in
order for the alleged partial profile to be generated (and ultimately received).

The Petition’s theory further fails under any other reasonable interpretation
of “receiving ... as a result of automatic URL redirection,” because the alleged
redirection is neither a necessary nor a sufficient condition for Rosenberg’s
database server 25 to receive the alleged partial profile. The alleged redirection is
not a sufficient condition for reception of the “partial profile,” because as
explained above, the redirection can (and likely will) occur without the alleged
“partial profile” ever being generated or received by Rosenberg’s database server
25 (e.g., when the user chooses not to request any information from Server B
following the alleged redirection).

The alleged redirection is also not a necessary condition for database server
25 to receive the alleged “partial profile.” As the declaration in support of the

Petition acknowledges, it is “possible that the user in Rosenberg could have

18
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directly navigated to and accessed Server B 24B via its web browser without
accessing the frame-based webpage provided by Server A 24A (for example by
entering the URL for Server B 24B into the web browser address bar).” Ex. 1002
101 (emphasis added). Under this scenario, Server_B would assign its own unique
identifier to the user and would provide the alleged partial profile for the user to
database server 25. See Ex. 1003 at Figs. 4-5; id. at 6:23-58 (explaining that if a
user navigates to Server B and Server B has no record of a previous unique
identification value assigned to the client computer 22, Server B will assign its
own unique identification value (e.g., 4 or Cookie ID “456) and submit partial
profile information to database 25 using that unique identification value). Thus,
because a user in Rosenberg’s system can navigate to the webpage provided by
Server_B without the alleged redirection, and database 25 would in that scenario
still receive profile data describing the user’s actions from Server B, the alleged
redirection is not a necessary condition for database server 25 receiving the alleged
“partial profile” from Server B.

For the above reasons, reception of the alleged partial profile information is
simply not “as a result of” the alleged redirection under any reasonable
interpretation. As explained above, in Rosenberg, URL redirection may occur
without database server 25 receiving the alleged partial profile, because the

receiving depends upon a user to take additional action that is likely to never occur.

19

Page 98 of 237



IPR2022-01436 POPR
U.S. Patent No. 8,244,582

Conversely, database server 25 may receive profile information describing the
user’s activity on Server B in the absence of the alleged redirection, depending
again on particular user action.

Despite the direct inconsistency between this Petition’s theory and
arguments presented by Petitioner in the -1481 Petition, and despite the fact that
the alleged URL redirection is neither necessary nor sufficient for Rosenberg’s
database server 25 to receive the alleged partial profile information because
unpredictable user action can cause (or not cause) the reception of the partial
profile to occur with (or without) the alleged redirection, the Petition nevertheless
alleges that the alleged partial profile was received “as a result of automatic URL
redirection.” The Petition presents two arguments in support of this theory, both of
which fail.

First, the Petition contends that the alleged redirection results in the receipt
of the partial profile information because, supposedly, the redirection “enabled the
user to request news, product information and feature story pages from Server_B
24B—thus generating the ‘partial profile’” that may later be received. Pet. at 44-
45. However, this only confirms the problem with the Petition’s theory discussed
above—that the Petition’s theory requires a “user to request news, product
information [or] feature story pages from Server B” following the alleged

redirection in order for the alleged partial profile to be received. The Petition
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simply provides no basis under which redirection “enabling” a user to take certain
actions that, only if taken, will result in database server receiving a partial profile,
can establish that the alleged redirection causes the receiving of the partial profile.
And in any event, the core premise underlying the Petition’s first
argument—that the redirection “enabled the user to request news, product
information and feature story pages from Server B 24B” (id. at 44)—is false.
Specifically, Petitioner’s expert admits that “the user in Rosenberg could have
directly navigated to and accessed Server B 24B via its web browser without
accessing the frame-based webpage provided by Server A 24A (for example by
entering the URL for Server_B 24B into the web browser address bar).” Ex. 1002
f101. In this scenario, of course, the user would be able to “request news, product
information and feature story pages from Server B 24B” without any redirection

from Server A 24A.3 Cf. Pet. at 44. Thus, the user can submit requests that result

3 In this scenario, Server_B would transmit the alleged partial profile information
to Rosenberg’s database server 25 using a unique identifier assigned by Server_B,
as Rosenberg makes clear in its description of how the system would operate if a
user visited Server B’s website without Server B having previously received a

unique identifier from Server_A. See Ex. 1003 at 6:10-58, Figs. 4-5 (showing
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in profile information being transmitted to database server 25 without the alleged
redirection, and as discussed above, the user might not submit requests that result
in profile information being transmitted to database server 25 from Server A 24A
even with the alleged redirection having taken place. Thus, the user is in the same
position both before and after the alleged redirection, in the sense that the user
might (or might not) request information from Server_B 24B in either scenario.
Thus, the Petition’s first argument, which appears to interpret the claim language
as being satisfied so long as the redirection “enable[s] the user to” take action that
will result in the partial profile received, fails by its own terms, because the alleged
redirection does not enable the user to take action that will result in receiving the
partial profile. Rather, the user was always enabled to take such action, even absent
the alleged redirection.

Second, the Petition contends that the partial profile is received “as a result
of” the alleged redirection because the redirection “causes the web browser to send
the user’s unique identification value ([e.g., Cookie ID # 123]) to Server B 24B,”
which “can then use this unique user identification value to set a cookie for

Server B 24B using the same value.” Id. at 45. The Petition alleges that this value

profile data being provided to database server 25 using a cookie ID “456” assigned

by Server_B).
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is “needed in order to receive the ‘partial profile’ from Server B 24B and store it
in association with that user.” ld. at 45-46. Even if this were true, it would not
change the fact that transmission of the user identification value will not result in
receiving the “partial profile,” because even after the alleged redirection, receiving
the partial profile still requires intervening and unpredictable user interaction to
first generate the partial profile.

Moreover, the Petition again cannot support the core premise underlying its
second argument: that a “user identification value” received from Server A is
“needed” for database server 25 to “receive the ‘partial profile’ from Server B 24B
and store it in association with that user.” Id. In fact, Rosenberg explicitly
contradicts the Petition on this point. Rosenberg teaches that, in the case where a
user visits the website hosted by Server B 24B after the user visits Server A 24A,
but the unique identification information from Server A 24A did “not reach”
server 24B (e.g., “if the instruction to pass the unique identification information is
defeated by programming instructions associated with the client computer 22,
or ... by some network interruption”), server 24B will assign its own unique
identifier “;” to the user, which differs from the unique identifier “i” previously
assigned by server 24A. See Ex. 1003 at 6:10-28. Rosenberg teaches that this
“processing results in a database entry for the ‘j” identification value,” such that

database server 25 can receive profile information from server 24B using the “j”
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identification value, even though server 24A previously assigned that user an
identification value of “i.” Id. at 6:23-32. Subsequently, database 25 will “merge
the previously separate ‘i’ and ‘j” entries,” such that the database is able to receive
and store profile information regarding the user’s visit to the webpage hosted by
server 24B even though the alleged redirection from 24A did not provide the
unique identifier “i” to server 24B. Thus, if server 24A previously assigned ID
“123” to the user, and server 24B later assigned ID “456 to the user,” database
server 25 will associate profile information obtained from both servers 24A and
24B with both cookie IDs “123” and “456.” See id. at 6:32-58, Figs. 4-5.
Accordingly, Rosenberg explicitly teaches that database server 25 is able to
receive the alleged partial profile information from server 24B and store it in
association with the user, even if Server_A is unable to transmit a unique identifier
to Server_B via the alleged redirection. See generally id. at 6:10-58, Figs. 4-5.
Simply put, Rosenberg does not need Server A’s unique identifier to be
transferred to Server B in order for a partial profile describing a user’s content
requests from Server B to be received and stored in association with the user.
Thus, the Petition’s premise that “URL redirection ... furnished Server B 24B
with the user identification value that database server needed in order to receive the

‘partial profile’ from Server B 24B and store it in association with that user” (see
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Pet. at 45-46) is false, and the Petition’s theory based on that premise cannot
succeed.

Thus, the Petition’s second argument, which appears to interpret the claim
language as being satisfied so long as the redirection is “needed” in order for the
partial profile received, again fails by its ow r.n terms, because the alleged
redirection is not needed to receive the partial profile. Instead, database server 25
Is able to receive the partial profile and associate it with a user even if no
redirection occurs.

VI. CONCLUSION

Patent Owner respectfully requests that the Board deny institution because

the Petition fails to demonstrate that the cited prior art discloses or renders obvious

any of the challenged claims.

Date: January 20, 2023 Respectfully submitted,

/Reza Mirzaie/

Reza Mirzaie, Reg. No. 69,138
Russ, August & Kabat

12424 Wilshire Blvd., 12th Floor
Los Angeles, CA 90025

Counsel for Patent Owner
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l. INTRODUCTION

Petitioner, Meta Platforms, Inc., filed a Petition (Paper 2, “Pet.”)
requesting inter partes review of claims 11, 13-16, 19, and 20 of U.S. Patent
No. 8,244,582 B2 (Ex. 1001, “the 582 patent™). Patent Owner, AlmondNet,
Inc., filed a Preliminary Response (Paper 8, “Prelim. Resp.”).

Under 35 U.S.C. § 314(a), an inter partes review may not be instituted
unless the information presented in the Petition and any response thereto
shows “there is a reasonable likelihood that the petitioner would prevail with
respect to at least 1 of the claims challenged in the petition.” Considering
the Petition, the arguments presented in the Preliminary Response, as well as
all supporting evidence, we determine that Petitioner has demonstrated a
reasonable likelihood of prevailing with respect to at least one of the
challenged claims, and thus, we institute an inter partes review of all
challenged claims on all presented challenges.

A.  Real Partiesin Interest

Petitioner identifies itself as the real party-in-interest in this
proceeding. Pet. 8. Patent Owner identifies itself as the real party-in-
interest. Paper 3, 1.

B.  Related Matters

The parties identify AlImondNet, Inc. and Intent I1Q, LLC v. Meta
Platforms, Inc., 6:21-cv-00896 (WDTX); AlmondNet, Inc., etal. v.
Microsoft Corporation, 6:21-cv-00897 (WDTX); AlmondNet, Inc.,etal. v.
Amazon.com, Inc., etal., 6:21-cv-00898 (WDTX); AlmondNet, Inc. v.
Samsung Electronics Co., 6-21-cv-00891 (WDTX); AlmondNet, Inc. v.
Roku, Inc., 6-21-cv-00876 (WDTX); AlmondNet, Inc. v. Oath Holdings Inc.,
1-19-cv-00247 (DDE) (terminated); AlmondNet, Inc. v. Roku, Inc., 1:22-cv-
01540 (DDE); AlmondNet, Inc. etal. v. Meta Platforms, Inc., 4:22-cv-08911
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(NDCA); and AlmondNet, Inc. etal. v. Samsung Electronics Co., Ltd. etal.,
3:22-cv- 07515 (NDCA) as civil litigations involving the *582 patent. Pet.
7; Paper 3, 1; Paper 6, 1. The parties also identify Samsung Electronics Co.
v. AlmondNet, Inc., IPR2022-01260 (PTAB) (denied); Yahoo! Inc. v.
AlmondNet, Inc., CBM2017-00052 (PTAB) (denied); and Amazon.com, Inc.
et al. v. AlmondNet, Inc., IPR2022-01455 (PTAB) as proceedings involving
the 582 patent. Pet. 8-9; Paper 3, 1; Papero6, 1.

C.  The ’582 patent

The *582 patent relates to a mercantile method directed to brokerage
of attributes of information. Ex. 1001, 1:29-31.

The method includes the steps of: from a user, receiving a
transaction having therein a first partial profile; using the first
partial profile, searching a databank having a plurality of second
partial profiles, wherein is included in said data bank at least one
null profile so that said searching will always yield at least one
proximate second partial profile to the first partial profile; and
between the user and the databank, contracting: (1) for the
databank to own or represent a right to a first mutually agreed
portion of the first partial profile, and substantially thereafter said
databank incorporating the agreed portion of the first profile into
at least one second partial profile; or (11) for the user to own or
represent a right to a second mutually agreed portion of at least
one said proximate second partial profile, and substantially
thereafter the databank transmitting to the user the second
mutually agreed portion of the second profile.

Id. at code (57).
D. IHlustrative Claim

Petitioner challenges claims 11, 13-16, 19, and 20. Pet. 10. Claim 11
is an independent claim.
Claim 11 is reproduced below.

11. A tangible, non-transitory data storage medium comprising
indicia of instructions for a processor to perform a method of

Page 109 of 237



IPR2022-01436
Patent 8,244,582 B2

collecting profiles of Internet-using entities, the method
comprising:

(a) electronically receiving at a programmed computer system
coupled to a global computer network, from at least one server
controlled by one of a plurality of unaffiliated third parties, a
partial profile of an entity that uses a user computer coupled to
the global computer network and accessing a website, which
partial profile is available to one of the third parties and contains
at least one profile attribute related to the entity, and
automatically with the computer system storing the received
partial profile;

(b) wherein receiving the partial profile is achieved as a result of
automatic electronic URL redirection from a portion of a page of
the website accessed by the user computer;

(c) automatically with the computer system electronically adding
the received partial profile to a maintained profile believed to be
related to the same entity:

(d) automatically with the computer system generating and
storing an electronic record of which of the plurality of
unaffiliated third parties contributed to the maintained profile
particular profile attributes;

(e) wherein the maintained profile, including the added partial
profile, comprises data used in targeting third party
advertisements to the user computer over the global computer
network.

Ex. 1001, 17:45-18:8.
E.  Asserted Grounds of Unpatentability
Petitioner asserts the following grounds of unpatentability:

4

Page 110 of 237



IPR2022-01436
Patent 8,244,582 B2

Claim(s) Challenged| 35U.S.C.8 Reference(s)/Basis
11,13-15, 19, 20 103 Rosenberg,* Zeff,? Sterne?
16 103 Rosenberg, Zeff, Sterne, Farber*
Rosenberg, Zeff, Sterne, Zeff,
11,13-15,19, 20 103 Merriman®
16 103 Rosenberg,_Zeff, Sterne, Zeff,
Merriman, Farber

Pet. 10. Inaddition to the references listed above, Petitioner relies on the
Declaration of Christopher M. Schmandt (Ex. 1002).
1.  ANALYSIS

A.  Levelof Ordinary Skill inthe Art

In determining the level of skill in the art, we consider the type of
problems encountered in the art, the prior art solutions to those problems, the
rapidity with which innovations are made, the sophistication of the
technology, and the educational level of active workers in the field. Custom
Accessories, Inc. v. Jeffrey-Allan Indus. Inc., 807 F.2d 955, 962 (Fed. Cir.
1986); Orthopedic Equip. Co.v. U.S., 702 F.2d 1005, 1011 (Fed. Cir. 1983).

Petitioner contends that a person of ordinary skill in the art at the time
of the invention of the *582 patent “would have possessed a bachelor’s
degree in electrical engineering or computer science, and two years of work
experience in the field of network-based computer systems, such as systems

! Rosenberget al., U.S. Patent No. 6,073,241, issued June 6, 2000

(Ex. 1003) (“Rosenberg”).

2 Zeff, R., et al., Advertisingon the Internet, John Wiley & Sons, Inc., pp. 1-
27,89-109, 1997 (Ex. 1004) (“Zeft”).

3 Sterne, Jim, What Makes People Click: Advertising on the Web, Que
Corporation, pp. 1-41, 145-256, 375-386, 1997 (Ex. 1005) (“Sterne™).

4 Farberetal., U.S. Patent No. 5,978,791, issued Nov. 2, 1999 (Ex. 1007)
(“Farber”).

> Merriman et al., U.S. Patent No. 8,566,154 B2, issued Oct. 22, 2013 (Ex.
1008) (“Merriman”).
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for sending and receiving information over local networks and wide area
networks (such as the Internet or World Wide Web).” Pet. 12. (citing
Ex. 1002 11 10-14). Petitioner asserts further that “[a] person could also
have qualified with more formal education and less technical experience, or
vice versa.” Id. Patent Owner does not challenge this definition of the level
of skill at this time. Prelim. Resp. 4.

For purposes of this Decision, we also adopt Petitioner’s proposal as
reasonable and consistent with the prior art. See Okajimav. Bourdeau,
261 F.3d 1350, 1355 (Fed. Cir. 2001) (the prior art may reflect an
appropriate level of skill in the art).

B.  Claim Construction

We apply the same claim construction standard used in district court
actions under 35 U.S.C. § 282(b), namely that articulated in Phillipsv. AWH
Corp., 415F.3d 1303 (Fed. Cir. 2005) (en banc). See 37 C.F.R. §842.100(b)
(2021). In applying that standard, claim terms generally are given their
ordinary and customary meaning as would have been understood by a person
of ordinary skill in the art at the time of the invention and in the context of
the entire patent disclosure. Phillips,415F.3dat 1312-13. “In determining
the meaning of the disputed claim limitation, we look principally to the
intrinsic evidence of record, examining the claim language itself, the written
description, and the prosecution history, if in evidence.” DePuy Spine, Inc.
v. Medtronic Sofamor Danek, Inc., 469 F.3d 1005, 1014 (Fed. Cir.
2006) (citing Phillips,415F.3dat 1312-17).

Petitioner states that it “does not believe an express claim construction
IS necessary at this time for this IPR” and Patent Owner states that it ““agrees

that claim construction is not necessary to resolve any issue for institution
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and that the plain and ordinary meaning of the claim language should be
applied.” See Pet. 13 (citing Ex. 1002 § 37); Prelim. Resp. 5.

We disagree. Both parties rely on an implicit interpretation of the
claim language “as a result of automatic electronic URL redirection,” and
construction of this terminology is necessary to our determination as to
whether trial should be instituted in this proceeding.

Patent Owner’s implicit interpretation of this claim language
precludes intervening user interaction in the time period between redirection
and receipt of profile information. Prelim. Resp. 14. Specifically, Patent
Owner contends that the claim language at issue precludes Rosenberg’s
disclosure of a system wherein partial profile information is created after
automatic URL redirection and then sent to a receiving computer system.
See id. at 14-20.

The Petitioner’s implicit interpretation of the claim language “asa
result of automatic electronic URL redirection” does not preclude such
intervening action as evidenced by Petitioner’s assertion that Rosenburg
meets this claim language. Pet. 42—46. The Petition advances two theories
for how Rosenburgdiscloses this limitation and both of these theories rely
on actions that occur after URL redirection. Id.

On the record before us, we determine that Patent Owner’s implicit
definition of the claim language ““as a result of automatic electronic URL
redirection” is overly narrow. The claim does not preclude intervening user
action between the time of URL redirection and receipt of the partial profile.
Ex. 1001, 17:45-18:8. Totheextent, if any, that the Specification of the
’582 patent describes such a preclusion, we decline to read limitations from

the Specification into the claims.
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C.  Overview of the Asserted Prior art
1. Rosenberg

Rosenbergis a U.S. Patent for an “Apparatus and Method for
Tracking World Wide Web Browser Requests Across Distinct Domains
Using Persistent Client-side State” that issued June 6, 2000. Ex. 1003,
codes (45), (54). Rosenbergdescribes a method that “allows a web browser
to be passively tracked so that content preferences and interests associated
with the individual using the web browser can be identified.” Id. at 3:25-28.
In particular, the method “allows all cooperating servers to share information
via a database” in which “persistent client-side state information can be
combined with authentication data in the database to provide demographic
information and passive tracking information regarding the individual using
the web browser.” 1d. at 3:28-32. “This information can be used to provide
responses tailored toward the individual using the web browser” and also
“would allow editors and advertisers to tailor their content to users.” Id. at
3:35-36, 3:7-8.

Rosenberg’s method is performed by the system shown in Figure 1
reproduced below:
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Figure 1 shows computer network 20 including client computer 22,
server computer 24A, server computer 24B (although computer network 20
can have many server computers such as server computers 24A-24N), and
database server computer 25. Ex. 1003, 3:66—4:24. “The computer network
20 may be considered as a simplified representation of the WWW” in which
“a web browser is used to communicate with” remote server computers 24A,
24B. Id.at4:1-2,4:11-12. Server computers 24A, 24B cooperatively
observe a common protocol that “relies upon a common database of
information, such as that available in” database server computer 25, to track
web browsers across distinct domains. Id. at 4:52-59.

Rosenberg’s Figure 2 is reproduced below:

Page 115 of 237



IPR2022-01436
Patent 8,244,582 B2

22 /—24}\ ,/—24B '/- 25
Client Server_A Server_B Database
Computer
Request Page
From Server_A
I
70
Return Page
76
r
Generate
Unigue id "i"
78 0
v/ r
Launch “" Create Entry
data to db for "
v %
Set Cookie/
Return Page
(-84
Convey Unigue Set Cooki
ookie
1D Info to Sarver >
Figure 2

Figure 2 shows operations performed relative to client computer 22,
server computer 24A (Server_A), server computer 24B (Server_B), and
database server computer 25 (Database 25). Ex. 1003, 4:65-5:1. Infirst
step 70, client computer 22°s browser requests a page of information from a
first server so that “Server 24 A receives the request and determines if it has
set a cookie for this browser” via step 72. 1d. at5:1-6. Ifthere is sucha
cookie, “the requested page is simply returned” in step 74, and if not,

“Server 24 A generates a unique identification value ‘i’ in step 76. Id. at

10
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5:7-9. The unique identification value “i” “is then launched to a database”
in step 78 so that Database 25 creates an entry for unique identification value

€699 <
1

“1” in step 80. 1d. at5:9-12. Unique identification value is accessible
by each server computer 24 in the network™ and a cookie is set
“corresponding to the unique identification value and return . . . page of the
requested information” in step 82 (detailed in steps 84, 86). 1d. at 5:14-19.
The cookie is the “persistent client-side state information” and “the return|[]
page includes instructions to convey the unique identification information to
additional server computers that are observing the same protocol” in step 84.
Id. at 5:19-24. Thus, client computer 22 receives the return page from
Server 24A with a header that “includes the cookie with the unique
identification information and “an instruction to convey the unique
identification information to each server in the network of servers that is

operating in accordance with” computer network 20. 1d. at 5:24-31.

Rosenberg’s Figure 3 reproduced below:

Cookie | Last Visit Content Requested Last Visit Content Requested
ID # to Server_A Product | Feature | o Server B Product | Feature
= | News | oo Story = | News | nto Story
123 4-9-96:18:25 2 5 0 7-4-96:16:23 1 7 3
Figure 3

Figure 3 shows “a data structure that may be used to store information
regarding the interaction between’ a browser and Server 24. Ex. 1003,
5:565-57. “[T]he information associated with this data structure is stored in
the access logs of each” server computer 24 and is passed to the database
server computer 25, “typically at the end of a day or at other times when
network traffic is light.” Id. at 5:57-62. In the first column, a “cookie ID #”

11
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Is indicative of the unique identification number, which is separate for an
“entry for server A and for server B.” 1d. at5:63-66. “In particular, the data
structure tracks the content requested during the last visit to the server A”
and content requested during the last visit to server B. Id. at5:66-6:5. “In
this example, the user of the web browser requested two pages of news and
five page of product information” in the visit to server A. ld. at 6:2—4.
Rosenbergexplains that a browser tracking module “creates a page
and embeds within it HT ML that references a specific URL on another
server computer, say Server computer B 24B, which is referred to as B-
correlate” in which the URL has a form that includes “1’” “where i’ is an
encoding of the identifier ‘i (the unique identification information).” Id. at
8:12-17. The browser tracking module ““delivers an HT TP header that sets
the cookie to i and returns any additional data that is required” and “[t]here
are several ways in which an HT ML reference to another site can be
embedded in a page.” Id. at 8:30-35. Rosenbergfurther discloses:

An HTML cross-site reference with a frame tag may also be
used. With this method, the page contains frames, one of which
references a page on another site. For example,

<FRAMESET COLS=*12">

<FRAME SRC = “http://www.search.com/cnet.cgi?3676778°>
<FRAME SRC=column2.html”>

</[FRAME>

An advantage of this approach is that the request will be made
automatically, without the need for human action.

Id. at 8:55-65.
2. Zeff

Zeffis a book titled “Advertising on the Internet.” Ex. 1004. Zeff

discloses that “Firefly” is a technology that is “known as a smart or

12
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intelligent agent [which] combines information provided through registration
with the capability to make inferences based on user tastes and preferences
pooled from a group.” Id. at 105.% Zeff discloses:

When a user joins the Firefly network, he or she is issued a
Firefly Passport. Users must log in each time they return to
Firefly’s site. Firefly uses this to track a user’s actions and
learn[s] the user’s preferences; the Passport stores demographic
and preference information, and follows the user on any Firefly-
enhanced site that he or she visits. Nearly a million consumers
registered for a Firefly Passportin 1996.

Any site can be enhanced to be part of the Firefly network.
For an advertiser, this means going beyond general demographic
targeting and delivering ads to individuals who have indicated
(through their actions) an interest in the product.

Id. at 105-106.
3.  Sterne
Sterne is a book titled “What Makes People Click: Advertising on the
Web.” Ex. 1005. Sterne describes a technology called “Passport” that is
created by “Firefly”” and states:

Think of them as the Secretary of State. They know who’s who
and they keep all of the basic profile information in Firefly
Central which they describe on their site as “a rapid cache of
Firefly Passports which can be used by any site to recognize
existing Passport holders and exchange Passport profiles with
other sites.”

Id. at 251.7

® Petitioner refers to its added page numbers to Zeff. We refer to the original
page numbers of Zeff.

7 Petitioner refers to its added page numbers to Sterne. We refer to the
original page numbers of Sterne.

13
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4. Farber

Farberis a U.S. Patent for “Data Processing System Using
Substantially Unique ldentifiers to lIdentify Data Items, Whereby Identical
Data Items Have the Same Identifiers,” that issued on November 2, 1999.
Ex. 1007, codes (45), (54). Farber discloses that “when a processor (or Some
location) obtains a data item from another location in the DP [data
processing] system, it is possible that this obtained data item is already
present in the system (either at the location of the processor or at some other
location accessible by the processor) and therefore a duplicate of the data
item is created.” 1d. at 2:46-52. Farber describes “mechanisms” that
depend on underlying data management mechanisms to create, copy, read,
and delete data items in a “True File registry” which includes a “primitive
mechanism” called “Calculate True Name.” 1d. at 12:27-54. “A True Name
Is computed using a function, MD, which reduces a data block B of arbitrary
length to a relatively small, fixed size identifier, the True Name of the data
block, such that the True Name of the data block is virtually guaranteed to
represent the data block B and only data block B.” Id. at 12:55-60. Farber
further discloses a “mechanism for assimilating a data item” into a file
system, in which “[t]he purpose of this mechanism is to add a given data
item to the True File registry” and “[i]f the data item already exists in the
True File registry[],” the duplicate will be discovered and eliminated. 1d. at
14:41-47.

5. Merriman

Merrimanis a U.S. Patent for “Network for Distribution of Re-

Targeted Advertising” that issued on October 22, 2013. Ex. 1008,

codes (45), (54). Merriman discloses:

14
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To implement re-targeted advertising, a list of actions of each
visitor at each advertiser’s site is collected and reported back to
the advertisement server. In one embodiment, the advertiser’s
web site reports activity in real time. Inanother embodiment, the
advertiser’s web site keeps a user log file of visitor activity and
reports the user log file back to the advertisement server.
Reporting of user log files may be by email or any other file
transfer technique back to the advertisement server, where the
user log files and other user data are merged.

Id. at 3:35-44.

D.  Principles of Law

A petition must show how the construed claims are unpatentable
under the statutory grounds it identifies. 37 C.F.R. §42.104(b)(4).
Petitioner bears the burden of demonstrating a reasonable likelihood that it
would prevail with respectto at least one challenged claim for a petition to
be granted. 35U.S.C. §314(a).

A claim is unpatentable under 8 103(a) if the differences between the
claimed subject matter and the prior art are such that the subject matter, asa
whole, would have been obvious at the time the invention was made to a
person having ordinary skill in the art to which said subject matter pertains.
KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398, 406 (2007). The question of
obviousness is resolved on the basis of underlying factual determinations,
including (1) the scope and content of the prior art; (2) any differences
between the claimed subject matter and the prior art; (3) the level of skill in
the art; and (4) when in evidence, objective indicia of non-obviousness
(i.e., secondary considerations).® Grahamv. John Deere Co., 383 U.S. 1,

& Patent Owner does not present any objective evidence of nonobviousness
at this stage of the proceeding.

15
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17-18(1966). We analyze the asserted grounds with these principles in
mind.
E.  Obviousnessunder 35U.S.C. §103

1. Obviousnessof Claims 11, 13-16, 19, and 20 Over
Rosenberg, Zeff, and Sterne

Petitioner contends that claims 11, 13-15, 19 and 20 are unpatentable
over the combined teachings of Rosenberg, Zeff, and Sterne. Pet. 16-63.
Patent Owner disputes Petitioner’s contentions. Prelim. Resp. 5-25.
a. IndependentClaim 11

I. Preamble - A tangible, non-transitory data
storage medium comprising indiciaof
Instructions for a processor to performa
method of collecting profiles of Internet-using
entities, the method comprising:

Petitioner asserts that “Rosenbergdiscloses the claimed ‘method of
collecting profiles of Internet using entities.”””® Pet. 16. Petitioners asserts
that “[t]he ‘Internet-usingentities’ for claim 11 correspond in Rosenbergto
users who access the Internet using web browsers on client computers.” Id.
at 18. Petitioner asserts further that Rosenberg’s “database server 25
collects two types of user profile information: (1) tracked user activity and
(2) demographic information.” Id. (citing Ex. 1002 1 80-83).

Patent Owner does not dispute Petitioner’s assertions. See generally,
Prelim. Resp.

ii.  Limitation (a) - electronicallyreceiving ata
programmed computer system coupledto a
global computer network, from at least one
server controlled by one of a plurality of
unaffiliated third parties, a partial profile of an

® Emphasis in this quote from the Petition, and in other Petition quotes is
omitted here and throughout this Decision.

16
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entity that uses a user computer coupled to the
global computer network and accessing a
website, which partial profile is available to
one of the third parties and contains at least
one profile attribute related to the entity, and
automatically with the computer system storing
the received partial profile;

Petitioner provides a table (i.e., claim chart) outlining its assertions of
how claim limitation (a) reads on Rosenburg. Pet.21-22. We have
reviewed this table, but do not reproduce it as Patent Owner does not dispute
Petitioner’s assertion that limitation (a) reads on Rosenburg. See generally,
Prelim. Resp.

lii.  Limitation (b) - wherein receiving the partial
profile isachievedas a result of automatic
electronic URL redirection from a portion of a
page of the website accessed by the user
computer;

Petitioner asserts that Rosenburg meets limitation (b). See Pet. 42-46.
In particular, Petitioner asserts that “[t]he ‘automatic URL redirection’ in
Rosenbergoccurs when the web browser is redirected to Server_B 24B
when it encounters the <FRAME SRC> attribute in the webpage provided
by Server_A24A . .. which directs the browser to obtain a webpage from
Server_B 24B at the URL specified in the attribute.” Id. at 43 (citing
Ex. 1002 § 125). According to Petitioner, “[t]his qualifies as ‘automatic
URL redirection’ because the <FRAME SRC> attribute causes the web
browser —which is currently accessing the webpage provided by Server A
24A —to contact a server at a different location (Server_B 24B) to requesta
webpage from the specified URL.” Id. at 42—43 (citing Ex. 1003, 8:56-58,
5:36-38).

17
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Petitioner asserts that “[t]he automatic URL redirection in Rosenberg
[is] ‘from a portion of a page of the website accessed by the user computer,’
with the “portion of a page of the website’ corresponding to a portion of a
page of the website provided by Server A 24A (‘the website’) accessed by
the user computer.” Pet.43. Petitioner asserts further that “receipt of the
partial profile from Server_B 24B [is] ‘achieved as a result of* the automatic
URL redirection” because URL redirection from Server A24A causes the
user’s browser to contact and access the webpage from Server B 24B which
in turn enables the user to request news, product information, and feature
story pages from Server_B 24 B. Id. According to Petitioner, these actions
generate the claimed partial profile. 1d. (citing Ex. 1003, Fig. 3).

Alternatively, Petitioner asserts that “Rosenbergdiscloses the
‘achieved as a result of” limitation in another way.” Pet. 45. Petitioner
asserts that “the user activity received at database server 25 is stored based
on the unique user identification value, for example, Cookie ID #123in
Figure 3.” 1d. (citing Ex. 1003, 5:63-65). Petitioner asserts further that
“[t]his unigque identification value is critical to Rosenbergbecause it allows
database server 25 to store and retrieve tracking information on a user-by-
user basis.” Id. Petitioner asserts that “as shown in Figure 3, database
server 25 can record tracking activity for the same user for Server A 24A
and Server B 24B.” Id. (citing Ex. 1002 § 122). According to Petitioner,

The ability of Server B 24B to send “partial profile” information
to database server 25 was thus achieved “as a result of” the URL
redirection, because it was that URL redirection that furnished
Server_B 24B with the user identification value that database
server 25 needed in order to receive the “partial profile” from
Server_B 24B and store it in association with that user.

Pet. 45-46 (citing Ex. 1003, Fig. 3, 5:63-65).

18
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Noting that “the Petition relies exclusively on Rosenbergfor an
alleged disclosure of ‘electronically receiving . . . a partial profile . . .
wherein receiving the partial profile is achieved as a result of automatic
electronic URL redirection,” Patent Owner contends that “the Petition sets
forth no valid theory or understandingunder which ‘receiving the partial
profile’ could be fairly understood to be ‘a result of automatic URL
redirection.”” Prelim. Resp. 5 (footnote omitted), 14. Specifically, Patent
Owner contends that “to the extent any “partial profile” is received after the
alleged redirection, that reception is caused by intervening user interaction in
the time period between the alleged redirection and the reception of the
profile information.”” Id. at 14 (citing Pet. 44). Patent Owner notes that
“the Petition does not contend that the user must request news, product
information or feature story pages from Server_B following the alleged
redirection.” Id. at 15. Thus, accordingto Patent Owner,

The Petition’s theory here acknowledges that, at the time of the
alleged redirection, the partial profile information does not yet
exist, and can only exist in the future (such that it can only be
later received by database server 25) if the user decides to
“request news, product information and feature story pages from
Server_B—thus generating the “partial profile.’”

Id. (citing Pet. 44). Patent Owner contends that “[t]he Petition provides no
explanation for why Server A’salleged redirection to Server B can be
fairly said to ‘result’ in database server 25 receiving profile data, where even
after the alleged redirection the user will likely not take the steps necessary
for database server 25 to receive the profile information.” Id. at 15-16.
Patent Owner contends that “[t]he Petition’s theory further fails under
any other reasonable interpretation of ‘receiving . . . as a result of automatic
URL redirection,’ because the alleged redirection is neither a necessary nor a
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sufficient condition for Rosenberg’s database server 25 to receive the
alleged partial profile.” Prelim Resp. 18. Patent Owner contends that “[t]he
alleged redirection is not a sufficient condition for reception of the ‘partial
profile,” because. . . the redirection can (and likely will) occur without the
alleged ‘partial profile; ever being generated or received by Rosenberg’s
database server 25.” 1d. Patent Owner contends further that “[t]he alleged
redirection is also not a necessary condition for database server 25 to receive
the alleged ‘partial profile,”” because “[a]s the declaration in support of the
Petition acknowledges, it is ‘possible that the user in Rosenberg could have
directly navigated to and accessed Server_B 24B via its web browser
without accessing the frame-based webpage provided by Server A24A.”
Id. at 18-19 (citing Ex. 1002 § 101).

iv.  Limitation (c) - automatically with the
computer system electronically adding the
received partial profileto a maintained profile
believed to be related to the same entity:

Petitioner asserts that Rosenberg meets this limitation. Pet. 46-47.
Specifically, Petitioner asserts that “Rosenbergdiscloses ‘a maintained
profile’ in the form of a profile at database server 25 about the user (the
“entity””), which includes information about the user’s previous visits to
servers 24, as well as demographic and other information about the user”
and that “Rosenbergdiscloses ‘clectronically adding the received partial
profile to a maintained profile,” because the user tracking information
received from Server B 24B (‘received partial profile’) is added to the
maintained profile for the user stored at database server 25.” Id. at 46 (citing
Ex. 1003, 3:30-37, 7:1-40. Fig. 7).

Patent Owner does not dispute Petitioners assertions regarding
limitation (c). Seegenerally, Prelim. Resp.
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V. Limitation (d) - automatically with the
computer system generatingand storing an
electronic record of which of the plurality of
unaffiliated third parties contributed to the
maintained profile particular profile attributes;

Petitioner asserts that Rosenberg meets limitation (d). Pet. 48.
Specifically, Petitioner asserts that when Rosenberg’s “database server 25
receives user tracking information from an individual server 24, it records
which server provided the information.” Id. Petitioner asserts further that
“Rosenberg confirms that database server 25 could also store ‘additional
entries for a large number of servers.”” Id. Petitioner reasons that it “would
have been obvious that database server 25 stores ‘an electronic record of
which of the plurality of unaffiliated third parties contributed to the
maintained profile particular profile attributes.”” Id. (citing Ex. 1002 { 128).

Patent Owner does not dispute Petitioner’s assertions and reasoning
regarding limitation (d). See generally, Prelim. Resp.

vi.  Limitation (e) - wherein the maintained profile,
including the added partial profile, comprises
data used intargeting third party
advertisements to the user computer over the
global computer network.

Petitioner asserts that Rosenberg, Zeff, and Stern disclose or suggest
limitation (e). Pet.49-53. Inparticular, Petitioner asserts that “Rosenberg
discloses and renders obvious that ‘the maintained profile’ of the user —
including the newly-added user tracking information (‘the added partial
profile’) — can be used to target advertisements to the user computer.” Id. at
49. Petitioner asserts further that “Rosenbergcan also target based on
demographic information in the maintained profile” and thus, discloses a
“partial profile, [that] ‘comprises data used in targeting third-party

advertisements to the user computer over the global computer network.”” 1d.
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at 50-51. Petitioner admits that “Rosenberg does not expressly state that its
‘customized responses’ contain ‘target[ed] third-party advertisements,”” but
asserts that “this would have been obvious based on Rosenberg,” because
“Rosenbergexplains that one of the purposes of his invention is to ‘allow
editors and advertisers to tailor their content to users.’” Id. at51 (citing

Ex. 1003, 3:6-8).

Petitioner also asserts that “[t]his would also have been obvious based
on Rosenbergin further view of Zeff and Stern.” Pet. 51-52. Petitioner
asserts that “Zeff and Sterne are analogous references describing the Firefly
Passport system which provides a profile sharing service similar to database
server 25 in Rosenberg” and that “Zeffand Sterne explain that Firefly
Passports can be shared with websites and used for targeting third-party
advertisements. Id. at52 (citing Ex. 1002 1 109-11, 113; Ex. 1004, 57-58;
Ex. 1005, 171-172). Petitioner reasons that “[i]t therefore would have been
obvious to implement Rosenberg for ‘targeting third-party advertisements,’
such as advertisements for products or services provided by third parties.”
Id. (citing Ex. 1002 § 132). Petitioner provides further reasoning in support
of the proposed combination on pages 52-53 of the Petitioner.

Patent Owner does not dispute Petitioner’s assertions and reasoning

regarding limitation (e).
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vii.  Conclusion For Claim 11

Regarding contested limitation (b), as discussed in Section I1.B above,
we do not agree with Patent Owner that this claim limitation precludes
intervening user action between automatic URL redirection and receipt of
the partial profile. Further, we do notagree with Patent Owner thata
reference relied upon to meet a limitation must meet that limitation under
every circumstance. Unwired Planet, LLC v. Google Inc., 841 F.3d 995,
1002 (Fed. Cir. 2016) (“[ C]ombinations of prior art that sometimes meet the
claim elements are sufficient to show obviousness.”). By arguing thatin
Rosenberg’s system the user will likely not take the steps necessary to create
a partial profile, Patent Owner essentially admits that in some instances the
user will take these steps (i.e., requesting news, production information, or
feature story pages) such thata partial profile is created. See Prelim. Resp.
14-16. Itis in those instances where the user takes the steps needed to
create a partial profile that Rosenberg meets the claim language at issue. For
this reason, Petitioner has sufficiently demonstrated that Rosenbergdiscloses
limitation (b).

We have reviewed the evidence and testimony of record for the
preamble and limitations (a) and (c)—(e). On the record before us, we
determine that Petitioner has demonstrated a reasonable likelihood of
prevailing for independent claim 11.

b. Dependent Claims 13-15, 19, and 20

Petitioner asserts that claims 13-15, 19, and 20 are unpatentable over
the combined teachings of Rosenberg, Zeff, and Sterne. Pet.53-63. Patent
Owner does not dispute Petitioner’s assertions. See generally, Prelim. Resp.
We have reviewed the Petitioner’s evidence including the testimony in

support of Petitioner’s assertions. On the record before us, we determine
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that Petitioner has demonstrated a reasonable likelihood of prevailing for
claims 13-15, 19, and 20.

2. Obviousnessof Claim 16 Over Rosenberg, Zeff, Sterne,
and Farber

Petitioner asserts that claim 16 is unpatentable over the combined
teachings of Rosenberg, Zeff, Sterne, and Farber. Pet. 63—68. PatentOwner
does not dispute Petitioner’s assertions. We have reviewed Petitioner’s
evidence including the testimony in support of Petitioner’s assertions. On
the record before us, we determine that Petitioner has demonstrated a
reasonable likelihood of prevailing for claim 16.

3.  Obviousnessof Claims 11, 13-15, 19, and 20 Over
Rosenberg, Zeff, Sterne, and Merriman

As we have already determined that Petitioner has demonstrated a
reasonable likelihood of prevailing in showing that claims 11, 13-15, 19,
and 20, are unpatentable over the combined teachings of Rosenberg, Zeff,
and Sterne, it follows, in this case, that Petitioner has also demonstrated that
these claims are unpatentable over that combination and Merriman.

4.  Obviousnessof Claim 16 Over Rosenberg, Zeff, Sterne,
Merriman, and Farber

As we have already determined that Petitioner has demonstrated a
reasonable likelihood of prevailing in showing that claim 16 is unpatentable
over the combined teachings of Rosenberg, Zeff, Sterne, and Farber, it
follows, in this case, that Petitioner has also demonstrated that this claim is
unpatentable over that combination and Merriman.

I1l.  CONCLUSION

After considering the evidence and arguments presented in the

Petition and the Preliminary Response, we determine that Petitioner has

demonstrated a reasonable likelihood of prevailing with respect to at least
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one of the challenged claims, and thus, we institute an inter partes review of
all challenged claims on all presented challenges. 37 C.F.R. §42.108(c);
SAS Inst., 138 S. Ct. 1348 at 1359-60; PGS Geophysical ASv. lancu, 891
F.3d 1354, 1360 (Fed. Cir. 2018) (interpreting the statute to require “a
simple yes-or no institution choice respecting a petition, embracing all
challenges included in the petition™).

At this stage of the proceeding, the Board has not made a final
determination as to the patentability of any challenged claim or any
underlying factual and legal issues.

IV. ORDER

In consideration of the foregoing, it is hereby

ORDERED that, pursuantto 35 U.S.C. 8314(a), an inter partes
review of claims 11-16, 19, and 20 of U.S. Patent No. 8,244,582 B2 is
instituted with respect to all the grounds set forth in the Petition; and

FURTHER ORDERED that, pursuantto 35 U.S.C. §314(c) and
37 C.F.R. 842.4(b), inter partes review of U.S. Patent No. 8,244,582 B2
shall commence on the entry date of this Order, and notice is hereby given of
the institution of a trial.
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L. INTRODUCTION

All grounds of the Petition rely on a combination of the Rosenberg reference
with discussions of the Firefly Passport system in two separate references known as
Zeff and Sterne. The Petition’s stated motivations for the combination are that the
combination would supposedly enable Rosenberg “to offer its profile sharing
services to a broad range of third-party websites,” because Firefly is designed to
interoperate with any number of websites. Pet. 40. Yet the Petition only explains
how its combination might work as applied to exactly two websites, a far cry from
the “broad range” allegedly motivating the Petition’s combinations. That presents a
problem for the Petition because Petitioner’s expert readily acknowledged that “it
would be rather foolish to build a system like Rosenberg just to synchronize two
servers.” Ex. 2003 (“Schmandt Tr.”) at 13:9-12.!

The Petition’s silence regarding how any non-“foolish” implementation
would work creates a critical failure. As Petitioner’s expert admitted, the type of
person who would have made decisions about the desirability of an implementation
would have been persons “who design the user experience” (Schmandt Tr. at 20:9-
22), and whether using multiple frames on a single page to synchronize identifiers

“would be a good user experience” is a question that “would depend entirely on how

! All emphases herein are added unless otherwise specified.
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those frames were laid out” (Schmandt Tr. at 13:13-14:4). But the Petition contains
no discussion whatsoever, and has no evidence at all, about “layout of frames” for
scenarios with numerous participating servers. See Schmandt Tr. at 26:4-18 (“Q. In
your declaration, do you explain what the layout of frames would look like for . . .
more than two servers? A. No, I haven’t designed—I haven’t designed a user
interface.”).

Accordingly, the Petition fails to explain how any non-“foolish”
implementation of its proposed combination would operate, and thus provides no
description of any combination of references that would arrive at the challenged
claims and that a POSITA would have been motivated to implement.

The Petition fails for the additional, independent reason that the Petition fails
to present any coherent theory as to how reception of a partial profile is “achieved
as a result of automatic electronic URL redirection” in Rosenberg. The Petition
argues that this limitation is disclosed for two reasons: (1) the alleged redirection
enables the user to request content from Rosenberg’s Server B, and (2) the alleged
redirection provides an identifier that is “needed” by Rosenberg’s database server to
receive information about the user’s activities. But both of these assertions are
incorrect, as shown by the admissions of Petitioner’s expert as well as Rosenberg

itself.
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II. OVERVIEW OF THE ’582 PATENT

The ’582 Patent discloses inventions that relate generally to a “method
directed to brokerage of attributes of information.” Ex. 1001 at 1:29-31. According
to the ’582 Patent, “[a]dvances in database technology have given rise to commerce
in records, files and databases, per se. For example, paying for a database credit
check for an individual or buying a mailing list have become common practice.” /d.
at 1:35-38. The 582 Patent further discloses that “[u]nfortunately, the current state
of information commerce is focused on the sales of whole databases, whole records,
or evaluations based on single or clusters of records.” Id. at 1:57-59. The ’582 Patent
indicates this is a problem because, in “applications where specific attributes of
information strongly affect the value of evaluations, there is a need in the art for
commerce in such attributes. For example, in targeted advertising, every attribute,
which substantially affects the probability of that advertisement’s success, innately
has a discrete economic value.” Id. at 1:59-65.

The ’582 Patent solves this problem by utilizing “a descriptive-profile
mercantile method, for use at a juncture in a data communications topology having
associated therewith a maintained databank of partial profiles.” Id. at 3:30-33. The
’582 Patent teaches that those maintained profiles may be updated or expanded by
combining previously maintained profile information with additional profile

information about a given visitor that has been obtained as a result of redirection
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from a portion of a website page of a third party. For example, “By redirecting a
portion of the visitor’s page to the server, the visitor’s browser reports to the server
a cookie the server put on the visitor's computer in the past, if any.” Id. at 4:5-8. That
technical process allows consolidation of profile information about a given visitor,
thereby adding value to a maintained profile, which can have use, as indicated, in
targeted advertising.

Claim 11 is the sole independent claim challenged by the Petition, and all
other challenged claims depend from Claim 11. Claim 11 recites:

11. A tangible, non-transitory data storage medium comprising
indicia of instructions for a processor to perform a method of collecting
profiles of Internet-using entities, the method comprising:

(a) electronically receiving at a programmed computer system
coupled to a global computer network, from at least one server
controlled by one of a plurality of unaffiliated third parties, a partial
profile of an entity that uses a user computer coupled to the global
computer network and accessing a website, which partial profile is
available to one of the third parties and contains at least one profile
attribute related to the entity, and automatically with the computer
system storing the received partial profile;

(b) wherein receiving the partial profile is achieved as a result of
automatic electronic URL redirection from a portion of a page of the

website accessed by the user computer;
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(c) automatically with the computer system electronically adding
the received partial profile to a maintained profile believed to be related
to the same entity;

(d) automatically with the computer system generating and
storing an electronic record of which of the plurality of unaffiliated
third parties contributed to the maintained profile particular profile
attributes;

(e) wherein the maintained profile, including the added partial
profile, comprises data used in targeting third-party advertisements to

the user computer over the global computer network.

Ex. 1001 at claim 11.
III. LEVEL OF ORDINARY SKILL IN THE ART

Relying on testimony from its expert, the Petition proposes that a person of
ordinary skill in the art (“POSITA”) in the field of the 582 Patent “would have
possessed a bachelor’s degree in electrical engineering or computer science, and two
years of work experience in the field of network-based computer systems, such as
systems for sending and receiving information over local networks and wide area
networks (such as the Internet or World Wide Web). A person could also have
qualified with more formal education and less technical experience, or vice versa.”
Pet. at 12 (citing Ex. 1002 (“Schmandt Decl.”), 49 10-14). For purposes of this
Response, Patent Owner does not challenge this general definition. Also, Petitioner’s

expert testified to added details about the type of POSITA who would have made
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decisions pertinent to the obviousness combinations; Patent Owner relies on those

details infra. See Sherwood Decl. 9 33-35.

IV. CLAIM CONSTRUCTION
Petitioner states that it “does not believe an express claim construction is

necessary at this time for this I[PR.” See id. at 13. Patent Owner agrees that claim

construction is not necessary to resolve any issue for institution and that the plain
and ordinary meaning of the claim language should be applied.

V. THE PETITION FAILS TO ALLEGE HOW ANY NON-“FOOLISH”
COMBINATION OF ROSENBERG WITH ZEFF AND STERNE
WOULD OPERATE.

To support an allegation of obviousness, a mere showing that all claim
elements are present in separate prior art references is insufficient. Personal Web
Tech. v. Apple., 848 F.3d 987, 991 (Fed. Cir. 2017) (holding such evidence “would
not be enough”). The Petition must thus go further. Specifically, the Petition must
explain (1) “how specific references could be combined”; (2) “which combination(s)
of elements in specific references would yield a predictable result,” and (3) “how
any specific combination would operate or read on” the claims. ActiveVideo
Networks, Inc. v. Verizon Commc 'ns, Inc., 694 F.3d 1312 (Fed. Cir. 2012); see ADT
LLC v. Vivint, Inc., IPR2022-00634, Paper No. 7 (PTAB Oct. 4, 2022) (denying

institution where petitioner failed to explain “which combination . . . would yield
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the ‘expected benefits’”); Daifuku Co. v. Murata Machinery, Ltd., IPR2015-00084,
Paper No. 10, at 16-17 (PTAB May 4, 2015) (denying institution for failure to show
obviousness, where petitioner provided no “technical analysis of how the asserted
combination would have worked [or] why it would have been an obvious
combination to one of skill in the art”). Stated differently, the Petition cannot merely
allege the obviousness of some combination of references; it must instead
demonstrate “that a skilled artisan would have been motivated to combine the
teachings of the prior art references fo achieve the claimed invention, and that the
skilled artisan would have had a reasonable expectation of success in doing so.”
ActiveVideo, 694 F.3d at 1327-28.

The Petition’s invalidity theory for all grounds involves a combination of the
Rosenberg reference (Ex. 1003) with Zeff (Ex. 1004) and Sterne (Ex. 1005); the
latter two “describe details about the Firefly Passport system.” Pet. at 14 (“All of the
proposed grounds rely primarily on Rosenberg,” and those grounds “combine
Rosenberg with [Zeff and Sterne], which describe details about the Firefly Passport
system . . ..”). In other words, the Petition relies on a combination of Rosenberg

with descriptions of the Firefly Passport system.?

2 Patent Owner refers to “Firefly” and the “Firefly Passport system” interchangeably.

Patent Owner also refers to those terms to refer to the “descriptions” in the two cited
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However, the Petition does not explain how a POSITA would have
implemented any sensible (and thus motivated) combination of Rosenberg and the
Firefly Passport system. See Sherwood Decl. 4 42-70. As such, the Petition cannot
show motivation to combine or a reasonable expectation of success in combining
Rosenberg with the Firefly system in a manner that would practice the challenged
claims. Specifically, Firefly is designed to interoperate with any number of websites
(and a POSITA would understand Rosenberg to teach that its system would desirably
be implemented to allow an arbitrary number of websites), but Petitioner relies on a
way of implementing Rosenberg that allows for only #we different websites, even
though Petitioner’s expert admitted that such an implementation would be “foolish.”
Schmandt Tr. at 13:9-12. Accordingly, the Petition’s sole explanation of how its
combination would work would not have motivated a POSITA to implement the
stated combination.

The discussion that follows identifies numerous reasons why a POSITA
would have avoided implementing the system described in the Petition. Patent

Owner begins, however, with an overview of the Petition’s proposed combination.

references, in some instances omitting the word “descriptions” for simplicity of

exposition.
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A. Overview of the Petition’s proposed combination

The Rosenberg reference is a patent that relates generally to a “method of
tracking a web browser across distinct domains of a network of computers.” See Ex.
1003 (“Rosenberg”) at Abstract. Rosenberg teaches that its “invention operates by
having a group of related server computers, say server computers 24A-24N,
cooperatively observe a common protocol.” Rosenberg at 4:52-55. By “observing
the common protocol, the group of server computers can track web browsers across
distinct domains.” Id. at 4:57-59; Sherwood Decl. q 44.

Rosenberg teaches, as both Petitioner’s and Patent Owner’s experts recognize,
that this “common protocol” would be used to synchronize unique identifiers
between all of the participating servers in the system. See, e.g., Rosenberg at 3:28-
30 (“In particular, the technique of the invention allows all cooperating servers to
share information via a database.”); id. at 5:28-33 (“[T]he returned page includes an
instruction to convey the unique identification information to each server in the
network of servers that is operating in accordance with the invention. For the purpose
of simplicity, FIG. 2 merely illustrates a single server 24B as receiving the unique
identification information.”); Schmandt Tr. at 23:9-25:12 (“Server A would be doing
the same thing with respect to all of [the participating servers].”); Sherwood Decl.

q 45.
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Rosenberg teaches that its invention generally relates to “a larger number of
server computers” such as an arbitrary number of servers “24A through 24N.”
Nevertheless, apparently for simplicity of explanation, Rosenberg limits its
illustrations and examples to how its invention might operate with only “two server
computers 24A and 24B.” See, e.g., Rosenberg at Figs. 1-7 & 4:16-19; id. at 5:31-
33 (“For the purpose of simplicity, FIG. 2 merely illustrates a single server 24B as
receiving the unique identification information.”); Sherwood Decl. §45-46. As
Petitioner’s expert acknowledged, a POSITA would not understand Rosenberg to
disclose that it would be desirable to implement its system to accommodate only two
server computers 24A and 24B. Schmandt Tr. at 13:9-12 (““And indeed, it would be
rather foolish to build a system like Rosenberg just to synchronize two servers.”);

Sherwood Decl. 9947-48.

3 A POSITA would understand Rosenberg’s usage of “N” as the last server in the
grouping implies that any arbitrary number of servers can be used, since “N” is
often used as a substitute in mathematics for an arbitrary number (e.g., “the Nth
item 1in a list”). Schmandt Tr. at 24:8-25:5 (applying this teaching of Rosenberg to
mean that “the group of servers could include an arbitrary number”). There is no
indication that Rosenberg used “N” to refer specifically to 14 servers because “N”

is the 14th letter of the English alphabet. Sherwood Decl. § 46.

10
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Rosenberg teaches that, after a user visits a first server in the network (“Server

(1952}
1

A”), Server A will assign a unique identifier “1” to the user’s computer (Rosenberg
at 5:1-15) and then transmit that unique identifier “to each server in the network that
is operating in accordance with the invention.” Rosenberg at 5:16-31. Rosenberg
teaches several alternative ways to convey that unique identifier to the other servers
in the network, although (again for simplicity) Rosenberg describes conveying the
unique identifier to a single other server. See generally Rosenberg at 8:33-9:24
(discussing the use of “a hypertext link,” a “cross-site reference with a frame tag,” a
“cross-site reference with an HTML form submission tag,” a “cross-site reference
with an image tag,” and a “cross-site reference statement with an HTTP redirect
command” as alternative means of sharing the unique identifier); Sherwood Decl.
9 49.

The Petition relies exclusively on a theory where a POSITA would supposedly
have used Rosenberg’s “frame tag” approach (one of five alternative approaches
discussed in Rosenberg) to synchronize unique identifiers among Rosenberg’s
servers. See generally Pet. 28-33. Under that approach, when a user visits a webpage
in the domain of Server A, that user will simultaneously see a page for a webpage in
the domain of Server B in a visible frame. The Petition’s mockup diagram

reproduced below visually illustrates that proposal, as applied to exactly two

participating servers:

11
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B [ HTMLFrames x P=E N = >
@
Page from Server_B 24B Page from Server_A 24A
Obtained from:
http://www.search.com/ Obtained from: column2.html

cnet.cgi?3676778

See Pet. 32; see also id. at 32-33 (alleging that, in its proposed implementation of
Rosenberg, “each webpage would have been fully and independently functional,
simultaneously displayed to the user in the same browser, and each webpage would
have behaved in the same way as if it were displayed in a separate window in the
web browser”).

As the Petition recognizes, Rosenberg alone does not disclose or render
obvious the feature that the parties controlling servers in Rosenberg’s network would
include a “plurality of unaffiliated third parties,” so the Petition needs to add Firefly
(as discussed by Zeff and Sterne). See Pet. 37-39. Indeed, Rosenberg itself discloses
that the servers participating in its network are “related server computers.”
Rosenberg at 4:52-55; accord id. at 8:1 (“a set of related servers”). Although
Rosenberg does not explicitly identify the precise #ype of “relatedness” among the

servers, nothing in Rosenberg suggests that they would have been controlled by
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distinct entities, much less would have had “no common ownership, control, or
affiliation with each other, or with the party that owns and controls database server
25” as the Petition’s theory requires. Pet. 39; Sherwood Decl. 9 50-52.

To argue that the combination of Rosenberg and Firefly would satisfy the
“unaffiliated third parties” claim limitation, the Petition relies on Zeff’s teaching that
“laJny site can be enhanced to be a part of the Firefly network,” and Sterne’s
teaching that Firefly “can be used by any site.” Pet. 38-39 (quoting Zeff at 0058 and
Sterne at 00172). The Petition looks to Zeff and Sterne because “Firefly was already
a commercially-successful and widely available embodiment of the same type of
profile sharing system described in Rosenberg,” and Firefly “was supported by a
number of well-known sites by 1996.” Pet. 39-40. According to the Petition,
combining Firefly with Rosenberg would beneficially have allowed the owner of
Rosenberg’s database server 25 “to offer its profile sharing services to a broad range
of third-party websites and increas|e] its prospects for achieving financial success.”
Pet. 40.

In other words, the Petition’s stated motivation for the relied-on combination
depends on a motivation to scale the teachings of Rosenberg to a “broad range” of
unrelated “third-party websites,” thus “increasing [Rosenberg’s] prospects for

achieving financial success.” See id.; Sherwood Decl. 9 53-54.
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B.  The Petition only explains how its proposed combination would
apply to exactly two participating servers in Rosenberg, which
Petitioner’s expert admitted a POSITA would not have been
motivated to implement.

Petitioner’s expert confirms that a POSITA would not have been motivated to
implement a combination of Rosenberg with Firefly simply to apply that
combination to just two participating servers. See Schmandt Tr. at 13:9-12 (“And
indeed, it would be rather foolish to build a system like Rosenberg just to
synchronize two servers.”).

Yet, despite the motivation discussed in the Petition to reach a “broad range”
of websites, the Petition only explains how its combination would work as applied
to exactly two participating servers. Specifically, the Petition contains the following
mock-up allegedly illustrating how Server A would share its unique identifier with

Server B:
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B [ HTMLFrames x P=E N = >
@
Page from Server_B 24B Page from Server_A 24A
Obtained from:
http://www.search.com/ Obtained from: column2.html

cnet.cgi?3676778

Pet. 32; see generally Pet. 28-33 (discussing how the frame would transmit a unique
identifier to only a single server other than Server A); Sherwood Decl. §955-57.
Petitioner’s expert could not identify any portion of his declaration where he
“specif[ied] how Server A could synchronize unique identifiers between more than
one [other] server.” See generally Schmandt Tr. at 22:18-26:18. At one point, he
testified that “[1]t makes no difference whether Server A is referencing one other
server or 18 other servers,” but immediately thereafter, he acknowledged that it
would be “silly” if “the frame layout would be exactly the same for Server A’s web
page if there were a hundred different servers within Rosenberg’s network or [two]

different servers within Rosenberg’s network.”
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Q. Okay. So where in your declaration do you

6
7 state what that common protocol would be for a group of
8 servers more than just 24- A and 24-D?

9 A. It's the same protocol. It makes no

10 difference whether Server A is referencing one other

11 server or 18 other servers. They all have the same

12 protocol. If you had one server, you had one stat.

13 Q. Okay. So m your opmion, the frame layout

14 would be exactly the same for Server A's web page if

15 there were a hundred different servers within

16 Rosenberg's network or 22 different servers within

17 Rosenberg's network?

18 A. No, of course not. It's silly. But it would

19 use the same technique. Frames. There's no limitation
20 in the frame HTML construct that says frames are limited

21 to two.

Schmandt Tr. at 25:6-21.* Despite the acknowledgement that “of course” the layout

of frames would have to be different between two servers and an arbitrary number

of servers, and it would be “silly” to apply the same layout, Petitioner’s expert

4 The transcript’s reference to “22” instead of “two” (or “2”) is a transcription

error, as evidenced by Mr. Schmandt’s answer that “the frame HTML construct” is

not “limited to two” frames.
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admitted that he had provided no explanation at all as to how a POSITA might scale
the “same technique,” 1.e., the use of frames for ID synchronization, for “more than

two servers,” much less for an arbitrary number of servers:

22 Q. And yet inyour declaration, your mockup only
discloses how two servers are synchronized n
identifying the frames, right?

A. Yes, that's correct.
Q. Inyour declaration, do you explain what the

unique identifiers between more than two servers?
A. No, I haven't designed — I haven't designed a

1

2

3

4

5 layout of frames would look like for synchronization of

6

7

8 userinterface. There's no usee are interface component
9

claimin the '582 patent. I'msorry. Yeah, '582. I've
10 discussed a mechanism, and I've cited to a mechanism
11 which would allow some number. There's only so many
12 pixels on the screen, but it would certainly allow for

13 more than two frames.
Schmandt Tr. 25:22-26:13.

Thus, the Petition has only explained how its proposed combination would
work for exactly two servers. And it is undisputed that a POSITA would not have

been motivated to implement a combination of such limited scope and utility, given
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the admissions of Petitioner’s expert and the teachings of Zeff, Sterne, and
Rosenberg to that effect. Schmandt Tr. at 13:9-12 (““And indeed, it would be rather
foolish to build a system like Rosenberg just to synchronize two servers.”); Zeff at
0058 (“/alny site can be enhanced to be a part of the Firefly network™); Sterne at
00172 (Firefly “can be used by any site”); Sherwood Decl. at §46 (explaining that
a POSITA would understand Rosenberg’s disclosure of using servers “24A through
24N> teaches using an arbitrary number of servers); Schmandt Tr. at 24:8-25:5
(same). Rather than implementing a system that could apply to only two servers, a
POSITA would seek to create a system that could have been scaled to an arbitrary
number of servers, because Rosenberg, Zeff, and Sterne all teach the desirability of
such scaling, and indeed the Petition’s stated motivation for the combination is “to
offer [Rosenberg’s] profile sharing services to a broad range of third-party websites
and increas[e Rosenberg’s] prospects for achieving financial success.” Pet. 40;
Sherwood Decl. 9 58-59. Yet, critically, the Petition does not explain how Firefly
could be combined with Rosenberg to achieve that admittedly desirable goal.
Petitioner’s expert made a pair of admissions that together demonstrate the
Petition’s deficiency. First, he admitted that persons “who design the user
experience” would have been the sort of POSITA to decide how to implement an
ID-synchronization technique that would impact a website’s visuals. Schmandt Tr.

at 20:9-22. Second, Petitioner’s expert admitted that, in the context of using frames
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would depend entirely on how

99 ¢¢

for ID synchronization, “a good user experience
those frames were laid out.” Schmandt Tr. at 13:13-14:4. Third, he admitted that
having only two frames to synchronize identifiers between only two sites is
“foolish.” Schmandt Tr. at 13:9-12. Yet, the Petition does not describe how a
POSITA would have designed a layout of frames that would have allowed
Rosenberg’s system to synchronize identifiers among a “broad range” of websites
as would be required to obtain the benefits the Petition alleges would have motivated
the proposed combination. See Pet. 40 (alleging a motivation to expand Rosenberg’s
system to a “broad range of third-party websites”); Schmandt Tr. 25:22-26:13
(admission that Petitioner’s expert did not “explain what the layout of frames would
look like for synchronization of unique identifiers between more than two servers”);
Sherwood Decl. 99 55-59.

Those admissions reveal a hole in the Petition’s reasoning: The combination
is not scalable to a “broad range” of websites (which the Petition presents as the
supposed rationale for the combination in the first place) unless the “frame”
approach on which the Petition focuses could apply to a scenario with an arbitrary
number of servers, yet an arbitrary number of servers would require a “good user
experience,” which in turn depends on frame layout, and the Petition is silent on how
to accomplish such a layout. Accordingly, the Petition’s silence regarding how to

layout frames for any implementation—other than the “foolish” one where only two
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servers are present—is a critical failing to present a prima facie case of obviousness,
and is fatal to all the Petition’s grounds. See ActiveVideo, 694 F.3d at 1327-28
(finding expert testimony “factually unsupported” where it provided no explanation
of “how specific references could be combined” in an obvious manner to “operate
or read on the asserted claims”).

C.  The Petition’s combination of Rosenberg with Firefly would have

not been obvious for additional reasons.

As discussed in the previous section, Petitioner’s expert acknowledged that a
POSITA would not have been motivated to implement the Petition’s proposal to use
two frames to synchronize identifiers between only two servers, because such an
implementation “would be rather foolish.” Schmandt Tr. at 13:9-12 (“And indeed, it
would be rather foolish to build a system like Rosenberg just to synchronize two
servers.”). A POSITA would have avoided implementing such a system for
numerous additional reasons. Sherwood Decl. 9 60-70.

First, the Petition’s “visible frame” approach significantly increases visual
clutter, compared to simply displaying only Server A’s webpage in the user’s
browser, because two webpages will be shown in the space that would have
previously been allocated to only a single webpage. The Petition’s proposal is thus
a dramatic departure from what a POSITA would have known to be best practices

in web design, which include simplicity in presentation. Sherwood Decl. § 61-62.
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For example, in World Wide Web Marketing, written by the author of the “Sterne”
reference relied on by Petitioner, Sterne writes: “Keeping things simple is absolutely
essential on the Web. . . . You have a very limited time to grab and hold somebody’s
attention once he or she comes to your site. Even more important is giving the user
the ability to navigate properly.” Ex. 2004 (Sterne, World Wide Web Marketing (2d
ed. 1998)) (“Sterne II”’) at 0135. POSITAs would also have known to “make [their]
site as intuitive as possible.” Sterne II at 0093; Sherwood Decl. § 63. Displaying an
unexpected website in a visible frame, in response to the user entering a URL for a
different website, would have violated this principle because users do not expect
websites to behave in such a fashion. Sherwood Decl. q 63.

A POSITA would have also understood that Server A would be loath to give
up screen space to a site that the user had not specifically requested, particularly
because this would create a sub-optimal user viewing experience. See Sherwood
Decl. q 64 (citing Sterne II at 0025, which states that creating a web site requires
“care in copyrighting and graphic design, with particular attention to the prospect’s
viewing experience”). A user visiting a first page seeks see that page and does not
typically want or expect to have a significant portion of the screen devoted to a
different page. Sherwood Decl. 9§ 64.

Furthermore, a POSITA would have recognized that embedding a frame to

another site would pose significant stability concerns as of the priority date of the
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’582 Patent. For example, a POSITA would have known that if a site “choose[s] to
pop open a new screen without the visitor’s consent, [that site] might use up system
resources that user doesn’t have available,” which could cause the “browser [to]
disappear in the blink of an eye” or even “freeze the whole system and force [the
user| to restart.” Sterne II at 0128-29 (“That’s not a nice way to treat people.”);
Sherwood Decl. 9 65 (explaining that the concerns about opening a new screen
without the visitor’s consent would have applied equally to opening a frame to an
unrelated website without the visitor’s consent).

And even if loading two pages simultaneously might not entirely crash the
user’s computer or browser, such an approach would certainly increase loading times
because the user’s browser would be downloading content for Server B’s page at the
same time as the browser is attempting to load Server A’s page. Sherwood Decl.
1 66. A POSITA would have recognized this drawback as significant, particularly
given bandwidth limitations in the relevant timeframe. See Ex. 2005 (“Dyson”) at
0171 (“The best-looking Web site in the world is completely useless if it takes too
long to load and people bail out before loading completes.”); id. at 0180 (“If your
page does not appear on a visitor’s browser in a fairly short time, you’ve lost him;
he is gone.”); Sherwood Decl. q 66 (explaining that many users at the time had 56K

or slower modems, which discouraged unnecessary use of bandwidth).
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A POSITA would further understand that the Petition’s proposal fares even
worse when the servers involved are unaffiliated as the Petition proposes.®> Sherwood
Decl. § 67. For instance, unrelated sites would have had no inherent incentive to
cross-promote each other, and the Petition has provided no motivation for such
cross-promotion.

Indeed, unrelated sites would have actively avoided cross-promoting each
other, because POSITAs would have taken active measures to avoid losing online
visitors to another site. See Sterne II at 0126 (explaining: “Don’t Lose Them to
Another Site,” and “ensure that you haven’t spent a lot of time encouraging your
users to see P.T. Barnum’s Grand Egress”); Sherwood Decl. §68 & n.S.
Additionally, cross-promotion of unrelated sites would exacerbate the concern about
over-usage of system resources, because each participating server would have no
control over the other’s resource usage. See Sherwood Decl. § 68 (explaining that if

Server A includes a frame to Server B, yet there is not a strong common financial

> Rosenberg itself teaches that its servers are “related,” which implies a close
relationship between the companies. That itself is inconsistent with the Petition’s
motivation to extend Rosenberg’s system to a broad range of third-party

participants. See Sherwood Decl. 9 52, 67.
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incentive such as common ownership, Server A has no assurances that Server B’s
page won’t include resource-intensive page elements).

Despite these obvious drawbacks, cross-promotion of unrelated sites
(including of direct competitors) is exactly what Petitioner’s combination would
cause. For instance, when counsel for Patent Owner asked for “any example [of
websites] that makes sense for this combination,” Petitioner’s expert gave the
example of direct competitors (CNN and Fox) cross-promoting each other. See
Schmandt Tr. at 15:13-17 (“Q. . . . I’'m just trying to come up with any example that
makes sense for this combination. So can you give me a website that could be Server
A? A. Sure. Let’s say CNN.com.”); id. at 17:6-8 (“Q. But what is Server B? A. You
want an example? Let’s say it’s Fox dot com.”). And when pressed on why cross-
promotion by direct competitors would make any sense, Petitioner’s expert simply
assumed some unspecified revenue benefit to Server A and reasoned that the
Rosenberg system could use this revenue benefit as leverage to require Server A to

cross-promote another site, even one that is a direct competitor:
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9 Q. Okay. So you think that it would make sense

10 for CNN dot com to also show Fox dot com in the same

11 browser?

12 A, I'm not going to stand on my political soapbox
13 there.

14 So which other servers CNN dot com showed

15 would depend on which other servers were part of this
16 overall system that Rosenberg discloses or the '582

17 patent discloses. In both instances Rosenberg and the
18 '582, there was some prearranged relationship between
19 servers that have provided contents to users, and that
20 prearranged relationship is such that each of those

21 servers is going to deliver partial profile information
22 to some other entity which is going to make some

decisions based on that.

Okay. So at the first level, CNN dot com by
becoming a member of this network, which presumably it
does because it is somehow advantageous, in terms of
advertising revenue, which is what counts anyway at the
end of the day. So CNN in choosing to become part of
this network is basically being told by the network
you've got to connect to these other members of our
network. That's sort of the base level.

o 0 N N Ot AW N

Schmandt Tr. at 17:9-18:9. In other words, Petitioner's expert presumes that his

proposed combination would be “somehow advantageous,” and sufficiently so as to
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justify Rosenberg’s network forcing (“being told . .. you’ve got to””) websites to
cross-promote any other site, even a direct competitor, the obvious disadvantages be
damned. See Sherwood Decl. 469.

As any POSITA in the advertising industry as of the priority date of the *582
Patent would have recognized, websites strictly avoided cross-promoting
competitors. In fact, companies at the time even avoided allowing their
advertisement to appear adjacent to a competitor’s advertisement, and if that
happened, it could even result in compensation (e.g., a refund) from the advertising
system. Sherwood Decl. 9 70. There is simply no reason to presume, as Petitioner’s
expert does, that Rosenberg’s network would have benefits that would outweigh the
serious drawbacks of Petitioner’s proposed combination, especially when neither the
Petition nor the expert can specify the nature of such benefits, other than a vague
allusion to it being “somehow advantageous, in terms of advertising revenue,” for
unexplained reasons. In fact, a POSITA would have presumed precisely the
opposite. See Sherwood Decl. 9 71.

VI. THE PETITION’S COMBINATION DOES NOT RECEIVE A

PARTIAL PROFILE “AS A RESULT” OF URL REDIRECTION.

All challenged claims require “electronically receiving ... a partial profile ...
wherein receiving the partial profile is achieved as a result of automatic electronic

URL redirection.” Ex. 1001 at claim 11. The Petition lays out no viable theory of
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how its proposed combination “result[s]” in receiving what the Petition identifies as
the “partial profile.” See Sherwood Decl. 9] 72-89.

In each of the Petition’s grounds, the Petition relies exclusively on Rosenberg
for an alleged disclosure of “electronically receiving ... a partial profile ... wherein
receiving the partial profile is achieved as a result of automatic electronic URL
redirection.”® A description of certain relevant portions of Rosenberg’s system is
provided below, followed by a brief summary of the Petition’s theory as to how
Rosenberg supposedly satisfies the “receiving ... a partial profile ... as a result of
automatic electronic URL redirection” limitation. With that background, this section
then identifies the numerous reasons the Petition’s theory cannot succeed.

A.  Background of Rosenberg

Rosenberg generally describes a system in which a given number of server
computers 24A-24N “cooperatively observe a common protocol” that allows those
computers to “track web browsers across distinct domains.” Rosenberg at 4:52-64.
Rosenberg’s “common protocol relies upon a common database of information” for

server computers 24A-24N, and the common database is contained in “server

6 The Petition relies on Zeff and Sterne’s description of the Firefly system only for
the requirements of “unaffiliated third parties” and “target[ed] third-party

advertisements.” See Pet. at 37-42, 51-53.
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computer 25.” Id. at 4:55-57. Rosenberg’s Figure 1 illustrates the general structure

of this system:

24A
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Network <¢— <¢—p | Connection 42A
Connection
% \ L»
36
CPU
J A
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Browser Program 46A
~ :
o 24 Browser Tracking [~
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Id. at Fig. 1. Although Rosenberg’s Figure 1 illustrates only two server computers
24A and 24B, Rosenberg teaches that a “typical embodiment” would include “server
computers 24A through 24N.” Id. at 4:16-20; Sherwood Decl. 9 74. Rosenberg’s

Figure 1 also shows “client computer 22,” which is “a standard computer” that
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includes “a web browser” that is “used to communicate with remote server
computers 24.” Id. at 4:7-15.

Rosenberg’s “common protocol” takes effect when client computer 22
requests a web page hosted by one of the servers 24A-24N. Sherwood Decl. §] 75.
This 1s illustrated in Rosenberg’s Figure 2 at step 70, where “Client Computer 22”

performs the step of “Request[ing] Page From Server A”:

22 A 248 Ve
Client Server_A Server_B Database

Computer

Request Page
From Server_A

{
70
Return Page
76
L
Generate
Unigque id 1" ¢
78 0
Y o i
Launch “i" > Create Entry
data to db for “7"
v _(*
Set Cookie/
Return Page
Jadi s
Convey Unigue P Set Cookie

ID Info to Server

Rosenberg at Fig. 2. After the user requests a page from Server A, Server A
evaluates in step 72 whether a cookie has already been placed on client computer

22. 1d. at 5:5-6, Fig. 2. If a cookie has already been placed, Server A returns the
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requested webpage, and no further action is needed. /d. at 5:7-8. If no cookie exists,

(1952}
1

however, Server A generates a unique identifier and sends that identifier to
database 25 so that the database can create a database entry for identifier “1.” Id. at
5:8-12. The next step is to “set a cookie [on the client computer] corresponding to
the unique identification value and return a page of the requested information” in
step 82. Id. at 5:17-19. In step 82, however, “the returned page includes instructions
to convey the unique identification information to additional server computers that
are observing the same protocol,” as illustrated in step 84. Id. at 5:21-26. Rosenberg
teaches that, although Figure 2 displays only Server B receiving the unique
identification information “[f]or the purpose of simplicity,” the unique identifier is
actually sent “to each server in the network of servers that is operating in accordance
with the invention.” Id. at 5:21-33; Sherwood Decl. 9 75.

Rosenberg elsewhere describes the specific mechanism by which the unique

[13%2]
1

identifier “1” is sent to the other servers (such as Server B), namely by an embedded
HTML object “that references another server computer, say server computer B
24B.” See Rosenberg at 8:12-34 (explaining that there are “several ways in which
an HTML reference to another site can be embedded in a page”); Sherwood Decl.
4 76. Although Rosenberg provides several examples of how the unique identifier

1” may be transmitted to Server B, the Petition focuses primarily on just one

embodiment: Server A generates a page that creates multiple “frames, one of which
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references a page on another site [e.g., a site provided by Server B].” Id. at 8:56-65
(describing the use of frames for this purpose); Pet. at 28-34, 42-46 (relying on
Rosenberg’s teachings regarding frames). According to the Petition, this
embodiment creates a scenario where, when a user navigates to the webpage
provided by Server A, the user’s browser will display both the webpage of Server A
and the webpage of Server B at the same time.

At pages 32-33, the Petition shows a “mock-up” of how Petitioner contends a
request to a website provided by Server A would appear in a user browser, such that
both the page from Server A and the page from Server B would be visible
simultaneously. The Petition emphasizes that the frame for Server B would be
opened without any user request to access the Server B webpage. See Pet. at 43 (“As

Rosenberg explains, ‘[a]n advantage of this approach is that the request will be made

automatically, without the need for human action.”) (quoting Ex. 1003 at 8:64-65)

(emphasis in original).

The result of Server A’s creation of a frame on the user’s computer is

€619 (1952
1 1

Server B receives the identifier “1” and sets a cookie with “1” on the client computer.
See Ex. 1003 at 5:21-42 (explaining that the page returned by Server A “includes
instructions to convey the unique identification information to additional server
computers,” and that “[d]ifferent techniques for achieving this operation are

discussed below™); id. at 8:12-9:24 (discussing different techniques for transmitting
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identifier “1” to Server B); id. at 5:40-54, 7:66-811 (explaining that as a result of
Server B’sreception of the unique identifier, “server 24B will not generate a unique
identification value, but will rely upon the value established by server 24A” when
placing a cookie on the client computer); Sherwood Decl. 9 77-78.

Now that both Server A and Server B have placed a cookie on the user’s
computer with the same identifier “i” (e.g., cookie ID “123”), both of those servers
can update database 25 with information about “Content Requested” by a user
accessing the webpages provided by Server A and Server B. Rosenberg teaches
that the information used to generate the database entries is “passed from the access
logs of the server computers [24A-24N] to the database 25, typically at the end of a
day or at other times when network traffic is light.” Id. at 5:55-62. The type of

information stored in the database is illustrated in Rosenberg’s Figure 3, reproduced

below:
Cookie | Last Visit Content II;lequested Last Visit Content Requested
ID# to Server A roduct | Feature |g Server B Product | Feature
= News | |nfo Story - News | |nfo Story
123 4-9-96;18:25 2 5 0 7-4-96;16:23 1 7 3
Id. at Fig. 3.

Notably, Rosenberg teaches that these database entries reflect what “the user
of the web browser requested” (id. at 5:63-6:5) during the user’s visits to each

webpage. Rosenberg thus excludes from the “Content Requested” fields of the
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database any actions that the user did not specifically request (such as, e.g., the
actions related to Server A’s communication of the unique identifier “i” to
Server B, to the extent those actions occur automatically without user action). See
Ex. 1002 993 (explaining that the “tracking information about user activity from
Server B” “provides a portion of the attributes attributable to a user, i.e., the user’s
activity when accessing Server B 24B”) (emphases added); Sherwood Decl. 99 79-
80.

The exclusion in Rosenberg makes good sense, because the purpose of
Rosenberg’s system is to gather information about user behavior. Sherwood Decl.
4 81. The fact that Server A sent the user’s browser to Server B without the user’s
consent does not reflect any user behavior with respect to Server B. See, e.g.,
Rosenberg at 3:25-28 (“The method of the invention allows a web browser to be
passively tracked so that the content preferences and interests associated with the
individual using the web browser can be identified.”) (emphasis added); id. at 3:33-
37 (“This cumulative information defines content preferences and demographics
associated with the individual using the web browser. This information can be used
to provide responses tailored toward the individual using the web browser.”); id. at

3:6-8 (specifying a goal of “editors and advertisers ... tailor[ing] their content to

users’) (emphasis added).
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B.  The Petition’s theory

Under the Petition’s theory, when a user visits a website of Server A (which
website the Petition maps to “a website” of claim 11 (see Pet. at 33-34)), Server A
causes the user’s browser to display two separate frames, one for the website
provided by Server A and one for the website provided by Server B. Id. at 32-33.
The frame displaying the website provided by Server B also causes the user’s “web
browser to send the user’s unique identification value” (e.g., “1” or cookie ID “123”)
“to Server B” so that Server B “can then use this unique user identification value
to set a cookie for Server B 24B using the same value.” Id. at 45. According to the
Petition, Server A’s provision of a frame that displays the website provided by
Server B supposedly constitutes the “URL redirection” of the challenged claims.
See id. at 42-43.

The Petition further maps the “partial profile” of the challenged claims to
“[t]racking information about content requested by a user who is accessing
Server B.” Id. at 22. According to the Petition, a “partial profile” is generated after
the alleged redirection using frames from the website provided by Server A.
Specifically, the Petition alleges that the alleged redirection using frames “enabled
the user to request news, product information and feature story pages from
Server B.” Id. at 44. That allegation makes clear that, under the Petition’s theory,

the redirection must precede the collection by Server B of tracked user requests for
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news, product information, and feature story pages, which constitutes the alleged
“partial profile.” See id.
C.  The Petition fails to explain how “receiving the partial profile” is
“achieved as a result of automatic URL redirection.”

As noted above, the Petition alleges that a user is redirected to Server B from
Server A when Server A creates a frame in the user’s browser where the source
attribute for the frame points to a webpage provided by Server B. Pet. 42. The
Petition thus contends that, if a user then requests “news, product information [or]
feature story pages from Server B” using the aforementioned frame, database server
25 receives the “partial profile” information that results from such user requests “as
a result of automatic URL redirection.” Pet. 44.

The Petition proposes two theories as to how the reception of profile
information is allegedly “as a result of automatic URL redirection.” First, the
Petition contends that the alleged redirection results in the receipt of the partial
profile information because, supposedly, the redirection “enabled the user to request
news, product information and feature story pages from Server B 24B—thus
generating the ‘partial profile’” that may later be received. Pet. at 44-45; Paper No.
9 (Institution Decision) at 18. However, the Petition ignores the fact that, in the
context of Rosenberg’s system, the use of a frame does not “enable[] the user to

request news, product information and feature story pages from Server B 24B.” See
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Pet. 44. Specifically, Petitioner’s expert admits that “the user in Rosenberg could
have directly navigated to and accessed Server B 24B via its web browser without
accessing the frame-based webpage provided by Server A 24A (for example by
entering the URL for Server B 24B into the web browser address bar).” Ex. 1002
101. In this scenario, of course, the user would be able to “request news, product
information and feature story pages from Server B 24B” without any redirection
from Server A 24A.7 Cf. Pet. at 44. Thus, the user can submit requests that result in
profile information being transmitted to database server 25 without the alleged
redirection. Thus, the Petition’s first theory, under which Rosenberg’s frame
allegedly “enabled the user to request news, product information and feature story

pages” from Server B is unsupported. Sherwood Decl. 99 84-85.

7 In this scenario, Server B would transmit the alleged partial profile information to
Rosenberg’s database server 25 using a unique identifier assigned by Server B, as
Rosenberg teaches in its description of how the system would operate if a user visited
Server B’s website without Server B having previously received a unique identifier
from Server A. See Ex. 1003 at 6:10-58, Figs. 4-5 (showing profile data being
provided to database server 25 using a cookie ID “456” assigned by Server B);

Sherwood Decl. § 85 n.7.
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Second, the Petition contends that the partial profile is received “as a result
of” the alleged redirection because the redirection “causes the web browser to send
the user’s unique identification value ([e.g., Cookie ID # 123]) to Server B 24B,”
which “can then use this unique user identification value to set a cookie for Server B
24B using the same value.” Id. at 45. The Petition alleges that this value 1s “needed
in order to receive the ‘partial profile’ from Server B 24B and store it in association
with that user.” Id. at 45-46.

Again, the Petition again cannot support the core premise underlying its

(3

second argument: that a “user identification value” received from Server A is
“needed” for database server 25 to “receive the ‘partial profile’ from Server B 24B
and store it in association with that user.” /d. In fact, Rosenberg explicitly contradicts
the Petition on this point. Sherwood Decl. 49 87-88. Rosenberg teaches that, in the
case where a user visits the website hosted by Server B 24B after the user visits
Server A 24A, but the unique identification information from Server A 24A did
“not reach” server 24B (e.g., “if the instruction to pass the unique identification
information is defeated by programming instructions associated with the client
computer 22, or ... by some network interruption”), server 24B will assign its own
unique identifier “;” to the user, which differs from the unique identifier “i”

previously assigned by server 24A. See Ex. 1003 at 6:10-28. Rosenberg teaches that

this “processing results in a database entry for the ‘j° identification value,” such that
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[13%2]

database server 25 can receive profile information from server 24B using the
identification value, even though server 24A previously assigned that user an
identification value of “1.” Id. at 6:23-32. Subsequently, database 25 will “merge the
previously separate ‘i’ and °j’ entries,” such that the database is able to associate
profile information regarding the user’s visit to the webpage hosted by server 24B
with a common unique identifier, even though the alleged redirection from 24A did

(1952
1

not provide the unique identifier “i” to server 24B. Thus, if server 24A previously
assigned ID “123” to the user, and server 24B later assigned ID “456” to the user,”
database server 25 will associate profile information obtained from both servers 24A
and 24B with both cookie IDs “123” and “456.” See id. at 6:32-58, Figs. 4-5.
Accordingly, Rosenberg explicitly teaches that database server 25 is able to
receive the alleged partial profile information from server 24B (as well as store the
profile information in association with the user), even if Server A is unable to
transmit a unique identifier to Server B via the alleged redirection. See generally id.
at 6:10-58, Figs. 4-5; Sherwood Decl. 9 89. Simply put, Rosenberg does not need
Server A’s unique identifier to be transferred to Server B in order for a partial
profile describing a user’s content requests from Server B to be received and stored
in association with the user. Thus, the Petition’s premise that “URL redirection ...

furnished Server B 24B with the user identification value that database server

needed in order to receive the ‘partial profile’ from Server B 24B and store it in
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association with that user” (see Pet. at 45-46) is false, and the Petition’s theory based
on that premise cannot succeed. Sherwood Decl. 99 86-89.

Patent Owner acknowledges the Board’s statement that “Petitioner has
sufficiently demonstrated that Rosenberg discloses limitation [11(b)].” Institution
Decision at 23. That conclusion was primarily based on understanding Patent
Owner’s preliminary response as arguing that the claim limitation “precludes
intervening user action between automatic URL redirection and receipt of the partial
profile.” Id. at 23. But setting aside the question of whether or not the claim language
precludes some amount of intervening user action, the Petition’s theories fail on their
own terms; as discussed above, the Petition does not establish that Rosenberg’s
alleged redirection “enable[s]” the user to request information from Server B (see
Pet. 44-45), nor does the Petition establish that the alleged redirection furnished an
identifier that 1s “needed” for Rosenberg to receive profile information from Server
B (see Pet. 45-46).

VII. CONCLUSION

The Petition does not establish invalidity of any challenged claim for two
independent reasons. First, Petitioner’s expert conceded that a POSITA would not
be motivated to design a combination of Rosenberg with Zeff and Sterne that could
synchronize unique identifiers between only two participating servers, yet that is the

only combination the Petition describes how to implement. Additionally, the
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Petition’s theories as to how a “partial profile” is alleged “achieved as a result of”
URL redirection fail, because the alleged URL redirection does not enable the user
to request content from Server B, nor does the alleged redirection provide Server B
with a unique identifier value that is needed for Rosenberg’s database server to
receive profile information. Accordingly, all challenged claims should be found not

unpatentable.
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I. INTRODUCTION

Patent Owner’s response advances two primary arguments (both directed
solely at independent claim 11), but neither argument provides any basis to
overcome the instituted grounds. First, Patent Owner claims that the Petition only
explains how to implement the proposed combination of Rosenberg, Zeff and Sterne
using two cooperating servers 24A and 24B. This argument is based entirely on a
mischaracterization of how Rosenberg was used in the Petition. Rosenberg is not
limited to two cooperating servers, and as Patent Owner acknowledges, Rosenberg
itself states that a “typical embodiment” would have included additional cooperating
servers. (Rosenberg, 4:16-19.) Patent Owner’s argument improperly attempts to
twist the Petition’s analysis, which focused on servers 24 A and 24B because no other
cooperating servers were required to disclose the claim limitations, into some kind
of concession that the proposed combination could only have been implemented
using those two servers. Nothing in the Petition proposed any such limitation.

Second, Patent Owner argues that Rosenberg does not disclose receipt of the
claimed partial profile “as a result of” automatic URL redirection. Patent Owner
does not directly address either of the two theories set forth in the Petition for this
claim limitation. Patent Owner instead argues that, under certain use cases and in
response to specific error conditions, a partial profile might be received even if the

claimed URL redirection did not occur. But Patent Owner’s arguments are irrelevant
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and violate established Federal Circuit law that a prior art reference can fully disclose
a claimed method even if the steps are only sometimes performed in the prior art.
For the reasons set forth below and in the Petition, the Board should find the
challenged claims unpatentable based on the instituted grounds.

II. PATENT OWNER'’S “TWO SERVER” ARGUMENT.
A. ItIs Undisputed That Rosenberg Is Not Limited to Two Servers.

Patent Owner repeatedly acknowledges that Rosenberg is not limited to just
Server A 24A and Server B 24B. (Response, e.g., 10, 18, 27-28; EX2001, 9946,
58, 74.) Rosenberg itself explains that a “typical embodiment” would have involved
more than two cooperating servers:

FIG. 1 illustrates two server computers 24A and 24B, although a typical

embodiment of the invention would include a larger number of server

computers, say server computers 24A through 24N.

(Rosenberg, 4:16-19; see also id., 4:52-55 (“The present invention relates by having

a group of related server computers, say server computers 24A-24N, cooperatively

observe a common protocol, which is described below.”) (underlining added to
both).) Patent Owner further acknowledges that the “N” in “24N” in Rosenberg
indicates that an “arbitrary” number of cooperating servers can be used (and that
Rosenberg does not, for example, use “N” to refer to the 14th letter of the alphabet).
(Response, at 10 n.3; EX2001, 946.) Petitioner agrees with Patent Owner’s
interpretation of “24N” in the context of Rosenberg. (EX1019, 96.)

2
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Patent Owner also correctly acknowledges that although the detailed
description in Rosenberg focuses on servers 24A and 24B, this was provided “for
simplicity of explanation,” not to suggest a limit to the number of cooperating
servers the system of Rosenberg could handle. (Response, at 10 (quoting Rosenberg,
5:31-33 (“For the purpose of simplicity, FIG. 2 merely illustrates a single server 24B
as receiving the unique identification information.”)); see also Rosenberg, 7:49-53
(“The unique identifier is then sent to one or more cooperating server computers
operating under the same protocol. Each cooperating server that receives the
identifier sets a cookie based on the unique identifier.”) (underlining added).)

B.  Petitioner’s Obviousness Theory Would Not Have Limited
Rosenberg to Only Two Cooperating Servers.

Patent Owner’s argument is based on the false assumption that the Rosenberg
system, under the proposed combination, could only have included the two
exemplary cooperating servers specifically described in Rosenberg, i.e. servers 24A
and 24B. There is no basis for this assumption. (EX1019, 996-12.) During his
deposition, Patent Owner’s expert was asked whether he thought “the Petitioner’s
theory requires that Rosenberg be implemented using only two servers,” to which
he responded: “I don’t recall that particular theory.” (EX1020 at 14:13-15:7.)

Patent Owner’s argument instead relies on the fact that the Petition focused
on cooperating servers 24A and 24B in describing how Rosenberg satisfied the

limitations of the challenged claims. But like Rosenberg itself, this focus was “for
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simplicity of explanation,” and not intended to suggest any limit to the number of
cooperating servers the proposed combination could handle. The Petition’s focus
on cooperating servers 24A and 24B was also a by-product of the fact that, to show
invalidity of the challenged claims, additional servers were not required. This is
because claim 11 only requires “a programmed computer system,” which
Petitioner mapped to database server 25 in Rosenberg, and “at least one server,”
which Petitioner mapped to Server B 24B. (Petition, at 21-24; EX1002, 9986-88.)
The Petition went on to explain how Rosenberg disclosed the limitations of the
challenged claims through the operation of and interactions between database server
25 and two cooperating servers — Server A 24A and Server B 24B. (Petition, e.g.,
at 21-36, 42-53.) Although the system of Rosenberg can include additional
cooperating servers as fully explained above, those additional servers were not
claimed and thus not needed to satisfy the limitations of claim 11.

Patent Owner cannot identify a single statement in the Petition suggesting any
technical modification to the system of Rosenberg — let alone any modification that

would have removed Rosenberg’s expressly-disclosed ability to use more than two
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cooperating servers.! To the contrary, in discussing the embodiment in which profile
information is conveyed from Server A 24A to Server B 24B, the Petition
explained that this “is merely an example,” and that those techniques “would have

been equally applicable for sharing profile information with... any other cooperating

server in which a cookie has been stored with the unique identifier.” (Petition, at 36
(citing Rosenberg, 7:51-55) (underlining added).) The Petition thus made clear that
the proposed combination does not exclude additional cooperating servers beyond
Server A 24A and Server B 24B, notwithstanding that the challenged claims do not

require them. (EX1019, q11; EX1002, 99104, 120.)

I Petitioner cited Rosenberg in combination with Zeff and Sterne, but not to propose
any technical modifications to Rosenberg. Petitioner relied on Zeff and Sterne for
business and nontechnical teachings relating to the “unaffiliated third parties”
limitation of claim 11(a), and the fact that the customized responses in Rosenberg
could have been used for “targeting third-party advertisements” in claim 11(e).
(Petition, at 14, 37-42, 51-53; EX1002, 99108-110, 115, 131-132.) Zeff and Sterne
were thus cited to describe business and economic uses to which the system of
Rosenberg could have been deployed, not to suggest any modification that would
have diminished the capabilities of Rosenberg such as its ability to be used with an

arbitrary number of cooperating servers. (EX1019, 414.)
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C. Petitioner’s Reliance on the Rosenberg Frame Tag Embodiment
Would Not Have Limited Rosenberg to Only Two Servers.

Patent Owner next points to the fact that the Petition relies on the “frame tag”
embodiment in Rosenberg, which creates a web page with content from just two
cooperating servers (i.e. Server A 24A and Server B 24B). According to Patent
Owner, Petitioner’s reliance on the frame tag embodiment means that the proposed
combination could only be used with exactly two cooperating servers. (Response,
at 14-19; EX1002, 9450, 55-56.) But Patent Owner’s argument improperly attempts
to transform Petitioner’s explanation of how the frame tag embodiment discloses the
claim limitations, into an admission by Petitioner that the entire system of
Rosenberg, under the proposed combination, can only be used with two cooperating
servers. This argument is improper and should be rejected.

Nothing in Rosenberg or the proposed combination would have limited the
frame tag embodiment to just Server A 24A and Server B 24B. Any number of
server pairs in Rosenberg’s network could have employed the exact same frame tag
technique to allow a first cooperating server to convey the unique user identification
to a second cooperating server, and display information from both servers in a dual-
frame web page. (EX1019, 418.) For example, the frame tag embodiment in
Rosenberg could also have been used with a “Server C” and “Server D,” a
“Server E” and “Server F,” and so forth, across an arbitrary number of cooperating

servers across Rosenberg’s network of servers 24A-24N. Accordingly, although the

6
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exemplary frame tag in Rosenberg discloses a technique to display web page content
from two cooperating servers, that same approach could have been used by and
distributed across many different server pairs throughout the network. (/d.)

There is also no basis for Patent Owner’s apparent assumption that an
ordinarily skilled artisan implementing Rosenberg would have included only the
absolute minimum set of features needed to invalidate the challenged claims by only
allowing for two cooperating servers. An ordinarily skilled artisan would instead
have considered Rosenberg as a whole, without regard to the more limited scope of
the challenged claims. See, e.g., In re Fritch, 972 F.2d 1260, 1264 (Fed. Cir. 1992)
(“It 1s well settled that a prior art reference is relevant for all that it teaches to those
of ordinary skill in the art.”); Vandenberg v. Dairy Equip. Co., 740 F.2d 1560 (Fed.
Cir. 1984) (“In making its determination [of obviousness] a court must view the prior
art without reading into that art the patent’s teachings, and must analyze and consider
the references as a whole.”) (internal citation omitted; emphasis added). An
ordinarily skilled artisan implementing the proposed combination would thus have
also considered, among other things, Rosenberg’s express disclosure that “a typical

embodiment of the invention would include a larger number of server computers,

say server computers 24 A through 24N.” (Rosenberg, 4:16-19 (underlining added).)
And even if there was a basis for Patent Owner’s assumption that the frame

tag embodiment could be used with only two servers within the entire server
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network, Rosenberg discloses at least four alternative approaches for allowing a
cooperating server to convey the unique identifier to other cooperating servers.
(Response, at 11; EX2001, 9949-50.) As Rosenberg explains:

There are several ways in which an HTML reference to another site can
be embedded in a page. Any of these methods can be used to implement
the invention. Which method to choose depends on several factors,
including the desired appearance of a page, the expected distribution of
browsers (i.e., which features are implemented), whether requiring

explicit user actions is desirable, etc.
(Rosenberg, 8:33-40.) For example, with reference to the frame tag approach
discussed in the Petition, Rosenberg explains that “[a]n advantage of this approach
is that the request will be made automatically, without the need for human action.”
(Petition, at 43 (quoting Rosenberg, 8:64-65).) But as an alternative to this approach,
a first website can also convey a unique identifier to a second website using (1) a
clickable hypertext link to the second site with a URL that includes the unique
identifier (Rosenberg, 8:41-55), (2) an HTML form that causes the unique identifier
to be sent to the second site (Rosenberg, 8:66-9:8), (3) an embedded HTML image
tag whose URL points to the second site and includes the unique identifier
(Rosenberg, (Rosenberg, 9:8-16), and (4) using standard “HTTP redirect”
techniques in which the first site can cause the user’s browser to navigate to a second

site at a specified URL (Rosenberg, 9:18-24). (EX1019, 920.)
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Accordingly, an ordinarily skilled artisan could have implemented the
Rosenberg system under the proposed combination such that Server A 24A and
Server B 24B adopted the invalidating frame tag approach, as fully described in the
Petition. (Petition, at 30-34.) But for other cooperating servers in the Rosenberg
server network, those could have employed one or more of the four alternative
techniques described in Rosenberg. (EX1019, 9421; Rosenberg, 8:34-35 (“Any of
these methods can be used to implement the invention.”).) For example, if a
Rosenberg server network included 1,000 cooperating servers but only Server A
24A and Server B 24B used the frame tag embodiment, this would still be sufficient
to fully satisfy the steps of claim 11 —even if other cooperating servers used different
techniques that did not result in performance of the claim steps. See, e.g., Hewlett-
Packard Co. v. Mustek Sys., Inc., 340 F.3d 1314, 1326 (Fed. Cir. 2003) (“Just as an
accused product that sometimes, but not always, embodies a claimed method
nonetheless infringes, a prior art [reference] that sometimes, but not always,
embodies a claimed method nonetheless teaches that aspect of the invention.”)
(internal quotations and citations omitted).

D.  An Ordinarily Skilled Artisan Would Not Have Been Discouraged
From Using the Rosenberg Frame Tag Embodiment.

Patent Owner also argues that, despite Rosenberg’s express disclosure of its
frame tag embodiment, an ordinarily skilled artisan would have found it undesirable

and would not have used it. Patent Owner contends that frames would have

9
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increased “visual clutter” and would have required a website operator to give up a
portion of its webpage to another website. (Response, at 20-21.)

Patent Owner’s arguments do nothing more than confirm the unremarkable
fact that the frame tag embodiment, as with almost all user interface decisions, would
have offered both benefits and trade-offs. (EX1019, 922.) Rosenberg itself explains
that the particular method to select for synchronization across servers “depends on
several factors, including the desired appearance of a page, the expected distribution
of browsers (i.e., which features are implemented), whether requiring explicit user
actions is desirable, etc.” (Rosenberg, 8:36-40.)

The Federal Circuit has explained that “[a] given course of action often has
simultaneous advantages and disadvantages, and this does not necessarily obviate
motivation to combine.” Allied Erecting & Dismantling Co., Inc v. Genesis
Attachments, LLC, 825 F.3d 1373, 1381 (Fed. Cir. 2016) (quoting Medichem, S.A.
v. Rolabo, S.L., 437 F.3d 1157, 1165 (Fed. Cir. 2006)). For example, an ordinarily
skilled artisan would have weighed any so-called increase in “visual clutter” of the
frame-based approach, as described by Patent Owner, against the benefits of
displaying more information to the user within the browser window. (EX1019,
9923-24.) Asnoted in the Petition, “HTML frames create independently changeable
and (sometimes) scrollable windows that tile together to break up and organize a

display so that it’s not only more visually appealing, but easier to work with.”

10
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(Petition, at 28 (quoting Brown, EX1006, at p.0040) (underlining added); see also
Brown, EX1006, p.0039 (“Prudent use of frames can make your HTML documents
more organized, more easily navigable, and more impressive looking.”).) Frames
were often regarded as a superior way to present information from a second web
page when compared, for example, to separate “pop-up” windows that users may
have found distracting or annoying. (EX1019, 923.)

Patent Owner’s expert also acknowledged at his deposition that an ordinarily
skilled artisan would have had experience with user interface design and would have
had experience with how frames work. (EX1020 at 11:13-12:10.) A skilled artisan
would thus have been fully capable of weighing and balancing the relative benefits
and trade-offs of the frame tag embodiment in Rosenberg. (EX1019, 924.)

Rosenberg itself provides an express motivation to use the frame tag
embodiment over its other disclosed alternatives in that “the request will be made
automatically, without the need for human action.” (Rosenberg, 8:64-65.) The same
cannot be said about two of Rosenberg’s other alternatives, i.e., the clickable
hypertext link and HTML form, both of which require user action. (EX1019, 922;
Rosenberg, 8:51-53 (hypertext link), 8:66-7 (HTML form).) And Rosenberg’s other
two remaining alternatives, i.e. embedded image tags and HTTP redirection, would
not have resulted in display of content from the second site in the same organized

manner and in the same browser window. (EX1019, §23.) A skilled artisan would

11
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thus have been motivated to implement the frame tag in Rosenberg to obtain benefits
not offered by the other disclosed alternatives.

Patent Owner cites Peter Dyson, Internet Information Server 4 (EX2005) and
another book by Jim Sterne, World Wide Web Marketing (EX2004), but these books
do not support Patent Owner’s arguments. (Response, at 20-22; EX2001, 9962-64.)
Neither of these references provides any discussion of HTML frames, let alone any
statements that would have discouraged an ordinarily skilled artisan from
implementing the frame tag embodiment in Rosenberg. (EX1019, 925.)

Patent Owner also claims that the approach of using frames would have
“pose[d] significant stability concerns” as of the priority date. (Response, at 21-22.)
These concerns are unsubstantiated. (EX1019, 926.) As of the assumed December
1999 priority date of the challenged claims, web browsers that supported HTML
frames existed for years. Brown itself confirms that, as of its 1997 publication date,
web browsers in use by “90 percent of your audience on the Web” supported HTML
frames — including the two most widely used browsers from Netscape and Microsoft.
(Brown, EX1006, at p.0039.) Rosenberg — which itself was filed in August 1996 —
does not suggest that frames presented any stability concerns. The use of frames to
load a second webpage, as described in Rosenberg, would have presented no

significant technological obstacles by December 1999. (EX1019, 926.)

12
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Patent Owner also contends that it would have been undesirable to use frames
because of the additional time it would have taken to load the additional content
from Server B 24B in the other frame. (Response, at 22.) But web pages as of
December 1999 were considerably simpler and consumed less storage and network
bandwidth than they do today, with many pages consisting of nothing more than
HTML, text and some embedded images. (EX1019, 426.) Nothing in Rosenberg
requires that the frames display bandwidth-intensive web pages, as both sides’
experts agree. (EX1019, 926; EX1020 at 30:20-25.) And as with its other
arguments, Patent Owner does not contend (nor could it) that an ordinarily skilled
artisan would have been unable to weigh the relative benefits and trade-offs of the
frame tag approach as applied to the particular web pages being displayed.

Patent Owner also goes on at length to argue that there would have been
drawbacks of ‘“cross-promotion of related sites,” including by competitors.
(Response, at 22-26; EX2001, 9967-70.) Patent Owner supports this argument with
a contrived scenario involving directly competing CNN and FOX news websites.
(Response, at 24-25.) But Patent Owner’s argument merely confirms the
unremarkable fact that — of course — there may have been situations when a company
may not want to display content from another company’s website, such as when the
two companies are direct competitors. See KSR Int'l Co. v. Teleflex Inc., 550 U.S.

398, 421 (2007) (““A person of ordinary skill is also a person of ordinary creativity,
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not an automaton.”). But nothing in Rosenberg suggests that the parties that control
Server A 24A and Server B 24B would have been (or needed to be) competitors or
otherwise adverse to one another. In the particular example in Rosenberg, in fact,
the content shown in Server B 24B frame comes from a more generic search-related
website “http://www.search.com” (Rosenberg, 8:56-65), suggesting that its content
would have been complementary and not competitive to Server A 24A. Rosenberg
does not identify any circumstances that would have made it undesirable
(commercially or otherwise) for the webpage from Server A 24A to display a frame
with content from Server B 24B. (EX1019, 9927-28.)

Another example that would have been more plausible than the CNN/FOX
hypothetical offered by Patent Owner, the frame showing content from Server A
24A could have displayed an article featuring information about a product, and the
other frame from Server B 24B could have displayed content from the website of
the vendor whose product was featured in the article. In any case, it would have
been obvious that use cases would have existed in which the frame tag embodiment
was beneficial and that would not have presented any of the concerns identified by
Patent Owner. (EX1019, 928.) If this were not the case, Rosenberg would not have

disclosed the frame tag embodiment in the first instance.
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III. PATENT OWNER'’S “URL REDIRECTION” ARGUMENT.

The Petition also explained how Rosenberg discloses that receipt of the partial
profile is achieved “as a result of automatic URL redirection.” (Petition, at 44-
46; EX1002, 99116-123.) Patent Owner does not dispute that Rosenberg discloses
“URL redirection,” and in fact, Patent Owner’s expert assumed “that Petitioner’s
allegation of the use of a frame satisfies the meaning of ‘URL redirection.””
(EX2001, 938.) Nor does Patent Owner dispute that the URL redirection in
Rosenberg is “automatic.” (Petition, at 42-43; EX1002, 4117; Rosenberg, 8:64-65
(“An advantage of this [frame tag] approach is that the request [for the Server B
webpage] will be made automatically, without the need for human action.”).) Patent

Owner instead focuses entirely on the “as a result of” part of this limitation.?

2 Prior to institution, Patent Owner argued that Rosenberg did not disclose receipt
of the partial profile “as a result of” the automatic URL redirection because the
partial profile would have been received after the user performed some action on the
webpage provided by Server B 24B. The Board rejected this argument when it
instituted IPR because “[t]he claim does not preclude intervening user action
between the time of URL redirection and receipt of the partial profile.” (Institution

Decision, Paper 9, at 7.) Patent Owner acknowledges the Board’s rejection of its
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The Petition provided two separate theories as to why receipt of the partial
profile in Rosenberg is achieved “as a result of” the claimed URL redirection. First,
the URL redirection from Server A 24A caused the user’s browser to access the
webpage from Server B 24B in the first instance, which “in turn enabled the user to
request news, product information and feature story pages from Server B 24B — thus
generating the ‘partial profile’ as shown in Figure 3.” (Petition, at 44; EX1002,
9121.) In other words, but for the automatic URL redirection to the webpage
provided by Server B 24B under the frame tag embodiment in Rosenberg, the partial
profile information would not have been received.

Patent Owner responds to this first theory by arguing that it would have been
possible for the user to bypass the frame-based webpage provided by Server A 24A
by directly navigating to the webpage provided by Server B 24B. (Response, at 35-
36; EX2001, 485.) But this argument is irrelevant. Federal Circuit law is clear that
“a prior art [reference] that sometimes, but not always, embodies a claimed method
nonetheless teaches that aspect of the invention.” Hewlett-Packard Co. v. Mustek
Sys., Inc., 340 F.3d 1314, 1326 (Fed. Cir. 2003). In the particular embodiment in

Rosenberg relied upon in the Petition, in which the webpage from Server B 24B

pre-institution argument and has not renewed it. (Response, at 39.) Nor could it, as

the Board’s conclusion on this issue was correct. (EX1019, 939.)
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was automatically accessed via the frame-based web page provided by Server A
24A (Rosenberg, 8:56-65), the receipt of the partial profile from Server B 24B
would have occurred “as a result” of automatic URL redirection, as explained in the
Petition. (Petition, at 44-45.) Nothing in the claim excludes a system in which a

receipt of the partial profile, at other times, may not be achieved as a result of

automatic URL redirection. (EX1019, 941.) Claim 11 does not, for example, recite
that the partial profile “can only be achieved” by automatic URL redirection.
Under the second theory, the Petition explained that receipt of the partial
profile in Rosenberg was achieved “as a result” of automatic URL redirection
because the redirection provided Server B 24B with the user’s unique identification
value (“1”) that was contained in the URL. (Petition, at 45; EX1002, 44122-123.)
That unique identifier, as explained in the Petition, is used by Server B 24B to
identify the user in transmitting the partial profile information to database server 25
for storage. (Petition, at 45-46; EX1002, 4123.) Database server 25 thus received
the partial profile “as a result of” the URL redirection under this second theory.
Similar to its response to the first theory discussed above, Patent Owner
argues that it would have been possible for Server B 24B to send the partial profile
to database server 25 even if the claimed automatic URL redirection had not
occurred. (Response, at 37-38; EX2001, 9987-88.) Patent Owner points to an

alternative embodiment of Rosenberg in which, if Server B 24B does not receive
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3L
1

the unique identification value (“1”’) from Server A 24A, Server B 24B can assign
its own new unique user identification value (“”’) and use it to send the partial profile
information to database server 25 for storage. (Response, at 37-38; EX2001, 988.)

[19%:2)
1

Patent Owner thus claims that the unique identification value (“1”) from Server A
24A 1s not needed to enable Server B 24B to receive partial profile information from
database server 25. (/d.)

But this argument again violates the legal principle described above that
invalidity is not avoided by merely arguing that Rosenberg only “sometimes”
performs the steps of claim 11. See Hewlett-Packard Co., 340 F.3d at 1326. The
embodiment relied upon by Patent Owner is little more than a failsafe mechanism to
address an unusual situation in which, due to an error condition or malfunction,
Server B 24B was prevented from receiving the unique identification value (“1”)

from Server A 24A. (EX1019, 944.) As Rosenberg explains:

FIG. 4 illustrates an alternate technique for implementing the invention.

As 5 indicated in FIG. 4, steps 70-82 of FIG. 2 are executed. In the

process of FIG. 4, the information returned from Server 24A includes

the unique identification information, but that information does not

reach other servers in the network. This may occur if the instruction to

pass the unique identification information to other servers is defeated
by programming instructions associated with the client computer 22, or
the instructions to pass the unique identification information to other

servers is defeated by some network interruption. In this case, it is
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noteworthy that the database still includes an entry for the unique

identification value “i” (see step 80).
(Rosenberg, 6:10-22 (underlining added).) Rosenberg goes on to explain that, in this
situation, Server B 24B can assign a new unique identification value (*j”), and
database server 25 can merge entries associated with the previous identification

€299
1

value (“1”) with entries for the new value (*}”). (Rosenberg, 6:23-51.)

Patent Owner’s reliance on this alternative embodiment establishes — at
most — that there could be times when the system is not functioning properly such
that the partial profile in Rosenberg is not received as a result of the claimed
automatic URL redirection. But in the primary embodiment in Rosenberg relied
upon in the Petition — in which the system functions properly and Server B 24B
receives the unique identification value (“1”) from Server A 24A — the partial profile
would have been received “as a result of” the claimed automatic URL redirection.
(Petition, at 45-46; EX1019, 945.) As noted, nothing in the claim excludes a method
in which the partial profile may at other times be received without the claimed
automatic URL redirection. See Hewlett-Packard Co., 340 F.3d at 1326 (“[A] prior

art [reference] that sometimes, but not always, embodies a claimed method

nonetheless teaches that aspect of the invention.”).
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IV. PATENT OWNER’S “UNAFFILIATED THIRD PARTIES”
ARGUMENT

Patent Owner appears to argue that Rosenberg teaches away from or otherwise
discourages a combination with Zeff and Sterne for the “unaffiliated third parties”
limitation, because “Rosenberg itself discloses that the servers participating in its
network are ‘related server computers.”” (Response, at 12 & EX2001, 952 (bold
italics in original).) Patent Owner further argues that because “Rosenberg teaches
that its servers are ‘related,”” this “implies a close relationship between the
companies.” (Response, at 23 n.5.) But Patent Owner also concedes that Rosenberg
does not spell out what “related” actually means in the context of describing its
servers. (Response, at 12.)

Rosenberg contains only two references to “related” servers. (Rosenberg,
4:52-55, 7:66-8:2.) An ordinarily skilled artisan would have interpreted “related” in
both instances as merely describing a technological relationship between the servers,
namely that they observe a common protocol for providing unique user identification
information. (EX1019, 433; Rosenberg, 4:52-59 (“The present invention operates

by having a group of related server computers, say server computers 24A-24N,

cooperatively observe a common protocol, which is described below... By

observing the common protocol, the group of server computers can track web
browsers across distinct domains.”), 7:66-8:2 (“As discussed above, after sending

the unique identification value to the database 25, the first server 24A conveys the
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cookie to a set of related servers, represented in this example as server B 24B.”)

(underlining added to both).) This makes sense because Rosenberg, a fechnical
patent describing the technical implementation of a profile sharing system, has no
reason to delve into details about /egal relationships between parties who control the
servers. Patent Owner’s expert acknowledged at his deposition that while an
ordinarily skilled artisan “has some knowledge of website development and things
of that nature,” he or she “likely doesn’t have legal knowledge.” (EX1020, at 23:1-
3.) Patent Owner’s expert also acknowledged that a skilled artisan “wouldn’t have
things like contract knowledge....” (EX1020 at 22:14-15.)

Patent Owner thus identifies nothing in Rosenberg to suggest that “related”
would have brought to a skilled artisan’s mind anything about ownership of the
servers or the legal relationships, if any, between the parties who own or control
them. In fact, to the extent Rosenberg provides any suggestion about the
relationships between parties who control the cooperating servers, Rosenberg
suggests that they would have been unaffiliated because the servers operate under
different domain names. (EX1019, 9935-36; Rosenberg, 3:10-18.)

Finally, even if there was some merit to its interpretation of the word “related”
in Rosenberg, Patent Owner does not explain how the two passing references to
“related” servers in Rosenberg would have discouraged the proposed combination

with Zeff and Sterne. As the Petition explained, the Firefly network described in
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Zeff and Sterne already disclosed a proven, enormously successful and well-known
business model offering the ability to share profile information with a large number
of unaffiliated servers across the Internet. (Petition, at 39-42.) The fact that
Rosenberg by itself may not expressly disclose that the servers are controlled by
unaffiliated third parties is thus irrelevant. See Bradium Techs. LLC v. lancu, 923
F.3d 1032, 1050 (Fed. Cir. 2020) (““A finding of obviousness... cannot be overcome
‘by attacking references individually where the rejection is based upon the teachings
of a combination of references.’”) (citation omitted).

V. CONCLUSION

For the reasons stated above, and in the Petition, the Board should find the

challenged claims unpatentable based on the instituted grounds.
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L Introduction

In Reply, Petitioner relies on modifications to Rosenberg’s system that would
significantly alter the way that reference operates. Specifically, Petitioner proposes
a hindsight-driven implementation of Rosenberg that would involve numerous
servers participating in Rosenberg’s system, with Rosenberg’s ID-synchronization
technique applying to only fwo of those servers at any given time. Petitioner
proposes this theory despite Rosenberg’s clear teachings (and the recognition of
Petitioner’s expert) that ID synchronization applies to all participating servers. See
Ex. 1003 (“Rosenberg™) at 5:28-31 (explaining that a server will synchronize an
identifier with “each server in the network of servers that is operating in accordance
with the invention™);! Ex. 2003 (“Schmandt Tr.”) at 23:9-25:12 (Petitioner’s expert
testifying that regarding synchronization of identifiers, Rosenberg’s “Server A
would be doing the same thing [i.e., synchronizing identifiers] with respect to all of
[the participating servers]”).

Fatal to Petitioner’s theory, Petitioner has not even alleged that a POSITA
would have been motivated to modify Rosenberg’s teachings to synchronize
identifiers between only a subset of participating servers. Instead, Petitioner pretends

that its proposed implementation does not constitute any technical modification to

! All emphases herein are added unless otherwise specified.
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Rosenberg. See Reply at 4 (contending Petitioner’s theory involved no “technical
modification to the system of Rosenberg”). In doing so, Petitioner fails to allege
(much less show) a motivation to modify Rosenberg as Petitioner’s theory requires.
The Petition’s theories are likewise deficient with respect to how a “partial
profile” is obtained “as a result of” URL redirection. The Petition’s only theories as
to how this limitation is satisfied are that the alleged URL redirection either A)
enables receiving profile information, or B) that a unique identifier is needed to
receive profile information. But Petitioner admits in Reply that neither is true,
confirming Patent Owner’s arguments made in its Response.
Accordingly, all challenged claims should be found not unpatentable.
II.  Petitioner fails to show its proposed implementation of Rosenberg would
have been obvious.
A. Petitioner sets forth no evidence that a POSITA would have been
motivated to pursue Petitioner’s proposed implementation of
Rosenberg that would involve synchronizing IDs between only two
servers at a given time.
Petitioner argues that a POSITA would have been motivated to combine
Rosenberg with the “Firefly system” described in Zeff and Sterne to arrive at a
combined system in which “a broad range of third-party websites” would be able

to operate. Pet. at 39-41 (discussing Zeff and Sterne’s discussion of “Firefly,” which
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was allegedly “already a commercially-successful and widely-available embodiment
of the same type of profile sharing system described in Rosenberg"); Reply at 5 n.1
(stating that Zeff and Sterne’s descriptions of Firefly are not relied on for “any
technical modifications to Rosenberg”). In other words, Petitioner’s theory involves
a system design that could handle numerous participating servers (and certainly
more than two), because otherwise the system would be unable to work with ““a broad
range of third-party websites” as the Petition explicitly alleges. See Schmandt Tr. at
12:8-13:12 (explaining that “Firefly had a variable [] number” of servers, and that
“it would be rather foolish to build a system like Rosenberg just to synchronize two
servers”).

Petitioner’s lead reference—Rosenberg—makes clear that the
synchronization of data between its websites involves “convey[ing] the unique
identification information to each server in the network of servers that is operating
in accordance with the invention.” Rosenberg at 5:28-31; Schmandt Tr. at 23:9-
25:12 (Petitioner’s expert acknowledging that when a user visits Server A, “Server
A would be doing the same thing with respect to all of [the participating servers]”);
Ex. 2001 (““Sherwood Decl.”) at 445 (““A POSITA would understand, as Rosenberg
teaches and Mr. Schmandt recognizes, that [Rosenberg’s] ‘common protocol’ would
be used to synchronize unique identifiers between all of the participating servers in

the system.”) (emphasis in original, citing Rosenberg at 3:28-30, 5:28-33). In other
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words, when a user visits any one of the “broad range” of servers Petitioner alleges
would be included in Rosenberg’s network, Rosenberg teaches that the visited server
will convey the user’s unique identifier to all of the other servers in Rosenberg’s
network.

In spite of the above, Petitioner’s Reply makes clear that its obviousness
theory only involves synchronizing unique identifiers between pairs of just two
websites at a given time, and no more. Specifically, the Reply argues that “[a]ny
number of server pairs in Rosenberg’s network could have employed the exact same
frame tag technique to allow a first cooperating server to convey the unique user
identification to a second cooperating server.” Reply at 6-7 (“[ T]hat same approach
could have been used by and distributed across many different server pairs
throughout the network.”). Petitioner’s expert likewise admits that the theory of the
Petition would be limited to the use of “server pairs to allow a first server to convey
the unique user identification to, and display information from, a second server.” Ex.
1019 atq 18. It follows that for any given visit to a website, the Reply’s theory would
only synchronize the visitor’s unique identifier between exactly fwo servers at a
given time using Rosenberg’s frame tag embodiment.

Thus, the Reply’s theory presents a significant technical modification to
Rosenberg: disregarding Rosenberg’s teaching that Server A would convey the

user’s unique identifier to all participating servers, and instead modifying the system
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such that Server A would only convey the user’s unique identifier to a single other
participating server.

Although Petitioner contends that it proposes no technical modification to
Rosenberg’s system (see Reply at 4, 5 n.1), Petitioner cannot explain how its
proposed implementation of Rosenberg (specifically, using visible frame tags to
synchronize unique identifiers between just two servers) could have operated
consistently with Rosenberg’s teachings that identifiers are synchronized between
all servers of the “broad range” of servers Petitioner’s theory entails.

Petitioner’s proposed implementation of Rosenberg is also inconsistent with
the admissions of Petitioner’s expert, who asserted that under the theory of the
Petition, Rosenberg’s servers would be synchronizing the unique identifiers for all
servers in the system, rather than only synchronizing the identifier between one other
server as the Reply newly alleges. See Ex. 2003 (““Schmandt Tr.”) at 23:9-21 (“Q.
[W]here do you specify how Server A would synchronize identifiers between more
than one server? A... [I]t’s obvious that Figure 1 [of Rosenberg] is a simplified

representation, and as a simplified representation, there could be a 44-A, a 44-B, a
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44-C, and a 44-D, all of which would be part of the system. And Server A would be
doing the same thing with respect to all of them.”).?

Petitioner does not present any evidence that a POSITA would have been
motivated to modify Rosenberg such that a server visited by a user would
synchronize the user’s unique identifier with only one other server, rather than with
all participating servers. Indeed, Petitioner cannot present evidence that any
technical modifications to Rosenberg would have been obvious, given Petitioner’s
assertion in Reply that its theory does not involve any “technical modification” to
Rosenberg’s system at all. See Reply at 4 (alleging that “Patent Owner cannot

identify a single statement in the Petition suggesting any technical modification to

2 This testimony was in the context of Mr. Schmandt’s failure to identify where in
his declaration he explained how identifiers would be synchronized between more
than two servers. See generally Schmandt Tr. at 22:18-26:18. Given the clear
inconsistencies between (1) Petitioner’s articulation of its theory in Reply and (2)
how Petitioner’s expert described the theory of the Petition, it is clear that the
Petition itself failed to sufficiently explain “[h]Jow the construed claim is
unpatentable” under the grounds of the Petition, as required by 37 C.F.R. § 42.104.
This 1s an additional reason all challenged claims should not be found

unpatentable.
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the system of Rosenberg”); id. at 5 n.1 (“Petitioner cited Rosenberg in combination
with Zeff and Sterne, but not to propose any technical modifications to Rosenberg.”);
see also Ex. 1019 at q 13 (Petitioner’s expert contending that Petitioner’s theory “did
not propose ... any changes whatsoever to how the described Rosenberg system
operates”). As shown above, however, Petitioner clearly does propose changes to
the technical operation of Rosenberg’s system, and thus explicitly fails to motivate

those changes.’

3 The fact that Petitioner fails to motivate the proposed implementation of Rosenberg
is also clear from the manner in which the Reply discusses its proposals. For
example, the Reply states that “[a]ny number of server pairs in Rosenberg’s network
could have employed the exact same frame tag technique.” Reply at 6. The Reply
similarly asserts that “for other cooperating servers in the Rosenberg server network,
those could have employed one or more of the four alternative techniques described
in Rosenberg.” Reply at 9. These arguments about how a POSITA could have
implemented Rosenberg miss the point of an obviousness analysis, which requires a
showing of what modifications a POSITA “would have been motivated to make.”
See Belden Inc. v. Berk-Tek LLC, 805 F.3d 1064, 1073 (Fed. Cir. 2015)

(“[O]bviousness concerns whether a skilled artisan not only could have made but
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Given that Petitioner fails to motivate the proposed modification to
Rosenberg’s system, Petitioner cannot show that that modification would have been
obvious. Because that modification is the basis for the invalidity theory applicable
to all grounds of the Petition, all challenged claims should not be found unpatentable
for that reason alone. Patent Owner nevertheless provides several reasons why a
POSITA would not have been motivated to implement the Petition’s proposed
modification to Rosenberg.

First, as discussed above, Rosenberg clearly and explicitly teaches that when
a user visits a server in Rosenberg’s network, the ID synchronization occurs between
all participating servers. Petitioner’s proposal, where ID synchronization would only
happen between one other server, would decrease the functionality of Rosenberg’s
system, because conveying the unique identifier to other servers allows those other
servers to later recognize the user. Indeed, the Petition recognizes that the “unique
identification value is critical to Rosenberg,” and that the ID synchronization
process helps different servers in the network maintain a consistent user identity. See
Pet. 45-46. The Petition further acknowledges that the unique identifier would be

used by every Rosenberg server to obtain profile information. Pet. at 51 (“Rosenberg

would have been motivated to make the combinations or modifications of prior art

to arrive at the claimed invention.”) (emphases in original).
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makes clear that the profile information could also have been used by Server A 24A,
or any other cooperating server 24 in which a cookie has been stored with the
unique identifier” (citing Rosenberg at 7:51-55; Ex. 1002, 99129, 104)); see also
Ex. 1019, q11. In other words, the Petition acknowledges that Rosenberg
beneficially synchronizes the unique identifier amongst all servers, and that
Rosenberg’s servers use that synchronization to assist in storing and retrieving
tracking information in Rosenberg’s database for a given user. Thus, configuring the
system to synchronization IDs between Server A and only one other server, instead
of between Server A and all participating servers, would impact the efficiency with
which Rosenberg could track and maintain user profile information, and a POSITA
would have avoided such a configuration.

Indeed, Petitioner’s own expert acknowledged that it would be “silly” to use
the same frame layout provided by the Petition at page 32 (and reproduced below),
which synchronizes identifiers between only two servers (Server A and Server B)

if the number of participating servers in Rosenberg’s system were increased.
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Pet. 32.

Q. Okay. So in your opinion, the frame layout would be
exactly the same for Server A's web page if there were a hundred

different servers within Rosenberg's network or [2] different servers

within Rosenberg's network?

A. No, of course not. It's silly. But it would use the same

technique. Frames. There's no limitation in the frame HTML construct

that says frames are limited to two.

Ex. 2003 (Schmandt Tr.), 25:13-21. The fact that Petitioner’s own expert

acknowledged that a two-frame layout would be “silly” as applied to an

implementation of Rosenberg with a hundred different servers is strong evidence

that a POSITA would have actively avoided the Petition’s proposed implementation

of Rosenberg (in which a two-frame layout would be used to synchronize identifiers

between only two participating servers at any given time).

10
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The only way for the Petition’s theory (synchronizing unique identifiers
between a given pair of servers) to be consistent with Rosenberg’s teachings (that
unique identifiers are synchronized amongst all of Rosenberg’s servers) is if
Rosenberg were implemented to apply to only two servers in total, because then all
two of Rosenberg’s servers would have access to the “critical” unique identifier
information. See Pet. 45 (recognizing that the “unique identification value is critical
to Rosenberg”); Ex. 1002, 9122 (same). But as explained in Patent Owner’s
Response (and not disputed by Petitioner in Reply), such an implementation of
Rosenberg would be “rather foolish” and thus would not have been an obvious
implementation of Rosenberg in view of Zeff and Sterne’s description of the Firefly
system. See POR at 14-20 (quoting Schmandt Tr. at 13:9-12); see also Pet. 40
(asserting that the Petition’s combination of Rosenberg with Firefly would involve
“a broad range of third-party websites”).

Furthermore, Petitioner’s theory involves different servers each having a
different ID synchronization server partner. See Reply at 6 (“Any number of server
pairs in Rosenberg’s network could have employed the exact same frame tag to allow
a first cooperating server to convey the unique user identifier to convey the unique
user identification to a second cooperating server, and display information from both
servers in a dual-frame web page”); id. at 6-7 (alleging that “the frame tag

embodiment in Rosenberg could also have been used with a ‘Server C’ and

11

Page 219 of 237



[PR2022-01436 PO Sur-Reply
U.S. Patent No. 8,244,582

‘Server D,’ a ‘Server E’ and ‘Server F,” and so forth, across an arbitrary number
of cooperating servers,” such that the “same approach could have been used by and
distributed across many different server pairs throughout the network™).* But this
approach requires each server to know which other server it is “paired” with, and
use a protocol that would use a frame to synchronize an identifier with its paired
server. Because each server would have its own unique protocol to convey the
identifier to its specific paired server, that would violate Rosenberg’s teachings that
each server follows a “common protocol.” Rosenberg at 4:52-55 (“The present
invention operates by having a group of related server computers, say server
computers 24A-24N, cooperatively observe a common protocol ....”); see also Ex.
2003 (Schmandt Tr.), 24:8-25:12 (Petitioner’s expert implying that his declaration
did not need to explicitly explain how other servers in Rosenberg would synchronize
identifiers, because each server in Rosenberg follows a ‘“common protocol,”

regardless of “whether Server A is referencing one other server or 18 other servers”).

4 Petitioner’s theory in this regard is further deficient because, by requiring “[a]ny
number of server pairs,” (Reply at 6), Petitioner’s theory inexplicably disregards
how its implementation of Rosenberg’s system would accommodate an odd number

of servers.

12
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In sum, the Petition proposes a significant modification to Rosenberg’s
system, which would deviate from Rosenberg’s teachings that the unique identifier
be conveyed to all participating servers and that each server follow a common
protocol. Petitioner does not even attempt to articulate a motivation to pursue such
a modification, and in fact there are numerous reasons a POSITA would have
avoided such a modification.

B. A POSITA would have avoided the Reply’s new alternative theory
for the additional reason that it further deviates from Rosenberg’s
teachings that a “common protocol” should be applied across all of
its servers.

For the first time in Reply, Petitioner contends that “an ordinarily skilled
artisan could have implemented the Rosenberg system under the proposed
combination such that Server A 24A and Server B 24B adopted the invalidating
frame tag approach, as fully described in the Petition,” but “for other cooperating
servers in the Rosenberg server network, those could have employed one or more of
the four alternative techniques described in Rosenberg.” Reply at 9 (underlining in
original). As an initial matter, Petitioner’s argument explicitly alleges that a POSITA
“could have implemented the Rosenberg system” (id.), not an allegation that a
POSITA would have been motivated to implement the Rosenberg system. As such,

the Petition has not even alleged, much less shown, a motivation to implement

13
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Rosenberg’s system in the alleged manner. Belden Inc. v. Berk-Tek LLC, 805 F.3d
1064, 1073 (Fed. Cir. 2015) (“[O]bviousness concerns whether a skilled artisan not
only could have made but would have been motivated to make the combinations or
modifications of prior art to arrive at the claimed invention.”) (emphases in original).

Nor could the Petition do so, because Rosenberg clearly teaches that its system
uses a “common protocol” to synchronize identifiers, not a patchwork approach of
varying protocols that the Reply newly speculates could be used. See Rosenberg at
4:52-55 (“The present invention operates by having a group of related server
computers, say server computers 24A-24N, cooperatively observe a common
protocol ....”). Indeed, before submitting his Reply declaration, Petitioner’s expert
acknowledged that all of Rosenberg’s servers “observe a common protocol” and are
thus “designed to work together in the same way’:

Q. So where in your declaration do you specify how Server A
would synchronize unique identifiers between Server B, Server C,
Server D, Server E ad nauseam?

A. Okay. I will be glad to tell you. So I will note in Paragraph 47
that I'm citing Rosenberg, this backs up what I just said. It says Figure
1 illustrates two server computers, 24-A and 24-B, although a typical
embodiment of the invention may include a larger number of server
computers, say server computers 24-A through 24-N.

And then of course, Paragraph 48, again talking about

Rosenberg, Rosenberg says by observing the common protocol, the

14
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group of server computers can track the browsers across distinct
domains.

So we've already established above that the group of servers
could include an arbitrary number, and here Rosenberg makes it clear
that they observe a common protocol. So they are designed to work
together in the same way. Common protocol, okay?

Q. Okay. So where in your declaration do you state what that
common protocol would be for a group of servers more than just 24-
A and 24-[B]?

A. It's the same protocol. It makes no difference whether Server
A is referencing one other server or 18 other servers. They all have the

same protocol. If you had one server, you had one stat.

Ex. 2003 (Schmandt Tr.), 24:8-25:12.

Thus, as explicitly taught by Rosenberg and acknowledged by Petitioner’s
expert, Rosenberg does not teach a combination of various protocols to synchronize
identifiers across its websites. Instead, Rosenberg and Petitioner’s expert make clear
that Rosenberg uses a “common protocol” amongst its various servers. Thus, a
POSITA would not have modified Rosenberg’s system to apply a different

synchronization protocol for different participating servers.’

> The Petition’s failure to set forth “[h]Jow the construed claim is unpatentable”

under the grounds of the Petition, as required by 37 C.F.R. § 42.104, is once again
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The Reply’s speculation about how a POSITA “could have implemented
Rosenberg’s system” is further inconsistent with Rosenberg’s teachings because that
modification where “Server A 24A and Server B 24B adopted the [supposedly]
invalidating frame tag approach” would only involve Server A synchronizing a
unique identifier between exactly one other server. Reply at 9 (stating that this
approach is “fully described in the Petition” and citing Pet. at 30-34); see also Pet.
at 30-34 (describing only how to synchronize an identifier between two servers using
the frame tag approach). As explained above in Section II.A, a POSITA would not
have been motivated to pursue such an approach because it is inconsistent with
Rosenberg’s teachings that the unique identifier is communicated to all participating

servers in the system.

made clear by the inconsistencies between the Reply’s new theory (that different
servers would use different synchronization techniques) and the deposition
admissions of Petitioner’s expert that under the Petition’s theory, all servers would

use the same synchronization technique.

16
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C.  Petitioner establishes no motivation to use Rosenberg’s frame tag

embodiment in its proposal.

Petitioner contends in Reply that a POSITA would not have been discouraged
from using Rosenberg’s frame tag approach. See Reply at 9-14. This is incorrect for
several reasons.

First, as discussed above in Section II.A, Petitioner’s theory involves
synchronization between only a pair of servers out of the “broad range of” servers
to which Petitioner contends its implementation would apply, despite (1) the
admissions of its expert that such a system would be “silly,” and (2) Rosenberg’s
teaching that synchronization would occur among all participating servers. And
Petitioner never alleges that a POSITA would have been motivated to implement
visible frame tags to synchronize identifiers between any more than two
participating servers at a time. Thus, for the reasons explained in Section IL.A, a
POSITA would not have been motivated to apply the frame tag approach to
Petitioner’s combination of Rosenberg with Firefly, because that approach would be
limited to synchronizing identifiers between only two participating servers, contrary
to Rosenberg’s teachings. This alone is sufficient to show that a POSITA would not
have implemented the frame tag approach in the manner suggested by Petitioner.

Second, Petitioner does not allege any advantages to its proposed frame tag

approach over “embedded image tags and HTTP redirection.” See Reply at 11-12.

17
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While the Reply asserts in conclusory fashion that these other approaches “would
not have resulted in display of content from the second site in the same organized
manner and in the same browser window” (Reply at 11), the Reply does not provide
any evidence that a POSITA would have recognized display of content from the
second site in this context as being a benefit that would have motivated the proposed
implementation.

To the contrary, Petitioner’s expert’s own example at deposition reveals an
undesirable circumstance of using Rosenberg’s frame tag embodiment. Specifically,
when asked at his deposition for “any example [of websites] that makes sense for
this combination,” Petitioner’s expert gave the example of direct competitors (CNN
and Fox) cross-promoting each other. Schmandt Tr. at 15:13-17 (“Q. . .. I’m just
trying to come up with any example that makes sense for this combination. So can
you give me a website that could be Server A? A. Sure. Let’s say CNN.com.”); id.
at 17:6-8 (“Q. But what is Server B? A. You want an example? Let’s say it’s Fox
dot com.”). And while Petitioner faults Patent Owner for raising this “CNN/FOX
hypothetical” (Reply at 14), Petitioner’s own expert’s hypothetical involved the

undesirable outcome of cross-promotion of direct competitors.®

6 Petitioner’s attempt to walk back this specific hypothetical proposed by its own

expert is further inconsistent with Mr. Schmandt’s assertion that the use of a frame

18
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In POR, Patent Owner pointed out that this would be an undesirable outcome.
POR at 23-26 (citing Sherwood Decl. 968-71). Petitioner appears to concede that
the CNN/Fox hypothetical offered by its expert as an example of websites that
“makes sense for this combination” is not particularly “plausible.” Reply at 14. In
an attempt to distance itself from this adverse hypothetical, Petitioner’s Reply
alleges a different “example that would have been more plausible” in which “the
frame showing content from Server A 24A could have displayed an article featuring
information about a product, and the other frame from Server B 24B could have
displayed content from the website of the vendor whose product was featured in the
article.” Reply at 14. However, this is merely a conclusory allegation of what “could

have” been done. Indeed, Petitioner in Reply does not allege, as it must, that a

tag on one page to display another web page “would make sense” for “pretty much
any page.” Schmandt Tr. at 14:5-21. Mr. Schmandt’s lack of familiarity with the
drawbacks of using visible frames to synchronize identifiers may be because he
was not even familiar with that technique until Petitioner’s attorneys provided him
with the Rosenberg reference, and “Rosenberg is the only reference [he is] aware
of” that disclosed the use of visible frames to synchronize identifiers. See

Schmandt Tr. at 26:19-28:18.
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POSITA would have been motivated to implement such a solution. Belden, 805 F.3d
at 1073.

The Petition provides no evidence whatsoever that this approach would be
seen as desirable by a POSITA. For example, even modern-day articles that discuss
products will typically just show a product image and a link to the vendor site, rather
than reproduce the entirety of the vendor site within a frame.” Furthermore, even
assuming arguendo that Petitioner’s theory in Reply is hypothetically advantageous,
the Petition cites to no evidence that a POSITA would have recognized any
advantages of the proposed “article reproducing a vendor’s web page using a frame
tag” approach as of the priority date of the *582 Patent. For example, Petitioner does
not allege that this possibility was ever previously implemented, and provides no
analysis as to why a POSITA would have independently invented such an idea. At
most, the Reply alleges that a POSITA “could have” pursued such an
implementation (Reply at 14), but that is not the relevant question for obviousness.
Belden, 805 F.3d at 1073.

Nor does Petitioner allege that a POSITA would have had a reasonable

expectation of success in implementing such a solution. This analysis that Petitioner

7 See, e.g., https://slate.com/technology/2022/12/gift-guide-good-enough-2022-

oadgets-skincare-home.html.
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neglected to undertake is not trivial—for example, it would require that ID
synchronization frames of Rosenberg be tailored to individual articles, requiring a
huge time investment for a website that may upload dozens of articles daily.
Furthermore, there is no evidence that this solution would be generally applicable to
the “common protocol” within Rosenberg’s system; rather, it would likely, at most,
apply only to specific web pages featuring articles featuring a product available for
purchase.

Perhaps recognizing that there is no evidence that Petitioner’s hypothetical
would have been obvious, Petitioner further contends that “[i]n any case, it would
have been obvious that use cases would have existed in which the frame tag
embodiment was beneficial and that would not have presented any of the concerns
identified by Patent Owner.” Reply at 14. But other than the “use case” of an article
reproducing a vendor’s web page using a frame tag (which Petitioner has presented
no evidence would have been obvious to a POSITA), Petitioner tellingly does not

99 ¢¢

identify any supposedly “obvious” “use cases.” And whether individual, beneficial
“use cases” for frame tags might exist does not mean that it would have been obvious
to incorporate frame tags in the Petition’s proposed combination of Rosenberg with

Firefly, particularly given that Rosenberg teaches that a “common protocol” applies

to its entire system, and does not suggest that its protocol should be re-designed on
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an ad-hoc basis depending on what a particular designer believes is best-suited to
any given web page.

It is also no answer for Petitioner to contend that “Rosenberg would not have
disclosed the frame tag embodiment” if the Petition’s proposed implementation were
not obvious. Reply at 14. The fact that Rosenberg disclosed the use of a frame
(without stating that the frame must remain visible) as a possible way to synchronize
identifiers in the illustrative example of only fwo “related servers” (Rosenberg at
8:56-65, Sherwood Decl. 4 67) does not mean that a POSITA would have found it
obvious to implement a visible frame tag in a system whose goal is to work across
“broad range” of unaffiliated servers as the Petition alleges. See Schmandt Tr. at
19:10-21:10 (Petitioner’s expert suggesting the idea of using invisible frames, during

questioning about various drawbacks resulting from the use of visible frames);® Pet.

8 The visibility of the frame is important, because Petitioner’s theory requires that
the frame be visible in order to “track[] information about user activity.” Pet. at 32-
33; POR at 32-33. Specifically, the Petition asserts that “the user in Rosenberg is
also accessing Server B 24B and thereby generating new user activity information
(“partial profile”) by requesting content from that server, the user is continuing to
access the Server A 24A website (“accessing a website”) because that website

remains simultaneously visible and active within a frame of the same web browser
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40 (confirming that the Petition’s theory involves “a broad range of third-party
websites”).
III. Petitioner’s combination does not receive a partial profile ‘as a result of’

URL redirection.

Petitioner’s Reply acknowledges that the Petition only “provided two separate
theories as to why receipt of the partial profile in Rosenberg is achieved “as a result
of” the claimed URL redirection.” Reply at 16. But, as explained in Patent Owner’s
Response, neither of the Petition’s theories explains how the partial profile
information is received “as a result of automatic URL redirection. POR at 35-39.
And nothing in Petitioner’s Reply cures these deficiencies, nor could it, because
setting forth alternative theories in this regard would be inappropriate at this stage.

The Petition’s first theory requires that the redirection itself “enabled the user
to request news, product information and feature story pages from Server B 24B—
thus generating the ‘partial profile.”” Pet. at 44-45; Paper No. 9 (Institution Decision)
at 18. However, Petitioner does not explain or identify how the redirection enables

the transmission of a partial profile. POR at 35-36. Indeed, as Patent Owner made

window.” Pet. at 33-34 (citing Ex. 1002, 9100 (stating that “the ‘partial profile’
contains tracking information about user activity” when “both websites were

accessed by and simultaneously visible to the user in separate frames™).
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clear in its Response, and as Petitioner does not challenge in Reply, “the user can
submit requests that result in profile information being transmitted to database server
25 without the alleged redirection.” POR at 36. In other words, the Petition’s
“enable” theory of redirection does not make transmission of a partial profile
possible, nor is it a necessary prerequisite for the transmission of a partial profile. A
partial profile can be transmitted using any number of methods. Indeed, Petitioner’s
own expert acknowledges that “the user in Rosenberg could have directly navigated
to and accessed Server B 24B via its web browser without accessing the frame-
based webpage provided by Server A 24A (for example by entering the URL for
Server B 24B into the web browser address bar).” POR at 36 (quoting Ex. 1002
q101). Thus, the redirection does not “enable” the transmission of a partial profile
under the Petition’s first theory.

The Petition’s second theory fares no better. Here, the Petition alleges that
Rosenberg’s “user identification value” is “needed in order to receive the ‘partial
profile.”” POR at 37. (quoting Pet. at 45-46). Again, the Petition does not establish
that the user identification value is needed for Rosenberg’s system to receive a
partial profile. POR at 37-39. Indeed, Petitioner in Reply admits that “in at least one

of Rosenberg’s techniques, ‘the information returned from Server 24A includes the

unique identification information, but that information does not reach other servers

in the network.”” Reply at 18-19 (quoting Rosenberg, 6:10-22) (underlining in
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original); see also Reply at 19 (admitting “there could be times when the system is
not functioning properly such that the partial profile in Rosenberg is not received as
a result of the claimed automatic URL redirection”).

But even when redirection does not occur (e.g., through an error or
malfunction), the database of Rosenberg’s system will still receive the partial profile.
See POR at 37-39. Indeed, Rosenberg’s Figure 4 and accompanying disclosure
identifies an “alternate technique” wherein “database server 25 is able to receive the
alleged partial profile information from server 24B (as well as store the profile
information in association with the user), even if Server A is unable to transmit a
unique identifier to Server B via the alleged redirection.” POR at 38. While
Petitioner attempts to relegate this technique to something other than “the primary
embodiment in Rosenberg relied upon in the Petition” (Reply at 19 (underlining in
original)), Petitioner does not dispute this technique is used by Rosenberg’s system
in the event that Server B does not receive the unique identification value. And
while the Reply attempts to argue that this technique would only be used in response
“to an error condition or malfunction,” that simply shows that that is irrelevant as to
whether the unique identifier is “needed” in order to receive the partial profile: the
unique identifier is not needed, precisely because Rosenberg discloses its system is
configured in a way such that the partial profile can be received in the event of an

error or malfunction in which the unique identifier is not received.

25

Page 233 of 237



[PR2022-01436 PO Sur-Reply
U.S. Patent No. 8,244,582

And while Patent Owner acknowledges that the Board stated that “Petitioner
has sufficiently demonstrated that Rosenberg discloses limitation [11(b)]”
(Institution Decision at 23), that conclusion was primarily based on understanding
Patent Owner’s preliminary response as arguing that the claim limitation “precludes
intervening user action between automatic URL redirection and receipt of the partial
profile” (id. at 23), an argument not currently advanced by Patent Owner. Rather,
the Petition’s theories fail on their own terms. As discussed above, the Petition’s
theories require that URL redirection either “enable” transmission of a partial
profile, or that a user identification value is “needed” to receive a partial profile,
neither of which is true.
IV. Conclusion

For the reasons set forth herein and in Patent Owner’s Response, all

challenged claims should be found not unpatentable.
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