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Pursuant to 35 U.S.C. § 317(a), Petitioner, Viant Technology LLC, and Patent 

Owner, AlmondNet, Inc. (collectively “the Parties”), jointly move to terminate this 

inter partes review of U.S. Patent No. 8,775,249, which has not yet been instituted. 

The Board authorized the filing of the instant motion in an email dated February 3, 

2025. 

I. SETTLEMENT AGREEMENT 

The Parties have settled their dispute in accordance with 35 U.S.C. § 317(b) 

and 37 C.F.R. § 42.74(b). The Parties’ settlement agreement is in writing, and a true 

and correct copy is being filed concurrently herewith as Exhibit 1053.  The 

settlement agreement is in the form of a Joint Stipulation and Order Regarding 

Disposition of Certain Patents, entered as an order by the court on January 14, 2025.  

The Parties further certify that there are no collateral agreements or 

understandings made in connection with, or in contemplation of, the termination of 

the present inter partes review. 

As stated in 35 U.S.C. § 317(a), because this request for termination is made 

before the Office has decided the merits, no estoppel under 35 U.S.C. § 315(e) shall 

attach to Petitioner. 

A. Reasons Why Termination is Appropriate 

Termination is proper under 35 U.S.C. § 317(a) because the Parties are jointly 

requesting termination, and the Office has not yet “decided the merits of the 
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proceeding before the request for termination is filed.” Indeed, in this IPR 

proceeding, no decision instituting trial has been entered. 

Moreover, as noted in the Patent Office Trial Practice Guidelines, “[t]here are 

strong public policy reasons to favor settlement between the parties to a proceeding. 

. . . The Board expects that a proceeding will terminate after the filing of a settlement 

agreement, unless the Board has already decided the merits of the proceeding. 35 

U.S.C. 317(a), as amended, and 35 U.S.C. 327.” Federal Register Vol. 77, No. 157 

at 48768. 

B. Status of Related District Court Litigation 

The ’249 patent is the subject of the following pending litigation: AlmondNet, 

Inc. et al v. Viant Technology Inc. et al, 1-23-cv-00174 (D. DE), filed February 16, 

2023. On January 14, 2025, the court entered an order whereby Plaintiffs’ claims 

against Defendants and Defendants’ counterclaims against Plaintiffs with respect to 

the ‘249 patent were dismissed with prejudice. A copy of that order is provided here 

as Exhibit 1053. 

II. CONCLUSION 

For the foregoing reasons, the Parties jointly request termination of IPR2025-

00126. 
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Respectfully submitted, 

 
 
 
Dated  February 6, 2025   /Joshua A. Griswold/    

Joshua A. Griswold, Reg. No. 46,310 
Karan Jhurani, Reg. No. 71,777 
Daniel G. Wheaton, Reg. No. 78,933 
Susan E. Morrison, Reg. No. 56,332 
Fish & Richardson P.C. 
60 South Sixth Street, Suite 3200 
Minneapolis, MN 55402   
 
Counsel for Petitioner 
 

 
 
 
Dated  February 6, 2025  /James A. Milkey/     

Reza Mirzaie, Reg. No. 69,138 
James A. Milkey, Reg. No. 79,503 
Amy E. Hayden, Reg. No. 64,817 
Philip X. Wang, Reg. No. 74,621 
Russ August & Kabat 
12424 Wilshire Blvd., 12th Floor 
Los Angeles, CA 90025 
 
Counsel for Patent Owner 
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CERTIFICATE OF SERVICE 

Pursuant to 37 CFR § 42.6(e), the undersigned certifies that on February 6, 

2025, a complete and entire copy of this Joint Motion to Terminate and Exhibit 

1053 were provided by email, to the Patent Owner, by serving the correspondence 

addresses of record as follows: 

 

Reza Mirzaie, Reg. No. 69,138 
James A. Milkey, Reg. No. 79,503 
Amy E. Hayden, Reg. No. 64,817 
Philip X. Wang, Reg. No. 74,621 

 
Russ August & Kabat 

 
Email: rmirzaie@raklaw.com 
rak_almondnet@raklaw.com 

jmilkey@raklaw.com 
ahayden@raklaw.com 
pwang@raklaw.com 

 
 
 

/Hoi Cheung/     
      Hoi Cheung 
      Fish & Richardson P.C. 
      60 South Sixth Street, Suite 3200 
      Minneapolis, MN 55402 
      hcheung@fr.com  


