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I, Todd Mowry, declare as follows:
I. INTRODUCTION

1. My name is Todd Mowry.

2. I have been retained as an expert in this proceeding by counsel for
Shopify Inc. (“Shopify”) to provide my expert conclusions regarding the validity of
claims 1-20 of U.S. Patent No. 10,846,785 (the “’785 patent”). For the reasons set
forth below, it is my conclusion that claims 1-20 of the 785 patent are invalid.

II. QUALIFICATIONS AND PROFESSIONAL EXPERIENCE

3. My qualifications are stated more fully in my curriculum vitae, which
is attached as Exhibit A. Below is a summary of my education, work experience,
and other qualifications.

4. I am a Professor in the Department of Computer Science at Carnegie
Mellon University. 1 also have a courtesy appointment in the Department of
Electrical and Computer Engineering. I have served on the faculty of Carnegie
Mellon University for 27 years starting in 1997 through the present (2024).

5. I also served on the faculty of the University of Toronto for four years
between 1993 and 1997, in the Department of Electrical and Computer Engineering
and a courtesy appointment in the Department of Computer Science. Prior to that
appointment, [ served as a Graduate Research Assistant in the Department of

Electrical Engineering at Stanford University for four years between 1989 and 1993.
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6. As a faculty member, I have taught and continue to teach courses and
directed research in computer systems and software, operating systems, distributed
and network systems, parallel processing, and compiler optimization.

7. I received a B.S. degree in Electrical Engineering with Highest
Distinction from the University of Virginia in May 1988. I received an M.S. in
Electrical Engineering from Stanford University in June 1989, and a Ph.D. in
Electrical Engineering from Stanford University in March 1994.

8. I have worked in the computer industry in various capacities. I was a
part-time Computer Architect and then Computer Architecture Consultant at Silicon
Graphics, Inc., in Mountain View, California (formerly MIPS Computer Systems in
Sunnyvale, California) from 1989 to 1993 and 1993 to 1996, respectively. I was a
Visiting Scientist at IBM in Toronto from 1996 to 2004. During that same time
period (1996 to 2004), I was also a Member of the Technical Advisory Board of
SandCraft, Inc. in Santa Clara, California. I was the Director of the Intel Research
Pittsburgh Lab at Intel Corporation in Pittsburgh, Pennsylvania from 2004 to 2007.

9. I have authored 21 journal articles and 71 conference papers. I am also
an inventor on five patents.

10. I have published a number of papers in the top research conferences in
the fields of operating systems and data storage (including a paper that won the Best

Paper Award at the USENIX 2nd Symposium on Operating Systems Design and
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Implementation (OSDI ‘96)). See, e.g., Olatunji Ruwase, Michael A. Kozuch,
Phillip B. Gibbons, and Todd C. Mowry, Guardrail: High Fidelity Correctness
Checking of Device Drivers for Safeguarding I/O Operations, in Proceedings of the
Nineteenth International Conference on Architectural Support for Programming
Languages and Operating Systems (ASPLOS) (2014); Andrew Pavlo, Gustavo
Angulo, Joy Arulraj, Haibin Lin, Jiexi Lin, Lin Ma, Prashanth Menon, Todd Mowry,
Matthew Perron, lan Quah, Siddharth Santurkar, Anthony Tomasic, Skye Toor,
Dana Van Aken, ZiqgiWang, YingjunWu, Ran Xian, and Tieying Zhang, Self-
Driving Database Management Systems, in Proceedings of the 2017 Conference on
Innovative Data Systems Research (CIDR) (2017); and Amit Manjhi, Charles
Garrod, Bruce M. Maggs, Todd C. Mowry, Anthony Tomasic, Holistic Query
Transformations for Dynamic Web Applications, in 2009 IEEE 25th International
Conference on Data Engineering (ICDE) (2009).

11. Thave also been an active member of the Parallel Data Lab at Carnegie
Mellon University since 1997, which is often described as “academia’s premiere
storage systems research center.”

12. I am the recipient of several honors and awards: the Arthur Samuel
Thesis Award (awarded by the Stanford Computer Science department to the top
two Ph.D. theses in a given year), several IBM Faculty Development Awards (1996,

1997, 1998, 2000, 2001, 2002, and 2003), several Best Paper Awards (the Second
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Symposium on Operating Systems Design and Implementation in 1996; the 20th
International Conference on Data Engineering (ICDE) in 2004), the Alfred P. Sloan
Research Fellowship (awarded to researchers in recognition of distinguished
performance and a unique potential to make substantial contributions to their field),
the Most Thought-Provoking Idea Award in 2004 (awarded by the Architectural
Support for Programming Languages and Operating Systems (ASPLOS)), the
TR100 Award in 1999 (awarded by MIT’s Technology Review magazine to the top
100 most promising young innovators in science and technology), and I became an
ACM Fellow in 2016.

13. 1am a member of the Institute of Electrical and Electronics Engineers
(IEEE) and the Association of Computing Machinery (ACM). I was the Editor-in-
Chief of ACM Transactions on Computer Systems (the premier journal for computer
systems research) from 2013-2018. I was an Associate Editor for the journal prior
to that, since 2001. I was the Program Chair of the International Conference on
Architectural Support for Programming Languages and Operating Systems
(ASPLOS) in 2010. I was the Co-Program Chair of the International Conference on
Parallel Architectures and Compilation Techniques (PACT) in 2001. I have been on
the programming committee in various years for ASPLOS, the International

Symposium on Computer Architecture (ISCA), the International Symposium on
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Microarchitectures, and the Workshop on Architectural and System Support for
Improving Format.

14.  Overall, I have over 30 years of experience in the field of computer
science and, specifically, computer architecture, operating systems, and document
storage and retrieval.

15. In light of the foregoing, I consider myself to be an expert in the field
of computer science, and believe that [ am qualified to provide an opinion as to what
a person of ordinary skill in the art would have understood, known, or concluded
regarding the subject matter of the 785 patent at the time of its alleged invention.

16. Iam being compensated for my time at my ordinary hourly rate of $650.
My compensation is not dependent on the outcome of these proceedings or the
content of my opinions. To the best of my knowledge, I have no financial interest
in Shopify. I have no financial interest in the *785 patent.

III. MATERIALS CONSIDERED

17.  In preparing this declaration, I have reviewed the claims, specification,
and file history of the *785 patent.
18. Ihave reviewed and understand the references and exhibits cited in this

declaration, including the following:

Exhibit | Description

1001 | U.S. Patent No. 10,846,785
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Exhibit | Description

1003 | U.S. Patent No. 6,868,403 (“Wiser”)

1004 | U.S. Patent Application Pub. No. 2008/0183593 (“Dierks”)

1005 | U.S. Patent Application Pub. No. 2010/0114739 (“Johnston”)

1006 | U.S. Patent Application Pub. No. 2010/0250382 (“Babaria”)

1008 | U.S. Patent Application Pub. No. 2008/0255962 (“Chang”)

1009 | 785 Patent File History

1010 | U.S. Provisional Application No. 61/093,917 (“Johnston-Provisional™)

1011 | U.S. Patent No. 9,324,098 (““Agrawal”)

1012 | U.S. Patent No. 7,565,308 (“Bollay”)

1013 | U.S. Patent Application Pub. No. 2008/0228595 (“Hill™)

1019 | U.S. Patent Application Pub. No. US 2007/0045405 (“Rothschild”)

1020 | U.S. Patent No. 8,046,288 (“LeRoux”)

1022 | U.S. Patent No. 9,203,971 (“Narain™)

1023 | U.S. Patent No. 8,069,088 (“Foulser)

D. Kossmann et al., “An evaluation of alternative architectures for
transaction processing in the cloud,” Proceedings of the 2010 ACM
SIGMOD International Conference on Management of Data, June 2010

1024

1032 | ACM Digital Library for Kossmann
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IV. LEGAL PRINCIPLES

19. I am not an attorney. For purposes of this declaration, I have been
informed by Shopify’s counsel about certain aspects of the law that are relevant to
my analysis and opinions, as stated in the following paragraphs. I have applied these
legal principles in arriving at my conclusions expressed in this declaration.

A. Claim Construction

20. I understand that “claim construction” is the process of determining a
patent claim’s meaning. I have been informed that claim construction is a matter of
law and that in this proceeding, claim construction will be determined by the Patent
Trial and Appeal Board (“the Board). 1 understand that, during IPR, claims are
construed according to the “Phillips standard.” I understand that the Board need
only construe the claims when necessary to resolve the underlying controversy. I
also understand that, given the close correlation between the asserted prior art and
the challenged claims of the *785 patent, the Board need not construe any terms of
the challenged claims to resolve the underlying controversy, as any reasonable
interpretation of those terms consistent with their plain meaning (as would have been
understood by a person of ordinary skill in the art (“POSITA”) at the time of the
invention, having taken into consideration the language of the claims, the

specification, and the prosecution history of record) reads on the prior art.
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B. Anticipation

21. I have been informed and understand that a claim is invalid if it was
anticipated or not novel. I also have been informed and understand that a claim is
anticipated if each and every element as set forth in the claim is found, either
expressly or inherently described, in a single prior art reference.

C. Obviousness

22. I have been informed and understand that a patent claim is invalid if it
would have been obvious to a POSITA at the time of the alleged invention. This
means that, even if all of the requirements of a claim are not found in a single prior
art reference, the claim is not patentable if the differences between the subject matter
in the prior art and the subject matter in the claim would have been obvious to a
POSITA at the time of the alleged invention.

23. Thave been informed and understand that a determination of whether a
claim was obvious should be based upon several factors, including, among others:
(1) the level of ordinary skill in the art at the time of the alleged invention; (2) the
scope and content of the prior art; (3) the differences, if any, that existed between
the claimed invention and the prior art; and (4) any objective considerations of
nonobviousness.

24. 1 have been informed and understand that when determining any

differences between the invention covered by the patent claims and the prior art, one
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should not look at the individual differences between the patent claims and the prior
art in 1solation, but rather consider the claimed invention as a whole and determine
whether or not it would have been obvious in light of all of the prior art.

25. Thave been informed and understand that a single reference can render
a patent claim obvious if any differences between that reference and the claims
would have been obvious to a POSITA. Alternatively, the teachings of two or more
references may be combined in the same way as disclosed in the claims. I have been
informed and understand that when deciding whether to combine the various items
described in the prior art, the relevant question is whether the prior art combination
would have been obvious to a person with ordinary skill in the art at the time of the
invention. [ have been further informed that it can be important to identify a
teaching, suggestion, or motivation, in either the prior art or the knowledge of
persons skilled in the art, that would have prompted a person of ordinary skill in the
relevant field to combine the elements in the prior art in the way the claimed
invention does.

26. In determining whether a combination based on either a single
reference or multiple references would have been obvious, it is appropriate to

consider, among other factors:
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e whether the teachings of the prior art references disclose known concepts
combined in familiar ways, and when combined, would yield predictable
results;

e whether a POSITA would implement a predictable variation, and would
see the benefit of doing so;

e whether the claimed elements represent one of a limited number of known
design choices, and would have a reasonable expectation of success by a
POSITA;

e whether a POSITA would have recognized a reason to combine known
elements in the manner described in the claim;

e whether there is some teaching or suggestion in the prior art to make the
modification or combination of elements claimed in the patent; and

e whether the innovation applies a known technique that had been used to
improve a similar device or method in a similar way.

27. 1 have been informed and understand that a POSITA has ordinary
creativity, and is not an automaton. I have been informed and understand that in
considering obviousness, it is important not to determine obviousness using the
benefit of hindsight derived from the patent being considered. I have been informed

and understand that a patent composed of several elements is not proved obvious

10
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merely by demonstrating that each of its elements was independently known in the
prior art.

28. I have been informed and understand that to show a motivation to
combine, one is not required to show how the references would be physically
combined to render a claim obvious. The analysis is not focused on whether the
features of one reference can be physically incorporated into the structure of another
reference, but rather whether a POSITA would have been motivated to combine the
teachings of the references to achieve the claimed invention. For example, a
POSITA would understand how predictable variations of known concepts could be
combined and would recognize that where multiple tools were available in a toolbox,
any could be chosen.

V. LEVEL OF ORDINARY SKILL

29. I have considered the *785 patent from the perspective of a POSITA at
the time of the alleged invention. A POSITA for the 785 patent would have had at
least the equivalent of a bachelor’s degree in computer science, computer
engineering, or a related subject and two or more years of experience in a related
field of distributed systems, transaction processing, and web-based user interfaces.
Less work experience may be compensated by a higher level of education, such as a
master’s degree, and vice versa. At the time of the claimed invention, I would have

qualified as a POSITA under this standard.

11
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VI. TECHNOLOGY BACKGROUND
A. Electronic commerce

30. Electronic commerce—the trading of goods and services over the
Internet—was well-known more than a decade before the *785 patent’s priority date.
For example, Wiser, claiming priority to a 1998 provisional application, explained
that “[t]he rapid development of the Internet and the World Wide Web has primarily
focused on these technologies as vehicles for online commerce for the distribution
of their products.” Exhibit 1003, 1:15-17; see also Exhibit 1006, 9§ 4 (“Merchants,
service providers, and/or private individuals, may offer items for sale on a web page
appearing on a website accessible by a browser via the internet.”); Exhibit 1011,
1:15-16 (“Consumers routinely shop for and purchase products and services from
merchant web sites.””); Exhibit 1012, 1:15-17 (“Internet electronic commerce
allows businesses to conduct sales transactions over the Internet between customers
(buyers) and vendors supplying goods and services.”); Exhibit 1013, 9 4
(“Electronic commerce sites allowing users to post and sell their own items ... have
also become popular.”).! The ’785 patent itself acknowledges that “[e]lectronic

commerce on the Internet has become commonplace.” Exhibit 1001, 1:25-26.

! Emphasis and annotations added throughout unless stated otherwise.

12
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B. Electronic Commerce in Social Networks

31. Performing electronic commerce in social networks was also well-
known before the ’785 patent’s priority date. For example, USP Application
Publication No. 2008/0228595 to Hill, filed in March 2007, disclosed a “system for
supporting electronic commerce in social networks.” Exhibit 1013, Title; see also
id., | 8 (“The present invention provides users the ability to add commerce capability
(e.g., buy and sell goods and services) and syndicate product information to
numerous social network third-party websites.”); see also Exhibit 1010 (Johnston-
Provisional), specification at 7 (“The seller can be selling their content on Facebook,
Bebo, and MySpace in a few minutes. ... The Storefront can then be placed on social
networking sites such as Facebook, MySpace, Bebo....”). Similarly, Chang, filed in
2007, disclosed a distributed commerce system for distributing an “item page” that
includes an item for sale to “social networking servers reflecting a plurality of social
networking sites” such as “FACEBOOK™, MYSPACE™, LINKED-INT™,”
Exhibit 1008, Abstract, q 41.

C. Widgets for Product Listings

32.  Given the proliferation of electronic commerce over the Internet, it
became common to use “widgets” or widget code to allow sellers to more easily and
freely advertise (i.e., “list”) their products for sale. A “widget” is simply a portable

piece of code that can be installed and executed within an environment using the

13
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same or a different programming language. See, e.g., Exhibit 1008, 4 31. For
example, Chang disclosed widget servers that generate widget code for item/web
pages related to items for sale that could be distributed to social networking sites.
See, e.g., id. 19 37, 41, Figure 1. Notably, systems were known to gather pertinent
information from sellers and generate such widget code. For instance, Dierks in
2008 disclosed a user interface that “presents a user with an easy, step-by-step
process for entering relevant information and obtaining... code” that could be “cut-
and-pasted into the user’s web page.” Exhibit 1004, 9 71, 74. Likewise, Johnston
disclosed a server that provides user interfaces that allow sellers to generate “Embed
code” and publish their product listings to the sellers’ social networking sites and
“any HTML web site.” Exhibit 1005, Figures 3A-3G, 99 225-231. Adding
functionality through the HTML code, such as a button that a purchaser presses to
buy an item, was also well-known. Exhibit 1004, 9 54 (“The mark-up code may
include HTML, XHTML code, or other forms of code for producing the display of
a purchasing control, such as an ‘add to cart’ button.”). The widget code in the
prior art comports with the *785 patent’s description. See Exhibit 1001, 1:62—65 (“A
web widget is portable software that can be installed and executed within a
hypertext-markup-language web page by an end user that does not require additional

compilation.”).

14
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VII. OVERVIEW OF THE °785 PATENT
A.  Alleged Invention

33. The claims of the 785 patent describe a system and method for
generating a buy button and embedding the buy button into a web site. Exhibit 1001,
claims 1, 7, and 14. The claims also describe an electronic store that is configured
to facilitate payment processing related to the purchase of an item. Independent
claims 1, 7, and 14 are similar. To the extent claims 7 and 14 include features that
differ from claim 1, these features are taught by the prior art, as I discuss below in
the grounds. /d.

34. Figure 12 of the 785 patent below illustrates an embedded buy button
1206 that is used to purchase a song 1204 called “Drum Boogie.” Id., 17:42-49.
Figure 12 includes information about the song, including the name of song, the
artist, and the price. Id. After clicking the buy button 1206, the user is brought to

a checkout screen. Id., Fig. 13, 17:50-61.

15
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12007 N—

EX1001, FIG. 12
35. The *785 patent discloses that buy buttons are generated using a
“widget builder resource component 300.” /d., 8:40-43. Asrepresented by Figure
3 below, the 785 patent indicates that the “widget builder resource component
300 is used to create an inventory of ‘web widgets’ 316, buy buttons 310, buy links

312 and preview clips 314.” Id. 7:67-8:2.

16
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316 WIDGET BUILDER RESOURCE COMPONENT

WEB WIDGET INVENTORY

FULL CATALOG WIDGET 302

SINGLE SONG WIDGET 306

‘ SINGLE RELEASE WIDGET 304

MERCHANDISING WIDGET 308

BUY BUTTONS 310

[ BUY LINKS 312 I

[ PREVIEW CLIPS 314 l

300

EX1001, FIG. 3
36.  As the ground herein demonstrates, generating and using buy buttons
were well-known in the art before the 785 patent’s priority date.
37.  Also, an embeddable buy button and an electronic store that facilitates
payment processing related to the purchase of an item were well-known in the art
before the *785 patent’s priority date.

B.  Prosecution History

38.  The ’785 patent issued from USP Application No. 16/863,229, which
was filed on April 30, 2020. The 785 patent is a continuation of U.S. Patent No.
11,455,678, which is a continuation of U.S. Patent No. 10,395,304, which is a
continuation of U.S. Patent No. 9,679,298, which is a continuation-in-part of U.S.

Application No. 12/852,090, now abandoned.

17
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39. The examiner issued a sole Office Action on June 11, 2020, rejecting
all claims 1-20 under (1) pre-AIA 35 U.S.C. 103(a) as being unpatentable over U.S.
Patent Number 7,526,545 (“Jerome™), and (2) provisional double patenting as being
unpatentable over claims 8—27 of USP Application 16/512,018. Exhibit 1009, 121—
127.

40. The applicant filed a response on July 1, 2020, amending independent

claims 1, 7 and 14. Id., 161-175. Amended claim 1 is shown below.

1. (Currently Amended) A method to generate an embeddable buy button for an

electronic commerce store, comprising:

receiving, by an embeddable buy button builder executing on a first server
operated by an electronic commerce provider, a selection of an item from an item
inventory and a representation of the item, wherein the item is to be listed for sale on the
electronic commerce store;

generating, by the first server, the embeddable buy button, wherein the
embeddable buy button is configured to display an image the representation of the item,
and a hyperlink; and

embedding, by the first server, the embeddable buy button into a web page site,

. e ] | hythe ol ’
commerce provider,

wherein the electronic commerce store a checkout screen is displayed within the
web site upon selection of the hyperlink, the electronic commerce store checkout screen
configured to facilitate payment processing related to a purchase of the item, and wherein
had . . i fhasal ) i

ld., 162.

18
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41. Applicant equated the claimed “provider” to a “multimedia content
distribution system 200" where the provider “executes both the embeddable buy
button builder 204, as well as a transaction payment processing service 214.” Id.,
171. As I discuss herein, the payment processing system 308 of Dierks provides
these same button-building and transaction payment processing services.

42. Applicant also argued that “Jerome does not disclose a system having
a first server operated by an electronic commerce provider that allows the creation
of embeddable buy buttons and where the same electronic commerce provider
facilitates payment processing.” Id., 172 (emphasis in original). Dierks likewise
discloses these features, as I discuss below in detail.

43. A Notice of Allowance was issued on August 14, 2020. In the Notice
of Allowance, the examiner stated that the prior art references did not disclose
“‘embedding, by the first server, the embeddable buy button into a web site, wherein
the web site 1s executed by a second server not operated by the electronic commerce
provider’, and ‘wherein the electronic commerce store is displayed within the web
site upon selection of the hyperlink, the electronic commerce store configured to
facilitate payment processing related to a purchase of the item, and wherein the
electronic commerce store is operated by the electronic commerce provider.”” 1d.,

198. As the grounds below demonstrate, the prior art teaches these features.

19
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VIII. OVERVIEW OF THE PRIOR ART REFERENCES
A. Dierks

44. Dierks discloses systems and methods that “permit relatively
unsophisticated web page developers to integrate their web pages with an on-line
payment system.” Exhibit 1004, 9 6. Similar to the *785 patent, Dierks discloses
techniques for embedding information into a web page, including a description of
an item for sale, an image representation of the item, and an “add to cart” button

that is used to buy the item, as shown below in Figure 1B. Id., 49 36, 37, 73.

- )
O Mozilla Firefox — MyPlace DB | 5204
<:| I:D @ ° @ [https:llwww.myplace.com/GarnishJewelrylitem_SO.html E]J

H (A
ga I'l'llSh handmade jewelry from Los Angeles, CA | )
jewelry ]
styles
>>earrings
necklaces
turquoise with silver chain
prices A single turquoise briolette is surrounded
under $50 by three draping layers of delicate sterling
$50 and up silver chain.
105!
v
. J/

Exhibit 1004, FIG. 1B (annotated)

20
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45. To create an “add to cart” button, Figure 4 of Dierks below discloses
an interface for the user to enter descriptive information about the item for sale.

1d., q73. The user then clicks the “Create Button Code.” Id., §74.

(O Mozilla Firefox - MyCheckout 00 EEX
Qj CD @ @ @ [hnszlww.mycheckout.comlMermanll887530910reateltem(:odel [w]
1. Choose a button type. :

(? Basic Button Button with Options
Select this button type to offer different item options, such as sizes
w o s I
2. Choose a button style. (s21.00 - T-shit(smat) [ [AddtoCart)
My web page hasa {(White 406 [w]) background.
3. Describe your item
Item Name: turquoise eamings Price(5000_ 41¢ Jysp
Item Description: § " i turquoise briolette is surrounded by three draping layers of delicate stedfing sitver chain.
41¢E 422
Insert this code <script type="textjavascript" src="https://www.mycheckout.com/
for shopping cart: shoppingcart js ?sellerld=8675309"></script><span id="mycheckout_status_bar"></span>
416
Insert this code for <form action=https./www.mycheckout.com/Merchant/8675309/add onsubmit="retum false;"
add to cart button: method="post"><input type="hidden" name="ttem" value="PD84bWwgdmVyc2ivbjOiMS4wli
BIbmNvZGIuZz0iVVRGLTGIPzANCjxJdGVtIHhtb G5z PSJodHRwOIBVY 2hIY 2tvd XQuZ29vZ2
XILmNybS9z Y 2hlbWEVMil+DQog| DxxdWFudGI0e TaxPCOXdWFudGIOe TANCIAQPHVIaXQ 418
v
\_ J

46. Figure 3 of Dierks, reproduced below, discloses a payment processing
system 308 including an HTML Generator 312 that “is configured to receive
parameters regarding items to be sold by vendors and to generate code” that can be
embedded into the web page to display the description of the item and the “add to
cart” button shown above in Figure 1B. 1d., § 62, Figure 3; see also id., 9 36, 37,

Fig. 4.
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JUOZ 3"21 304
internet @
° 06 2
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I 310 Interface
7 HTML Generator PP ' . '
Request Checkout
Request Processor Cart Generator Module
5 eq Response 320 728
rocessor 224
316 Formatterﬂa T T T
l | . .
— | Buyer identifier Transaction Processor
Forms 240 342
Parameters
320 322
| - - Transaction
Templat Pending Carts | | Pending Items Module
emplates
324 [ 344 246
Merchant Merchant Buyer
Inventories Accounts Accounts
Exhibit 1004, FIG. 3 (annotated)
47.  Figure 3 of Dierks discloses a that “receives

requests from users who are seeking to buy items” and “provides information back
to vendor sites to permit information about the transactions and other transactions to
be reflected at the vendor sites.” Id., 4 62. The shown in
Figure 3 further includes a “Cart Generator 336” and a “Checkout Module 338.” Id.,

Fig. 3, 9 70.
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1. The “payment server 114,” “payment server 204,” and
“payment processing system 308”

48. Dierks discloses features with respect to a “payment server 114” and a
“payment server 204.” Dierks also discloses features with respect to the “payment
processing system 308.” A POSITA would have understood that the teachings
regarding the payment server 114 and the payment server 204 apply to the payment
processing system 308.

49. The payment servers 114, 204 and the payment processing system 308
are not disclosed as being separate embodiments. Instead, a POSITA would have
understood that the patent application drafter decided to use different reference
numerals for the servers when describing (1) a “graphical conceptual flow diagram”
in Figure 1 that shows the payment server 114 (id., 4 19), (2) a “conceptual flow
diagram” in Figure 2 that shows the payment server 204 (id., 4 21), and (3) a “block
diagram” in Figure 3 that shows the payment processing system 308. (id., 9 22). A
POSITA would have understood that the block diagram approach used for Figure 3
allows for a more detailed disclosure of individual components. /d., Fig. 3.

50. Dierks directly associates the payment server 114 in Figure 1 with the
payment server 204 in Figure 2. Id., § 53 (“The seller system 202 may create a web
page and, as shown by Arrow A, register the seller with a payment server 204 such
as payment server 114.”). Thus, a POSITA would have understood that the

teachings in Dierks regarding the payment servers 114 and 204 are interchangeable.
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51. Dierks further equates the payment server 204 in Figure 2 to the
payment processing system 308 in Figure 3. For example, the payment server 204
in Figure 2 generates mark-up code used for providing the “add to cart” button. /d.,
9 54 (“As part of the registration process or at a later time, the payment server 204
may generate and provide mark-up code to the seller (Arrow A) so that the seller
can cut-and-paste the code into the seller’s web page. The mark-up code may
include HTML, XHTML code, or other forms of code for producing the display of
a purchasing control, such as an ‘add to cart’ button that causes payment server
204 to record that a visitor to the web site wants to add a particular item associated
with the control to his or her cart.”). The payment processing system 308 in Figure
3 also provides mark-up code to generate the “add to cart” button. Id., 9 66, (“With
the vendor web page complete and posted, prospective purchasers may visit the page
and decide to click on a control, such as an ‘add to cart’ control, added by the
HTML generator 312 [i.c., part of the payment processing system 308].”).

52. Moreover, both the payment server 204 and payment processing system
308 are described as providing payment features, as evidenced by the word
“payment” in their names. And the payment server 204 is described as providing a
“shopping cart” feature just like the payment processing system 308. See, e.g., id.,
9 58 (“Once the payment server 204 has updated a shopping cart for the consumer

system 206 in its own records, it may pass information reflecting the updated
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shopping cart back to the consumer system 206 (e.g., number of items in the cart and
total dollar value of items in the cart), such as via XML messaging, so that the
consumer system 206 can display the cart to the user.”); id., § 70 (“Checkout
module 338 [part of the payment processing system 308] may be accessed when a
purchaser decides to finish a transaction and buy or edit items in his or her shopping
cart.”).

53. Accordingly, a POSITA would have understood that the teachings in
Dierks regarding payment server 114, payment server 204, and payment processing
system 308 are related, such that the teachings made with reference to the payment
servers 114, 204 are applicable to the payment processing system 308, and vice
versa.

B. Johnston

54. Johnston relates to techniques that allow “a seller to establish at a
hosted service a store front that is distributable across a plurality of third party hosts.”
Exhibit 1005, Abstract. In particular, Johnston discloses, and illustrates in Figure
1A (reproduced below), a system including a platform server 110 that
communicates, over a network 104’, such as the Internet, with devices that display a
plurality of Storefronts 102a—102c that allows buyers to purchase content, products,

and services from sellers. See, e.g., id., § 114.
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Stonat 1023 Storage 106 iPhone Client 107
Desktop PC ;
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Network e Do
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104
Browser
Storage
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Fig. 14 | l

Exhibit 1005, FIG. 1A (annotated)
55.  Similar to Dierks, Johnston’s platform server 110 includes a
that processes financial transactions. 1d., 9 184, Figure 1C (reproduced
below). The Billing module “handles, processes, manages and/or facilitates any of

the financial related functions of the platform.” Id.
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Rights Management Service 115 External Storage Service 140
Transcoding Service 125

Content Packaging and
Encryption Service 120

D'gltal ng hts Content Acquisition Service
Management 135

Rating Service 130 Platform Storage Service 142

Storage

Usage Pattern Collection
Content Management Service 165

Micro Payment Service 145 Recommendation Service

170

Payout Processing Service
150

Push Notification Service 144 Profile/User Preferences

Billing 158 Service 175

Notification
Personalization/
Recommendation Engin

Exhibit 1005, FIG. 1C (annotated)

56. Also similar to Dierks, the platform server 110 in Johnston provides
user interfaces that allow sellers to create vendor Storefronts. /d., Figs. 3A-3F, 9
225-230. Referring to Figures 3A—3G, Johnston discloses a seller “creating an
OWIJO Storefront via a user interface of the OWJO platform.” Id., § 225. For
example, in Figure 3B (reproduced below), the user interface allows the seller to
provide a description of an item (e.g., music) to be sold on the seller’s Storefront,
including the price for the music. /d., q 226. The seller can do the same for videos,

images, podcasts, and vodcasts. 1d., Y 227-230, Figs. 3C-3F.
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Exhibit 1005, FIG. 3B (annotated)
57. The interfaces of Johnston prompt the seller to select an image that

represents the item for sale. For example, as shown above in Figure 3B, the interface

prompts the seller to “

.7 Id., Fig. 3B; see also id., § 226 (“Using a web browser ... a seller can

create a music track by specifying ... a thumbnail image that can be displayed in

the OWJO Storefront.”).

58.  Also similar to Dierks, the Platform server 110 allows sellers to publish

their Storefronts to “any HTML web site.” Id., § 231, Fig. 3G. Referring to Figures
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4A—4C, Johnston describes an exemplary Storefront used to sell items. As can be
seen in Figure 4B below, the Storefront includes (i) information about a music track
for sale such as “Artist” and “Genre,” (i1) the “Price: EUR § 25” of the music track,
and (ii1) an “Add to Cart” button. This is similar to the product listing that the *785

patent illustrates in Figure 12 (reproduced below alongside Johnston’s Figure 4B).
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Exhibit 1005, FIG. 4B (annotated) Exhibit 1001, FIG. 12 (annotated)

59. As shown in Figure 4B, the Storefront displays the
of the item for sale. Exhibit 1005, 4222 (“The OWJO Client/OWJO
Dashboard can display thumbnails representing the content that buyer A has
rights to access or has otherwise purchased.”); id., § 289 (“content may be displayed

with thumbnails, links or some other type or form of representation of the
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content.”). The image representation of the item for sale in Johnston is analogous
to the image representation of the item for sale, e.g., earrings, discussed above in
Dierks, since they both provide an image representation of an item.

1. Johnston is Entitled to its Provisional Filing Date

60. Johnston is entitled to the September 3, 2008 filing date of provisional
application No. 61/093,917 (“Johnston-Provisional”) to which it claims priority.

61. Ihave been informed that, for purposes of § 102(e), a published patent
application is entitled to use the filing date of a beneficially claimed provisional
application as an effective prior art date, provided that 1) the subject matter relied
upon in the application is described in the provisional application; and 2) at least one
of the claims in the application is supported by the written description of the
provisional application.

62. As the following exemplary citations show, the subject matter relied

upon in Johnston is described in Johnston-Provisional.

Johnston (Exhibit 1005) Johnston-Provisional (Exhibit 1010)
Abstract pp. 4-5, 7; FIG. 1
FIG. 1A Fig. 1A
FIGS. 3A-3G, 4A—4C FIGS. 3A-3G, 4A—4C
q2 pp. 4-5°

2 Page cites refer to the specification.
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q4 p. 1

21 pp. 4-5
1168 p.9
114 pp. 11-12, 16-17
118 pp. 12-13
1178 p.23
184 p. 24
9204 p. 29
9222 p. 34

M 225231 pp. 35-38
1272 pp. 4243
9289 p. 34
9300 pp. 4-5, 6, 19, 22,27

63. In addition, the exemplary citations below demonstrate that at least

claim 1 of Johnston is supported by the written description of Johnston-Provisional.

Johnston (Exhibit 1005), claim 1

Johnston-Provisional
(Exhibit 1010)

1. A method of self-service by a seller to establish at a Figs. 1A, 3H;
hosted service a store front that is distributable across a pp. 11-12, 38-39°
plurality of third party hosts, the method comprising:

3 Page cites refer to the specification.
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a) receiving, by a hosted service operating on one or Figs. 1A, 3H;
more servers, specification of one or more items to be pp. 11-12, 38-39
displayed for sale in a store front for a seller;

b) generating, by the hosted service responsive to the Figs. 1A, 3H;
specification, a portable widget for the store front pp. 11-12, 38
identifying the one or more items for sale;

¢) receiving, by the hosted service from the seller, Figs. 1A, 3H;
identification of one or more third party hosts to which pp. 11-12, 39
to publish the portable widget of the store front; and

d) initiating, by the hosted service, publishing of the Figs. 1A, 3H;
portable widget of the store front to the one or more pp. 11-12, 39
third party hosts.

64. Accordingly, for purposes of 35 U.S.C. § 102(e), Johnston is entitled to
an effective prior art date of September 3, 2008 filing date of Johnston-Provisional.

IX. SPECIFIC GROUNDS FOR UNPATENTABILITY

65. In my opinion, for the reasons noted below, claims 1-20 of the *785
patent would have been obvious in light of the prior art.

A. Ground 1: Claims 1-20 are Obvious over Dierks in view of
Johnston

1. Independent Claim 1

a) 1[preamble]: “A method for embedding a buy button
for an electronic commerce store, comprising:”

66. In my opinion, regardless of whether the preamble is limiting, Dierks
discloses it. Figure 1B of Dierks shows a web site (“an electronic store”) for selling
a product using an embedded “add to cart” button 105 (“a buy button’). Exhibit

1004, 9 36 (“[D]isplay 104 shows a selectable control in the form of an ‘add to cart’
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button 105 that a purchaser may select to purchase a unit of the product-here a pair
of earrings.”). Dierks also discloses that the electronic store includes a checkout
screen that is accessed after the “Proceed to Checkout” button 118 in Figure 1B is

pressed, as I discuss below for element 1[g].

4 - 1\
O Mozilla Firefox — MyPlace =akx |
<:| |:> @ @ @ [htlps:Ilwww.myplace,comIGamishJewelry/item_SO.hlmI [i]]

- A
g a n IS h handmade jewelry from Los Angeles, CA ()
iewel Shopping Cart
J ry You have 3 items in your cart Q \_J
The total is $135.00
styes
>>earrings = ue

necklaces
bracelets

turquoise with silver chain

prices P L .
gle turquoise briolette is surrounded
under $50 by three draping layers of deficate sterling
50 and silver chain,
$42
105!
v
N S

Exhibit 1004, FIG. 1B (annotated)
67. Dierks discloses a method for embedding the “add to cart” button 105.
1d., 9 8 (“In one implementation, a computer-implemented method is disclosed. ...
Also, the code for the merchant web page can include buy button code generated

by a service associated with the remote open payment system.”).
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68. The “add to cart” button 105 of Dierks is analogous to the “buy button”
of the *785 patent. For both, pressing the button leads the user to a display showing
the total cost of the item. The user then presses another button that brings the user
to a further web page for entering payment-related information.

69. In particular, after the user presses the “add to cart” button 105 in
Dierks, the user is shown a shopping cart that displays the total cost of the item, as |
discuss below in more detail for element 1[f]. The user then presses a “proceed to
checkout” button 118 that brings the user to a screen for providing payment-related
information, as I discuss below for element 1[g].

70. A similar process occurs in the 785 patent. Figure 12 of the 785 patent
shows a song 1204 called “Drum Boogie” that is for sale. Exhibit 1001, 17:57-58
(“the name of the selection (i.e., Drum Boogie”). The user presses the buy button
1206 of Figure 12 to indicate an intent to purchase the album. /d., 17:16-21 (“after
a consumer selects the buy button 1206 to purchase the MP3 format file””). The user
is then brought to a screen shown in Figure 13 of the *785 patent that displays the
total cost of the item. Id., 17:50-57 (“FIG. 13 is an illustration of the screen shown
in a web widget after clicking on a buy button. In this embodiment of a web widget
1300, after a consumer selects the buy button 1206 to purchase the MP3 format file,
a checkout screen appears within the web widget 1300 as shown in this figure. The

checkout screen of this web widget 1300 includes the fotal cost of the content file
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and the number of files purchased, which items are shown in region 1304.”). Figure
13 is also described as providing “purchase request confirmation.” /Id., 2:66-67.
71.  Figure 13 of the *785 patent illustrates a “pay now with amazon.com”
button 1306. A POSITA would have understood that the “pay now with
amazon.com” button 1306 brings the user to the screen of Figure 14 so that the user
can enter payment-related information. /Id., 17:62-18:1 (“FIG. 14 is an illustration
of a web page for a transaction processing service 112 in one embodiment. In the
illustrated embodiment, the transaction page for the Amazon Flexible Payment
Service (i.e., the “Amazon FPS”) is shown. In this embodiment, this web page 1400
is the location where the consumer would enter credit card, debit card or bank
account information.”).
72.  Thus, the “add to cart” button in Dierks is analogous to the buy button
1206 in the *785 patent since, when pressed, both lead to displaying the total cost of
the item and providing an additional button that the user presses to access another
web page where the user enters payment-related information.
73.  Therefore, Dierks discloses the preamble of claim 1.
b)  1[a]: “receiving, by an embeddable buy button builder
executing on a first server operated by a buy button provider,
a selection of an item from an item inventory and a

representation of the item, wherein the item is to be listed for
sale on the electronic commerce store; and”

74.  The combination of Dierks and Johnston renders obvious element 1[a].
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(1) “an embeddable buy button builder executing on
a first server operated by a buy button provider”

75.  Dierks discloses “an embeddable buy button builder executing on a first
server operated by a buy button provider.”

76.  Dierks discloses a payment server 204 (“a first server”) that receives
information from a . Exhibit 1004, Fig. 2, 453 (“The seller system
202 may create a web page and, as shown by Arrow A, register the seller with a

payment server 204 such as payment server 1144.”).
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Exhibit 1004, FIG. 2 (annotated)

+As I discuss in Section VIII.A.1, disclosure regarding the payment server 114

applies to the payment processing system 308.
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77.  Figure 3 of Dierks, below, discloses additional details of the payment
server 204 with reference to the payment processing system 308. Like the payment
server 204, Dierks discloses that the payment processing system 308 comprises a
“server.” 1d.,q 62 (“The payment processing system 308 communicates with the
outside world using an interface 310, which may take the form of one or more web
servers and other such hardware, or may take other appropriate forms.”). Id., q 62.
A POSITA would have understood that Dierks’s reference to “one or more web
servers” is pertaining to the payment processing system 308 in general and not the
“interface” specifically. A network interface is a point where pieces of equipment
or protocol layers connect, which may be in the form of a Network Interface Card.
Accordingly, a POSITA would have been taught that the payment processing system
308 of Dierks comprises at least one server (“a first server”) that includes the HTML

Generator 312 and , shown below.
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Exhibit 1004, FIG. 3 (annotated)

78.  The HTML Generator 312 discloses the claimed “embeddable buy
button builder.” As 1 discuss below in more detail for element 1[b], the HTML
Generator 312 generates an “add to cart” button (“embeddable buy button”) and
therefore discloses the claimed embeddable buy button builder. The HTML
Generator 312 is “executing on” the server, as claimed, because the payment
processing system 308 includes the HTML Generator 312.

79.  The server on which the HTML Generator 312 (“the embeddable buy
button builder”) executes is operated by the payment processing system 308 (“a
buy button provider.”). As I discuss in Section VII.B, applicant equated a “provider”

to a “multimedia content distribution system 200” where the provider “executes both
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the embeddable buy button builder 204, as well as a transaction payment processing
service 214.” Exhibit 1009, 171. As I discuss herein, the payment processing system
308 of Dierks provides these same button-building and transaction payment
processing services.

80. Accordingly, Dierks discloses an HTML Generator (“embeddable
buy button builder) executing on a first server operated by the payment processing
system 308 (“buy button provider”).

(2)  “receiving, by the embeddable buy button
builder...a selection of an item from an item inventory”

81. Dierks discloses “receiving, by the embeddable buy button builder a
selection of an item from an item inventory.”

82.  Figure 1A of Dierks discloses that the vendor sells multiple items, i.e.,
pieces of jewelry. Exhibit 1004, q 35. (“Display 102 shows a general page from a
vendor’s web site. The display 102, for a vendor called Garnish Jewelry, shows a

number of high-quality, handcrafted jewelry pieces (see FIG. 1A.”).
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Exhibit 1004, FIG. 1A
83.  Dierks further discloses that the vendor has an “item inventory,” stored
in a database, that includes names and descriptions of items to be sold. /Id., § 53
(“[T]he seller may optionally also open and populate an inventory database for
goods to be offered for sale by the seller. The seller in particular may identify names
and descriptions for items to be sold (which may include goods or services), along
with prices for the items.”). Dierks discloses that a “Google Base” database can be

used for storing the inventory. Id., 41 (“[T]he vendor stores information relating
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to the vendor’s inventory using a system associated with payment server 114°, such
as GOOGLE BASE, the payment server 114 can also check such a database for
availability of the selected goods.”); id., 4 86 (“an inventory of the seller is available
to the payment processing system (e.g., through Google Base).”).

84. Dierks discloses that the payment processing system 308
communicates with a database called “Merchant Inventories 328,” which might be

implemented using Google Base. Exhibit 1004, Fig. 3.
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Exhibit 1004, FIG. 3 (annotated)

s As I discuss in Section VIII.A.1, disclosure regarding the payment server 114

applies to the payment processing system 308.

41



IPR2025-00131
U.S. Patent No. 10,846,785

85. A POSITA would have known that the Merchant Inventories 328 in
Figure 3 represents a database because of the cylindrical structure that is used for
328. For example, reference numerals 326, 330, 332, 344, and 346 are shown with
the same type of cylindrical structure and are each described respectively as being a
“database.” Exhibit 1004, 4 65 (“hash sums database 326”); id., § 66 (“merchant
accounts database 330 and buyer accounts database 332”); id., § 67 (“pending carts
database 344”); id., § 68 (“pending items database 346”); see also id., 4 41 (“The
payment server 114° may also place a ‘hold’ flag on the goods in the inventory
database, or conduct others steps, so that another purchaser does not buy the last of
the inventory while the first purchaser is finishing his or her shopping.”).

86. A POSITA would have understood that the Merchant Inventories
database 328 could have been implemented with Google Base, because they are both
disclosed as being inventory databases for vendors. Accordingly, Dierks discloses
that the payment processing system 308 has access to an “item inventory” stored in
database 328 or another database implemented with Google Base.

87.  Dierks discloses that the HTML Generator 312 receives “a selection of

an item” from the item inventory. In particular, Dierks discloses that the HTML

¢ As I discuss in Section VIIL.A.1, disclosure regarding the payment server 114

applies to the payment processing system 308.

42



IPR2025-00131
U.S. Patent No. 10,846,785

generator “is configured to receive parameters regarding items to be sold by
vendors and to generate code.” Exhibit 1004, 4 62; see also id., § 63 (“The HTML
generator 312 includes a number of structures for receiving from web developers
parameters for web shopping controls and for generating HTML or other code that
will produce such controls for the web developer. Request processor 316 receives
communications from web developers through interface 310, and makes
determinations about the actions to be taken on the requests. For example, request
processor may receive an HTTP request to obtain mark-up language code for a web
page, and may access forms module 320 to serve a form to the requester. The form
may include areas in which the requester can provide information about an item the
requester hopes to offer for sale, such as a description and price for the item. The
requester may enter such parameters into the delivered form, and may submit the
parameters back to payment processing system 308.”); 9 64 (“HTML generator 312
may then store the parameters in parameters module 322, and may access generic
HTML code from templates module 324.”). These parameters include the name of
the item. Id. | 73 (“Text entry box 408 receives entry of a product name. ...”).
88.  The seller provides the claimed selection of the item when entering the
, as shown below in Figure 4, and pressing the “create button code”
button 414. Id., 9 74 (“A create button code button 414 causes an HTTP request to

be sent to a remote server, with the information provided in the display 400 being
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sent with the request. The remote server may then use the submitted information to
generate code for managing a shopping cart, along with code for generating an add
to cart button.”); id., 4 73 (“Text entry box 408 receives entry of a product name.
.0)5id., g 71 (“FIG. 4 shows an example screen shot for obtaining web code for a
purchasing button. In the screen shot, a display 400 showing a browser interface
presents a user with an easy, step-by-step process for entering relevant information
and obtaining the code.”). Thus, the seller “selects” an item from the item inventory
when entering an item name that appears on the inventory list, and that selection is

received by the HTML generator 312 (“the embeddable buy button builder”).

(O Mozilla Firefox - MyCheckout il Q@@

Q:J E{> @ @ @ ]hnps:IMw.mycheckout.conVMermanUBB?SBOQJCreateItemCode/ E]]

1. Choose a button type. :
(? Basic Button Button with Options
Select this button type to offer different item options, such as sizes
w? weS  Stean i
2. Choose a button style, (s21.00 — T-shin(sma)  [¥] [AddtocCart)
My web page hasa (White 406 [w]| background.
3. Describe your item. -
ltem Name: |turquoise earings 408 | Price(5000 ¢ |ysp
Item Description: (A single turquoise briolette is surrounded by three draping layers of delicate sterting sitver chain.
4ui L 22
Insert this code [<seript type="textjavascript" src="hitps./www.mycheckout.com/ )
for shopping cart: shoppingeart js 7sellerld=8675309"></script><span id="mycheckout_status_bar"></span>
416
Insert this code for [ <form action=https./www.mycheckout.com/Merchant/8675309/add onsubmit="retum false;"
add to cart button: method="post"><input type="hidden” name="ftem" value="PD84bWwgdmVyc2ivbj0iMS4wli
BIbmNvZGIuZz0iVVRGLTGIPZANCjxJdGVtIHhtbGS5zPSJodHRwOIBVY 2hlY2tvdXQuZ29vZ2
‘levangzY2h|bWEvMil+DQoglDxde\FudG00T4xPC9xdWFUdG|OeT4NCIAgPHVuaXQ 418

Exhibit 1004, FIG. 4 (annotated)
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89.  Dierks teaches that the item name entered in text box 408 (*

) corresponds to a preexisting item name in either the “Google Base”
inventory, as I describe above, or the Merchant Inventories 328 shown in Figure 3.
This is because Dierks discloses that the seller may populate an inventory database
for goods “to be offered for sale” (i.c., not for sale yet) during a registration process
when opening an account. Id., § 53 (“The seller system 202 may ... register the
seller with a payment server 204 such as payment server 1147. The seller may
identify himself or herself, and may open an account into which payments from
buyers may be placed. In addition, the seller may optionally also open and
populate an inventory database for goods to be offered for sale by the seller.”);
see also id., § 54. Since Dierks uses the future tense of “to be offered for sale,”
Dierks teaches that the inventory list exists before the vendor begins the process of
entering the in text box 408. The vendor selects an item that is listed on
the item inventory because the inventory contains the items that the user has for sale.

90. Moreover, Dierks discloses monitoring and updating services that
require use of the item inventory. For example, the payment processing system 308

checks the availability of items using the inventory to confirm that items are

7 As I discuss in Section VIII.A.1, disclosure regarding the payment servers 204

and 114 applies to the payment processing system 308.
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available. Id., 4 41 (“In addition, where the vendor stores information relating to
the vendor’s inventory using a system associated with payment server 114, such as
GOOGLE BASE, the payment server 114 can also check such a database for
availability of the selected goods. The payment server 114 may also place a “hold”
flag on the goods in the inventory database, or conduct others steps, so that another
purchaser does not buy the last of the inventory while the first purchaser is finishing
his or her shopping.”). Dierks also discloses that the number of items in the
inventory is decreased after an item is purchased. /d., 9 86. (“In addition, where an
inventory of the seller is available to the payment processing system (e.g., through
Google Base), the inventory may be decreased for each of the purchased items .
2.

91. A vendor needs to select an item from the inventory to avail itself of
the monitoring and updating services. If the vendor enters an that 1s not
from the item inventory, the payment processing system 308 would not be able to
check the availability of that item using the inventory nor update the inventory when
that item is sold.

92.  Accordingly, Dierks teaches receiving, by the HTML Generator 312
(“an embeddable buy button builder”) a selection of an item from the Merchant

Inventories database 328 and/or Google Base (i.e., “an item inventory”).
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(3)  “receiving, by an embeddable buy button
builder ... a representation of the item, wherein the
item is to be listed for sale on the electronic commerce
store”

93.  Dierks combined with Johnston teaches “receiving, by an embeddable
buy button builder ... a representation of the item, wherein the item is to be listed
for sale on the electronic commerce store.”

94.  Dierks does not explicitly disclose that the payment processing system
308 (“the embedded buy button builder) receives a “selection of ... a representation
of the item.” However, in view of Johnston’s teachings, a POSITA would have
found this obvious. As shown below in Figure 1B of Dierks, the vendor’s web page
(part of “the electronic commerce store’) includes the (e.g., “turquoise
with silver chain”), an item description (e.g., “single turquoise briolette is
surrounded by three draping layers of delicate sterling silver chain”), a price (i.e.,

$42), and an . Exhibit 1004, 9 36.

47



IPR2025-00131
U.S. Patent No. 10,846,785

4 )
O Mozilla Firefox — MyPlace QO | 5
<:| [:> @ 9 @ [rmps:l/www.myplace.comlGamishJewelryIitem_SO.html E]J

garnish handmade jewelry from Los Angeles, CA ()

jewelry g
styles
>>earrings
necklaces
turquoise with silver chain
prices A single turquoise briolette is surrounded
under $50 by three qr:olng layers of delicate sterling

$50 and up silver chain.

v
N J
FIG. 1B
Exhibit 1004, FIG. 1B (annotated)
95. Dierks teaches that the is selected, as I describe above, and

discloses that the item description and the price are entered through the screen
shown below in FIG 4. 1d., 4 73 (“Various text entry areas 408-412 permit the user

to enter parameters for the product to be sold.”).
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(O Mozilla Firefox - MyCheckout

400

DE)

<:j C{> @ @ @ https:/Avww.mycheckout.com/Merchant/8675309/CreateltemCode/ EI]

1. Choose a button type.

"

? Basic Button
w2

Item Name:

4141

( Create Button Code )

2. Choose a button style.
My web page has a [Whlte

3. Describe your item.

Jtem Description:

Button with Options
Select this button type to offer different item options, such as sizes

or colors.
(s21.00 — T-shin(smaty  [w] (AddtoCart)

405 [wf] background.

404

turquoise eamings 408 p,ice.oo lusp
lA single turquoise briolette is surrounded by three draping layers of delicate sterting silver chain.
22

Insert this code <script type="textjavascript" src="hitps://www.mycheckout com/
for shopping cart: shoppingcart js?sellerld=8675309"></script><span id="mycheckout_status_bar"></span>
416
Insert this code for (<form action=htips./www.mycheckout.com/Merchant/8675309/add onsubmit="retum false;"
add to cart button: method="post"><input type="hidden” name="ttem" value="PD84bWwgdmVyc2IvbjOiMS4awli
BIbmNVZGIuZZOVVRGLTgIPZaNCixJAGVIIHNDGSZPSJodHRWOIBYY 2hIY 2tvdX QuZ29vZ2
[ XILmNyBS9z Y 2hIbWEVMil+DQogI DxxdWFudGI0e TaxPCOXaWFudGIOe TANCIAGPHVUaXQ 418
) v
\ P,
Exhibit 1004, FIG. 4 (annotated)
96. The payment processing system 308 then generates HTML that is used

to display the item name, description, and cost—of the item to be listed for sale on

the electronic commerce site—based on the selected parameters.

Id., 9 15 (“The

system also includes an HTML generator configured to receive parameters relating

to an item offered for sale and to generate HTML code.”).

97.

Dierks is silent regarding how the

, shown above in

Figure 1B, is provided. A POSITA would have found it obvious for the image in

Dierks to be provided to the payment processing system 308 by the vendor. The
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image would be received in a manner similar to how the above-noted parameters are
received through the screen of Figure 4. Doing so would save vendors the trouble
of inserting images into web pages themselves or spending time to have someone
else insert the images, which aligns with stated goals of Dierks, e.g., to assist users
that have “limited computer skills” and limited “time.” Id., § 35 (“In the example,
the vendor is an individual who works full-time at another job and is very
intelligent but has limited computer skills. She enjoys crafting jewelry and sharing
her work with others, but she does not have the time to learn how to set up a full-
blown e-commerce site, and she certainly does not have the money to do so0.”).

98.  Thus, a POSITA would have found it obvious to configure the features
in Figure 4 of Dierks to include a prompt telling the vendor to upload the image.
Doing so was well-known before the priority date of the *785 patent, as taught by
Johnston and as I discuss next.

(4) Combination of Dierks and Johnston

99. The combination of Dierks and Johnston renders obvious the
“receiving, by embedded buy button builder” a “selection of...a representation of
the item,” as recited in element 1[a].

100. First, Johnston discloses and illustrates in Figures 3A-3G, a seller
“creating an OWJO Storefront via a user interface of the OWJO platform.” Exhibit

1005, 9 225. For example, in Figure 3B (reproduced below), the user interface
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prompts the seller to enter information associated with an item to be listed for sale.
1d., 9 226 (“seller can create a music track by specifying 1) the name of the track, 2)
the name of'the artist, 3) one or more tags in the form of a keyword or term associated
with the music track, 4) the music genre, 5) a preview of the music track, 6) the
actual music track that is for sale, 7) a thumbnail image that can be displayed in the
OWIJO Storefront and 8) the price that the user would like to sell his or her music
track for.”). The item for sale in Figure 3B is music. The seller can do the same for

other items for sale, such as videos, images, podcasts, and vodcasts. See id., 49 227—

230, Figs. 3C-3F.
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Exhibit 1005, FIG. 3B (annotated)

101. The interface of Figure 3B allows the seller to select an image that
represents the item for sale (“a representation of the item”). As shown above, the
interface prompts the seller to “

” by using a “browse” button. Id., Fig. 3B.

102. Johnston discloses that the image is displayed on the Storefront as a

“representation of the item” being sold. Id., 4226 (“Using a web browser ... a seller

can create a music track by specifying ... a thumbnail image that can be displayed
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in the OWJO Storefront.”); id., § 222 (“The OWJO Client/OWJO Dashboard can
display thumbnails representing the content that buyer A has rights to access or
has otherwise purchased.”); id., § 289 (“content may be displayed with
thumbnails, links or some other type or form of representation of the content.”).
103. Figures 4A and 4B of Johnston show the user’s Storefront with the
representative image. For example, the Storefront in Figure 4B shows an
the song for sale. Id., Fig. 4B, q 68 (“FIG. 4B is an embodiment of
the user interface of a Storefront to preview content.”); c¢f. Exhibit 1001, 13:6-9 (“In
one embodiment of a web widget used for distribution of a musical catalogue, the
multimedia display files include visual representations of the cover art used on each

album in the musical catalogue.”).
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Exhibit 1005, FIG. 4B (annotated)

104. Johnston discloses that the seller selects the image by loading the image
from the user’s computer or from anywhere on the internet. Exhibit 1005, 4 226
(“The music track preview, actual music track and thumbnail can either be
uploaded from the machine that is executing the web browser they are using or
loaded from a Uniform Resource Identifier anywhere on the internet.”); see also
id., 99 227-230, 272.

105. Johnston discloses that the image is “received” by the system, as recited

in element 1[a], and discloses that the system stores the image. For example,
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Johnston discloses a storage 106 that “is a set of one or more storage services or
locations to store and retrieve content by the platform 110. ... An artist or seller
may provide and/or maintain his/her own storage 106.” Id., § 118. Johnston also
discloses a content acquisition service 135 that is “constructed to ingest, receive,
register or obtain any type and form of predetermined formats or content types,
such any format used for any type and form of video, audio, documents, music,
movies, etc.” /d.,9204. Johnston also discloses a storage module that “may manage
any type and form of storage and may include storage internal to the platform 110
or external to the platform 110.” Id., 4 178. A POSITA would have understood that
the image uploaded by the user would be stored in at least one of the storage areas
disclosed in Johnston. Regardless of where the image is stored, a “selection” of the
image is received by Johnston’s system so that the image can be used for the
Storefront.

(5) Motivation to Combine Dierks and Johnston

106. A POSITA would have been motivated, according to and informed by
Dierks’s and Johnston’s teachings, to combine Dierks and Johnston so that the
vendor in Dierks can upload an image to the payment processing system 308 for use
on the vendor’s web page to represent the item for sale.

107. First, Dierks and Johnston are from the same field of endeavor. Both

references are directed to electronic commerce. Dierks discloses a “computer-
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implemented method [for] generating on a user terminal a merchant web site
associated with a merchant with code for a merchant web page.” Exhibit 1004,
Abstract; see also id., § 21 (“The computers include a seller system 202, such as that
operated by a vendor who sets up and operates an on-line ecommerce web site.”).
Similarly, Johnston discloses “a platform for the delivery, management and payment
of content between sellers and buyers. In particular, the present application relates
to systems and methods of self-service by a seller to establish a store front at one
or more hosted services.” Exhibit 1005, 9§ 2, see also id. 9§ 21 (“Sell on any website
(e.g., social networking site)-The Storefront is a widget or component, such as a
Macromedia Flash component, that can be embedded on any website or on the artist's
own social networking profile.”). Thus, both references are directed to electronic
commerce.

108. Johnston, similar to Dierks, also acknowledges the investment needed
to “create a website that has full ecommerce facilities” and offers a simple solution
to people that want to sell items online. /Id., § 4 (“If an artist wants to generate
income from their creative content they would have to 1) create a website that has
full ecommerce facilities and 2) promote their site by advertising and posting
teasers or previews on media sharing sites such as YouTube or Flickr with the hope
of encouraging visitors to their website to purchase content. This is a significant

investment and would deter most content creators.”).
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109. Johnston, similar to Dierks, provides a “self-service” way for a seller to
establish an e-commerce store front. Id., § 2 (“[T]he present application relates to
systems and methods of self-service by a seller to establish a store front at one or
more hosted services.”). Johnston does this by allowing a user to simply provide the
system with information about an item for sale, including an image representation
of the item, so that the system handles the work of preparing the e-commerce store.

110. Thus, both references are directed to electronic commerce and to
assisting users create web sites used for electronic commerce. Accordingly, a
POSITA would have understood that Johnston’s teachings were directly applicable
to Dierks’s system.

111. Second, a POSITA would have combined the elements taught by
Dierks and Johnston—mnamely, a system that provides a product listing that is
generated based on information provided from the user, as taught by Dierks, and the
function of allowing a user to select an image representation of the product, as taught
by Johnston—using known and routine computer programming principles that allow
the payment processing system 308 in Dierks to receive the image and generate
HTML used to display the image on the vendor’s web site. While Dierks discloses
a “thumbnail” image, a POSITA would have understood that a larger file size image
could be used, if the image needs to be a particular size or resolution. A POSITA

would have understood that a “thumbnail” image is simply a scaled-down version
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of the original image. This smaller image size is typically chosen so that it fits
appropriately within the user interface when an image is not needed to occupy an
entire screen, and it has the advantage of allowing the browser to display its page
more quickly (since less image data needs to be downloaded.) The system of Dierks
would store the image for the vendor, as I discuss above for Johnston (/d., 49 118,
178, 204), and generate HTML that embeds the image along with the HTML
generated for the item name, description, and price, as I discuss below for elements
1[b], 1[c]. The image could be embedded with known techniques taught by Dierks,
such as by using the “src” attribute containing a URL pointing to the image to embed.
Exhibit 1004, 4 38 (“sre="https://checkout.google.com/img/addtoCart.gif” alt="Add
to Cart’ type=°‘image’”); id., § 43 (“src="https://checkout.google.com/img/gcb2.gif’

299

alt= ‘checkout’ type=‘image’ id= ‘gcb_img’”). When a user’s browser parses the
HTML from the vendor’s web site, the image would be fetched and displayed. This
result would have been readily predictable and recognized by a POSITA.

112. Third, configuring Dierks based on Johnston’s teachings is simply an
application of a known technique (uploading an image for inclusion on a web site)
to a known system ready for improvement (Dierks’s system that displays an image
but does not disclose where the image comes from) with predictable results.

Application of this known technique would have been readily achievable by a

POSITA via known and routine computer programming principles to implement
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Johnston’s image uploading and displaying features in the system in Dierks. This
configuration of Dierks would have yielded the expected, predictable result of
displaying an image “representation of the item” for sale, while not requiring sellers
to possess the technical skills needed to add such an image on their own.

113. Fourth, a POSITA would have been motivated to combine the
teachings of Dierks and Johnston because allowing a user to upload an image
representation of an item for sale on an e-commerce web site would have been
obvious to try. There were only two possible known and predictable choices for
generating a product listing that includes an image of the item for sale—(1) requiring
users to generate the code themselves for displaying images and (2) preparing the
code for the users, so that the users do not have to learn how to prepare the code
themselves. A POSITA could have pursued these two potential solutions with a
reasonable expectation of success because the analysis would have simply involved
trying each one of these two solutions. Thus, a POSITA would have found it obvious
to configure Dierks by incorporating Johnston’s teaching of embedding an image,
representing a product, for the seller.

114. Fifth, the configuration of Dierks’s system to include the functionality
of receiving an image from a user and generating HTML that displays the image
would have been readily implemented by augmenting the screen shown in Figure 4

of Dierks to prompt a user to browse for and select an image to display and having
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the HTML Generator in Dierks generate HTML that displays the image. The HTML
generator in Dierks already generates HTML that displays the item name,
description, and price of the item, as I discuss above. Exhibit 1004, 49 63—64, 73—
74. Thus, the payment processing system 308 would simply be configured to store
the image, and the HTML generator would simply be configured to generate the
HTML that displays the image, along with the item name, description, and price. A
POSITA would have implemented this configuration using basic computer
programming principles to configure Dierks’s payment processing system 308 to
receive and store the image so that the generated HTML, which is used for the
vendor’s web site, displays the image when the web site is accessed. Making this
configuration would have been well within the knowledge and skillset of a POSITA.

(6) Reasonable Expectation of Success in Combining
Dierks and Johnston

115. A POSITA would also have had a reasonable expectation of success.
The combination of Dierks and Johnston represents a straightforward
implementation of adding functionality to Dierks’s system that allows uploading of
an image and preparing HTML that displays the image of an item for sale. Dierks
already discloses an HTML Generator that generates HTML to display the name,
description, and price of the item, and a POSITA would have been familiar with and
able to implement the functionality to do the same for an uploaded image. The

reasons a POSITA would have expected success parallel those that provide
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motivation for this combination—including because both Dierks and Johnston are
directed to electronic commerce, and both disclose product listings. See, e.g.,
Sections VIII, X.A.1.b.4-5.

116. Accordingly, Dierks in view of Johnston renders obvious element 1[a]
with respect to “receiving, by embedded buy button builder” a “selection of...a
representation of the item.” A POSITA would have been motivated to combine the
teachings of these references and would have had a reasonable expectation of
success. For these same reasons, a POSITA would have been motivated to combine
the teachings of these references for all subsequently discussed claims and
limitations in this ground.

117. Further, Dierks discloses that the item is sold on the vendor’s web page
and, therefore, discloses that “the item is to be listed for sale on the electronic
commerce store,” as claimed. Exhibit 1004, § 62 (“The HTML generator, in this
example, is configured to receive parameters regarding items to be sold by vendors
and to generate code, such as HTML or XHTML, for the vendors to include in their
web pages. ...”).

118. Accordingly, Dierks and Johnston teach receiving, by the HTML
Generator 312 (“the embeddable buy button builder”) executing on a first server
operated by a buy button provider, the name of an item in inventory (“selection of

an item from an item inventory”) and an item description (“representation of the
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item”), wherein the item is to be listed for sale on a vendor’s web page (“the
electronic commerce store.”).
119. Therefore, Dierks and Johnston render obvious element 1[a].

c) 1[b]: “generating, by the first server, the embeddable
buy button”

120. As I discuss for element 1[a], Dierks discloses that the payment
processing system 308 (“the first server”) includes the HTML Generator 312,
shown below, that generates the code for the “add to cart” button 105 (“the
embeddable buy button”). Exhibit 1004, 9 66 (““With the vendor web page complete
and posted, prospective purchasers may visit the page and decide to click on a

control, such as an ‘add to cart’ control, added by the HTML generator 312.”).
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1 Transaction
Pending Carts Pending Items Module
Ternplateza 244 246
Merchant Merchant Buyer
Inventories Accounts Accounts

Exhibit 1004, FIG. 3 (annotated)
121. As I discuss for element 1[a], the HTML Generator 312 receives

parameters that the seller enters into the screen shown below in Figure 4.
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(O Mozilla Firefox - MyCheckout 20 Q@@

<}3 C{> @ @ @ [hltsz/ww.mycheckout.comIMerohantl8875309lCreateItemCodel E]]

1. Choose a button type. 03
? Basic Button Button with Options
Select this button type to offer different item options, such as sizes
w ol e )
($21.00 — T-shit (smal)  [W]) [AddtoCart)

2. Choose a button style.

My web page hasa (White 406 [w]) background.
3. Describe your item.
tem Name: (turquoise eamings 208 ) price50.00 #¢ Jysp

Item Description: (747G le turquoise bricletie is surrounded by three draping layers of delicate stering sitver chain.
a2

414

Insert this code [<scn‘p( type="textjavascript" src="https.//www.mycheckout.com/ )
for shopping cart: shoppingcart.js7sellerld=8675309"></script><span id="mycheckout_status_bar"></span>

416

add to cart button: method="post"><input type="hidden” name="tem"
BIbmNvZGIuZz0IVWRGLTGIPzANCjxJdGVHIHhtbG5zPSJodHRwOIBVY 2

Insert this code for <form action=https. /iwww.mycheckout. com/Merchant/8675309/add onsubmit="return false;"
i
hlY2tvdXQuZ29vZ2

xILmNybS9zY 2hibWEVMil+DQogl DxxdWFudGlOe TaxPCIxdWFudGIOe TANCIAQPHVuaXQ 418

4

Exhibit 1004, FIG. 4 (annotated)

122. After the parameters are entered, the seller selects the “Create Button
Code” button 414 that causes the HTML Generator 312 to generate the “add to cart”
button. Id., 4 74 (“A create button code button 414 causes an HTTP request to be
sent to a remote server, with the information provided in the display 400 being sent
with the request. The remote server may then use the submitted information to
generate code for managing a shopping cart, along with code for generating an add
to cart button.”); see also id., 4 62 (“The HTML generator, in this example, is
configured to receive parameters regarding items to be sold by vendors and to

generate code, such as HTML or XHTML, for the vendors to include in their web
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pages, to generate controls for making ordering and selection of the items easier
for visitors to the sites.”); Fig. 4. The code generated for the “add to cart” button is
shown above in area 418. Id., 9 74 (“The code for generating an add to cart button,
displayed in area 418, may take the form of HTML code as shown in more detail
above.”).

123. Accordingly, Dierks discloses “generating,” by the HTML Generator
312, which is part of “the first server,” the “add to cart” button (“the embeddable
buy button™).

124. Therefore, Dierks discloses element 1[b].

d)  1[c] “wherein the embeddable buy button is configured
to display the representation of the item, and a hyperlink;”

125. As I discuss for element 1[a], the combination of Dierks and Johnston
teaches that the HTML Generator 312 (“the embeddable buy builder”) receives an
image representation of the item.

126. The code generated for the “add to cart” button displays more than the
depiction of the button 105. The code also displays the item name, description, and
price, along with the depiction of the button. In particular, Dierks discloses that the
parameters entered into the screen of Figure 4 are “coded along with the button.”
Exhibit 1004, q 73 (“Various text entry areas 408-412 permit the user to enter
parameters for the product to be sold using the generated button. Text entry box 408

receives entry of a product name, while text entry box 410 receives a product
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price, and text entry box 412 receives a product description. Such entries may be

coded along with the button, so as to be displayed on the vendor’s web page with

the button. ...”).

127. Thus, the item name, description, and price are coded with the button,

i.e., the generated code displays the depiction of the “add to cart” button, the item

name (“

are placed next to the

), the description, and the

, as shown below in Figure 1B.

. These items

4 : )
O Mozilla Firefox — MyPlace LB | 524
Cj E> @ 9 @ [hﬂps:/Mww.myplace.comlGamishJewelrylilem_50.html E]]

- o
garn|Sh handmade jewelry from Los Angeles, CA | )
jewelry g
styles
>>earrings
necklaces
turquoise with silver chain
prices A single turquoise briolette is surrounded
under $50 | three draping layers of delicate sterin
$50 and up :iylvet chain. " 9
105!
v
1 J

Exhibit 1004, FIG. 1B (annotated)

128. A POSITA would have understood that the code for the item name,

description, and price are included with the code for the depiction of the “add to
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cart” button because Figure 4, shown below, has two areas, 416 and 418, that

include code.

1s used for a “ ” feature that I discuss further

below. This leaves area 418 to include the code for the depiction of the button 105

and the item name, description, and price.

(O Mozilla Firefox - MyCheckout

Qj C{> @ @ @ https:/Awww.mycheckout.com/Merchant/8675309/CreateltemCode/ E]]

1. Choose a button type.

(? Basic Button
402

2. Choose a button style.
My web page has a (the

404

405 [} background.

4

0 LBE)X
Button with Options ()
Select this button type to offer different itam options, such as sizes
or colors.

($21.00 — T-Shirt (small)

[w]) [Addtocar)

3. Describe your item.

lterm Name: [turquoiseearrings 408 ] Prioe: usD
Item Description: (A single turquoise briolette is surrounded by three draping layers of delicate sterfing silver chain.
4141 o 212
( Create Button Code ]
Insert this code <script type="textjavascript" src="hitps://www.mycheckout. com/
for shopping cart: shoppingcart.js ?sellerid=8675309"></script><span id="mycheckout_status_bar"></span>
416
Insert this code for <form action=htips./www.mycheckout com/Merchant/8675309/add onsubmit="return false;" |
add to cart button: method="post"><input type="hidden"” name="ttem" value="PD84bWwgdmVyc2IvbjOiMS4wli
BIbmNvZGIuZz0iIVWRGLTgIPz4ANCjxJdGVIHhtbGS5zPSJodHRwOIBVY2hlY 2tvdXQuZ29vZ2 I
| XILmNybS9zY 2hIbWEVMil +DQog| DxxdWFudGI0e T4xPCOxdWFudGIOe TANCiAgPHVUaXQ 414
v
\. J

Exhibit 1004, FIG. 4 (annotated)

129. When Dierks is configured in view of Johnston, to receive the uploaded

image representation of the item, as I discuss for element 1[a], it would have been

obvious to include the code for displaying the image, along with the code for

displaying the name, description, and price.

This is because (1) the image
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representation of the item is another form of a product description, (2) the image is
disclosed by Dierks as being positioned next to the name, description, and price of
the item, as shown above in Figure 1B, and (3) Dierks discloses that the code for the
“add to cart” button is already configured to display more than just the depiction of
the button 105.

130. A POSITA would have been able to include the code needed to display
the image using known and routine computer programming principles. Therefore,
the combination of Dierks and Johnston teaches that the “add to cart” button (“the
embeddable buy button”) 1s configured to display the image representation of the
item.

131. Further, when the “add to cart” button 105 is pressed, it causes an HTTP
request and, therefore, includes a hyperlink®, such that the code for the “add to cart”
button is configured to display a hyperlink, i.e., display the depiction of the button
that functions as a hyperlink. Id., 9 38 (“[s]election of the button 105 may cause an

HTTP request, in the form of an XMLHttpRequest (XHR), to be made of payment

$ The term “hyperlink” is not used in the ’785 patent specification outside of the

claims.
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server 114°, as indicated by Arrow A.”). A POSITA would have understood that a
hyperlink can be presented in different forms, like an image, icon, text, or any type
of visible element that, when clicked, sends an HTTP request. See, e.g., Exhibit
1022, 5:26-28 (“The web page of the reseller includes a hyperlink, which is indicated
by a graphic display, such a button, highlighted text, or the like.”); id., 2:47-53
(“Instead of entering the URL, the user employs the mouse to click on a highlighted
portion of text (known as “hypertext’”) or graphics (together known as “hyperlinks™),
to retrieve associated information. The browser interprets the hypertext formatted
as hypertext markup language (HTML) and transmitted using hypertext transfer
protocol (HTTP).”). In the case of Dierks, the displayed hyperlink is in the form of
the “add to cart” button 105 that is visible to the user and causes the HTTP request
when pressed. Accordingly, the combination of Dierks and Johnston teaches that
the “add to cart” button, including its underlying code, (“the embeddable buy
button”) is configured to display the image of the item (“the representation of the
item”), and the depiction of the button itself that is the hyperlink.

e) 1[d]: “embedding, by the buy button provider, the
embeddable buy button into a web site,

132. Dierks discloses element 1[d].

* As I discuss in Section VIIL.A.1, disclosure regarding the payment server 114

applies to the payment processing system 308.
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133. Dierks discloses that the payment processing system 308 (“the buy
button provider”) embeds the “add to cart” button (“the embeddable buy button™)
into a web site. Dierks discloses that the payment processing system 308 embeds
the code for the “add to cart” button into a web site using multiple techniques. For
example, the payment processing system 308 can embed the code “automatically,
such as by pushing the code to particular spots in an open mark-up language
document on the seller’s client device, e.g., at particular pre-determined tags
inserted in the page.” Exhibit 1004, § 78. Dierks also discloses that the code can
be embedded by inserting “pointers” in the web page that point to the code. 1d., q
78 (“code may also be stored remotely of the client device, and pointers to the code
may be placed in the seller’s web page. In addition, the code incorporated into the
web page may itself point to other code, such as Javascript code.”).

134. A POSITA would have understood that Dierks’s reference to “page”
and “web page” means a “web site.” For example, Figure 1B of Dierks shows the
following domain address, which is a web site: https://www.myplace.com. The
specific web page within the web site that has the “add to cart” button is

https://www.myplace.com/GarnishJewlery/item 50.html. /d., Fig. 1B.
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4 ™
O Mozilla Firefox — MyPlace EB)x | 52
Qj [D @ @ @ |https:llwww.myplace‘comlGamishJewelrylitem_50.html E]J

i LA
ga l'n IS h handmade jewelry from Los Angeles, CA | )
jewelry ]
styles
>>earrings
necklaces
bracelets
turquoise with silver chain
prices A single turquoise briolette is surrounded
under $50 by three draping layers of delicate sterling
$50 and up silver chain.
$42
105!
v
o J

Exhibit 1004, FIG. 1B (annotated)

135. Accordingly, the payment processing system 308 (“the buy button
provider”) embeds the code for the “add to cart” button by inserting the code, either
directly or by using pointers, into the vendor’s web site.

136. Therefore, Dierks discloses element 1[d].

P 1[e] wherein the web site is executed by a second server
not operated by the buy button provider,”

137. Dierks discloses element 1[e].

138. Figure 3 of Dierks discloses that provides access to the web
site. Exhibit 1004, q 61 (“ ... may represent a web server providing
access to one or more web sites that are offering goods or services for sale.”). A

POSITA would have understood that these “web sites” that offer goods for sale
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correspond to the web site that I discuss for element 1[d] that includes the embedded

internet
306

“add to cart” button.

L
=

Interface
P 1 | | I— —
Y HTML Generator ar L L I
Request Checkout
Request Response Processo;ﬂ Cart Genera;oér(l Module -
Processor )
316 Formatter 1 T T
l ——, r Buyer identifier Transaction Processor
Forms 340 342
Parameters
220 322
1 - - Transaction
Tisiriois Pending Items Module
emplates
P o 44 246
P C ey (e ) (a3
Merchant Merchant Buyer
Inventories Accounts Accounts
Exhibit 1004, FIG. 3 (annotated)
139. Dierks does not disclose that is operated by the payment

processing system 308 (“buy button provider”). Further,a POSITA would not have
expected the server 302 to be operated by the payment processing system 308 since
they provide separate services and are not disclosed as being related. Accordingly,
Dierks discloses that the web site is executed by the server 302 (“a second server”)
and is not operated by the payment processing system 308 (“the buy button

provider”).
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140. Therefore, Dierks discloses element 1[e].

2) 1[f]: “wherein the electronic commerce store is
displayed within the web site upon selection of the hyperlink,

141. Dierks Discloses element 1[f].

142. Dierks discloses a “ ” 116 feature that forms part of the
electronic commerce store because it facilitates the purchase of an item, as shown
below in Figure 1C. Exhibit 1004, 4 9 (“the shopping cart information includes
displaying a shopping cart total that includes shipping and tax charges.”); id., g 51
(““When the purchaser chooses to complete the purchase, their account is debited by
the payment server 114!° in an amount equal to the price of all the goods in the
shopping cart plus tax, shipping/handling, and other costs, such as a transaction

charge for the payment processor.”).

v As I discuss in Section VIIILA.1, disclosure regarding the payment server 114

applies to the payment processing system 308.
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4
(O Moxzilla Firefox — MyPlace Q@@j 105
<:| |::> @ @ @ (ttps: /mwww.myplace com/GamishJewelryfitem_50.html @]
- A
garn ISh handmade jewelry from Los Angeles, CA ()
i Shopping Cart
“ ewelry You havenéqitems in your cart E \_/
The total is $135.00
styles
>>garrings — 116
necklaces
bracelets
turquoise with silver chain
price:n [ $50 A single turquoise briolette is surrounded
three draping || f deficate sterli
50 and ;ywefr?::ai:pmg ayers of icate sterling
$42
105!
v
. /
Exhibit 1004, FIG. 1C (annotated)
143. The is displayed within the web site upon selection

of the “add to cart” 105 button (“the hyperlink”). Pressing the “add to cart” button
100 activates the hyperlink, as I describe for element 1[c]. Id., 4 43 (“Display 106
shows the result of a user’s selection of button 105 (see FIG. 1C). Specifically, a
shopping cart object shown as a graphical element such as an iframe 116 has been
created on display 106.”).

144. Accordingly, Dierks discloses that the shopping cart (part of “the
electronic commerce store”) is displayed within the web site upon selection of the
“add to cart” button (“the hyperlink™).

145. Therefore, Dierks discloses element 1[f].
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h)  1[g] the electronic commerce store configured to
facilitate payment processing related to a purchase of the
item, and”

146. Dierks discloses element 1[g].

147. Dierks discloses a secure checkout (another part of “the electronic
commerce store’) that facilitates payment processing related to a purchase of the
item. The secure checkout is accessed when a user selects the “proceed to checkout”
button 118 shown in the shopping cart 116 that I discuss for element 1[f]. Exhibit
1004, 9 44 (“The purchaser may also choose to go to a checkout to pay or otherwise
edit entries in their shopping cart, by selecting the ‘proceed to checkout’ control
button 116.”); id., 9 48 (“At display 112, the user/purchaser has selected a ‘proceed
to checkout’ button, and is redirected to a web page operated by the payment server
114.1...7).

148. The secure checkout is shown below as having a payment mechanism

124 that facilitates payment processing related to the purchase of an item.

" As I discuss in Section VIIILA.1, disclosure regarding the payment server 114

applies to the payment processing system 308.
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O Morzilta Firefox — MyCheckout

DE)

<}:| [> @ @ @ @tps:/[www.mycheckout.comlMerchant!8675309/0heckout

i)

GOOQ le secure Checkout

Welcome Jenny Tutone!

5= Your shopping cart includes the following items from Garnish Jewelry.

item description quantity

turquoise necklace Multiple turquoise stones... 1
turquoise bracelet A silver band with turquoise... 2
turquoise earrings A single turquoise briolette... 1
ruby and peruvian... Rubies and peruvian opals... 1

@ pay using mycheckout account for Jenny Tutone

QO pay using credit card [
credit card number:
expiration date:
name: (

address:
126

s

sz

g

price

$75.00 USD
$60.00 USD
$50.00 USD
$65.00 USD

122

la

—

.

[«

Exhibit 1004, FIG. 1E (annotated)

149. The payment mechanism 124 facilitates payment processing by

providing the user with options to pay for the item. /d., § 48 (“the user may be shown

a list of items and their prices 122 that have been selected by the user....The user

may also be permitted to select a payment method, such as through a GOOGLE

CHECKOUT account or a debit or credit card or other payment mechanism 124....

Finally, the user may confirm that the displayed information is accurate and may

cause a closing of the transaction by selecting checkout button 120.”); id., q 70

(“The checkout module may manage closing out of a transaction, such as by
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computing a total cost, any transaction fees, taxes, and shipping/handling, in a
conventional manner.”).

150. Dierks also discloses that the user’s account is debited for the
transaction. /d., § 51 (“When the purchaser chooses to complete the purchase, their
account is debited by the payment server 114!% in an amount equal to the price of
all the goods in the shopping cart plus tax, shipping/handling, and other costs, such
as a transaction charge for the payment processor”).

151. While Figure 1E above shows a domain address of
https://www.mycheckout.com, Dierks discloses that the secure checkout can be
displayed with the vendor’s web site, similar to the shopping cart 116 (part of the
“electronic commerce store”). Id., Y 44 (“the checkout may also be performed in
the same content window of a browser as the vendor’s web site, by mechanisms
similar to those described above”).

152. Dierks discloses to display the checkout in the same window as the
vendor’s web site “to avoid taking a purchaser on a ‘round trip’ to the payment
processor’s web page and back to the vendor’s page, or opening another window or

tab in a browser.” Id., q 34. Dierks teaches to not put the checkout in a new window

2 As I discuss in Section VIII.A.1, disclosure regarding the payment server 114

applies to the payment processing system 308.
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because the new window “would likely have a different interface than does the web
site of the vendor, and could thus be confusing to the purchaser, or at least take
away from the immersive aspect of the shopping transaction that is more readily
available when one company handles both the merchandise and payment
processing.” 1d., 9 34.

153. Therefore, Dierks discloses element 1[g].

i) 1[h]: “wherein the electronic commerce store is
operated by the buy button provider.”

154. Dierks discloses that the shopping cart and secure checkout (part of “the
electronic commerce store”), that I discuss above for elements 1[f] and 1[g], is
operated by the payment processing system 308 (“the buy button provider”).

155. Dierks discloses that the payment processing system 308, shown
below in Figure 3, includes a having a “Transaction
Processor 342,” “Pending Carts [database] 344,” “Cart Generator 336,” and a

“Checkout Module 338.” Exhibit 1004, Fig. 3.
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Exhibit 1004, FIG. 3 (annotated)

156. The transaction processor 342 operates the shopping cart by opening
and populating the shopping cart. Id., 9 67 (“transaction processor 342 may open a
new shopping cart for the pair, and may populate the cart with information
associated with the selected control.”). Also, the “pending carts database 344" stores
a “pending shopping cart table” that “tracks the transaction” and “may include
fields for a ConsumerID, a MerchantID, an AnonymousID, and a CartID.” Id.
Further, a POSITA would have understood that the “Cart Generator 336" is related

to operation of the shopping cart at least because element 336 is called a “cart

generator. Id., Fig. 3; see also id., Y 47, 49, 58, 59, 67, 68, and 74. Further, Dierks
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discloses that the “cart generator is a structure that receives parameters relating to a
proposed purchase and formats them for transmission to a web page of a purchaser.
The cart generator 336 may, for example, receive item quantities and dollar values
from transaction processor 342, and may format them into an XML message or other
form for transmission to a purchaser’s browser.” 1d., 9 69.

157. Further, Dierks discloses that the “checkout module 338 may be
accessed when a purchaser decides to finish a transaction and buy or edit items in
his or her shopping cart.” Id., § 70. The checkout module 338 manages “closing
out of a transaction, such as by computing a total cost, any transaction fees, taxes,
and shipping/handling, in a conventional manner.” 1d.; see also id., 4 50, 51.

158. Accordingly, the payment processing system 308 (“the buy button
provider”) in Dierks operates the shopping cart and secure checkout (part of “the
electronic commerce store”) to disclose element 1[h].

2. Dependent Claim 2

a) “The method of claim 1, wherein the embeddable buy
button is configured to be embedded into different web sites.”

159. Dierks and Johnston render obvious claim 1, as I discuss above. Dierks
discloses the additional limitation of claim 2.
160. Dierks discloses that the embeddable buy button may be in the form of

JavaScript. Exhibit 1004, 9 37 (““As explained in more detail below, the button 105
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is generated using JavaScript (or, e.g., Jscript or VBScript) associated with the
vendor’s underlying web page that generates display 104.”).

161. A POSITA would have understood that JavaScript is used with an
HTML document by employing a <script> tag at the beginning and end of the
JavaScript code. This is consistent with the following disclosure of JavaScript in
Dierks that 1s used for the “add to cart” button 105. As shown, the JavaScript uses
the <script> tag that allows the code to be embedded into an HTML document. /d.,
9 37 (“The JavaScript may be stored by the payment processor and referenced by

code on the vendor web site, such as the following example code.”).

<script
type="text/javascript”
src="https://www.mycheckout.com/shoppingcart.js?sellerld=8675309">

</script>

<span id=“mycheckout__status__bar”></span>

<script type="“text/javascript”
src="https://www.cmyheckout.com/shoppingcart.js?sellerId=8675309">

</script>

<span id="mycheckout__status__bar”></span>

Exhibit 1004, 4 37 (annotated)
162. As noted above, the JavaScript may be ‘“stored by the payment
processor and referenced by code on the vendor web site.” Id., § 37. A POSITA
would have understood this to mean that JavaScript that is embedded into an HTML

document on the vendor’s web site provides a link to additional JavaScript code
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stored on the “payment processor.” This additional JavaScript code is fetched from
the payment processor and provided to the browser to effectuate the “add to cart”
button 105.

163. This fetching occurs after the browser parses the HTML document and
reaches the “src” attribute, shown above, that identifies the location of additional
code using the shown wuniform resource locator (“URL»), 1e.,
https://www.mycheckout.com/shoppingcart.js?sellerld=8675309. A POSITA
would have understood that the “src” attribute is used to provide a path to an external
file or resource that is linked to the HTML document.

164. The JavaScript of Dierks is not web site dependent. It can be embedded
within an HTML document of a first web site to provide the “add to cart” button
105, shown in Figure 1C of Dierks. The JavaScript could also be embedded into an
HTML document for a different web site. For each web site, the browser will react
the same by accessing the URL and obtaining the additional code that establishes
the “add to cart” button 105. Accordingly, the code for the “add to cart” button (“the
embeddable buy button”) is configured to be embedded into different web sites.

165. Therefore, Dierks and Johnston render obvious claim 2.
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3. Dependent Claim 3

a) “The method of claim 1, wherein the electronic
commerece store includes a checkout screen that allows a
purchase of the item using a transaction processing service
operated by the buy button provider.”

166. Dierks renders obvious claim 1, as I discuss above. Dierks discloses
the additional limitation of claim 3.

167. As I discuss for element 1[g], Dierks discloses a secure checkout
having a payment mechanism 124 that facilitates payment processing related to the
purchase of an item. As shown below in Figure 1E, one of the items selected for

29

purchase is a “

( O Mozilla Firefox — MyCheckout Q@@j

o
‘IZ’ <}:| E{> @ @ @ @tps:lew.mycheckout.eom/Mercham/8675309/cneckom El]'
A
Google Secure Checkout %

Welcome Jenny Tutone!
= Your shopping cart includes the following items from Garnish Jewely.

item description quantity price

turquoise necklace Multiple turquoise stones... 1 $75.00 USD
turquoise bracelet A silver band with turquoise... 2 $60.00 USD ;1222
turquoise earrings A single turquaise briolette... 1 $50.00 USD

ruby and peruvian... Rubies and peruvian opals... 1 $65.00 USD

@ pay using mycheckout account for Jenny Tutone
(O pay using credit card

credit card number: [ J
expiration date: J
name: ( I \ 124
address:
126
Checkout

[«

Exhibit 1004, FIG. 1E (annotated)
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168. Dierks discloses that the user can “select a payment method, such as
through a GOOGLE CHECKOUT account or a debit or credit card or other
payment mechanism 124.” Exhibit 1004, §48. As I discuss for element 1[g], Dierks
discloses that the secure checkout can be displayed within the vendor’s web site,
similar to the shopping cart 116. Id., § 34. The secure checkout, including the
payment mechanism 124, provides a checkout “screen” since it is configured as a
display. Id., 4 48 (““At display 112, the user/purchaser has selected a ‘proceed to
checkout’ button.'?...”); see also id., § 98 disclosing that the “checkout request may
cause the payment server to generate and serve a checkout page (box 830) which
will be displayed on the client.” The terms “page” and ““screen” are synonymous, in
this context.

169. Thus, Dierks discloses that the payment mechanism 124 of the secure
checkout (part of “the electronic commerce store”) includes a checkout screen that
allows the purchase of an item using GOOGLE CHECKOUT. Dierks discloses that
GOOGLE CHECKOUT is a transaction processing service for providing payment

to a vendor. Id.,q 3 (“For example, person-to-person transactions may be paid for

13 The “proceed to checkout” button is shown in Figure 1D, which the user presses

to access display 112.
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through open payment systems such as GOOGLE CHECKOUT! or PAYPAL,
such as when the person providing the product or service (the merchant or vendor)
does not accept credit cards.”); see also id., 9 6, 33, 37, 96; cf. Exhibit 1001, 18:8—
12 (“In one alternative embodiment, the alternative transaction processing service
can be any one of Authorize.Net, Google Checkout, Storm Pay, PayPal, or other
Internet service for transaction processing.”).

170. Further, Dierks discloses that Google Checkout (“the transaction
processing service”) is operated by the payment processing system 308 (“the buy
button provider”). Id., 4 48 (“At display 112, the user/purchaser has selected a
‘proceed to checkout’ button, and is redirected to a web page operated by the
payment server 114'°.”)

171. Moreover, as I discuss for element 1[h], the payment processing system
308 of Dierks includes a Transaction Module 314 having a “checkout module 338

[that] may be accessed when a purchaser decides to finish a transaction and buy or

1« A POSITA would have understood that “Google Checkout” refers to “Google
Secure Checkout” shown in display 112 of Figure 1E because of the overlapping
names.

s As I discuss in Section VIIILA.1, disclosure regarding the payment server 114

applies to the payment processing system 308.
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edit items in his or her shopping cart.” Id., 9 70. The checkout module 338 manages
“closing out of a transaction, such as by computing a total cost, any transaction
fees, taxes, and shipping/handling, in a conventional manner.” /d.

172. Accordingly, Dierks discloses that the payment mechanism 124 of the
secure checkout (part of the “the electronic commerce store”) includes a checkout
screen that allows a purchase of a turquoise necklace (“the item’) using Google
Checkout (“a transaction processing service”) operated by the payment processing
system 308 (“the buy button provider”).

173. Therefore, Dierks and Johnston render obvious claim 3.

4. Dependent Claim 4

a) “The method of claim 1, wherein the electronic
commerce store includes a checkout screen that allows a
purchase of the item using a transaction processing service
operated by a third-party server.”

174. Dierks and Johnston render obvious claim 1, as I discuss above. Dierks
and Johnston also render obvious claim 3, as I discuss above, that requires “wherein
the electronic commerce store includes a checkout screen that allows a purchase of
the item using a transaction processing service.” Dierks teaches the remaining
portion of claim 4 that requires the transaction processing service be “operated by a
third-party server.”

175. As shown below in Figure 1E, Dierks discloses that the payment

mechanism 124 of the secure checkout allows purchases to be made using a “my
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checkout account” and, separately, by using a “credit card.” Exhibit 1004, Figure
1E; see also id., q 48 (““The user may also be permitted to select a payment method,
such as through a GOOGLE CHECKOUT account or a debit or credit card or other
payment mechanism 124.”); id., § 83 (“submit a charge to a credit card associated
with the user.”); id., q 86 (“For example, the system may make a charge to a credit

card of the buyer, or to a bank account or other account associated with the

buyer.”).
( (O Mozilla Firefox — MyCheckout R[] [Zﬂ
1
Azzi Cj C> @ @ @ mtps:Ilwww.mycheckoN.comMerchant/BG?S309/Checkout E]] '
&
Google Secure Checkout =
Welcome Jenny Tutone!
== Your shopping cart includes the following items from Garnish Jewelry.
item description quantity price
turquoise necklace Multiple turquoise stones... 1 $75.00 USD
turquoise bracelet A silver band with turquoise... 2 $60.00 USD ;122
turquoise earrings A single turquaise briolette... 1 $50.00 USD
ruby and peruvian... Rubies and peruvian opals... 1 $65.00 USD
@ pay using mycheckout account for Jenny Tutone
pay using credit card A
O credit card number: [ J
expiration date: J
name: [ | bzze
address:
126 ‘
Checkout
[¥]
N\ J

Exhibit 1004, FIG. 1E (annotated)
176. A POSITA would have understood that debit and credit cards are issued

by financial institutions and organizations that facilitate transactions, such as credit
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unions and banks. It was well-known before the priority date of the *785 patent that
conventional credit card authorization systems or debit card payment authorization
systems are third-party banking institutions that issue credit or debit cards. See, e.g.,
Exhibit 1005 (Johnston), § 300 (“credit card vendors”); Exhibit 1006 (Babaria), 422
(“a third-party credit provider”).

177. Dierks does not limit credit card use to any particular bank or
organization. Further, Dierks does not indicate that the payment processing system
308 is a credit provider. Thus, a POSITA would have understood that Dierks’s
disclosure of using a credit card as payment, instead of a “my checkout account”
would use a transaction processing service operated by a third-party organization
that manages credit cards, such as a bank or credit union. It was well-known before
the priority date of the *785 patent that transaction processing services for credit
cards used servers (“third-party server”). See, e.g., Exhibit 1019, 4 34 (“The system
100 further includes credit provider server 112 for approving transactions
conducted with a credit card and communication network 110 for enabling
communications between POS terminal 102 and server 112.”); Exhibit 1020, 2:60—
3:2 (“System 100 allows transaction data from ‘front end’ parties, such as merchants,
to be combined with payment data from ‘back end’ parties, such as credit card
companies, issuing banks and other payment systems, so as to facilitate the

processing of payment data. ...System 100 includes payment processing system
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102. Payment processing system 102 can be implemented in hardware, software, or
a suitable combination of hardware and software, and can be one or more software
systems operating on one or more general purpose server computing platforms.”).

178. Accordingly, Dierks discloses that the payment mechanism 124 of the
secure checkout (part of the “the electronic commerce store”) includes a checkout
screen that allows a purchase of a turquoise necklace (“the item’) using a transaction
processing service operated by a server of a credit card company (“the third-party
server”).

179. Therefore, Dierks and Johnston render obvious claim 4.

5. Dependent Claim 5

a) “The method of claim 1, wherein the item is a physical
good or service.”

180. Dierks and Johnston render obvious claim 1, as I discuss above. Dierks
discloses the additional limitation of claim 5.
181. As I discuss for element 1[a], the item is turquoise earrings, 1.e., a

physical good. Therefore, Dierks and Johnston render obvious claim 5.
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6. Dependent Claim 6

a) “The method of claim 1, wherein the representation is
selected from a group consisting of a static image, a video file,
and a multimedia file.”

182. Dierks and Johnston render obvious claim 1, as I discuss above.
Johnston discloses the additional limitation of claim 6 because the “representation”
is an image (“a static image”), as I discuss for element [1a].

183. Therefore, Dierks and Johnston render obvious claim 6.

7. Independent Claim 7

a) 7[preamble]: “A system for embedding buy button for
an electronic commerce store, comprising:”

184. In my opinion, regardless of whether the preamble is limiting, Dierks
discloses it for at least the same reasons that I discuss above for element 1[preamble].

b) 7[a]: “a first server operated by a buy button provider;”

185. Dierks discloses element 7[a] for at least the same reasons I discuss
above for element 1[a].
c) 7[b]: “a database communicatively coupled to the first
server, the database configured to store an inventory list of

items capable of being offered for sale on the electronic
commerce store;”’

186. Dierks discloses a “database configured to store an inventory list of
items capable of being offered for sale on the electronic commerce store” for at least

the same reasons I discuss for element 1[a].
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187. As 1 discuss for element 1[a], Dierks discloses a “Merchant
Inventories” database 328 used for storing inventories of items to be offered for sale
on the electronic commerce store. The “item inventory” 1 discuss for element 1[a]
is an “inventory list” because it identifies names of items that are offered for sale.
Exhibit 1004, 4 53 (“the seller may optionally also open and populate an inventory
database for goods to be offered for sale by the seller. The seller in particular may
identify names and descriptions for items to be sold (which may include goods or
services), along with prices for the items.”).

188. Dierks also discloses that the database is communicatively coupled to
the first server. Limitation 7[b] does not require the “database” and the “first server”
to have particular structures. As I discuss above in Section X.A.1.b, for limitation
1[a], Dierks discloses that the payment processing system 308 comprises “one or
more web servers and other such hardware, or may take other appropriate
forms.” Exhibit 1004, 9 62.

189. A POSITA would have understood that the Merchant Inventories
database 328 in Dierks includes the actual data stored in the database, i.e., merchant
inventories data, and when the payment processing system 308 of Dierks is
configured with one server, that server would have access to the merchant
inventories data and is therefore communicatively coupled to the Merchant

Inventories database 328 shown in Figure 3 of Dierks.
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190. Ifthe “database” of limitation 7[c] is argued by Patent Owner to require
a database that is external to the first server, which is not required by the claim, then
such a claim interpretation would have also been taught because Dierks discloses
that the payment processing system may comprise multiple configurations, i.e. “one
or more web servers and other such hardware, or may take other appropriate forms.”
1d. § 62. Indeed, it was well-known before the priority date of Dierks to provide
databases external to web servers. See, e.g., Exhibit 1024 (Kossmann) Figs. 2-4
showing multiple different known implementations where databases are external to
and in communication with web servers. Exhibit 1024, Figs. 2—4; Exhibit 1032. As
shown on the cover, Kossmann indicates “SIGMOD’I(0, June 6-11, 2010,
Indianapolis, Indiana, USA. Copyright 2010 ACM 978-1-4503-0032-2/10/06.”
Exhibit 1024, 579. A POSITA would understand that this means that the paper was
publicly available at that conference such that it would have been sufficiently
accessible to the public interested in the technology disclosed in Kossmann. This is
consistent with ACM digital library for this paper indicating a publication date of
“06 June 2010.” See https://dl.acm.org/doi/10.1145/1807167.1807231#, a printout
of which is included as Exhibit 1032.

191. Moreover, Dierks teaches that the database for storing the vendor’s
inventory list may be external to the payment processing server. See, e.g., Exhibit

1004, 941 (“In addition, where the vendor stores information relating to the vendor’s
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inventory using a system associated with payment server 114, such as GOOGLE
BASE, the payment server 114 can also check such a database for availability of
the selected goods.”); id., 4 86 (“In addition, where an inventory of the seller is
available to the payment processing system (e.g., through Google Base), the
inventory may be decreased for each of the purchased items (or an indicator to
decrease the inventory may be provided so that the inventory is decreased when the
item is shipped).”).

192. As noted above, Dierks refers to Google Base as being a database
system that is “associated with” the payment server 114!¢ (4 41) and “available to
the payment process system” (4 86). A database system used by the vendor that is
“associated with” a server or “available to” a payment processing system suggests a
database that is external to, but in communication with, the server or payment
processing system. Also, the Merchant Inventories database 328 in Figure 3 of
Dierks is shown as being communicatively coupled with the HTML Generator 312
and the Transaction Module 314. Thus, in view of the configuration options

disclosed by Dierks, a POSITA would have been taught that one of those

16 As I discuss in Section VIII.A.1, disclosure regarding the payment server 114

applies to the payment processing system 308.
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configurations is to provide the merchant inventory list in a database that is external
to and in communication with the first server.
193. Therefore, Dierks discloses element 7[d].
d) 7[c]: “an embeddable buy button builder executed by
the first server, wherein the embeddable buy button builder is

configured to receive a selection of an item from the inventory
list and a representation of the item,”

194. Dierks and Johnston render obvious element 7[c] obvious for at least
the same reasons I discuss above for elements 1[a] and 7[b].

195. As I discuss for element 1[a], Dierks renders obvious “receiving, by an
embeddable buy button builder executing on a first server operated by a buy button
provider, a selection of an item from an item inventory and a representation of the
item, wherein the item is to be listed for sale on the electronic commerce store.”

196. Dierks’s disclosure of “an embeddable buy button builder executing on
a first server” for element 1[a] discloses “an embeddable buy button builder
executed by the first server,” as recited in element 7[c].

197. Dierks’s teaching of “receiving, a selection of an item from an item
inventory and a representation of the item” for element 1[a], likewise teaches “to
receive a selection of an item from the inventory list and a representation of the
item,” as recited in element 7[c]. While element 1[a] recites “an item inventory”
and not an “inventory list,” my analysis for element 7[b] describes how the “item

inventory” is an “inventory list.”
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198. Further, Dierks discloses that the embeddable buy button builder is
“configured to receive” a selection, as recited in element 7[c], for the same reasons
that Dierks discloses “receiving, by an embeddable buy button builder...a selection,”
as I discuss for element 1[a].

199. Therefore, Dierks and Johnston render obvious element 7[c].

e) 7[d]: “the embeddable buy button builder further
configured to generate the embeddable buy button,”

200. Dierks discloses element 7[d] for at least the same reasons I discuss
above for element 1[b]. As I discuss for element 1[b], the HTML Generator 312
(“the embeddable buy button builder”) generates the code for the “add to cart” button
and therefore generates the “add to cart” button (“the embeddable buy button”). The
HTML Generator 312 is “configured” to generate the code for the “add to cart”
button by virtue of the HTML Generator 312 generating the code.

P 7[e]: “wherein the embeddable buy button is configured
to be embedded into a web site by the buy button provider,

201. Dierks discloses element 7[¢] for at least the same reasons I discuss
above for element 1[d]. As Idiscuss for element 1[d], Dierks discloses “embedding,
by the buy button provider, the embeddable buy button into a web site.” Since
Dierks discloses that the buy button provider embeds the embeddable buy button
into a web site, the embeddable buy button is configured to be embedded into the

web site by the buy button provider.
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202. Therefore, Dierks discloses element 7[e].

2) 7[f] wherein the embeddable buy button includes a
hyperlink; and”

203. Dierks discloses element 7[f] for at least the same reasons I discuss
above for element 1[c]. As I discuss for element 1[c], Dierks discloses “wherein the
embeddable buy button is configured to display the representation of the item, and a
hyperlink.”

204. The “add to cart” button (“the embeddable buy button”) in Dierks
“includes” the hyperlink, as required by element 7[f]. In particular, when the “add
to cart” button 105 is pressed, it causes an HTTP request and, therefore, includes a
hyperlink. Exhibit 1004, q 38 (“[s]election of the button 105 may cause an HTTP
request, in the form of an XMLHttpRequest (XHR), to be made of payment server
1147 as indicated by Arrow A.”).

205. Therefore, Dierks discloses element 7[f].

h) 7[g]: “a second server configured to execute the web
site,

206. Dierks discloses element 7[g] for at least the same reasons I discuss

above for element 1[e].

7 As I discuss in Section VIIILA.1, disclosure regarding the payment server 114

applies to the payment processing system 308.
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i) 7[h] wherein the buy button provider controls operation
of the embeddable buy button on the web site, and”

207. Dierks discloses element 7[h].

208. The payment processing system 308 (“the buy button provider”) in
Dierks controls operation of the “add to cart” button (“the embeddable buy button™)
on the web site.

209. First, as I discuss for element 1[b], the payment processing system 308
includes the HTML Generator 312 that generates the code for the “add to cart”
button 105. The HTML Generator 312 controls operation of the “add to cart” button
105 by virtue of generating the code.

210. Second, Dierks discloses that “[s]election of the button 105 may cause
an HTTP request, in the form of an XMLHttpRequest (XHR), to be made of
payment server 114'%.” Exhibit 1004, § 38. Dierks then discloses that the “payment
server 114 may then parse the HTTP request to obtain an identifier for the
purchaser, and also to identify the vendor and relevant payment parameters.”
1d., 9 40. Thus, the payment processing system 308 is controlling operation of the

“add to cart” button by acting on the HTTP request.

8 As I discuss in Section VIII.A.1, disclosure regarding the payment server 114

applies to the payment processing system 308.
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211. Third, Dierks discloses that the payment server 114 passes information
back to the purchaser based on operation of the “add to cart” button. Id., 4 42
(“When the purchaser and vendor have been identified and the balance of the
purchaser’s shopping cart incremented, the changes may be passed back to the
client device of the purchaser, as shown by Arrow B. ... As one example, the
payment server may pass information reflecting a description of the selected
item(s), their quantity, their price, and a total price of goods in the purchaser’s
shopping cart.”).

212. Figure 1C of Dierks illustrates the on the web site that
is updated based on the user’s selection of the “add to cart” button 105. I1d., Fig.
1C, q 43 (“Display 106 shows the result of a user’s selection of button 105 (see
FIG. 1C). Specifically, a shopping cart object shown as a graphical element such

as an iframe 116 has been created on display 106.”).
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e — =
(O Mozilla Firefox — MyPlace ()53 50
<:| E{> @ @ @ [https:I/www,myplace.com/GamishJewelrylitem_so.htmI E]

- A
g al'rl IS h handmade jewelry from Los Angeles, CA
jewel Shopping Cart
“ ry You have 3 items in your cart E
The total is $135.00

syes (e m v 5
>>earrings 116

necklaces
bracelets

turquoise with silver chain

pnce:n r $50 A single turquoise briolette is surrcunded

by three draping layers of delicate sterling
$50 and up sitver chain,

$42

105!
v
. J

Exhibit 1004, FIG. 1C (annotated)

213. Accordingly, the payment processing system 308 (“the buy button
provider”) controls operation of the “add to cart” button (“the embeddable buy
button’) on the web site because (1) the payment processing system 308 creates the
“add to cart” button and therefore controls the flow of information that occurs when
the “add to cart” button is pressed, (2) the payment processing system 308 parses the
information received after “add to cart” button is pressed, and (3) the payment
processing system 308 controls the flow of information back to the web site to update
the shopping cart based on the pressing of the “add to cart” button.

214. Therefore, Dierks discloses element 7[h].
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J) 7[i]: “wherein the buy button provider controls
operation of the electronic commerce store on the web site
upon selection of the hyperlink.”

215. Dierks discloses element 7[i].

216. As Idiscuss for element 1[h], the electronic commerce store, including
the shopping cart and secure checkout, is operated by the payment processing system
308 (“the buy button provider”).

217. As I discuss for element 7[f], the “add to cart” button 105 includes the
hyperlink and when the “add to cart” button 105 is pressed, an HTTP request is sent
to the payment server 114, Exhibit 1004, 9 38 (“[s]election of the button 105 may
cause an HTTP request, in the form of an XMLHttpRequest (XHR), to be made of
payment server 114, as indicated by Arrow A.”).

218. As I discuss for element 7[h], selection of the “add to cart” button, and
therefore selection of the hyperlink, causes the payment processing system 308 to
display the shopping cart on the web site. 1d., § 43 (“Display 106 shows the result
of a user's selection of button 105 (see FIG. 1C). Specifically, a shopping cart
object shown as a graphical element such as an iframe 116 has been created on

display 106.”).

v As I discuss in Section VIII.A.1, disclosure regarding the payment server 114

applies to the payment processing system 308.
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219. Accordingly, the payment processing system 308 controls operation of
the shopping cart (part of “the electronic commerce store”) by sending code to
display the shopping cart upon selection of the hyperlink. /d., 943 (“The iframe 116
[shopping cart object] is generated using the information received from the payment
server 114%0.”); 9 43 (“Example code for generating the window for the iframe
[shopping cart object] may take the form of....”); id., Fig. 3 (“Cart Generator™).

220. The payment processing system 308 is also responsible for controlling
operation by updating the shopping cart with information, including a description of
the selected items, a quantity of the items, and a price of the items. Id., 9 42 (“As
one example, the payment server may pass information reflecting a description
of the selected item(s), their quantity, their price, and a total price of goods in
the purchaser’s shopping cart.”).

221. Further, as I discuss for element 1[h], the payment processing system
308 (“the buy button provider) operates and therefore controls the secure checkout,
including the “checkout module 338 [that] may be accessed when a purchaser

decides to finish a transaction and buy or edit items in his or her shopping cart.” I1d.,

T 70.

2 As I discuss in Section VIII.A.1, disclosure regarding the payment server 114

applies to the payment processing system 308.
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222. Accordingly, the payment processing system 308 of Dierks controls
operation of the electronic commerce store on the web site upon selection of the
hyperlink.

223. Therefore, Dierks discloses element 7[i].

8. Dependent Claim 8

a) “The system of claim 7, further comprising a
transaction processing service operated by the buy button
provider, the transaction processing service configured to
process a payment initiated via the electronic commerce
store.”

224. Dierks and Johnston render obvious claim 7, as I discuss above. Dierks
discloses the additional limitation of claim 8.

225. As I discuss for claim 3, Dierks discloses Google Checkout (“a
transaction processing service”) operated by the payment processing system 308
(“the buy button provider™).

226. Google Checkout is configured to process a payment initiated via the
electronic store, such as being initiated through the display 112 of Figure 1E, by
debiting the purchaser’s account. Exhibit 1004, 9 33 (“The process shows an
example for user interaction with an on-line payment system, such as GOOGLE
CHECKOUT”); id., 9 48 (“The user may also be permitted to select a payment

method, such as through a GOOGLE CHECKOUT?”); id., § 51 (“When the purchaser
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chooses to complete the purchase, their account is debited by the payment server
114....7”).
227. Therefore, Dierks and Johnston render obvious claim 8.

9. Dependent Claim 9

a) “The system of claim 7, wherein the buy button
provider is configured to execute the electronic commerce
store.”

228. Dierks and Johnston render obvious claim 7, as I discuss above. Dierks
discloses the additional limitation of claim 9.

229. Dierks discloses that the payment processing system 308 (“the buy
button provider”) is configured to execute the shopping cart (part of the “electronic
commerce store’) and the secure checkout with payment mechanism 124 (also part
of “the electronic commerce store’). The payment processing system 308 executes
the electronic commerce store by establishing and controlling the shopping cart and
secure checkout, as I discuss for element 7[1], and by updating the shopping cart after
the user selects the “add to cart” button 105, as I also discuss for element 7[1].

230. Further, the shopping cart and secure checkout in Dierks are executed
by the payment processing system 308 when the user selects the “proceed to
checkout” button 118 shown in the shopping cart 116, as I discuss for elements 1[g]
and 7[i]. Exhibit 1004, 4 44 (“The purchaser may also choose to go to a checkout

to pay or otherwise edit entries in their shopping cart, by selecting the ‘proceed to
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checkout’ control button 1162!.”). Selecting the “proceed to checkout” button 118
causes the payment processing system 308 to execute functions, including (1)
generating the secure checkout, (2) checking that database fields have been updated,
and (3) closing out the transaction. /d., 48 (“At display 112, the user/purchaser has
selected a ‘proceed to checkout’ button, and is redirected to a web page operated by
the payment server 114?2. To generate this page, the payment server 114 may
check its database fields that have been updated through the purchaser’s
selection of ‘add to cart’ buttons. At this point, the interaction with the user may
occur according to conventional mechanisms to permit closing out of the transaction.
For example, the user may be shown a list of items and their prices 122 that have
been selected by the user. The user may then select items to delete or may increase
or otherwise change the quantities of items. Such changes will be reflected in

associated databases managed by the payment processor.”).

2 The “control button” of the shopping cart is shown in Figure 1C as “118” and not
“116.”
2 As I discuss in Section VIII.A.1, disclosure regarding the payment server 114

applies to the payment processing system 308.
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231. The payment processing system 308 also executes the electronic
commerce store by facilitating and processing payment of the item, as I discuss for
claim 8.

232. Accordingly, Dierks discloses that the payment processing system 308
(“the buy button provider”) executes the shopping cart and secure checkout (“the
electronic commerce store”) by providing the aforementioned functionality.

233. Therefore, Dierks and Johnston render obvious claim 9.

10. Dependent Claim 10

a) “The system of claim 7, wherein the embeddable buy
button builder generates hypertext-markup-language code
that is configured to be inserted into the web site.”

234. Dierks and Johnston render obvious claim 7, as I discuss above. Dierks
discloses the additional limitation of claim 10.

235. As I discuss for element 7[d], the HTML generator 312 (“the
embeddable buy button builder”) is configured to generate the “add to cart” button
(“the embeddable buy button.”). A POSITA would have understood that HTML
stands for hypertext-markup-language. Dierks also discloses that the HTML is
“code” and is configured to be inserted into the web site. Exhibit 1004, 4 62 (“The
HTML generator, in this example, is configured to receive parameters regarding
items to be sold by vendors and to generate code, such as HTML or XHTML, for

the vendors to include in their web pages, to generate controls for making ordering
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and selection of the items easier for visitors to the sites.”); id., § 64 (“HTML
generator 312 may then store the parameters in parameters module 322, and may
access generic HTML code from templates module 324. By combining the template
information with the supplied parameters in a conventional manner, the HTML
generator 312 may produce mark-up code for the user that the user can employ
to provide payment processing services on their web site.”).

236. Figure 4 of Dierks, shown below, illustrates an example of hypertext-
markup-language that is configured to be inserted into a web site, including code

418 for the “add to cart” button.

(O Mozilla Firefox - MyCheckout . Q@@

C:l C> @ @ @ @sﬂwww.mymeckout.oumIMerchanll887530910rea1eltemCodel [ﬂ]

1. Choose a button type. :
? Basic Button Button with Options
Select this button type to offer different item options, such as sizes
o S |
2. Choose a button style, (s21.00 - T-shirt(smat)  [¥] (AddtocCart)

My web page has a background.

3. Descrlbe your item.
ltem Name: turquoise eamings 406 ] price(50.00 410 Jysp

Item Description: (74"cic i turquoise briolette is surrounded by three draping layers of delicate steding sitver chain.

414 22
Insert this code <script type="textjavascript' src="https://www.mycheckout com/ )
for shopping cart: shoppingcart.js?sellerld=8675309"></script><span id="mycheckout_status_bar"></span>

416

Insert this code for ( <form action=htips./www.mycheckout.com/Merchant/8675309/add onsubmit="retum false;" l

add to cart button: method="post"><input type="hidden" name="ftem" value="PD84bWwgdm\Vyc2IvbjOiMSawli
BIbmNvZGIuZzOIVVRGLTgIPzaNCjxJdGVHIHhtbG5zPSJodHRwOIBVY2hIY 2tvdXQuZ29vZ2 I
| XILmNVbS9z Y 2hibWEVMil +DQog DxxdWFudGl0e TAxPCIxdWFudGIOe TANCIAgPHVuaXQ 418

FIG. 4

Exhibit 1004, FIG. 4 (annotated)
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1d., 4 74 (“The remote server may then use the submitted information to generate
code for managing a shopping cart, along with code for generating an add to cart
button. The code for managing a shopping cart, displayed in area 416, may include
JavaScript code or a pointer to JavaScript code stored at a remote server. ... The code
for generating an add to cart button, displayed in area 418, may take the form of
HTML code as shown in more detail above.”).

237. The hypertext-markup-language code for the “add to cart” button is
configured to be inserted in the web site. Id., § 74 (“The code in both areas 416 and
418 may be highlighted by a user, so that it can be cut-and-pasted into the user’s
web page.”); see also analysis of claim 2, and elements 1[d], 7[¢], that discuss how
Dierks discloses to embed code into the web site.

238. Thus, Dierks discloses that the HTML Generator 312 (“the embeddable
buy button builder”) generates hypertext-markup-language code that is configured
to be inserted into the web site.

239. Therefore, Dierks and Johnston render obvious claim 10.
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11. Dependent Claim 11

a) “The system of claim 7, wherein the representation is
selected from a group consisting of a static image, a video file,
and a multimedia file.”

240. Dierks and Johnston render obvious claim 7, as I discuss above. Dierks
and Johnston render claim 11 obvious for at least the same reasons I discuss above
for claim 6.

12. Dependent Claim 12

a) “The system of claim 7, wherein the embeddable buy
button is configured to be embedded into different web sites.”

241. Dierks and Johnston render obvious claim 7, as I discuss above. Dierks
discloses claim 12 for at least the same reasons I discuss above for claim 2.
Therefore, Dierks and Johnston render obvious claim 12.

13. Dependent Claim 13

a) “The system of claim 7, wherein the electronic
commerce store includes a checkout screen is configured to
facilitate the purchase of the item.”

242. Dierks and Johnston render obvious claim 7, as I discuss above. Dierks
discloses the additional limitation of claim 13 for at least the same reasons I discuss
for claims 3 and 17.

243. As I discuss for claim 3, Dierks discloses that “the electronic commerce
store includes a checkout screen.” As 1 discuss for claim 17, Dierks discloses that

“the checkout screen is configured to facilitate the purchase of the item.”
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244. Therefore, Dierks and Johnston render obvious claim 13.

14. Independent Claim 14

a) 14[preamble]: “A method for embedding a buy button
for an electronic commerce store, comprising:”

245. In my opinion, regardless of whether the preamble is limiting, Dierks
discloses it for at least the same reasons I discuss above for element 1[preamble].
b)  14[a]: “receiving, by embeddable buy button builder
executing on a first server operated by a buy button provider,

a selection of an item to sell on a web site and a
representation of the item,

246. Dierks and Johnston render obvious element 14[a] for at least the same
reasons I discuss above for element 1[a]. Element 14[a] differs from element 1[a]
by reciting “a selection of an item to sell on a web site” (element 14[a]) instead of
“a selection of an item from inventory” (element 1[a]). As I discuss for element
1[a], the turquoise earrings (“an item”) are selected to sell on a web site. Exhibit
1004, 9 73 (“Text entry box 408 receives entry of a product name, while text entry
box 410 receives a product price, and text entry box 412 receives a product
description. Such entries may be coded along with the button, so as to be displayed
on the vendor’s web page. ...”).

247. Therefore, Dierks and Johnston render obvious element 14[a].
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c) 14[b] wherein the web site is executed by a second
server not operated by the buy button provider;”

248. Dierks discloses element 14[b] for at least the same reasons I discuss
above for element 1[e].
d)  14/c]: “generating, by a first server, the embeddable

buy button containing software configured to be executed by
the first server on the web site;”

249. Dierks discloses element 14[c]. As I discuss for element 1[b], Dierks
discloses “generating, by the first server, the embeddable buy button.” As 1 discuss
for claims 2 and 10, Dierks discloses that the embeddable buy button contains
JavaScript code. Exhibit 1004, 9 37 (“As explained in more detail below, the button
105 is generated using JavaScript (or, e.g., Jscript or VBScript) associated with the
vendor’s underlying web page that generates display 104.”). Code written using
JavaScript is “software” since the code includes instructions used by a computer to
execute a task.

250. As I also discuss for claim 2, the JavaScript disclosed by Dierks
includes a link to additional JavaScript stored at the payment processor, €.g., the
processing system 308. Id., 9 37 (“[T]he button 105 is generated using JavaScript.
... That Javascript code ... may be obtained from a payment processor such as the
GOOGLE CHECKOUT service. The JavaScript may be stored by the payment

processor and referenced by code on the vendor web site.”).
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251. Dierks discloses the following JavaScript code for the “add to cart”

button (“the embeddable buy button™).

<script
type="text/javascript”
src="https://www.mycheckout.com/shoppingcart.js?sellerld=8675309">

</script>

<span id=“mycheckout__status__bar’></span>

<script type="text/javascript”
sre="https://www.cmyheckout.com/shoppingcart.js?sellerId=8675309">

</script>

<span id="mycheckout__status__bar”></span>

Exhibit 1004, 4 37 (annotated)

252. As I discuss for claim 2, A POSITA would have understood that
JavaScript is used with an HTML document by employing the <script> tag at the
beginning and end of the JavaScript code. The source or “src” attribute (shown
above) is used to access JavaScript stored at the payment processor, i.e., stored at
the payment processing system 308. Id., 9 37 (“The JavaScript may be stored by
the payment processor and referenced by code on the vendor web site. ...”); id.,
9 78 (“code may also be stored remotely of the client device, and pointers to the
code may be placed in the seller's web page. In addition, the code incorporated
into the web page may itself point to other code, such as Javascript code.”).

253. The JavaScript code shown above as being bound by the <script> tag

is executed by the first server because the first server (1) receives an HTTP request
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for additional code, that is triggered by the above-shown JavaScript code, and (2)
provides the web site with the additional code that is used to display the shopping
cart. Id., 9 38 (“Selection of the button 105 may cause an HTTP request, in the
form of an XMLHttpRequest (XHR), to be made of payment server 114>, as
indicated by Arrow A”); id., § 43 (“Display 106 shows the result of a user’s selection
of button 105 (see FIG. 1C). Specifically, a shopping cart object shown as a
graphical element such as an iframe 116 has been created on display 106. The
iframe 116 is generated using the information received from the payment server
114.”). Thus, the “add to cart” button contains software configured to be executed
by the first server because the software causes the HTTP request to the first server
so that the first server responds by providing information to generate the shopping
cart on the web site.

254. Accordingly, Dierks discloses generating, by a first server, the “add to
cart” button (“the embeddable buy button’) containing JavaScript code (“software”)
configured to be executed by the first server on the web site.

255. Dierks discloses element 14[c].

= As I discuss in Section VIII.A.1, disclosure regarding the payment server 114

applies to the payment processing system 308.
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e) 14[d]: “embedding, by the buy button provider, the
embeddable buy button into the web site, wherein the
embeddable buy button includes a hyperlink; and”

256. Dierks discloses element 14[d] for at least the same reasons I discuss
above for elements 1[d] and 7[f]. In particular, as I discuss for element 1[d], Dierks
discloses “embedding, by the buy button provider, the embeddable buy button into
a web site.” As I discuss for element 7[f], Dierks discloses that “the embeddable
buy button includes a hyperlink.”

257. Therefore, Dierks discloses element 14[d].

P 14[e]: “executing, by the buy button provider, the
software upon selection of the hyperlink, wherein the software

is configured to display the electronic commerce store within
the web site.”

258. Dierks discloses element 14[e].

259. As I discuss for element 14[c], the “add to cart” button (“the
embeddable buy button) encompasses JavaScript code (“the software”) that is
embedded in the web site and 1s configured to display the shopping cart (part of “the
electronic commerce store’) within the web site.

260. As I discuss for element 14[d], Dierks discloses that the “add to cart”
button includes a hyperlink. In particular, when the “add to cart” button 105 is
pressed, it sends an HTTP request to the payment processing system 308. Exhibit

1004, q 38 (“[s]election of the button 105 may cause an HTTP request, in the form
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of an XMLHttpRequest (XHR), to be made of payment server 114%*, as indicated by
Arrow A.”).

261. Further, as I discuss for element 1[f], “the electronic commerce store is
displayed within the web site upon selection of the hyperlink.” The shopping cart
object 116 is displayed within the web site upon selection of the “add to cart” 105
button that includes the hyperlink. /1d., § 43 (“Display 106 shows the result of a
user’s selection of button 105 (see FIG. 1C). Specifically, a shopping cart object
shown as a graphical element such as an iframe 116 has been created on display
106.”).

262. The payment processing system 308 executes the software by receiving
the HTTP request and causing the shopping cart to be displayed. Id., q 43
(“Specifically, a shopping cart object shown as a graphical element such as an
iframe 116 has been created on display 106. The iframe 116 is generated using
the information received from the payment server 114.”); id., 9 67 (“transaction
processor 342 [part of the payment processing system 308] may open a new
shopping cart for the pair, and may populate the cart with information associated

with the selected control.”).

2 As I discuss in Section VIII.A.1, disclosure regarding the payment server 114

applies to the payment processing system 308.
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263. Thus, Dierks discloses executing, by the payment processing system
308 (“the buy button provider”), the JavaScript code (“the software’) upon selection
of the hyperlink, wherein the software is configured to display the shopping cart
object (part of the “electronic commerce store”) within the web site, as required by
element 14[e].

264. Therefore, Dierks and Johnston render obvious element 14[e].

15. Dependent Claim 15

a) “The method of claim 14, wherein the embeddable buy
button is configured to be embedded into different web sites.”

265. Dierks and Johnston render obvious claim 14, as I discuss above.
Dierks discloses the additional limitation of claim 15 for at least the same reasons |
discuss above for claim 2.

266. Therefore, Dierks and Johnston render obvious claim 15.

16. Dependent Claim 16

a) “The method of claim 14, wherein the electronic
commerce store includes a checkout screen is (sic) operated
by the buy button provider.”

267. Dierks and Johnston render obvious claim 14, as I discuss above.
Dierks discloses the additional limitation of claim 16. As I discuss for claim 3,
Dierks discloses that the electronic commerce store includes a checkout screen
that allows a purchase of the item using a transaction processing service operated

by the payment processing system 308 (“the buy button provider”). Dierks also
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discloses that the payment processing system 308 operates the display 112 that
includes the checkout screen shown below in Figure 1E. Exhibit 1004, § 48 (“At
display 112, the user/purchaser has selected a ‘proceed to checkout’ button, and is
redirected to a web page operated by the payment server 114%.”); see also id.
20 (“FIGS. 1A-1E show example screen shots associated with the conceptual flow

diagram of FIG. 1.”).

O Mozilla Firefox — MyCheckout

1 _
- E{> @ @ @ (https:/iwww mycheckout com/Merchant/g675308/Checkout

Google Secure Checkout

]

&

W)
| — 1 =

)p

-

Welcome Jenny Tutone!
S Your shopping cart includes the following items from Garnish Jeweiry.

item description quantity price

turquoise necklace Multiple turquoise stones... 1 $75.00 USD
turquoise bracelet A silver band with turquoise... 2 $60.00 USD 122
turquoise earrings A single turquoise briolette. .. 1 $50.00 USD

ruby and peruvian... Rubies and peruvian opals... 1 $65.00 USD

@ pay using mycheckout account for Jenny Tutone

Q) pay using credit card [ _J
B
)

credit card number:
expiration date:

name: I

address:
126

N

U«

Exhibit 1004, FIG. 1E (annotated)

268. Therefore, Dierks and Johnston render obvious claim 16.

» As I discuss in Section VIII.A.1, disclosure regarding the payment server 114

applies to the payment processing system 308.
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17. Dependent Claim 17

a) “The method of claim 16, wherein the checkout screen
is configured to facilitate the purchase of the item by a
transaction processing service operated by the buy button
provider.”

269. Dierks and Johnston render obvious claim 16, as I discuss above.
Dierks discloses the additional limitation of claim 17. As I discuss for claim 3,
Dierks discloses that “the electronic commerce store includes a checkout screen
that allows a purchase of the item using a transaction processing service operated
by the buy button provider.” Dierks’s disclosure of a “checkout screen that allows
a purchase of the item” also discloses that “the checkout screen is configured to
facilitate the purchase of the item.”

270. The checkout screen of Dierks facilitates the purchase of the item using
the payment mechanism 124, as I describe for claim 3, that provides a way for the
user to purchase the item. Exhibit 1004, 9 48 (“The user may also be permitted to
select a payment method, such as through a GOOGLE CHECKOUT account or a
debit or credit card or other payment mechanism 124.”).

271. Therefore, Dierks and Johnston render obvious claim 17.
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18. Dependent Claim 18

a) “The method of claim 14, wherein the representation is
selected from a group consisting of a static image, a video file,
and a multimedia file.”

272. Dierks and Johnston render obvious claim 14, as I discuss above.
Dierks and Johnston render claim 18 obvious for at least the same reasons I discuss
above for claim 6.

273. Therefore, Dierks in view of Johnston renders claim 18 obvious.

19. Dependent Claim 19

a) “The method of claim 14, wherein the item is a physical
good or a service.”

274. Dierks and Johnston render obvious claim 14, as I discuss above.
Dierks discloses the additional limitation of claim 19 for at least the same reasons |
discuss above for claim 5.

275. Therefore, Dierks and Johnston render obvious claim 19.

20. Dependent Claim 20

a) “The method of claim 14, wherein (sic) checkout screen
allows a purchase of the item using at least one of a
previously stored credit card, a debit card or bank account
information.”

276. Dierks and Johnston render obvious claim 14, as I discuss above.
Dierks discloses the additional limitation of claim 20. As I discuss for claim 17,
Dierks discloses a secure checkout screen that is configured to facilitate the purchase

of the item. Dierks further discloses that the secure checkout screen allows
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purchasing the item using at least one of a previously stored credit card, a debit card
or bank account information, as recited in claim 20.

277. Dierks’s is shown below in Figure 1E with the
payment mechanism 124 that provides multiple payment options including using a

“mycheckout” account and a credit card.

( O Mozilla Firefox — MyCheckout Q@l@n

z
‘ZZ| <}:| E{> @ @ @ @ps:Ilwww.mycheckom.comMerchant/SG?SBOBlCheckout EI]'
A
Google Secure Checkout r[=

Welcome Jenny Tutone!
= Your shopping cart includes the following items from Garnish Jewelry.

item description quantity price

turquoise necklace Multiple turquoise stones... 1 $75.00 USD
turquoise bracelet A silver band with turquoise... 2 $60.00USD ;1222
turquoise earrings A single turquoise briolette... 1 $50.00 USD

ruby and peruvian... Rubies and peruvian opals... 1 $65.00 USD

@ pay using mycheckout account for Jenny Tutone
(O pay using credit card

credit card number: J
expiration date: J
name: [ | bazze
address:
126
Checkout

[«

Exhibit 1004, FIG. 1E (annotated)
278. The “pay using mycheckout account” option is shown as being selected
in Figure 1E. A POSITA would have understood that the option to pay using
“mycheckout” does not require entering credit card information because payment

information was previously stored. This is further supported by Dierks disclosing
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that the payment processing system 308 stores payment information for future use.
Exhibit 1004, 9 48 (“payment server 114?° may also store a preferred payment
method for the user and use that method (or present it as a default) if the user does
not select another.”).

279. Dierks also discloses that the stored information may be a credit card
that is accessed after the user authenticates themselves. Exhibit 1004, 4 83 (“The
shopper, or buyer, first authenticates themselves to a payment processing system
(box 602). Such authentication allows the system to associate subsequent
purchase requests with the user’s account, such as to remove money from the
user’s account or submit a charge to a credit card associated with the user.”); see
also id., 4 86 (“After obtaining final confirmation, the system debits and credits the
appropriate accounts. For example, the system may make a charge to a credit
card of the buyer, or to a bank account or other account associated with the
buyer.”).

280. Moreover, a POSITA would have understood that the previously stored
information is either a credit card, a debit card, or bank account information because

Dierks discloses that GOOGLE CHECKOUT may be used for payment. Id., § 48

2 As I discuss in Section VIII.A.1, disclosure regarding the payment server 114

applies to the payment processing system 308.
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(“The user may also be permitted to select a payment method, such as through a
GOOGLE CHECKOUT account or a debit or credit card or other payment
mechanism 124.”). It was well-known prior to the priority date of the 785 patent
that GOOGLE CHECKOUT stored credit card, debit card or bank account
information of users. See, e.g., Exhibit 1023, 5:50-65 (“Consumers 101 having an
account with a third party payment processor can make purchases from Internet
merchants 120 without disclosing sensitive payment information (e.g., credit card
number) to the Internet merchant 120. Instead, the consumer 101 provides payment
information for one or more financial accounts (e.g., checking account, credit card
account, etc.) to the third party payment processor for use in Internet transactions.
When purchasing a product from an Internet merchant 120 that accepts payments
via the third party payment processor, the consumer 101 can select from one of the
financial accounts to pay for the product. The third party payment processor can
then debit the selected account for the amount of the purchase and credit this amount
to an account of the Internet merchant 120. Examples of third party payment
processors include GOOGLE CHECKOUT and PAYPAL”).

281. Accordingly, Dierks discloses that the checkout screen allows a
purchase of the item using at least one of a previously stored credit card, a debit card
or bank account information.

282. Therefore, Dierks and Johnston render obvious claim 20.
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X. CONCLUSION

283. Based on the foregoing, it is my opinion that claims 1-20 of the *785
patent are invalid.

XI. AVAILABILITY FOR CROSS EXAMINATION

284. In signing this declaration, I recognize that the declaration will be filed
as evidence in a contested case before the Patent Trial and Appeal Board of the
United States Patent and Trademark Office. I also recognize that I may be subject
to cross examination in the case and that cross examination will take place within
the United States. If cross examination is required of me, I will appear for cross
examination within the United States during the time allotted for cross examination.

XII. RIGHT TO SUPPLEMENT

285. Ireserve the right to supplement my opinions in the future to respond
to any arguments that the Patent Owner raises and to take into account new

information as it becomes available to me.
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XIII. JURAT

286. Ideclare that all statements made herein of my own knowledge are true
and that all statements made on information and belief are believed to be true; and
further that these statements were made with the knowledge that willful false
statements and the like so made are punishable by fine or imprisonment, or both,

under Section 1001 of Title 18 of the United States Code.

Dated: November 21, 2024

Pl < My

Dr. Todd Mowr§
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CMU-CS-98-140, June 1998.

J. Gregory Steffan, Christopher B. Colohan and Todd C. Mowry. Architectural Support for
Thread-Level Data Speculation. Carnegie Mellon University Technical Report CMU-CS-97-
188, November 1997.

Todd C. Mowry and Chi-Keung Luk. Predicting Data Cache Misses in Non-Numeric Applica-
tions Through Correlation Profiling. Carnegie Mellon University Technical Report CMU-CS-
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Chi-Keung Luk and Todd C. Mowry. Predicting Data Cache Misses in Non-Numeric Appli-
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Mark Horowitz, Margaret Martonosi, Todd C. Mowry, and Michael D. Smith. Informing
Loads: Enabling Software to Observe and React to Memory Behavior. Stanford University
Technical Report CSL-TR-95-673, July 1995.

Todd C. Mowry. Tolerating Latency Through Software-Controlled Data Prefetching. Technical
Report CSL-TR-94-628, Stanford University, June 1994.

Patents Held

Todd C. Mowry. U.S. Patent 7,127,586: Prefetching hints. Issued October, 2006.

Shimin Chen, Phillip B. Gibbons, and Todd C. Mowry. U.S. Patent 6,772,179: System and
method for improving index performance through prefetching. Issued August, 2004.
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Todd C. Mowry. U.S. Patent 5,732,242: Consistently specifying way destinations through
prefetching hints. Issued March, 1998.
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Distinguished Lectures
9/25/18: “The Log-Based Architectures Project: Exploiting Multicore to Help Parallel Software

Behave Correctly”, University of Wisconsin-Madison, Department of Computer Science, Dis-
tinguished Lecture Series.

2/7/08: “Pario: the Next Step Beyond Audio and Video”, University of Toronto, Department of

Electrical and Computer Engineering Distinguished Lecture Series.
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Professional Societies

e Member of the Institute of Electrical and Electronics Engineers (IEEE)
e Member of the Association of Computing Machinery (ACM)

Industrial Employment

5/04—6/07: Intel Corporation, Pittsburgh, Pennsylvania: Director of the Intel Research Pitts-
burgh Lab.

6/89-11/93: Silicon Graphics, Inc., Mountain View, California (formerly MIPS Computer
Systems, Sunnyvale California): Computer Architect (part-time).

Consulting

7/07-2/11: Intel Corporation, Pittsburgh, Pennsylvania: Research Advisor.

8/96—4/04: SandCraft, Inc., Santa Clara, California: Member of the Technical Advisory
Board.
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Consultant.
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Committee Work

Faculty Hiring Committees:
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— Computer Systems Area: 2000, 2001, 2002, 2003, 2004.

Chair of the Computer Science Department Head Selection Committee, 2007.
CSD Ph.D. Admissions Committee, 2001, 2002, 2003.

School of Computer Science Council, 2001-2004.
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Associate Editor, ACM Transactions on Computer Systems, 2001-2013.

Program Chair of the International Conference on Architectural Support for Program-
ming Languages and Operating Systems (ASPLOS), 2011.
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Member of the ASPLOS program committee, 2000, 2004.
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Member of the First SUIF Workshop Program Committee, 1996.
Organized the CASCON 97 workshop on Compiler Optimization, 1997.

Initiated and organized the 1st Toronto / Rochester Workshop on Shared-Memory Mul-
tiprocessors, 1994.
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