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As authorized in an April 8, 2025, email from the Board, Petitioners file this 

reply to Patent Owner’s Preliminary Response (“POPR”). The Fintiv factors 

strongly favor institution, and Patent Owner’s arguments against institution only 

highlight the compelling merits of the Petition. 

I. THE FINTIV FACTORS FAVOR INSTITUTION 

Factor 1: While Petitioners have moved for a stay (see EX1045), the Board 

has declined to speculate whether the district court would grant a stay. The absence 

of a stay is, at most, neutral. See, e.g., HP Inc. v. Slingshot Printing LLC, IPR2020-

01084, Paper 13, 9 (PTAB Jan. 14, 2021).

Factor 2: The schedule in parallel district court litigation is slipping. The 

Markman hearing has been delayed over two months to April 30, 2025, and the Court 

did not meet its April 3 deadline for the Markman Ruling. EX1046; EX2003, p.3. 

The Scheduling Order states that if the Markman Ruling is late the parties “may seek 

amendment of remaining dates in Scheduling Order.” EX2003, p.3. The amount the 

case will be delayed remains unclear, and the current trial date will likely change.   

Moreover, current time-to-trial statistics place the parallel trial in November 

2026, over four months after the expected date for a Final Written Decision. 

EX1047, p.36 (indicating 32-month median time to trial in the Southern District of 

Texas); EX1044, 3 (stating median time-to-trial statistics bear on the proximity of 

the trial date when applying Fintiv). Thus, Fintiv factor 2 favors institution. 
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Factor 3: Petitioners diligently and promptly filed the Petition four months 

after it received PO’s infringement contentions on July 18, 2024. EX2003.  This 

“diligent” filing favors institution. See, e.g., Corning v. Dali Wireless, IPR2021-

00762, Paper 8, 9-10 (PTAB Oct. 31, 2021) (crediting petitioner’s diligent filing 

approximately four months after receiving infringement contentions). 

Similarly, Petitioners filed the Petition two months from serving initial 

invalidity contentions in the parallel district court litigation (served on the September 

19, 2024 deadline).  EX2004, p.34; Sotera Wireless, Inc. v. Masimo Corp., IPR2020-

01019, Paper 12, 17 (PTAB Dec. 1, 2020) (finding petition filing within two months 

of invalidity contentions weighed in favor of denying institution).     

And the district court has invested minimal effort on invalidity issues. There 

has been no Markman Ruling, and fact discovery does not close until at least July 

10, 2025 (and most likely later after the expected amendment of the Scheduling 

Order). EX2003. No significant rulings have been made on invalidity or prior art 

issues. The Board consistently finds Fintiv factor 3 weighs against discretionary 

denial in similar settings. Samsung Elecs. Co., Ltd. et al v. Harbor Island Dynamic, 

LLC, IPR2024-01405, Paper 9, 35-36 (PTAB Mar. 24, 2025) (finding “substantial 

work remains to be done” that included completion of fact and expert discovery, 

pretrial motions, and preparation of a joint pretrial order); Kia Corp. et al., v. 

Emerging Automotive LLC, IPR2024-01167, Paper 14, 16-17 (PTAB Jan. 27, 2025) 
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(determining that factor 3 weighs against discretionary denial with Markman hearing 

upcoming and fact discovery still open). Petitioners’ diligence in filing the Petition 

and the district court’s minimal investment tip this factor in favor of institution. 

Factor 4: Petitioners stipulate that, if the Board institutes IPR in this 

proceeding on the grounds presented in the Petition, Petitioners will not pursue an 

invalidity defense in the district court action (C.A. No. 4:24-cv-00839) that the 

patent claims subject to the instituted IPR are invalid based on the grounds that were 

raised or any grounds Petitioners reasonably could have raised in the IPR. Thus, 

Fintiv factor 4 weighs “strongly in favor” of not exercising discretion to deny 

institution. See Sotera Wireless, Inc. v. Masimo Corp., IPR2020-01019, Paper 12, 

18-19 (PTAB Dec. 1, 2020) (precedential as to § II.A); EX1044, 2-3 (stating that a 

Sotera stipulation is “highly relevant” to the Fintiv analysis).  

Factor 5: Petitioners do not dispute that this factor weighs in favor of 

discretionary denial because it is the Defendant in the parallel district court litigation. 

Factor 6: The strength of the Petition strongly favors institution. First, PO 

argues that the Petition raises voluminous and excessive grounds based on the 

Adaptics decision.  POPR, 10-14.  PO states the mere number of grounds is sufficient 

to justify denying institution.  POPR, 11.  But the “concern in Adaptics was not the 

number of grounds, references, or asserted claims, but that the Petition suffer[ed] 

from a lack of particularity” by raising “catch-all” grounds. Samsung Electronics 
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Co., Ltd. et al v. Resonant Sys., Inc., IR2023-00993, Paper 17, 24 (PTAB Jan. 10, 

2024). As long as the Petition is pled with particularity, the number of grounds and 

references alone does not bar institution. See id. at 5-6, 29 (declining to follow 

Adaptics for 30 grounds applying 11 references); see also Google LLC, v. Nobots 

LLC, IPR2022-00941, Paper 11, 6, 27-28 (PTAB Dec. 1, 2022) (declining to follow 

Adaptics for 14 grounds applying 8 references); see also Freewheel Media, Inc. v. 

Intent IQ, LLC, IPR2024-00422, Paper 10, 17-18, 27-28 (PTAB Dec. 1, 2022) 

(declining to follow Adaptics for 11 alleged grounds applying 9 references).  

Institution is merited here because the Petition is pled with particularity. PO’s 

only argument for a lack of particularity is that Petitioner argues multiple references 

teach certain claim elements. POPR, 13-14. But PO’s quote actually demonstrates 

that Petitioner cites specific portions from each reference teaching the claim element. 

POPR, 13 (quoting the Petition’s cites to specific portions of both Morris and 

Oehring IV references as teaching VFDs); see also Petition, 30. The fact that 

multiple references disclose a claim element does not show a lack of particularity; it 

shows the strength of the Petition. See Advanced Micro Devices Inc. v. Realtek 

Semiconductor Corp., IPR2023-00920, Paper 10, 42 (PTAB Nov. 28, 2023) (“A 

petitioner may rely upon additional references for teaching a claim element”). And 

PO offers no other reason for a lack of particularity. POPR, 10-14. The Board should 
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“decline to perform analysis that is missing” from the POPR and decline to follow 

Adaptics. See Freewheel Media, IPR2024-00422, Paper 10, 18. 

Second, PO argues against the combination of Morris and Oehring IV

teaching the claimed VFD. POPR, 15-22. The Board should ignore PO’s arguments 

that Morris alone does not disclose a VFD (POPR, 15-18), because the Petition relies 

on combining Morris and Oehring IV to teach this claim element. In re Keller, 642 

F.2d 413, 426 (C.C.P.A. 1981) (“[O]ne cannot show non-obviousness by attacking 

references individually”). And in contrast to PO’s conclusory statements against the 

combination (POPR, 19), the Petition clearly explains why a POSITA would have 

made the combination: to control speed of electric motors in response to varying 

electrical loads during fracturing operations. Petition, 21-22; see also POPR, 20 

(quoting this rational for the combination).     

Accordingly, the Petition presents compelling evidence of unpatentability 

meriting institution.     
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Respectfully submitted, 

BAKER BOTTS L.L.P. 

Chad C. Walters (Reg. No. 48,022) 
Lead Counsel for Petitioners 

Date:  April 14, 2025  

2001 Ross Ave., Suite 900 
Dallas, TX 75201-2980 
Phone: (214) 953-6511 
Fax: (214) 661-4511 
chad.walters@bakerbotts.com 
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In accordance with 37 C.F.R. § 42.6(e), the undersigned certifies that on the 

14th day of April 2025, a complete and entire copy of this PETITIONERS’ 
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