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Pursuant to 35 U.S.C. § 317(a), 37 C.F.R. § 42.72, and 37 C.F.R. § 42.74, 

Liberty Energy, Inc. and Liberty Oilfield Services LLC (“Petitioners”), and U.S. Well 

Services LLC (“Patent Owner”) (collectively, the “Parties”) jointly move to 

terminate the above-captioned inter partes review proceeding pursuant to the 

Parties’ settlement of their dispute related to the challenged patent, U.S. Patent No. 

11,208,878 (the “’878 Patent”).  This joint motion was authorized by the Board in 

its email dated March 23, 2026.  

Pursuant to 35 U.S.C. § 317(b) and 37 C.F.R. § 42.74(b), Petitioners and 

Patent Owner submit concurrently herewith a true and correct copy of the 

Confidential Settlement Agreement governing the resolution of this inter partes 

review and the underlying litigation.  See Exhibit 1051.  There are no other 

agreements, written or oral, between the Parties made in connection with, or in 

contemplation of, the termination of this proceeding. 

The parties are concurrently filing a joint request that the Confidential 

Settlement Agreement be treated as business confidential information, be kept 

separate from the file of the involved patent, and be made available only to Federal 

Government agencies on written request, or to any person on a showing of good 

cause pursuant to 35 U.S.C. § 42.74(c).  In view of that request, Exhibit 1051 has 

been filed as available to “Parties and Board Only.”  
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I. ARGUMENT 

A joint motion to terminate generally must “(1) include a brief explanation as 

to why termination is appropriate; (2) identify all parties in any related litigation 

involving the patents at issue; (3) identify any related proceedings currently before 

the Office; and (4) discuss specifically the current status of each such related 

litigation or proceeding with respect to each party to the litigation or proceeding.”  

Heartland Tanning, Inc. v. Sunless, Inc., IPR2014-00018, Paper 26 at 2 (P.T.A.B. 

July 28, 2014). 

A. Brief Explanation as to Why Termination Is Appropriate 

Good cause exists to terminate this proceeding.  “The Board expects that a 

proceeding will terminate after the filing of a settlement agreement, unless the Board 

has already decided the merits of the proceeding.”  Patent Trial and Appeal Board 

Consolidated Trial Practice Guide (Nov. 2019) at 86; see also id. (“There are strong 

public policy reasons to favor settlement between the parties to a proceeding.”); 35 

U.S.C. § 317(a) (“An inter partes review instituted under this chapter shall be 

terminated with respect to any petitioner upon the joint request of the petitioner and 

the patent owner, unless the Office has decided the merits of the proceeding before 

the request for termination is filed”).  Here, the Parties respectfully submit that 

termination is appropriate because they have reached an agreement that resolves all 

disputes between the Parties involving the ’878 Patent at issue in the above-
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captioned inter partes review and the Board has not issued an institution decision on 

remand, a final written decision, or decided the merits of the proceeding.  The Parties 

agree that neither Petitioners nor Patent Owner will be prejudiced by termination of 

this proceeding.  Terminating the proceeding now would serve the interests of 

judicial economy as well as the mutual interest of the parties. 

Pursuant to 37 C.F.R. § 42.74(b), the Parties acknowledge that, as of the filing 

of this Motion, Exhibit 1051 represents the entire agreement or understanding 

between the Parties made in connection with, or in contemplation of, the termination 

of this proceeding, and further, that Exhibit 1051 is a true and accurate copy of the 

agreement between the Parties that resolves the present proceeding. The Parties 

certify that there are no other written or oral agreements or understandings, including 

any collateral agreements, between them, including but not limited to licenses, 

covenants not to sue, confidentiality agreements, payment agreements, or other 

agreements of any kind that have been made in connection with or in contemplation 

of the termination of the instant proceeding. 

B. Identification of Parties and Status of Litigation 

The underlying district court litigation between the Parties, captioned U.S. 

Well Services, LLC, et al v. Liberty Energy, Inc. et al, 4:24-cv-00839-KPE (S.D. 

Tex.), will be dismissed pursuant to the Parties’ Confidential Settlement Agreement.  

Patent Owner is the plaintiff in the district court litigation.  Petitioners are named 
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defendants in the district court litigation and the only Petitioners in this proceeding, 

meaning that this proceeding can be terminated in its entirety pursuant to this motion.   

C. Identification and Status of Proceedings Before the USPTO 

The Parties have now resolved their dispute and reached agreement to 

terminate this proceeding as well as inter partes review proceeding IPR2025-00031 

(concerning U.S. Patent No. 10,655,435) and IPR2024-01274 (concerning U.S. 

Patent No. 11,091,992).  The Parties have also jointly moved to terminate IPR2025-

00031 and IPR2024-01274.  The USPTO can conserve its resources by terminating 

now, removing the need for the Board to further consider the arguments and to render 

a Final Written Decision. 

Therefore, for the foregoing reasons, the parties jointly and respectfully 

request termination of the present proceeding, IPR2025-00139, without prejudice to 

either party. 

Date: March 23, 2026  Respectfully submitted, 
BAKER BOTTS L.L.P. 

Chad C. Walters (Reg. No. 48,022) 
2001 Ross Ave., Suite 900 
Dallas, TX 75201-2980 
Phone: (214) 953-6511 
Fax: (214) 661-4511 
chad.walters@bakerbotts.com 
Lead Attorney for Petitioners
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KING & SPALDING LLC 

/Brian E. Ferguson/ 

Brian E. Ferguson (Reg. No. 36,801) 
1700 Pennsylvania Avenue, N.W.  
Washington, D.C. 20006 
Phone: (202) 737-0500 
Fax: (202) 626-3737 
bferguson@kslaw.com 
Counsel for Patent Owner 
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CERTIFICATE OF SERVICE 

The undersigned hereby certifies on this 23rd day of March, 2026, that 

true and correct copies of the foregoing JOINT MOTION TO TERMINATE and 

Exhibit 1051 were served in their entirety on Patent Owner via electronic mail at the 

following addresses:  

bferguson@kslaw.com 

tboyce@kslaw.com 

Date: March 23, 2026  BAKER BOTTS L.L.P. 

 Chad C. Walters (Reg. No. 48,022) 

 Lead Attorney for Petitioner 


