
Appeal 2012-009494 
Reexarnination Control 95/001,320 
Patent US 7,181,866 B2 

The Requester's argument that "[t]his touching is considered a 

'positive engagement' due to the defonnation that occurs when the loads are 

increased" (Resp. Br. 7) is also not persuasive. While the sole 3 and the 

n1bber pins 8 may deform upon application of a load, the sole 3 is planar in 

its construction and does not include any structural features that interact with 

the n1bber pins 8 in a manner that can reasonably be characterized as 

"positive engagement," as that term is used in the context of the '866 patent. 

.Any indention fonned on the sole 3 is merely the elastic compression thereof 

and while the frictional engagement between the sole 3 and the rubber pins 8 

can be characterized as having been increased by such elastic compression, 

such engagement cannot be reasonably be characterized as positive 

engagement between the 1ubber pins 8 and the sole in view of the 

specification of the '866 patent. 

In view of the above, we do not sustain the Examiner's anticipation 

rejection of dependent claim 8 based on Okabe. 

Dependent Claim 11 

The Patent Owner argues that the rejection of claim 11 as anticipated 

by Okabe is erroneous because Okabe fails to disclose the recited "resilient 

member compris[ing] a profile like hoHow ekment that contains a tubular 

part." (Rebuttal Br. 11). The Examiner asse1is that "Fig. I [ of Okabe] shows 

that each cavity has a hollow cross section and is fonned as a tube." (RAN 

22). 

\Ve disagree with the Examiner. It is not apparent to us how Okabe 

discloses a cavity having "formed as a tube." \Vhereas the Examiner refers 
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to Figure 1 of Okabe as disclosing the claim limitation, we observe that 

Figure 1 is merely a cross-sectional view (FF 2A) and the general shape of 

the cavity is shown in Figure 2 which must be considered in conjunction 

with Figure l to understand the shape of the cavity. Figure 2 of Okabe and 

the discussion in Okabe regarding the same makes clear that the cavities 

have a planar shape as shown in Figure 2 (FF 2A, 2G), and not "as a tube" as 

asserted by the Examiner. Thus, the Examiner's anticipation rejection of 

dependent claim 11 based on Okabe is also reversed. 

Rejection of claims l, 2 and 8-10 as Anticipated by Szentes 

The Examiner rejected claims 1, 2 and 8-10 under 35 U.S.C. § 102(b) 

as anticipated by Szentes (RAN 12). 

Findings of Fact Regarding S::entes 

3. A. Szentes discloses a sole of a footwear (Abst.). Figure 2 of 

Szentes is reproduced below. 

Fig.2 

Figure 2 of Szentes is a cross-sectional view of one ,____ 

embodiment of sole 1 having a liquid filled cavity 4 between an 

upper layer 2 with notches 7, and a lower fayer 3 with notches 7 and 
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ribs 8 (pg. 10, IL 18-35; Fig. 2). Szentes discloses that when the 

"footwear is loaded by the weight of the user, the upper part 2 

moves toward the lower layer 3" and the toe and heel portions of 

the upper part "bears up against the lower layer 3." (Pg. 9, IL 30-

1-_,) ). 

B. As to the ribs and notches, Szentes states "[i]n accordance with 

the invention, a further embodiment of the footwear can be 

characterized in that the ribs formed on one of the soles of the 

footwear are realized so as to fit into the notches." (Pg. 7, 11. 32-35). 

C. In discussing a prior mi sole having a hollow cavity filled with 

a liquid, Szentes states "[t]he drawback of said solution lies in that 

walking becomes instable." (Pg. 3, 11. 30-31). 

D. \Vith respect to prior art soles, Szentes also states: 

Another deficiency lies in, in so far as surfacial parts of the two 
layers facing each other are sliding easily on one another on effect 
of sliding force cornponents, as a consequence, the person using the 
footwear has the sense of uncertainty. Connection between the two 
layers having been fixed to each other gets tom after a short use, as 
the two layers lying on each other, sliding frequently and relatively 
to a large extent, are subjected to considerable load, as a 
consequence glued material parts get torn apmi. 
(Pg. 5, 11. 19-28). 

E. Szentes also states with respect to Figure 2, "[i]f along the 

periphery of the upper layer 2 and the lower layer 3 reinforcement, 

connection of the sole l of the footwear tore, cracked, slip may 

occur." (Pg. 10, IL 29-32). 

F. With regard to Figure 2, Szentes states "[o]ne of the tasks lies in 

to prevent sliding of the two layers on one another, when the upper 
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layer 2 is lying onto the lower layer 3 in the loaded state, under the 

effect of the force component transferred by the foot from the upper 

layer 2, being parallel with the longitudinal direction or cross­

direction of the shoe." (Pg. 10, 11. 23-29). 

G. Szentes further states that one aim of the invention is that "the 

person wearing the shoe should always feel the stable support for 

the foot" (Pg. 6, 11. 14-19). 

H. In its discussion of various prior art, Szentes states that a sole 

disclosed in U.S. Patent No. 4,445,284 which includes elongated 

cells is deficient in that ''wearing results in an unsure and wobbling 

walk." (Pg. 3, 1. 33-pg. 4, 1. 3) . 

The Examiner finds that the "inner surfaces of the upper and lower 

portions [ of Szentes] are engaged to prevent relative motion in the 

longitudinal direction between the portions." (RAN 13). In addition, the 

Examiner finds that the "engagement of the inner surfaces creates a positive 

engagement" as recited in dependent claim 8 (RAN 13). 

The Patent Owner argues that Szentes does not teach a first 

configuration of absorbing loads by relative motion in the longitudinal 

direction and that Szentes "teaches away from allowing any slippage in the 

longitudinal direction" by its provision of ribs and notches (App. Br. 12, 13). 

The Patent Owner further argues that the embodiment of Figure 3 of Szentes 
~ ~ 

shows that no relative movement between the upper and lower layers is 
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contemplated because of the profile of the footbed suggests alignment of the 

layers (App. Br. 14). 

\Ve are not persuaded by the Patent Owner's arguments. The Patent 

Owner's argument that Szentes does not teach the first configuration of 

absorbing loads by relative motion is unpersuasive because it is this very 

relative motion that the provided notches and ribs of Szentes are designed to 

address when the shoe is in its 1oaded state (FF 3A-3C, 3F, 3G). If there is 

no relative motion between the upper and lower layers, there would be no 

reason to provide such notches and ribs. In this regard, the Patent Owner 

ignores the fact that the two layers of Szentes do not contact each other until 

the wearer's weight is applied to the sole (FF 3A, 3F). 

\Vhile Szentes teaches the general undesirability of relative movement 
L- ~ 

between the upper layer and the lower layer because such movement can 

result in the glued material parts tearing, such tearing is described in the 

context of when layers of the sole "are subjected to considerable load," that 

is, when the shoe is in the loaded state (FF 3D). Szentes provides the 

notches and ribs for prevention of relative motion between the layers when 

the sole is bearing weight of the wearer. not when it is in an unloaded state. 
<.,,., <.,,., ' 

The Patent Owner's argurnent that the embodiment of Figure 3 of 

Szentes shows that no relative movement between the upper and lower 

layers is contemplated (App. Br. 14) ignores the fact that Figure 3 is merely 

one embodiment and other embodiments, including that shown in Figure 2, 

do not include such a profile for the footbed (see Szentes, Figs. L 2, 4). \Ve 

also observe that in the embodiment of Figure 3, a clamping band (not 

enurnerated) surrounds the periphery of the sole which may impact the 
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ability of the layers to move relative to each other (see, e.g., Szentes, pg. 8, 1. 

3-pg. 9, 1. 2; Fig. 3). Such clamping band is not present in Figure 2. 

In view of the above, the Examiner's anticipation rejection of 

independent claims l and 9 is sustained. In addition, with the exception of 

dependent claim 8 which is addressed below, the Patent Owner does not 

present separate arguments with respect to the other claims rejected based on 

Szentes. Thus, the Examiner's anticipation rejection of dependent clahns 2-5 

and 10 over Szentes are sustained as we 11. 

Claim 8 

The Patent Owner separately argues that Szentes merely discloses 

frictional engagement and does not disclose positive engagement as recited 

by dependent claim 8 because the notches are filled with fluid, the ribs differ 

in size compared to the notches, and because the notches are only provided 

under the toes and the arch portions of the sole (App. Br. 14-15). 

None of these arguments are persuasive. Fluid is displaceable. The 

fact that ribs and notches differ in size does not preclude these structural 

features from interacting to positively engage each other. \Vhereas the 

recitation of a positive engagernent requires interaction between structural 

features as discussed supra, nothing in the claims requires a specific 

structure (e.g., same sized ribs and notches). Fmihermore, Szentes itself 

characterizes the ribs as fitting into the notches (FF 3B). J\1oreover, the 

disclosure of notches only under the toes and arch does not preclude these 

st1uctures from providing positive engagement between the upper and lower 
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layers. Therefore, we sustain the Examiner's anticipation rejection of claim 

8 based on Szentes. 

Rejection of Claims 1-11 as Obvious Over Pagani in View of Szentes 

The Examiner rejected claims 1-11 as obvious over the combination 

of Pagani and Szentes (RAN 14, 22). 

Findings of Fact Regarding Pagani 

4. A. Pagani discloses a sole tread of a footwear (Abst.). Figure 2 of 

Pagani is reproduced below. 

t}g. 2 

Figure 2 of Pagani reproduced above is a longitudinal cross 

sectional view of a sole tread 10 having a plurality of through­

channels 11 (pg. 1, 11. 47-60; Fig. 2). 

B. Pagani teaches that the sole tread "is made from a preferably 

compressibly resilient polymeric material such as rubber or [] 

synthetic plastics." ( Pg. 1, 11. 8-15). 

C. Pagani states that the "closed channels are advantageously holes 

extending throughout the lengths of the ridges, e.g. from one edge 

of the sole to the other and provide an array of air-chambers which 
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improve the softness of the sole and its adherence to the ground." 

(pg. l, 11. 47-60). 

D. Pagani states "[t]he channels 11 make the sole tread especially 

resiliently yieldable, so that the footwear article to which it is 

applied is very comfortable in use and the triangular ernbossments 

12 tend to yield under the wearer's weight so as to bring their 

sloping walls in frictional contact with the ground, thus further 

improving the already good adherence of the sole to the ground." 

(Pg. 1, 11. 67-75). 

5. The Declaration of l\1r. Frederick dated May 25, 2010 states: 

Pagani does not explicitly disclose that the inner surface of 
the upper portion of the channels 11 are engaged with the inner 
surface of the lower portion of the channels 11 due to absorbed 
shoe loads in the second configuration. In my opinion, a shoe 
could undergo very large loads depending on the weight of the 
user and the type of activity. Since Pagani discloses that the 
"[t]he channels 11 make the sole tread especially resiliently 
yieldab1e" and "the triangular embossments 12 tend to yield 
under the wearer's weight so as to bring their sloping walls 14 in 
frictional contact with the ground," it necessarily follows that the 
structure of the tread l 0 is capable of undergoing a complete 
collapse of at least one of the channels 11 of the tread l 0 such 
that an inner surface of the upper portion of a given channel 11 
is engaged with the inner surface of the lower portion of the 
given channel due to absorbed shoe loads when the absorbed 
shoe loads are sufficientlv laro-e . .; 0 

(~f 83). 
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The Examiner finds that the resilient members (channels 11) of Pagani 

have a first configuration where the upper and lower portions of the channels 

11 are spaced from each other, and ''inherently has a second configuration 

when a load is absorbed by the resilient rnember where the inner surfaces of 

the upper and fower portions move toward one another." (RAN 14). The 

Examiner also finds that Szentes teaches that such channels "results in an 

unsure and wobbling walk, 11 citing the prior art discussion in Szentes 

regarding U.S. Patent No. 4,445,284, which discloses a sole with elongated 

cells, and finds that Szentes solves the problem by preventing sliding 

through engagement between the upper and lower portions (RAN 14-15, 29; 

FF 3H). The Examiner concludes that it would have been obvious to 

"modify the outso1e of Pagani so that the inner surfaces of the channels 

contact each other upon application of a load oblique to the perpendicular 

direction, as taught by Szentes, in order to provide a shoe that feels stable 

when walking or running." (Ans. 15). 

The Requester agrees with the Examiner and argues that it would have 

been obvious to one of ordinary skill in the art "to apply the solution 

disclosed in Szentes to the outsoles of Pagani" and one of ordinary skill in 

the art would have known how to modify a resilient member in the form of 

an open channel stn1cture based on a resilient member in the form of a single 

enclosed space in the sole, referring to the Declaration of l"vir. Frederick in 

suppmi (Resp. Br. 9; see also Deel. of J\1r. Frederick if4l 75-91). 

The Patent Owner argues, inter alia, that Pagani fails to disclose the 

second configuration because the sole is "especially resiliently yieldab1e," 
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which would result in relative motion during push off and that Pagani relies 

on this relative motion for adherence and comfort, whereas Szentes teaches 

away from any relative motion (App. Br. 15-16). The Patent Owner further 

argues that because Pagani describes multiple through-channels 11 whereas 

Szentes relies on one fluid-filled cavity 4, "it is unclear precisely how and 

why - without the benefit of hindsight reasoning - one of ordinary skill in the 

art would combine these references to arrive at the Patent Owner's claims." 

(App. Br. 16). 

\Ve agree with the Patent Owner's contention that impermissible 

hindsight is being applied by the Examiner. In our view, a fair reading of 

Szentes suggests not using a plurality of small channels such as that 

disclosed in Pagani, because Szentes disparages such a configuration (FF 

3Fl:). In this regard, rather than modifying the plurality of small channels in 

the sole of the prior art, Szentes suggests using a single, large cavity in all of 

the different embodiments disclosed. 

In addition, it is also evident that in order for the invention of Szentes 

to work, there must be contact between the upper and lower layers. While 

we agree with the Examiner that the inner surfaces of the upper and lower 

portions of Pagani will move toward one another when a load is absorbed, 

Pagani is silent as to any contact between the inner surfaces of the upper and 

lower portions, nor does Pagani discuss the extent of this movement. This 

silence is factually problematic, especially considering the small size and 

distribution of the channels along the sole (FF 4A, 4C). It is not apparent to 

us that channels of Pagani would necessarily be compressed to the extent 

wherein the upper and lower portions are "engaged" as recited in claim 1. 
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\Vhereas the Requester relies on the Declaration of lVfr. Frederick (FF 

5), the particular statement relied upon is unpersuasive because it is 

conclusory and unsubstantiated by persuasive objective evidence. In 

particular, we are not persuaded that the disclosure in Pagani that the 

channels make the sole tread especially resiliently yieldable and that the 

triangular embossments yield establishes that "the structure of the tread l O is 

capabfo of undergoing a complete collapse of at least one of the channels 11 

of the thread" as asserted by the declarant (id.). This opinion appears to be 

based on application of shoe loads that are "sufficiently large." (FF 4). 

However, the mere fact that the claims are silent as to the amount of the 

applied load does not mean that there is no implied limitation as to the 

amount of load considering the subject matter of the claims and the prior art 

are soles of shoes. Even the most rigid structures can "completely collapse" 

if the loads are "sufficiently large." 

Furthermore, it is not apparent why one of ordinary skill would apply 

the teachings of notches and ribs as applied to a large, singular cavity as 

taught in Szentes, to small channels shown in Pagani which is very different 

from the cavity disclosed in Szentes (compare FF 3A vvith FF 4A). Hence, 

we find merit in the Patent Owner's argument that the Examiner appears to 

be engaging in hindsight reasoning to arrive at the Patent Owner's clahns. 

Thus, in view of the above considerations, whereas the Examiner has 

articulated a reason for modifying the sole of Pagani, and in view of the ... ._, ._, , 

preponderance of the evidence before us, our impression is that the reason is 

based in impermissible hindsight Correspondingly, the Examiner's rejection 

of clairns 1-11 as obvious over the combination of Pagani and Szentes is not 
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sustained. The additional arguments such as those directed to dependent 

claim 8 are moot. 

Rejection of Claims 1-11 as Obvious Over Takahashi in View of 

Szentes 

The Exarniner rejected claims 1-11 under 35 U.S.C. § 103(a) as being 

unpatentable over Takahashi in view of Szentes (RAN 17, 23). 

Findings of Fact Regarding Takahashi 

6. Takahashi discloses a shoe sole (pg. 1, if 1). Figure l of Takahashi 

is reproduced below. 

Figure l of Takahashi reproduced above shows a side view of 

an embodiment of shoe sole 1 including a plurality of ridge bodies 

7 containing passage holes 6 (pg. 1, if 3; pg. 2, ,r 2; Fig. 1). 

Analvsis 
✓ 

The Examiner's rejection of the claims based on the combination of 

Takahashi and Szentes, and the arguments proffered by the Patent Owner 

and the Requester are substantively similar to the obviousness rejection 

based on the combination of Pagani and Szentes discussed supra (see RAN 

17-19, 23; App. Br. 17-19; Resp. Br. 9-1 O; Deel. of Mr. Frederick, ,ril 92-
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107). The disclosure of Takahashi is substantively similar to that of Pagani 

(compare FF 4A with FF 6). 

Therefore, for substantively the same reasons already discussed with 

respect to the obviousness rejection based on the combination of Pagani and 

Szentes, we likewise conclude that the Examiner's obviousness rejection of 

claims 1-11 based on the cornbination of Takahashi and Szentes is based on 

impermissib]e hindsight, and is not sustained. 

Rejection of Claims 1-11 as Obvious Over lnohara in View of Szentes 

The Examiner rejected claims 1-11 under 35 U.S.C. § 103(a) as being 

unpatentable over lnohara in view of Szentes (RAN 19, 23). 

Findings of Fact Regarding lnohara 

7. lnohara discloses a shoe sole (Abstract). Figure 13 of Inohara is 

reproduced below. 

FIG.13 

Figure 13 of lnohara reproduced above shows a side view of an 

embodiment of a shoe having an interlayer body 11 with a plurality 

of apertures 12 (col. 2, 11. 24-26; col. 5, 11. 16-24; Fig. 13). 
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The Examiner's rejection of the claims based on the combination of 

Inohara and Szentes, and the arguments proffered by the Patent Owner and 

the Requester are also substantively similar to the obviousness rejection 

based on the combination of Pagani and Szentes discussed supra (see RAN 

19-21, 23; App. Br. 17-19; Resp. Br. 10; Deel. ofl\fr. Frederick, i1i-f 108-

121). The disclosure of Inohara is substantively similar to that of Pagani 

( compare FF 4A 1,vith FF 7). 

Therefore, for substantively the same reasons already discussed with 

respect to the obviousness rejection based on the combination of Pagani and 

Szentes, we likewise conclude that the Examiner's obviousness rejection of 

claims 1-11 based on the combination of Inohara and Szentes is based on 

impermissible hindsight, and is not sustained. 

Declarations 

The Patent Owner argues that the declarations of 1\1ssrs. Ben1hard, 

Corigliano and Sage were not given proper weight in favor of non­

obviousness of the claimed invention (App. Br. 29; Rebuttal Br. 5-8). The 

Examiner states that the declarations relied upon by the Patent Owner are 

insufficient to overcome the obviousness rejections because "there is no 

showing that the objective evidence of nonobviousness is commensurate in 

scope with the claims (RAN 24). The Requester agrees (Resp. Br. 11-13). 

This issue is moot because the obviousness rejections are not 

sustained as discussed supra. As to the Examiner's rejections of the various 

claims under 35 U.S.C. § l 02(b) which have been sustained, the declarations 
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which attest to the superior results attained by certain commercially 

implemented shoes are not pertinent. ln re JYiggins, 488 F.2d 538, 543 

/C'C-'P ,\ 19'73·· \. , .· .t-'l. I ). 

ORDERS 

1. A. Rejection of claims 1-5, 9 and l Oas anticipated by Okabe is 

AFFIRl\1ED. 

B. Rejection of claims 8 and 11 as anticipated by Okabe is 

REVERSED. 

2. Rejection of claims 1, 2 and 8-10 as anticipated by Szentes is 

AFFIRMED. 

3. Rejection of clairns 1-11 as obvious over Pagani in view of Szentes 

is REVERSED. 

4. Rejection of claims 1-11 as obvious over Takahashi in view of 

S . . R1:,vri:::R ST'I) zentes 1s e c, , e _ . 

5. Rejection of claims 1-11 as obvious over lnohara in view of Szentes 

is REVERSED. 

6. Rejection of claim 11 under 35 U.S.C. § 112, second paragraph, as 

being indefinite is REVERSED. 

Requests for extensions of time in this inter partes reexamination 

proceeding are governed by 37 C.F.R. §§ 1.956 and 4L77(g). 

AFFIRl\t1ED-IN-P ART 
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L BACKGROUND INFOR1\1ATION 

A. Qualifications and Experience 

1. MY professional background and qualifications are set fmth in my 

Curriculurn Vitae, a copy of which is attached. I provide a surnrnary of my 

background and qualifications below. 

2 I have over thirty years of experience in the athletic and ca.5ual 

footwear industiies. I have been directly involved with the conception, design and 

developrnent of more than S::D new footwear products and have supervised the 

design and develop1nent of upwards of a thousand new footwear pruducts. l\!1y 

expelience includes direct participation in all aspects of the shoemaking process, 

including coming up vvitl1 new pruduct concepts, design, developrnent, 

commercialization and manufactuling. l'v1y expelience also includes the choice of 

materials, constructions and processes. 

3 I an1 currently a partner in U-Tum Sports, Co., LLC, a company I 

helped establish to conceptualize and develop proplietary invention.-:; for tl1e 

footwear and related sports industries. I an1 also currently President of LEXZ9, 

Inc., a cornpany tliat provides creative footwear solution.-:; through innovative 

product design, research and development. Our clients have included nun1erous 

well-known crnnpanies who design and develop footwear, including Reebok 

Keds, Teva, K-Swiss Clarks, Colurnbia Sportswear arid Tirnbedar1d. 

1 
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4 I previou<:>ly worked as the :tv1anaging Director of Footwear Design at 

Reebok Inten1ational from lffE lSfE My work at Reebok included supervising 

the design process for the cornplete rd.nge of Reebok footwear. I managed a group 

of over 45 designers, color and trend specialists as well as design support groups. I 

personally designed Reebok's first Dl\1X technology footwear, and this footvvear 

was Reebok' s nurnber one volurne technology product in 1SB5 and lf:93. In 1~ 

I received the Reebok Presidential Achievement Award. 

5 I also worked at Rockport Corporation frurn lffil-1933 where I was 

Vice President, Design and Advanced Concepts. I was;;; responsible for managing 

line direction, design and developrnent of the cornplete range of Rockport f ootvvear 

from conceptual design to final product I also worked at Adidas USA from 1983-

lffi), where I wa.-:; Vice President of Footwear Design and Developrnent and I was 

responsible for the complete range of Adidas USA footwear. I'v1y work at Adidas 

included global design and develop1nent responsibility for Adida.-:; ba.-:;ketball, 

fitness, cross training and hard court tennis categories. I also worked at Kangaroos 

USA frorn lffiJ- 1937, where I wa.s Vice President of Research and Design My 

work at Kangaroos included responsibility for an design of performance athletic 

products and technology including the p:1tented DynacoiL I also worked at NIKE, 

Inc. frorn 19:0-1934, where I was a footwear designer and Advanced Concepts 

Product l'vianager. I'v1y work at NIKE included de.signing and developing advance 
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concept perforrnance a.nd style crnnr.x)nents, systern.-:; and processes for casual, 

court and cleated shoe lines. I also directed the development and handled upper 

and sole design for vaiious categories of footwear. My work also included 

designing some of the first AIR casual and n1nning products for the NIKE brand. 

6 I hold over 40U.S. utility and design patents (alone or as co-inventor) 

relating to footwear and I have other applications pending relating to footwear. A 

list of those patents is included in my CuniculLm1 Vitae. 

7. I have been retained on behalf of the Patent Ovvner of U.S. Patent 

Number 7,317,011 ("the' 011 Patent"), NIKE, Inc. ("NIKE") in connection with 

tl1e Petition for Inter Partes Review of the' 011 Patent ("Petition"). 

8 I underst.and that at the san1e time NIKE is submitting this 

Declaration. it is also filing a I'v1otion to A1nend the '011 Patent in which it is 

cancelling issued claims 1-46, and proposing substitute claim-:; 47-::D I have been 

asked to off er a.n opinion regarding whether pror.x)sed substitute claims 47-SJ are 

supported by the disclosure of the patent application that led to the issuance of the 

' 011 Patent. 

9 I have also been asked to offer my opinion regarding whether 

substitute claims 47-:::D would have been anticipated by or rendered obvious to a 

person of ordinary skill in the art at the tirne of tl1e invention of the ' 011 Patent in 

light of the prior mt references relied on by Petitioner in the Petition (" Petition 
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Prior Art"), or in light of the prior art cited by the Patent and Trademark Office 

("PTO") during prosecution of the' 01 l Patent 

B. Data and Other Information Considered 

10 In fanning my opinions;;;, I have reviewed: (i) Petitioner's Revised 

Petition for Inter Partes Review datt:,-'Cl Decernber 10, 3J12 ("Petition"); (ii) all of 

the exhibits and prior art submitted \Vith the Petition, re., Exhibits l(XH-1013 (iii) 

Decision Instituting Inter Partes Review entered l\1ay 17, 3)13 (iii) the deposition 

transcript of Petitioners Dedarant, l\1r. Edward Frederick, dated July 23 3J13 (I 

also attended Mr. Frederick's def.-X)sition in person); (iv) the prior art references 

listed on pages 1-2 of the '011 Patent (Ex. 10:l~; (v) excerpts from J\;fan-l\1ade 

Fiber and Textile Dictionary ( 4h Ed. 1935) (Ex. 3Jl 1); and (vi) excerpt frorn 

Randrnn House \,Vebster' s Unabridged Dictionary (21
d Ed. a:fJl) (Ex. 3J12). 

11. I intend to continue to review materials that may inforrn rny opinions 

expressed in this Declaration I reserve the right to arnend or supple1nent this 

Declaration and to rely on additional materials and testimony brought to my 

attention during the course of this proceeding. 

C. Compensation 

12 I an1 being con1pensated at my normal consulting rate of $2;25 per 

hour for my time spent in connection with this case. l am being separately 

reirnbursed for ar~y out-of-pocket expenses. No pa1t of rr~y cornpensation is 
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dependent on the outcorne of this proceeding or the nature of the opinion.-:; that I 

express. 

D. 

13 

Principles of Claim Construction, Antidpation and Obviousness 

To render nw analvsis, I have been infrnmed about the legal standards 
J J 

for clairn construction and patent validity. 

14. \ivith regard to claim con.-:;truction, I understand that in an inter pa rtes 

review, clairn tern1S are given their broadest reasonable construction in light of the 

specification of the patent in which they appear. (Decision Instituting Inter Partes 

Review entered I'v1ay 17, 3J13, p. 10 (hereinafter "Decision"). I understand that 

under the broadest reasonable interpretation standard, claim te1ms are presun1ed to 

be given their ordinary and customary 1neaning a.s understood by one of ordinary 

skill in the mt at the tirne of tl1e invention. (Id.). I understar1d tl1at one rnust be 

careful not to read a specific ernbodirnent appeaiing in tl1e wlitten description into 

tl1e dairn if the dairn lar1guage is broader than tl1e ernbodirnent (Id. at 11). 

15. \ivith regard to validity, I understand that a proposed p:1tent dairn is 

not patentable if a single prior art reference "anticipates" the dairn. I understar1d 

that anticipation requires that the four corners of a single, prior mt document 

describe each arid every elernent recited in a dahn, expressly or inherently, such 

that a person of ordinary skill in the art could practice the invention without Lmdue 

experirnentation. I also understand that the clairn elernents rnust be mranged in the 
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prior art reference in the sarne way as in the clairn. I also understand that the prior 

art reference must enable one of ordinary skill in the art to make and use the 

clairned invention without undue experirnentation 

16 I understand that if a prior art reference does not expressly set forth a 

particular element of the clairn, that reference still may anticipate if that elernent is 

"inherent" in its disclosure. An elernent is inherent in a disclosure if one of 

ordinmy skill in the art, at the time of the filing of the patent at issue, would have 

found that the disclosure makes clear that the missing descriptive matter is 

necessad{y present in the thing described in the disclosure. Inherency, however, 

may not be established by prubabilities or possibilities. The rnere fact that a 

certain thing may re.sult from a given set of circumst.ances is not sufficient 

17. In addition to disclosing every elernent of the clairn, a prior art 

reference must enable one of ordinmy skill in the art to n1:lke the anticipating 

subject 1natter without undue experirnentation I understand that undue 

experin1entation is a conclusion reached by weighing factual considerations, such 

as the quantity of experimentation necessmy and the amount of direction or 

guidance presented. 

18 I also understand that a claim is not patentable if the clairned 

invention would have been "obvious" to a person of ordinary skill in the art at the 

time of the claimed invention \,\tith regard to obviousness, I have been infrnmed 

6 
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that the inquiry is whether the differences between a dairn and the prior art are 

such that the claimed suqject matter as a whole would have been obvious at the 

time the invention was made to a person having ordinary skill in the art to which 

the claim pertains. I understand that this inquiry involves four factors: ( 1) 

deterrnining the scope and content of the prior art: (2) ascertaining the differences 

between the clairn and the prior art; (3) resolving tl1e level of ordinary skill in tl1e 

pdor mt; and (4) considering any secondary or objective evidence of 

nonobviousness. I understand tlmt oQjective evidence of nonobviousness includes 

a long felt need for the invention 

19. I understand that a patentable invention car1 be a new combination of 

new and.,6r old elements. I understand that a patent claim cornposed of several 

elernents is not proved obvious rnerely by dernonstrating that each of its elernent-:; 

was, independently, know11 in the prior art. 

3:). I have been inforrned that even if many patents exist in a particular 

field (e.g., footwear), that fact alone would not make it obvious to combine their 

featmes. I understm1d that the obviousness a.nal ysis requires tliat there rnu-:;t be 

some reason why a person of ordinary skill in the art would have thought to 

combine particular available elements of knowledge, as evidenced by the prior art, 

to reach the clairnt'Cl invention. I fmther understand that exmnples of rationales 

that may support a conclusion of obviousnes_s;;; include: (a) combining prior art 

7 

Patent Owner NIKE, Inc. Exhibit No. 2010 - page 10 
Skechers EX1013-p. 6860 

Skechers v Nike 



elements according to knmNn rnethods to yield predictable result<:>; (b) sirnple 

substitution of one known elen1ent for another to obtain predictable result.s; (c) use 

of a kr1ovvT1 technique to irnprove similar devices in the same way; (d) applying a 

known technique to a known device ready for improvement to yield predictable 

result.-:;; (e) "obvious to try" - choosing frrnn a finite number of identified, 

prt'Clictable solutions, with a reasonable expectation of success; (f) known work in 

one field of endeavor may prornpt vadations of it for use in either the &1111e field or 

a different one based on design incentives or other market forces if the vmiations 

are predict.able to one of ordinary skill in the art; or (g) sorne teaching, suggestion, 

or rnotivation, either in the prior mt references themselves, or in tl1e kr10wledge 

generally available to one of ordinary skill in the ait, t1'1:'1t would have led one of 

ordinary skill in tl1e art at the ti1ne of tl1e invention to rnodify the prior art reference 

or to combine prior art reference teachings to anive at the claimed invention 

21. I understand tl1at a need or proble1n known in tl1e field of endeavor at 

the time of invention and addressed by the patent can provide a reason for 

crnnbirrlng the elernents in the n1a.nner dairned. However, I also understand tliat if 

a person of ordinmy skill in the art would have had reason to attempt to n1ake the 

claimed device, it mu .. -:;t be shown that such a person would have had a reasonable 

expectation of success in doing so. 
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Z::: I further understand that ., hindsight" may not be used to deternline 

obviousness. In other words, the claims of a patent cannot be used as a blueprint 

or plan to rnerely lurnp together rnultiple prior art references that each disclose 

some elen1ent of the claims. 

23 I have also been informed that it is irnproper to cornbine references 

where the references "teach awav" frurn their cornbination I understand tliat a 
J 

reference may be said to teach away when the reference's disclosure would 

discourage or dissuade a person of ordinary skill, upon reading the disclosure, f1u1n 

doing what the inventor actuallv and successfullv did. 
J J 

24 I further ur1derstand there is no suggestion or rnotivation to make a 

modification to a prior art reference if the proposed modification would render the 

prior art invention ur1Satisfact01y for it5 intended pw1JOse. 

25. I also understand that an obviousness allegation cannot be supported 

by a modification or cornbination of the prior art tliat would require a substantial 

reconstruction and redesign of the elen1ents shown in the primary reference as we11 

as a cba.nge in tl1e basic principle under which the prirriary reference was designed. 

to operate. 

26 I have also been infonned that condusory statements are insufficient 

to suprJOrt a conclusion of obviousness. Ir1Stead, I understand tliat tl1ere rnust be an 
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articulated basis on which it can be concluded that it would have been obvious to 

make the daimed invention. 

Zl. I also understand that claims rnay not be patentable if they are directed 

to obvious design choices. Specifically, I understand that a patent daim that sin1ply 

arrd.nges old elernents with each perfonning the same function it had been known 

to perf onn is not patentable. I understand that the crnnbination of familiar· elernents 

according to known methods can be obviou .. s;;; when it does no more than yield 

pn_,~lictable results. 

28 Finally, I understand that the patent owner in an inter partes review 

has the brnden to show each proposed dairn is patentably distinct over tl1e prior 

art 

II. SUMMARY OF MY OPINIONS 

29 It is my opinion that, as explained below, proposed substitute claims 

47-SJ are supported by tl1e originally filed application ("' 011 application") tliat 

became the ' 011 Patent 

3) It is also rny opinion tliat tl1e substitute claims are not anticipated by 

the Petition Plior Art and they would not have been obvious to a person of ordinary 

skill in tl1e art as of tl1e filing date of the' 011 Patent (iviarch 3 aDJ). In addition, 

the substitute dain1s are not anticipated by, or obvious in view of, the prior art 

references cited during prosecution of tl1e' 011 Patent. 

10 
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HI. OVERVIEW OF THE '011 PATENT 

31. The' 011 application was filed on l'v1arch 3 aI)1-. The' 011 Patent 

issued on l'v1arch 25, axE Except for the claims, the specification of the '011 

application and the specification of the '011 Patent are the &1111e. The '011 

application dravvings and the' 011 Patent drmvings are the smne. \!\then citing to 

portions of the 'CH 1 Patent, I \viU also include a citation to the corresponding 

portion of the· 011 application (where applicable). The' 011 Patent was previously 

submitted as Ex. 1CD2 The' 011 application is contained in Ex. lCill (the' 011 

Patent file history) at pages 159- lffi 

32 The' 011 Patent is generally directed to an article of footwear having a 

textile upper. The '011 Patent explains that the upper incorporates a textile 

element that can be fom1ed using various different processes: 

Textile element 40 is pdmarily formed from one or more yams th:1t 
are rnecbanicall y-rna.ni pulated through either a.n intervveaving, 
intertwining and t\visting, or interlooping process, for exmnple. As 
discussed in the Background of the Invention section above, 
interweaving is the intersection of two yams that cross and interweave 
at right angles to each other. The yarn.-:; utilized in interweaving ml~ 
conventionally referred to as warp m1d weft Intertwining and twisting 
encompasses prucedures such as braiding and knotting where yan1s 
intertwine with e.ach other to fonn a textile. Interlooping involves the 
fonnation of a plurality of colu.nrrL5 of intenneshed loops, vvith 
knitting being the rnost cornrnon rnethod of interlooping. Textile 
element 4llma.y, therefore, be frnmed fron1 one of these pmcesses for 
manuf actuting a textile. 

A vadety of mechanical prucesse-s have been developed to 
manufactme a textile. In general, the mechanical processes may be 

11 
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cla.-:;sified a.5 either WillTJ knitting or weft knitting. \r\ith regard to warp 
knitting, various specific sub-types that rnay be utilized to 
manufacture a textile include tricot, raschel, and double needle--bar 
raschel (which further includes jacquard double needle-bar raschel). 
\,Vith regard to weft knitting, various specific sub-types that may be 
utilized to manufacture a textile include circular· knitting arid flat 
knitting. Various types of circular knitting include sock knitting 
(narrow tube), body garment (seamless or wide tube), and jacquard. 

Textile elernent 40 may be formed through any of the 1nechanical 
prucesses discussed above. Accordingly. textile ele1nent 40 may be 
formed on either a warp knitting machine or a weft knitting machine. 

(Ex. 1CD2at 6 51- 7: 11ij; (Ex. l(X:Bat 163- lffi, ~~[41-43). 

33 The '01 l Patent also explains that the textile elen1ent is "a single 

material elernent that is frnrned to exhibit a unitary (j.e., one-piece) construction 

... " (Ex. 1CD2 at 5 :.=B-33); (Ex. la:B at 100 ~~. The patent further states that 

., [a]s defined for purr.x)ses of the present invention, unitary con-:;truction is intended 

to express a configuration wherein portions of a textile elernent are not joined 

together by semns or other connections ... " (Ex. 1G)2 at fi 42-4tl (Ex. l(XX3 at 

1EB,I4Q. 

34 The '011 p:1tent includes multiple different embodiments of the 

invention. One ernbodirnent is shown in Figure 9, which is repruduced below. 
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Figure 9 

(Ex. 1CX)2 Fig. ~~; (Ex. lCX:B at l~:X:i. 

35. The ' 01 l Patent describes this embodiment as follows: 

An example of a textile structure ff) that may be fanned with a wide­
tube circular knitting machine is depicted in FIG. 9 Textile structure 
ED has a oenerallv cvlindrical confiomation, and the tvpe-'s of stitches b ., J b J 

vary throughout textile stmcture ED so that a patten1 is fom1ed \Vith 
the outline of textile element 40 That is, differences in the stitches 
within textile structure ED fonn an outline vvith the shape and 
proportions of textile elernent 40 

... The outlines for at least two textile elements 40may, therefore, be 
fanned on textile structure ED Referring to FIG. 9, the outline of 
textile elernent 40is depictt:,-'Cl on a frunt portion of textile structure ED, 
and the outline of another textile element 40 is depicted on a rear 
portion of textile structure ED Accordingly, a first textile element 40 
and a second textile element 40 may be simultaneously fanned in a 
single textile structure ED As the diarneter of textile elernent ED is 
increased or the width of textile elernent 40 decreases, however, c:m 
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even greater nwnber of textile elernents 40may be outlined on textile 
structure ED 

... The types of stitches that frnm textile structure EDmav be varied to 
V J 

f onn an outline of one or rnore textile elements 40 on textile structure 
ED That is, the wide-tube circular knitting machine rnay be 
progran1med to fonn different types of stitches in textile structure ED 
so as to outline one or mme textile element5 40 Each textile element 
40 is then rernoved frorn textile structure ED with a die-cutting, la.ser­
cutting. or other conventional cutting operation. Once textile elernent 
40:is rernoved frurn textile structure ED, seams 51-54rnay be fanned 
and textile element 40may be incorporated into footwear 10 

(Ex. 1CD2at 7: 41- 8 14); (Ex. lCX:Bat lffi- 70~1~145-47). 

36 As Figure 9 and the above--quoted discussion illustrate, this 

ernbodi1nent is made u-:;ing a circular knitting process and requires that the textile 

element [ 40J be fanned as part of a larger textile structure [ EDJ. Because this 

embodiment is frnmed as part of a larger textile strncture, it requires additional 

processing to re1nove the textile elernent [40J f1u1n the textile structure [EDJ. (E.g., 

(Ex. 1G)2 at 88- lQ; (Ex. 1CD3 at 170 ~[47) ("Each textile element 40 is then 

rernoved frorn textile st1uctl11e ED vvith a die-cutting, h:-iser-cutting, or other 

conventional cutting operation"). One of the five independent clahns in the' 011 

Patent is directed specifically to this e1nbodirnent. For exarnple, dairn 33requires: 

?6 An artide of footwear comprising: an upper incorporating a 
knitted textile element formed with a knitting machine, the textile 
element being removed from a textile structure that includes an 
outline of the textile element, and the textile elernent having edges tl:iat 
are joined together to define at least a portion of a void for receiving a 
foot, wherein the textile elernent incorporates a single type of textile 
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having a plurality of knit constructions; and a sole structure secured to 
the upper. 

(Ex. 1CD2 at 1:147 - 14: 6) ( emphasis added). 

37. The ' 01 l Patent makes it de.ar that the invention described in the 

specification also covers textile elernents that are not forrned as part of a larger 

textile stn1cture from which they must be removed. For exan1ple, the 'CH 1 patent 

states that the "[t]extile elernent may be fanned as a part of larger textile elernent 

[from which it is removed]." (Ex. 1CD2 at 5 43-45); (Ex. 1CD3 at 1E6, ~35) 

(ernpha-,is added). Moreover, the '011 Patent illustrates rnultiple exarnples in 

which the textile element is shown in its final shape and is not described as being 

frnmed as part of a larger textile stnJcture f mm which it rnust be removed. Such 

exa.rnples are shown in Figures 8, 10 arid 11. Figure 8 is reproduced below. 
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(Ex. 1CD2 at Fig. ~; (Ex. 1CTB at 19q. 

:B The '011 Patent repeatedly discloses flat knitting as one way of 

making the textile element (E.g., Ex. 1CD2 at 7: :5-8 Ex. lCTB at 163-ffi, ~42 

"VVith regard to weft knitting, various spt--cific sub-types that may be utilized to 

manufacture a textile include circular knitting and flat knitting."; (Ex. 10J2 at 

10 8- 14; Ex. 1003 at 173, ,[54 "The types of knitting that may be utilized to f orrn 

different zones \Vith different properties (e.g., yam characteristics, textures, etc.) 

may vary significantly to include ... flat knitting ... "); (Ex. 1CTJ2at 11:38-41, Ex. 

la:Bat 175-76, 4l"[E59"Similar1y, other types of knitting, such as[] flat knitting, may 

be utilized within the scope of the present invention to impart valious textures, 

16 

Patent Owner NIKE, Inc. Exhibit No. 2010 - page 19 
Skechers EX1013-p. 6869 

Skechers v Nike 



different properties, or different yarn types to the textile elernent"); (Ex. l(D2 at 

12 32-:33, Claim 15, " ... the weft-knitted textile elen1ent is created by flat 

knitting."): (Ex. laJ2 at 14 32-42 Clairn 4l " ... an upper incorporating a flat­

knitted textile element, the flat-knitted textile element having ... "). 

The' 011 Patent thus rna.kes it clear that the textile elernents in Figures 

8 10 and 11 can be made using flat knitting. During his deposition, Petitioner's 

dedarant (l\!Ir. Frederick), agreed that the' 011 Patent teaches that wh:1t is shown in 

Figure 8 can be made on a flat knitting rnachine. (Frederic Dep. Tr., Ex. am at 

1 lEl The disclosure in the '011 Patent that the textile elernents in Figures 8 10 

ar1d 11 can be made using flat knitting makes it dear that tl1ese textile elernents car1 

be knit to the shapes shown in these figures (i.e., without surmUI1ding textile 

stluctw1~) using flat knitting. 

40 l\!Ioreover, one of ordinaiy skill in the art would underst.and that such 

textile elernent5 knit to the shape of Figures 8 10 and 11 u5ing flat knitting would 

have flat knit edges because the edges, rather than being fanned by cutting fmm a 

larger textile structtue, are fanned directly by the flat knitting machine. Such flat 

knit embodiments shown in Figures 8 10 and 11 are consistent with independent 

claims;;; in the '011 Patent such as issued independent claims l, 16 24 a11d 4l 

which can be made using flat knitting ar1d (unlike issued dairn 33) do not require 

rernoval of the textile element f mm a larger textile stn1cture. 
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41. l\1oreover, one of ordinary skill in the art would understand frorn the 

'011 Patent that if the textile element is cut from a surrounding textile structure, it 

would have cut edges (not knit edges) that would require fwther proces.-:;ing to 

finish the edges. (S:>e, e.g., 'CHl Patent, Ex. 1CD2at 8810 "Each textile element 

40 is then rernoved frurn textile structure ED v'v1th a die-cutting, laser-cutting, or 

other conventional cutting operation."); (Glidden, Ex. llD7p. 2 11. 4~3--63 "\,\here 

the cutting of the textile upper ... leaves a raw textile edge which might ravel or 

fray, the edges may be protected, as by an overcast stitch ... "); (\!Vhiting, Ex. 1cm 

at 3 ffi- 4 lE~ "[T]he last l6n1:1y be provided with a guide groove 3Jalong which 

a cutter effects severc:rr1ce of portion 13 frurn the ultimate upper 11. . . . The shoe is 

now complete except for pmviding a finish for the contour edge of the upper. . .. 

[S]aid edge may be seared v'v1th a heated tool to fuse the fibers of the yarn along the 

severance line to coagulate the same and form a finishing bead 21. ... Fig. 5 

shows another edge-finishing method, the sarne entailing the application of a 

binding 2.2 by stitching, cementing or pasting the same in place."). 

·1,-) .{::IL. After a flat knit textile elernent such as that shovvn in Figure 8 is knit 

to shape, various fiat knit edges of the element are joined together to fonn an 

upper. An example of the upper that is formed is shown in Figures 2- 7 of the' 011 

Patent and' 011 application. (Ex. 1CD2 at Figs. 2- 7); (Ex. lCXB at lffi.91). As 

shown in Figures 2 and 4 (which are reproduced below), the specification descdbes 
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the upper as having a lateral region [31]. an opposite 1nedial region [:Ql, an instep 

region [:33J, a lower region [34], and a heel region [35J, and an ankle opening [33J. 

(Ex. l(X)2at 5 18-2(), 622-24): (Ex. l(XBat lffi ~134). 

31 

j -"· 
54 6 Figure 2 

' ' H 

30 

) 

+---53 
i 

\\ ~-·31 l\ . Figure 4 
'· ~ 

43 The' 011 Patent describes how the generally planar textile element is 

fanned into an upper as follows: 

Textile element 40 exhibits the general shape depicted in FIG. 8 prior 
to the forrnation of seams 51-54 Follovving formation of searns 51-54, 
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however, textile ele1nent 40exbibit5 the shape of upper ::t)depicted in 
FIGS. 2- 7. Seams 51-54 are fanned by securing various edges of 
textile elen1ent 40together .... 
Textile element 4(), as depicted in FIG. 8, has a generally planar 
configuration Upon the formation of searn 51, however, one portion 
of textile elernent 40 ovedaps the other portion of textile elernent 40 
The volun1e between the overlapping portions effectively forms a 
portion of the void within upper 3:)for receiving the foot 
The folding or overlapping of textile elernent 40 to forrn searn 51 
places edge 42a adjacent to edge 42J, which facilitates the formation 
of sea.rn 52 \t\iith reference to FIG. 8 an edge 45forms a generally u­
shaped area in textile element 40 Upon the joining of edges 42a and 
4a1 to form seam 52 the u-shaped area becornes an aperture in textile 
elernent 4()and effectively frnrn.-:; aru<le opening 3:i ... 
Follovving the fonnation of each of searns 51-54, the manufacturing of 
upper 3Jis essentially complete. 

(Ex. l(X)2at 5 58- 6 :-Q; (Ex. lCTBat 167-ffi, ~11[ :£-:!]. 

44 The '011 patent teaches that the various embodiments shown in 

Figlires 8- 11 provide certain advantages over tl1e prior art One advantage is that 

the invention is more efficient than the prior art from a manufacturing perspective. 

For exarnple, the '011 Patent explains that conventional uppers include various 

different matedals that individually are stitched together or adhesively joined. (Ex. 

1CTJ2 at 11: 6- 18); (Ex. lffi3 at 175, 1[,[ 58). In contrast, by f rnrning the textile 

element to be a single, knitted element of a unitaiy con-:;truction, efficiency is 

increased because it is not necessary to join together numemu5 different materials. 

(Id.; see a/50 Ex. 1CD2at 2 62--- 3 16 and 9 Z3-3E5). 

45 One of skill in the art would also understar1d that by flat knitting tl1e 

en1bodiments shown in Figures 8, 10 and 11 efficiency can be increased. As 
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discu5sL-d above, the ernbodiment described in Figure 9 (and clairned in issued 

claim ~ requires that " [e]ach textile element 40 [be] removed from textile 

stluctw1~ ED vvith a die-cutting, laser-cutting, or other conventional cutting 

operation." (Ex. 1CD2 at 8 8- lQ. In contrast, the embodin1ents shown in Figures 

8, 10 and 11 are formed without a sunounding textile structure from which the 

textile elernent rnust be rernoved. Such ernbodirnents are rnore efficient frurn a 

manuf actrning perspective because they eliminate the additional "cutting 

operation" after knitting associated ,vith the ernbodirnent shovvTl in Figure 9 

46 In addition, such embJdiment-:; are efficient because they also 

eliminate the ext.la processing steps associated with stabilizing the cut edges. 

(E.g., Glidden, Ex. l(D7 p. 2 IL 43-EB "\ivhere the cutting of the textile upper ... 

leaves a raw textile edge which rnight ravel or fray, the edges may be protected, as 

by an overcast stitch ... ''); (\!\,hiting, Ex. lG:Bat 3fB- 4 1e "[T]he last 16rnay 

be provided with a guide groove 3J along which a cutter effect-:; severance of 

portion 13 from the ultimate upper 11. . . . The shoe is now complete except for 

providing a finish for the contour edge of the upper .... [S]aid edge n1ay be seared 

vvith a heated tool to fuse the fibers of the yan1 along the severance Hne to 

coagulate the same and f rnm a finishing bead 21. . . . Fig. 5 shows another edge­

finishing rnethod, the sarne entailing the application of a binding 22 by stitching, 

cementing or pasting the same in place."). Furthennore, such embJdiment5 are 
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environrnentally beneficial becau5e they reduce the expense and wa.ste associated 

with the extra material that must be removed from the textile element 

47. As explained above, the' 011 Patent describes that the textile elernent 

can be n1ade using various different processes for mechanically manipulating 

yarns, including knitting. Knitting is comrnonly defined as a rnethod of creating 

fabric by interlocking loops of one or rnore yarns. (E.g., Ex. 3)11 at 8). 111e '011 

Patent t1-s;:;es the term "knitting" in a manner consistent \Vith its common and 

ordinary rnearrlng. For exarnple. the '011 Patent states that "[i]nterlooping 

involves the fonT1:1tion of a plurality of columns of intermeshed loops, with 

krrltting being tl1e 1nost comrnon rnethod of interlooping." (Ex. ll1J2 at 6 61-63 

Ex. lCXB at 168 ~! 41). 

48 Knitting techniques can be divided into two main types: warp knitting 

and weft knitting. (E.g, Ex. a:n 1 at 8). Warp knitting is a type of knitting in 

which multiple yarns with interlocking loops generally run lengtln1vise. (Id.). 

"Lengthwise" in this context refers to a machine direction, i.e., a direction in which 

the warp krrltted fabric grows as it is being knitted. Trrls definition is consistent 

\Vith the definition of warp knitting cited in the Board's decision, i.e., "' [a] knitting 

process in which a group of yan1s fom1 rows n1nning lengthwise by an interlocking 

process."' (Decision at 14}. 
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49 Weft knitting is a type of knitting in which a continuous thread runs 

cross-vvise (j.e., across the machine direction) in the fabric and fom1s loops in a 

row (or "course"). (E.g., Ex. 3:Hl at 8). This definition is consistent vvith the 

definition of weft knitting cited in the Board's decision, i.e., "' [a] knitting process 

in which a continuous yarn is carried in crossvvise rows.' " (Decision at 14). Weft 

knitting includes circular knitting and flat knitting. (Eg., Ex. a:n 1 at$). 

[:0 In circular knitting, fabric is produced on a knitting rnachine in the 

forrn of a tube, with yarns running continuously around that tube. (E.g., Ex. an 1 

at 8). In flat knitting, fabric is produced on a rnachine in generally a flat form, with 

yarn alternating back arid forth across the vvidth of the fabric. (E.g., id.). A flat 

knit fablic is a fablic t1'1:'1t 1'1:lS been knit on a flat knitting n"1:1chine. (E.g., Ex. Z)l 1 

at G. The ' 011 Patent arid the ' 011 application u5e the tenns "wa11J knitting" , 

"weft knitting" , "cl rcular knitting" and "flat knitting" in a manner consistent with 

tl1e cormnon and ordinary rnea.ning of those teIIn.5 set forth ab.we. 

51. The '011 Patent also de-scribes using valious types of stitches in 

making the textile elernent (E.g., Ex. la)2 at 9 7- 12 Ex. l(XB at 172 ,[ 51 "The 

vvide--tube circular knitting n1achine may, therefore, vary the stitches vvithin textile 

element 40 ... Valious types of stitches may also be frnmed with other types of 

knitting machines."). In tl1e context of knitting, Spencer (a knitting book subrnitted 

as an exhibit by Petitioner) indicates a stitch comn1only refers to three or more 
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intenneshed yarr1 loops. (See, e.g, Ex. 1012at EQ. The' 011 Patent u5es the terrn 

"stitch" in a manner consistent \Vith this common meaning. For example, the' 011 

Patent refers in severd.l places to varying types of stitches vvithin an elernent (Eg., 

Ex. lOJ2 at 9 7-12 Ex. lCXB at 172, ~ 51). Normally, this refer.s to varying the 

manner in which loops are intermeshed. 

IV. PERSON HAVING ORDINARY SKILL IN THE ART AT THE TIME 
OF THE INVENTION 

52 It is rny opinion that a person of ordinary skill in tl1e art (POSIT A) at 

the time of the invention for the ' 011 Patent would have a few years of experience 

\Vith design and develop1nent of footwear and knowledge of textiles used in such 

footwear. For purposes of this pmceeding, I have assun1ed that the invention date 

is around the filing date of tl1e' 011 application, i.e., March arJ4 

[)3 I have been infrnmed that my comments and opinions regarding what 

is shown in the prior art should be frorn tl1e perspective of one of ordinary skill in 

the mt at the time of the invention 

V. SUPPORT IN ORIGINAL APPLICATION, AND CLAil\1 
CONSTRUCTIONS, FOR PROPOSED SUBSTITUTE CLAHvlS 

51! I have been inforrned tl1at NIKE is cancelling issued dairrL5 1-46 in 

the ' 01 l Patent, subn1itting one mnended independent dain1 as a substitute for 

issued independent dairn 16, submitting tvvo mnended dependent da..ims as 

substitutes for issued dependent claim 19, and submitting one amended dependent 
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claim as a substitute for issutx:l dependent cla..irn 3) The substitute claims are set 

forth below (elements in the substitute claims that represent features added to the 

issued claims are indicated in underlining: language deleted from the issued dairrL5 

is enclosed in brackets): 

Claim 47. (Substitute for independent clairr1 lE~ An article of footvvear 
cornprising an upper incorporating a [weft-knitted] flat knit textile elernent, 
the flat knit textile elernent ..Ll)__having flat knit edges free of sunuunding 
textile structure such that the flat knit edges are not surrounded by textile 
stmcture from which the textile element must be removed, some of the fiat 
knit edges joined together to form an ankle opening in the upper for 
receiving a foot, the ankle opening having an t:,-'{fge cornprised of one of the 
flat knit edges; and (2) having a first area and a second area with a unitmy 
construction, the first area being fonned of a first stitch configuration, and 
the second area being forrned of a second stitch configmation that is 
different frurn the first stitch configuration to irnpart varying properties to 
the textile element; and 
a sole stnJcture secured to the upper. 

Claim 48 (Substitute for dependent clairr1 19) The article of footwear 
recited in claim [ 16] 47, wherein at least one of the first stitch configuration 
and the second stitch configuration f om1s an aperture in the [weft-knitted] 
flat knit textile element and the joined edges shape the flat knit textile 
elernent to f orrn a lateral region a rnedial region, an in-:;tep region and a heel 
region of the upper. 

Claim 49 (New (Second) Substitute for dependent claim lf~ The article of 
footwear recited in clairr1 [ 16] 47, wherein at least one of the first stitch 
configuration and the second stitch configuration fonns [ar1 aperture] f! 
plurality of apertures in the [weft-knitted] flat knit textile element. the 
apertures formed by omitting stitches in the flat knit textile element and 
positioned in the upper for receiving laces. 

Claim 50. (Substitute for dependent claim a=} The article of footwear 
recited in claim 16 wherein the [weft-knitted] flat knit textile element is one 
of an exterior layer, an inte1mediate layer, and an interior layer of the upper, 
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and the joined edges shape the flat knit textile elernent to forrn a lateral 
region, a rnedial region, an instep region and a heel region of the upper. 

A. Support and Claim Constructions For Proposed Substitute 
Independent Claim 47 

55 Pruposed dairn 47 is a substitute for issued dai1n 16 that rnore 

specifically defines the invention as;;; set forth abJve. As set forth below, it is my 

opinion that substitute dai1n 47 is supported by the disclosure of the ' 011 

application It is also my opinion that portions of substitute claim 47 representing 

arnendrnent5 to issued da..irn 16 should be given their on:lina1y a.nd custornary 

meaning as under.stood by one of ordinary skiH in the mt at the time of the 

invention. 

1. Claim Terms in Issued Claim 16Construed By the Board: 
'' the textile element having a first area and a second area 
with a unitary construction" 

t::6 In its decision, the Patent Trial m1d Appeal Board ("PTAB'') 

construed seven:.J tern1S that appec:-ir in issued dairn 16 111e constructions are 

relevant to substitute claim 47 because the te1ms ren1ain in substitute claim 47. 

\!\,1th regard to the tenn "unitary construction." the PTAB found that the ' 011 

Patent" expressly defines" this te1m at colun1n 6 lines 41-46 (Decision, pp. 14-

15). In particular, the PTAB found that the' 011 Patent states that" [a]s defined for 

purposes of the present invention, unitary construction is intended to express a 

configuration wherein portion<:; of a textile ele1nent are not joined together by 
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seams or other connections, as depicted with textile ele1nent 40in Figme 8" (id. 

at 15). I agree that the '011 Patent expressly defines the tem1 "unitmy 

construction" as set forth in the preceding sentence. 

57. The PT AB fwther constn1ed the complete phrase "the textile element 

having a first area a.nd a second area with a unitary cor1.-:;tiuction" to "require a 

textile elernent having a unitary constn1ction and having a first area and a second 

area" (Decision at pp. 14-15). For purposes of this IPR proceeding, I agree with 

the Board' s construction of this phrase. 

2 '' flat knit textile element" 

58. Substitute daim 47 recites an artide of footwear that con1prises "an 

upper inco11JOrating a flat knit textile ele1nent." This an1ended dairn elernent is 

supported by the express language of the original' 011 application. Paragraph [31] 

in the '011 application describes footwear 10 (a shoe) having a sole stn1cture a) 

and ar1 upper 3J, vvith "[u]pper 3) at least partially forrned f1u1n a textile elernent 

40 .. " (Ex. lCIB at 165, ~ 31). The ' 011 application further describes an upper as 

incorporating a flat knit textile ele1nent For exarnple, 

• originally filed daim 19 recites "[t]he article of footwear recited in claim l 

[i.e.," [a]n article of footwear cornpdsing ... an upper incorporating a textile 

element frnmed through a weft knitting process"], wherein the weft knitting 

process is flat knitting" (id. at 179); 
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• originally filed clairn ::E recites that "the weft knitting proces.-:; is one of 

circular knitting and flat knitting" (Id. at 181), and 

• originally filed dairn (35 recites "a.n upper incorporating a textile elernent 

formed through a fiat knitting process." (Id. at 1~. 

t::H Additional portions of the' 011 application show that embodiments of 

tl1e invention include uppers incorporating flat-knit textile elernents. For exmnple, 

paragraphs [42] and [43] describe element 40being a flat knit element (Ex. l(XB 

at lffi-69, "\,\itl1 regmd to weft knitting, various specific sub-types tliat may be 

utilized to manufacture a textile include circular knitting and flat knitting. . . . 

Textile elernent 4D may be fanned tl1rough ar~y of tl1e rnecharrlcal prucesses 

discussed above."). In addition, paragraph [59] states that" other types of knitting, 

such a.s [] flat knitting, n1ay be utilized vvitlrln the scope of tl1e present invention to 

impart various textures, different pruperties, or different yan1 types to the textile 

element." (Id. at 175-7G. Accordingly, the '011 application supports this 

an1ended claim element. 

ED \ivith regard to the proper construction of "flat knit textile element,'' 

these are con1mon1y understood tenns that should be given their ordinary and 

custorria1y meaning. As I discussed above, in flat knitting a f abdc is produced on a 

machine in generally flat fonn, witl1 yarn alternating back and forth across tl1e 

fabric. (E.g., Ex. 3Jll at$. l'v1oreover, a flat knit fabric is a fabric that has been 
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knit on a flat knitting n1achine. (E.g, Ex. 3:)11 at G. Consequently, the terrn "flat 

knit textile element" should be construed as a textile elen1ent that bas been flat 

knit This construction is consistent vvith the supprnt in the' 011 application that I 

cited above. 

3 '' flat knit textile element ( 1) having flat knit edges free of 
surrounding textile structure such that the flat knit edges 
are not surrounded by textile structure from which the 
textile element must be ren:mved" 

61. Substitute dairn 47 further recites a "flat knit textile (1) having flat 

knit edges free of surrotmding textile stmcture such that the flat knit edges are not 

sunuunded by textile structure frurn which the textile elernent rnust be rernoved". 

This amended claim elernent is also supported in the' 011 application because, as 

discussed below, the '011 application describes ernbodirnents in which a textile 

element has flat knit edges free of SLUTOtmding textile structure from which the flat 

knit textile elernent rnust be rernoved. 

62 As previously discussed, the '01 l application includes multiple 

different embodirnents of the invention One ernbodirnent is shown in Figure 9of 

the '011 application. (Ex. lCXB at l~. The '011 application explains that this 

ernbodhnent is made u-:;ing a circular knitting process and requires that the textile 

elernent [40J be frnrned as part of larger textile structure [EDJ. (Ex. l<XBat lffi 70 

,[~145-47). Becau-:;e this e1nbodirnent is fanned as part of a larger textile structure, 

it requires additional prucessing to re1nove the textile ele1nent [40] frorn the textile 
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structure [ED]. (E.g., Ex. lCXB at 17(), ,[ 47 ("Each textile elernent 40 is then 

removed from textile structure ED with a die--cutting, laser--cutting, or other 

conventional cutting operation.")). One of the original independent cla..ims in the 

'011 application is directed to this embodin1ent. In particular, original claim 41 

required: 

4L An article o:ffootwean:oomp1ising: 

311 upper incorpotatit1g a textile eksme:m fonneti wifu a knitting m.ichine, the textile 

ek:mimt being removed from a textile structure dmt lnch.l<les an outline of the 

te:>.tile element, and the textile element lla;,,ing_ e-0gus that are jmr!eii together <to 

defme at least a portion of a 'roid for receiving a foot; and 

a rofo ~twcture &ectiretl to !:he upper. 

(Ex. icm p, 181). 

EB The '011 application n1a.kes it clear that the invention also includes 

en1bodiments in which uppers include textile elements that are not frnmed as part 

of larger textile structures fmrn which they must be rernoved. For exmnple, the 

'011 application states that the" [t]extile element may be formed as a part of larger 

textile element [fmrn which it is rernoved]." (Ex. lCXB at lffi, ~1 3::'J) (ernpha.sis 

added). i'v1oreover, the '011 application illustrates rnultiple exmnples in which the 

textile element is shovvn in its final shape and is not described a.-:; being fanned a.-:; 

pa1t of a larger textile structure fmrn which it rnust be rernoved. Such exarnples 

are show11 in Figures 8, 10 and 11. (Ex. l(XB at HJ.2-95). 

64 As described above, tl1e '01 l application repeatedly discloses flat 

knitting as one of the ways for making the textile element. The' 011 application 
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thus makes it dear that the textile elernents in Figures 8, 10 and 11 can be made 

using flat knitting. During his deposition, Petitioner s declarant (l\1r. Frederick), 

agreed that the · 011 Patent teaches that what is shown in Figure 8 can be made on 

a flat knitting machine. (Ex. a:rn at 1 lq. The disclosure in the ' 01 l application 

that the textile elernent.-:; in Figures 8 10 and 11 can be made using flat knitting 

makes it dear tl1at these textile elernents can be knit to tl1e shapes shown in tl1e 

figures (i.e., without srnrounding textile stn1cture) t1--:;ing flat knitting. 

65 i'v1oreover, one of ordinary skill in the art would understar1d that such 

textile element5 knit to the shape of Figures 8 10 and 11 using flat knitting would 

have flat knit edges because tl1e edges, rather tl1an being forrned by cutting fmrn a 

larger textile structure, are fom1ed directly by the flat knitting machine. (E.g., Ex. 

ax:D at l lE~. Such flat knit ernbodhnents shown in Figures 8, 10 and 11 are 

consistent with independent claims submitted with the original application For 

exa.rnple, as-filed independent claims 19, 38 and E35, cover articles of footwear in 

which uppers include textile elements n1ade using flat knitting. (Ex. lCXB at 179-

&~. Unlike as-filed clairn 41, however, these as-filed cla..irns do not require 

removal of those textile elen1ents from larger textile stn1ctures. As I understand 

patent claims, this means that these original claims had scopes that include 

footwear with uppers tl1at incorporate flat knit textile elernents that are not 
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rernoved frorn larger textile structures. This indicates to rne that the inventors thus 

contemplated such footwear as pa.rt of their invention 

En :tv1oreover, one of ordinary skill in the art would understand frrnn the 

'011 application that if the textile element is cut from a surrounding textile 

structure, it would have cut edges (not knit edges) that would require further 

processing to finish the edges. (See, e.g., Ex. 1Cl13 at 170 ~ 47; "Each textile 

element 40 is then rernoved from textile stn1cture ED with a die-cutting, laser­

cutting, or other conventional cutting operation"); (see also Glidden, Ex. 1CD7 p. 

2 11. 43-fi.1 "\Nhere the cutting of the textile upper ... leaves a raw textile edge 

which rrrlght ravel or fray, the edges may be protected, as by ar1 overcast stitch 

... "); (\!Vhiting, Ex. l(XB at 363- 4: 16 "[T]he las;;;t 16 may be provided with a 

guide groove 3J along which a cutter effect<:> severance of portion 13 frorr1 the 

ultimate upper 11 ... The shoe is now complete except for providing a finish for 

the contour edge of the upper. . .. [S]aid edge may be searr:,'Cl with a heated tool to 

fuse the fibers of the yarn along the severance line to coagulate the same and frnm 

a finisrrlng bead 21. . .. Fig. 5 shows another edge-finisrrlng rr1ethod, the smne 

entailing the application of a binding 22 by stitching, cementing or pasting the 

smne in place.")). 

67. Thus, the '011 application describes ar1 ernbodirnent in which ar1 

article of footwear includes an upper incorporating a flat knit textile element, with 
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the flat knit textile ele1nent having flat knit edges free of smrounding textile 

stn1cture such that the flat knit edges are not surrounded bv textile stmcture from 
L; J 

which the textile ele1nent rnust be rernoved. 

ffi Finally, with regard to the proper construction of the phrase "flat knit 

textile elernent ( 1) having flat knit edges free of sunnunding textile structure such 

tl:iat tl1e flat knit edoes are not surrounded bv textile stlucture frorn which tl1e b J 

textile elernent must be rernoved'', this phrase should be construed as requiring that 

edges of tl1e textile elernent have flat knit edges witl1out sunuunding textile 

structure such that the flat knit edges are not surmunded by textile stn1cture frorn 

which the textile elernent 1nust be re1noved. This constluction is consistent witl1 

the support in the '011 application that I discuss in the preceding paragraph5. 

4 "flat knit textile element (1) having ... some of the flat knit 
edges joined together to form an ankle opening in the upper 
for receiving a foot" 

ffi Substitute clairn 47 furtl1er recites a "flat knit textile elernent (1) 

having ... some of the flat knit edges joined together to form an ankle opening in 

the upper for receiving a foot" This arnended dairn elernent is also supported in 

the' 01 l application For example, the' 01 l application states: 

Textile elernent 40exhibits the general shape depicted in FIG. 8prior 
to tl1e forrnation of seams 51-54 Following forn:iation of semns 51-54, 
however, textile element 40exhibits the shape of upper 3Jdepicted in 
FIGS. 2- 7. Seams 51-54 are fonned bv securing variou5 edges of 

J '-- '--

textile elernent 40togetl1er .... 
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Textile element 4(), as depicted in FIG. 8 has a generally planar 
configuration. Upon the fonnation of searn 51, however, one portion 
of textile element 40 overlaps the other portion of textile element 40 
The volume between the overlapping portions effectively forms a 
portion of the void vvithin upper 3::) for receiving the foot 

The folding or overlapping of textile element 40 to frnm sean1 51 
places edge 42a adjacent to edge 42b, which facilitates the formation 
of sea.rn 52 \i\Mh reference to FIG. 8 an edge 45forrns a generally u­
sbaped area in textile element 40 Upon the joining of edges 42-:l a.nd 
42b to fonn searn 52 the u-shaped area becornes ar1 apertm-e in textile 
element 4()and effectively fonns ankle opening 26 

(Ex. lffi3at 1E37-E:8 1[~13:3-3]). 

70 The ankle opening 33 and the seam 52 (formed by joining edges 42-:l 

arid 4~::b) are illu5trated below in Figure 4of the' 011 applicatiorr 

) 
51 

(Ex. 1CD3 at 191. 

71. Wth 1-egartl to the proper construction of the phrase "flat knit textile 

element ( ]) having ... some of the fiat knit edges joined together to form an ankle 

opening in tl1e upper for receiving a foot", the phrase uses words cornrnonly 
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understood that are neither unfarrliliar nor confusing. Such words do not need 

datification and should be given their ordinary and customary meaning. 

Therefore, the phrase should be con,tiued a.-:; fallows: "flat knit textile elernent 

having ( l) ... some of the flat knit edges joined together to fonn an ankle opening 

in the upper for receiving a foot" This construction is consistent vvith the supr.xnt 

in the ' 011 application tliat I discuss in tl1e preceding paragraphs. 

5. "the ankle opening having an edge comprised of one of the 
flat knit edges" 

72 Substitute claim 47 further recites "the ankle opening having an edge 

crnnprised of one of tl1e flat knit edges." This arnended dai1n elernent is also 

supported in the· 011 application For example, as I described above in connection 

with the limitation reciting " ... flat knit r:,'<iges ... ". one of ordinmy skill in tl1e art 

would understand that textile elements knit to the shape of Figures 8, 10 and 11 

using flat knitting would riave flat knit edges. Referring to Figure 8 one of tl1e flat 

knit edges fom1ed by the flat knitting machine is the edge [ 45] that forms a 

generally u-sliaped area As explained by tl1e ' ()11 application: 

\tVith reference to Fig. 8, an edge 45 fom1s a generally u-shaped area 
in textile element 40 Upon the joining of edges 42:l and 42J to form 
searn 52 the u-sriaped area becomes ar1 aperture in textile element 40 
arid effectively f rnrns arlkle opening ~ 

(Ex. lCXBat 167, ~ ~-
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73 Thu_-:;, the ' 011 application teaches an ankle opening having an edge 

comprised of one of the flat knit edges. 

74 \i\Mh regard to the proper construction of the phrase "the ankle 

opening having an edge con1ptised of one of the fiat knit edges," the phrase uses 

words comrnonly understood that are neither unfarniliar nor confusing. Such 

words do not need clarification ar1d should be given their ordinary arid custornary 

meaning. Therefore, the phra.-:;e should be con-:;trued as follows: "the ankle 

opening having ar1 edge cornprisr:,'<i of one of tl1e flat knit edges, i.e., one of the 

previously recited edges that is not surrounded by textile stn1cture from which the 

textile elernent rnust be rernoved." This constiuction is consistent with tl1e support 

in the' 01 l application t1'1:'1t I discuss in the preceding paragraphs. 

6. The' 011 application Supports Substitute Claim 47 As a 
Whole 

75. As explained above, the' 011 application provides support for features 

of substitute daim 47 that represent an1end1nents to issued claim 16 The ' CH 1 

application also supports clairn 47 as a whole. Figures 1- 7 arid tl1e coffesponding 

description discussed above contemplate incorporation into an upper a textile 

elernent in the f onn shown in one of Figures 8 10 or 11. As indicated above, the 

'01 l application discloses that such textile elernents car1, in sorne e1nbodirnents, be 

flat knit as recited in claim 47. Incorporating a flat knit textile element having the 

shape shown in ar1y of Figures 8 10 arid 11 into ar1 article of footwear as shown in 
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Figures 1- 7 results in an article of footwear having the features of substitute cla.irn 

47. 

B. Support and Claim Construction For Proposed Substitute 
Dependent Claim 48 

76 Substitute claim 48mnends issued dairn 19as follows: 

Claim 48 (Substitute for dependent claim l~ The article of footwear 
recited in claim [ l6J 47, wherein at least one of the first stitch 
configuration and the second stitch configuration forms an aperture in 
the [weft-knitted] flat knit textile elernent and the joined edges shape 
the flat knit textile elernent to forrn a lateral region, a rnedial region, 
m1. instep region and a heel region of the upper. 

77. The amended clain1 elen1ent in this substitute dependent claim is 

supported in the ' 011 application. For exmnple, the ' 011 application includes the 

follovving passages that describe the arnended features recited in this substitute 

claim "[u]pper 3)is depicted ... as h:1ving a lateral region 31, an opposite medial 

region 32 ar1 instep region 33, a lower region 34, arid a heel region 35." (Ex. Kill 

at lo:~ ~ :¾); "Upper 3Jis at least partially fom1ed frorn textile element 40 which 

forrns regions 31-35" (Id. at 100 ,I 35); "Textile elernent 4Dexhibits the general 

shape depicted in Figure 8 pdor to the fom1ation of seams 51-54 Following 

formation of semns 51-54, however, textile elernent 40exhibit.-:; the shape of upper 

3)depicted in Figures 2-7. Seams 5l--54are formed by securing various edges of 

textile elernent 40together." (Id. at 167, ,[ 3$) 
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78 \!\,1th regard to the proper con,tiuction of the arnended language. the 

phrase "the joined edges shape the flat knit textile element to form a lateral region, 

a rnedial region, an instep region arid a heel region of the upper" uses words 

commonly understood that are neither unfamiliar nor confusing. Such words do 

not need claiification arid should be given their ordinary and cust0111a1-y rneaning. 

Therefore, the phrase should be construed as follows: "the joined edges shape the 

fiat knit textile element to farm a lateral region, a medial region, an instep region 

arid a heel region of the upper." This construction is consistent with the support in 

the' 011 application t1'1:'1t I discuss in the preceding paragraphs. 

79 As explained above, tl1e '011 application provides support for features 

of substitute claim 48 that represent amendments to issued clairn 19 The '011 

application also supr.xnts clairn 48 as a whole. Incorporating a flat knit textile 

element having the shape shown in any of Figures 8, 10 and 11 into an article of 

footwear as shown in Figures 1- 7 result-:; in ar1 article of footwear having tl1e 

features of substitute claim 48 

C. Support and Claim Construction For Proposed Substitute 
Dependent Claim 49 

8) Substitute claim 49mnends issued dairn 19as follows: 

Claim 49. (Second substitute for dependent dairn 19) The article of 
footwear recited in claim [ 16] 47, wherein at least one of the first stitch 
configuration m1d the second stitch configuration forms [an aperture] fl 
plurality of aperttues in the [weft-knitted] flat knit textile elernent the 
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apertures fanned by orrrltting stitches in the flat knit textile ele1nent and 
positioned in the upper for receiving laces. 

81. The arnended dahn language is supported in the' 011 application For 

example, the ' 011 application describes a textile element like element 40 that 

includes apertures a.-:; recitf:,'Cl in substitute claim 49 

An article of footwear 110 is depicted in Fig. 12 and includes a sole 
stmcture lZ)and an upper 13) Upper l3Jindudes a textile element 
140 having the general configuration of textile ele1nent 40 . . . In 
addition, upper 13) includes a lace 131 and a plurality of elernents 
132-13..5 that also frnm a portion of the exterior surface. Lace 131 
extends through a plurality of apertures formed in textile element 140 
The apertures may be forrned by rnnitting stitches at specific 
locations. 

(Ex. lCXBat 173-74, ~I Ei.S). 

82 Figure 12 which is referenced in the preceding paragraph, is 

reproduced below. 

(Ex. lCXBat lffi). 

83 \ivith regard to the proper constnJction of the arnended language, the 

phrdSe "a plurality of apertures in the flat knit textile elernent, the apertures fanned 
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by orrrltting stitches in the flat knit textile elernent and positioned in the upper for 

receiving laces" uses words commonly understood that are neither unfamiliar nor 

confusing. For exarnple. the tenn "aperture" is a cornrnonly understood word that 

means" an opening, as a hole, slit crack, gap, etc." (Ex. 2D12at 3 Random !-louse 

Viebster's Unabridged Dktionary. p. 97 (Zid Ed. 3:Dl)). Such words do not need 

clarification arid should be given their ordina1y and customary rnearling. 

Therefore, the phrase should be construed as;;; follows: "a plurality of apertures in 

the flat knit textile elernent, the apertures forrned by onlitting stitches in tl1e flat 

knit textile element and positioned in the upper for receiving laces" . This 

construction is consistent witl1 tl1e support in the' 011 application tliat I discuss in 

the preceding paragraphs. 

81 As explained above, the' 011 application provides support for features 

of substitute daim 49 that represent an1end1nents to issued claim 19 The ' CH 1 

application also supports clairn 49 a.s a whole. Incorporating a flat knit textile 

element having the shape shovvn in any of Figures 8 10 and 11 into an article of 

footwear a.s shovvTl in Figures 1- 7 results in an article of footwear liaving the 

features of substitute claim 49. 

D. Support and Claim Construction For Proposed Substitute 
Dependent Claim&> 

85. Substitute claim [:{)amends issued claim 2.Das;;; follows: 
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Claim 5Q (Substitute for dependent clairn a) 'I11e article of footwear 
recited in dairn 16 wherein the [weft-knitted] flat knit textile elernent is one 
of an exterior layer, an intermediate layer, and an interior layer of the upper, 
and the joined edges shape the flat knit textile elernent to form a lateral 
region, a rnedial region, an instep region a.nd a heel region of the upRer. 

ffi The an1ended claim element in this substitute dependent claim is 

similar to the mnended claim elernent in substitute dependent dairn 48 

Consequently, the amended claim element in substitute claim E:Dis supported in the 

'011 application for the same reasons discussed above in connection with 

substitute clairn 48 

87. \t\tith regard to the proper con5tn1ction of the amended language, the 

phrase "the joined edges shape the flat knit textile elernent to forrn a lateral region, 

a rnedial region, an instep region and a heel region of the upper' should be given 

the sarne construction discussed above in cormection with the sarne phrase that 

appears in substitute claim 48 In particular, the words do not need clarification 

arid should be given their on:linmy and cu5tornary rnearling, i.e., "the joined edges 

shape the flat knit textile element to form a lateral region, a medial region, an 

instep region m1d a heel region of the upper." 

ffi As explained above, the '01 l application pmvides support for features 

of substitute claim :::D that represent amendrnent5 to issued claim 20 The '011 

application also supports claim Ell as a whole. Incorporating a flat knit textile 

element having the shape show11 in any of Figures 8 10 and 11 into an article of 
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footwear as shown in Figures 1- 7 result.-:; in an article of footwear having the 

features of substitute claim Ei1 

VL THE PROPOSED SUBSTITUTE CLAIMS ARE PATENT ABLY 
DISTINCT :FROl\1 THE PRIOR ART RELIED ON IN 
PETITIONER'S PETITION 

ffi Petitioner relies on the following prior art references in its petition 

(." l:) titi . . f) . Art") . re oner nor ' _ : 

Nishida 
Osamu 
Glidden 
IvicDonald 
VVhiting 
Cmiey 
Shiomura 

us 5,345,638 
JP HIB 11:=fDS 
us 2147, 197 
US 231,tGE 
US 2641,CXY! 
\,\10 9J;(B7 44 
us 4785,558 

(Ex. lCXJS) 
(Ex. lIT~ 
(Ex. laJi) 
(Ex. lC~ 
(Ex. la:.9) 
(Ex. 1010 
(Ex. 101]) 

9) In its decision instituting the trial, the PTAB relied only on Nishida 

and Glidden (Decision, p. rT,I. 

91. Proposed substitute clairn 47 is a substitute for issued clairn 16 

substitute claims 48-49 are substitutes for issued claim 19, and substitute dahn [:D 

is a substitute for clairn 2D Petitioner alleges that issued claims 16 19 and 2fJ in 

the '011 Patent are unp:1tentable under 35 U.S.C. § 102or § 103 or both, based 

upon the Petitioner Prior Art, alone or in various cornbinations. Petitionel s 

specific grounds for issued clahns lG l9and aJare as follows: 
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!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!lll~l!i!i!li!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i!i 

::::::::::::::::::::::::::::::::::::::::::::::J:tili@i.i1tiIIJr!Bliiil@iiiiiiiillUiim!Ji!IJ!l]1IIJEit:::::::::::::::::::::::::::::::::::: 
I:i:i:i:i:i:i:i:i:i:i:i:i:i:i:IIH!i1mil:(ilt:::::::::::::::::::::::::::Ji:i:i:i:i:i:i:i:i:i:i:i:i:i:i:i:i:i:i:i:i:i:i:i:i:i:lliilI:i:i:i:i:i:i:i:i:i:i:i:i:i:i:i:i:i:i:i:i:i:i:i:d:i:Ilililii:i:l:lidlitilRIJ 
Nishida § 102 16. 19, 20 
Nishida § KE 16, 19, 3J 
Nishida and McDonald § 103 16 19, 3J 
or \,\;biting or Cmiey 
Glidden 
Glidden and 
:tv1cDonald or VVhiting 
Osamu 
Osarnu and rv1cDonald 
or \,Vhiting or Nishida 
or Glidden or Curley 

§ 102 16 19, 3J 
§ 1CB lf:~ 19, 20 

§ 1CB 16, 19, 3J 
§ KE 16 19, 3J 

92 For reasons that include the reas;;;ons set forth below, it is my opinion 

that proposed substitute claims 47-ED are patentably distinct over all the prior art 

relied on in Petitioner's Petition and claims 48-49 are patent.ably distinct from each 

other. 

A. Nishida 

ffi Accoming to the Nishida' 638Patent, the disclosed invention 

relates to a process for the production of a shoe shaped part using a 
web of n1atelial with a plmw.ity of patterns in the forrn of ilie layout of 
a shoe upper, cutting out these layouts frurn the web of rnaterial arid 
stitching the JJalts of the shoe upper to a top part, and fastening the 
related part of the sole to the edge area of ilie cut-open outside edge of 
the a.5signed layout arid to a shoe shaped part produced according to 
this process. 

(Ex. 1CD5 at 1 l(). 18). 
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911 Nishida claims his process is an hnprovernent of the prior art 

technology represented by Gennan Patent No. 627,878 According to Nishida: 

A process according to this general type is known frorn Gerrnan 
Patent No. 6Z7 878 TI1ere, a web of material is produced so that it 
successively has three crosswise strips of different weaves. Patten1s in 
the fom1 of the U-shaped layout of a shoe upper are printed on these 
crosswise strips. The crossvvise strips are produced so that the first 
strip is suitable for the counter-stiffener, the second strip for the va.rnp 
a.rid the side portions, and the third strip for the toe cap. Consequently, 
the second crosswise strip is elastic and rnultilayered, and the two 
other crosswise strips are produced in a nonelastic, hard-wearing way. 
Stiffening threads can also be worked in, and the crosswise strip for 
the counter-stiffener can be produced as a tubular rnaterial into which 
a heel counter can be inserted. The U--shaped parts are cut out of the 
material, stitched on the open U-side, which forms the counter­
stiffener, and then a sole applied in a way not desoibed in detail. 

(Ex. lCDS at l 19-30. 

95. In view of the teachings of prior art Gennan Patent No. 6Z7,878 

Nishida states that 

the prirna.ry oQjt'Ct of this invention is to further develop tl.rls 
previously known process so that a shoe upper, in n1any cases, can be 
configured together with the related sole part, for exarnple, can be 
produced with strip-like markings, decoration.-:; or tl1e like, and so that, 
in this case, the production of such a shoe upper is nevertl1eless 
possible in an efficient and econon.rlcal way. 

(Id. at 140-47). 

steps: 

93 Nishida claims th:1t he achieves this object by the following process 

[l]n the production of a web of material, both the pattem-:; or partial 
patterns in the f onn of layout-:; of the shoe upper ar1d the patten1S or 
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partial patterr1s in the f onn of a sole part, are produced by a f ablic 
printing process (which is generally well known in the textile 
indust1y) on the web of material and hr by a textile production process 
in5ide the web of material; 
to each layout of the shoe upper there is directly assigned a sole part 
arid is attached to the layout in the correct position of the shoe upper; 
in the production of the web of material, the layout.s or the areas in 
which the layouts are provided are produced in a woven and,tr knitted 
type different frorn the sole paits or those areas in which these 
patterns are provided; 
those areas of the layouts andhr sole pans, which are exposed to the 
different stresses when wealing the shoe, are produced in the woven 
andhr knitted types correspondingly matched to the stresses they wHl 
experience; 
the layouts and the sole parts assigned to one another are not 
completely separated from one another when cut out of the web of 
material, and remain connected \Vith one another, as a cut-out tmit, by 
corresponding material sections; 
frurn the cut-out units, each of which has a layout ,vith ar1 associated 
sole part, first the layout is connected on the provided seams to a shoe 
upper, and then, the sole part is stitched or basted to the free outside 
edge of the corresponding layout 

(Id. at 1: ED to 2 lQ. 

97. Nishida claims that his invention has certain advantages over the prior 

ait. One advantage identified by Nishida is reducing the cost associated with 

., cutting waste." Nishida describes this advantage a.s follows in the st--ction entitled 

"Summary of the Invention": 

By the process according to the invention. only ju .. 5t those parts of the 
web of material me pmduct'<i in the necessaiy quali~y, tlnckness, 
n1ulti1ayers or the like which correspond to the pattern or to an area of 
a pattern of the shoe upper or the related sole part The remaining area 
of tl1e web of material in contrast can consist of a sirnple, lightweight 
or inexpensive rnaterial quality, which holds together only the patterris 
or areas of such patterns in the web of matelial after their completion 
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The cutting waste accurnulating with cutting out therefore represents a 
sirnple, lightweight and inexpensive rnaterial. In contrast, with the 
known material that has crossvvise strips [j.e., Gem1an Patent No. 
t:£7,878], the entire cutting was;;;te, for example, consist5 of an 
expensive tubular material, rnultilayer material or the like. 

(Id. at 2 11-2$. 

ffi Nishida includes several figures that illustrate his invention Below 

are Figures 1 and 2from Nishida. 

Fig.1 

.-U 
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2-

tl 7 25 27 8 214 fig. 2 --r-r--· -r-~-----r-_.........__.._~~ .... 

,A_ I ~- ~I 

) 

ffi In the section entitled "Detailed Description of the Preferred 

Embodirnent5", Nishida describes his invention as follows: 

In FIGS. 1 and 2 a web of rnaterial is identified by 1, and is produced 
by a conventional textile process, tier [sic] exmnple, by weaving 
andhr knitting andAJr en1bmidering. The web of material 1 can be 
provided vvith a single or with a plurality of layout-, 2of the shape of a 
shoe upper 3 as it is represented f1u1n tl1e side, for exarnple, in FIG. 3 
The web of rnaterial has a backing 4 that car1 be a conventionally used 
n1aterial fonned, for example, of a warp and filling or a knitted fabric. 
Layout 2 is divided into different individual parts or areas, which 
differ from one another, such as by being of ar1otl1er material style 
ar1d;0r by being of different fibers or ymns, for exarnple, frurn wool, 
wool with metal yan1s, silk, silk with metal yams, wool vvith plastic 
fibers or the like andhr by being frnmed of different colors, such as;;; 

fmrn fibers or yarns of different colors, including those of rnetals, or 
by different color prints, m1dhr by being differently designed fiber 
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extrudates or fiber extrudate crnnr.x)sitions, such a.s tvvisted., processed 
parallel or the like. 
The individual parts or areas of shoe upper 3 can be representations of 
those are.a.-:; on which a trimming, for example, a part resistant to wear, 
is applied. For exarnple, areas 5 and 6 are provided for applying ar1 
inside or outside heel counter 9 (FIG. ~. After cutting out layout 2 
from the web of material l, the edges 7 and Sare stitched together and 
a heel seam thus is formed. Then, heel counter 9, represented in FIG. 
3 is applied, for exarnple, glued and,,6r stitched, to adjacent areas 5 
and6 
Corresponding! y, the contours of edges 11 arid 12 are stitched 
together in the f onn of shoe toe 1(), and a seam is f rnmed on the shoe 
toe. To reduce wear, a toe cap 15, represented in FIG. 3, can be 
applied, especially glued ar1dtJr stitched, on the front area, adjacent to 
front edge 13 of toe area 14 
Since, generally, toe area 14 is designed to be relatively deformably 
soft or elastic, and option~llly, also permeable to air, the web of 
n1atelial 1, in toe area 1,,i according to the present invention, is 
correspondingly designed by suitable sek->ction of the weave pattern, 
knit pattern and,,6r the material used, such as, for example, Silk or 
plastic. The type of pmduction can, additionally, insure that the toe 
area 14 has a good air exchange capability. For example, this can be 
achieved by a net-like woven or knitted stlucture. 

(Id. at 3 6-52). 

1. Substitute Claims 47-3:JAre Not Anticipated by Nishida 

lffi In rny opinion, Nishida does not ar1ticipate the substitute claims 

because Nishida does not describe eve1v feature of those substitute claims. For 
J 

exarnple, Nishida does not desclibe the fallowing limitation.-:; in substitute dairn 

47: "flat knit textile element, the flat knit textile element having t1at knit edges 

free of srnrounding textile structure such that the flat knit edges are not surTounded 

by textile stn1cture from which the textile elen1ent n11.1st be removed, some of the 
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flat knit edges joined together to forrn an ankle opening in the upper for receiving a 

foot, the ankle opening having an edge comprised of one of the flat knit edges ... " 

101. VVhile Nishida has general references to knitting, Nishida does not 

specify either warp knitting or weft knitting. (E.g., Ex. 10]5 at 3 6 1~. Nishida 

also does not specifically refer to flat knitting. (id.). In addition, a-:; the Board 

acknowledges, "Nishida is directed to the production of a shoe upper by ( 1) cutting 

out a layout in the form of the shoe upper f mm a web of rnaterial ... " 0Jecision at 

17- 1$. Bt>cause Nishida' s "layout" is made as part of a larger textile structure or 

web and must be cut out of the web, Nishida' s "layout" bas;;; a structure that is 

distinct frorn tl:iat of the textile elernent recited bv substitute dairn 47. In 
J 

particular, the textile yams forrning the edges of Nishida' s layout, even if formed 

by knitting, rnust be individually broken a-:; tl1e layout is cut out of tl1e web that 

completely surrounds the layout Nishida does not actually describe how this 

cutting operation is conducted. However, a-:; noted in the · 011 patent, a textile 

element can be removed from a sunuunding textile stn1cture vvith a die--cutting, 

laser-cutting, or otl1er conventional cutting operation (Ex lCl::g 8 8- 10. 

102 Nishida also does not expressly describe how the cut edges are 

processed pdor to the step in which the as-cut layout is shaped in the form of a 

shoe upper by connecting certain edges to forrn searns. However, in tl1e absence of 

any processing, the plior ait recognizes that such edges would be pmne to fraying 
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and, in a weft knit structure. would even be su-:;ceptible to unraveling. For 

example, Glidden explains: 

[T]he upper may be slit as at ~ preferably after vulcanization, to 
pruvide a vent extending frorn the top of the shoe to the instep in a 
forward direction . . . Vvhere the cutting of the textile upper, to 
provide the slit ~ or for any other purpose, leaves a raw textile edge 
which might ravel or fray, the edges may be protected, as by an 
overcast stitch 26 as illu-:;trated in Fig. 5, where the stitch is shovvTl as 
extending not only along the margins of the slit, but also along the top 
margin of the upper at the leg opening. 

(Ex. 1CD7p. 211. 43-6:l 

lCB Similarly, Vvhiting explains that: 

As shown in Fig. 1, the last 16 may be provided with a guide groove 
a) along which a cutter eff(,-'Cts severc:rr1ce of portion 13 frorn the 
ultimate upper 11. If desired, the last may terminate along the line of 
groove 3:), in which cas;;;e, the top of the las;;;t wHl serve to guide a 
severing cutter .... The shoe is now complete except for providing a 
finish for tl1e contour edge of the upper. As shovvn in Fig. 4 said edge 
may be seared with a heated tool to fuse the fibers of the yan1 along 
the severance line to coagulate the same and form a finishing bead 21. 
. . . Fig. 5 shows another edge-finishing method, the same entailing the 
application of a binding 22 by stitching, cernenting or pasting tl1e 
smne in place. Since binding-applying machines are available, the 
latter edge--finishing step cm1. be effectively accomplished. 

(Ex. lCXB at 3 ffi- 4 HJ 

104 Consequently, a person of ordinary skill in the art would readily have 

understood th:1t the cut edges of the Nishida layouts would need to be treated to 

stabilize and secure the edges before any additional prucessing. 
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1C6. Regardless of how Nishida' s overd.ll web and a.5sociated layout.-:; are 

constructed, however, edges of a layout (or textile element) that are first cut and 

then stabilized such as required by Nishida, have a significantly distinct structure 

from flat knit edges fom1ed directly as a consequence of knitting the textile 

element in it5 final shape. Flat knit edges inherently have a stable configuration 

where the stitches of yarn at the edges of the textile elernent are unbroken and 

joined from one row to the next row. Segrnent5 of yan1 forming edges of the 

textile elernent retain their integrity. Exarnples of this are shovvTl in severd.l Figures 

of the Spencer textbook relied on by Petitioner a.5 Exhibit 1012 

(Ex. l012at 211) 
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Noodle loop of prevk1us course and 
sinker loop of fas.hron rouroo 

f" 16 8 . ig. '' ·" 

(Ex. 1012 at 212) 

(Ex. 1012at 214) (top portion of figure 16 10 

Ei2 
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lffi As a result, the footwear article defined by substitute clairn 47, and the 

substitute claims;;; dependent on substitute claim 47, are novel over Nishida (j.e., 

claims 47-E:Dare not anticipated by Nishida). 

107. \ivith regard to substitute claim 49, Nishida also does not teach the 

limitation requiring "a plurality of apertm-es in the flat knit textile elernent, the 

ape1tures formed by on1itting stitches in the flat knit textile element and positioned 

in the upper for receiving laces." \Nhile figure 3 of Nishida indicates the upper 

includes openings for laces, Nishida contains no description or suggestion of 

forming such openings by ornitting stitches in the layout Thus. it appears such 

openings we1-e created by an additional manufacturing step, e.g., punching out the 

openings. Accordingly, because Nishida does not describe the additional 

requirernents 1-ecited in substitute clairn 49, this substitute clairn is not anticipated 

by Nishida for these additional reasons. 

2 Substitute Claims 47- 50 Would Not Have Been Obvious In 
View of Nishida Alone Or Combined With McDonald, 
Whiting or Curley 

lCB It is also my opinion that the substitute claims would not have been 

obvious based on Nishida alone. In its decision, the Board found as follows v'v1th 

respect to Nishida: 

Petitioner contends that claims 1-16 and 19-46 are rendered obvious 
bv Nishida. 

J 

Patent Owner NIKE, Inc. Exhibit No. 2010 - page 56 
Skechers EX1013-p. 6906 

Skechers v Nike 



* * * 
Because anticipation is the epitrnne of obviousness, a disclosure tliat 
anticipates under 35 U.S.C. § l02also renders the daim unpatentable 
under 35 U.S.C. § 1CB ... Therefore, for the reasons set forth above, 
we hold tliat Petitioner ha.5 dernonstrated a reasonable likelihood tliat 
independent claims l, 16 24, 33 and 44, as well as dependent claims 
2- 15. 19-23, 25-34 ::D-43 45. and 46, are rendered obvious bv . . J 

Nishida. 

(Decision, p. 31). 

lCH This obviousness ratioriale that the Board applied to issued claims 16 

19 and 3J does not apply to the proposed substitute claims. In particular, the 

Board's obviousness holding is based solely on a finding that there was a 

rea.5oriable likelihood that Nishida anticipates issued claims 16, 19 and a) As 

explained above, however, the claims that have been substituted for issued claims 

16 19and aJinclude additional limitations that are not described bv or inherent in 
. J 

Nishida. Consequently, anticipation cannot forrn tl1e basis for a finding of 

obviousness with respect to the substitute claim'":>. 

110 It is also n~y opinion tliat substitute clairns 47-EDwould not riave been 

obvious to a person of ordinary skill in the art based on Nishida alone for the 

additional reason that there was no reason that would have prurnpted a person of 

ordinaiy skill in the art at the time of the invention to modify Nishida to anive at 

the inventions clairned in tl1e substitute claims. As I discussed above, Nishida' s 

approach to making a shoe upper was touted as an irnpmvement of the prior ait 

technology represented by Gerrnan Patent No. 627,878 (Ex laE at 1: 19-47). In 
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particular, Nishida indicates the Gerrnan patent fanned it5 textile web by weaving 

strips having different properties completely across its cross--section According to 

Nishida, pattenL5 in the shape of upper elements were then printed on the web and 

were subsequently cut-out from the web. Nishida asserted that with this approach 

textile material in the area between the individual upper ele1nents was wa.sted. 

Nishida further observed that, according to the Gennar1 patent this wastt'<i textile 

material constituted the same valuable textile material t1.s;;;ed to form the uppers. 

Nishida atternpted to avoid this waste by using "sirnple, ligllt"weight arid 

inexpensive material" to form those portions of the web not constituting the 

layouts for the uppers. According to Nishida, this approach minimizes the waste of 

valuable textile material. However, Nishida' s solution also is imperfect 

111. First, Nishida does nothing to eliminate the added processing also 

required by the cited Gerrnan patent that is associated with the steps of cutting the 

layout frorn a web of rnaterial, and then finishing the cut edges. In addition, 

Nishida only paitially addresses the problem of n1aterial waste. Just like the 

German prior art, Nishida' s article is made by a subtractive process. 'I11e portion 

of the textile web not constituting a layout is wasted, just as it was wasted in the 

prior art. Vvhile Nishida contends that there is a cost savings because the material 

wasted is not as valuable as the material retained, there nonetheless rernain the 

problems of additional processing and wasted material associated with the article. 
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112 In contrast, the flat knit upper described in the substitute claims is 

made by an additive process. Such an additive process avoids the added 

proces.5ing steps associated with cutting and then finishing the cut edges, as well as 

the wasting of textile material. The artide of the substitute daims accomplishes 

these irnprove1nents by virtue of its textile element having flat knit edges - an 

entirely different structure than the cut edges in Nishida that rnust be finished and 

result in wasting of material. In sum, there was no teaching, suggestion, 

1notivation or other reason that would have p1u1npted one of ordinary skill in the 

ait at the time of the invention to modify Nishida to achieve the inventions 

described in substitute claims 47-ED 

113 As discussed above, dependent substitute claim 49 includes additional 

limitations that are not disclosed in Nishida, i.e., "a plurality of apertures in the flat 

knit textile element, the apeitures fanned by omitting stitches in the flat knit textile 

element and positioned in the upper for receiving laces." Nishida contain'":> no 

description or suggestion of fanning such openings by on1itting stitches in the 

upper and positioning thern in the upper for receiving laces. tv1oreover, there was 

no motivation or other reason that would have pmn1pted one of ordina.ry skill in 

the ait at the time of the invention to modify Nishida to include this additional 

feature that has been added to substitute dependent dai1n 49 Consequently, the 

additional fe.ature added to this substitute dependent daim provides further 
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grounds for concluding that substitute dependent clairn 49 would not have been 

obvious. 

114 It is also rny opinion that substitute claims 47-SJwould not have been 

obvious based on Nishida in combination with rv1cDonald or Vvhiting or Curley. 

Petitioners expert stated the following vvith respect to issued claim 16 

Nishida discloses pruducing the material that forrns the upper with a 
"conventional textile process ... by weaving andAJr knitting ... " At the 
time Nishida was;;; filed in the U.S. (June 17, 19)2) the skilled person 
would have known and understood that "conventional" knitting 
processes include both wmp knitting and weft knitting (mid further 
induding both circular and flat knitting), since these knitting 
processes existed for n1:111y decades before 1g12 and had been used in 
the making of shoe uppers for rnany decades a.5 well. 

For example, McDonald dates to 1943 and describes a method of 
rnaking shoes induding use of a "conventional type of circular 
knitting machine" to frnm a "weft knit fabric" used to make the upper 
of a shoe. (McDonald, p. 1 at 2 33-:l~ 

As another example, \Nhiting dates to 19[:B and descdbes a method 
for producing knitted shoe uppers of shdnkable yam, including 
knitting the sock-like structure that f onns the upper on ., flat or circular 
knitting machines." (Vvhiting, 2 ::_-9-~ 

As another exarnple, Curley, published in April 1gr), describes shoes 
n1ade vvith knitted layers in the upper, including both warp and weft 
knitting. (Curley, p. 7, line 32--- p. 8, line ~ 

It is my opinion th:1t Nishida discloses both weft (including circular 
and flat) and warp knitting by disclosing that "conventional" knitting 
proces..-:;es can be used for his invention. 

Even if Nishida was determined not to describe weft-knitting, it would 
have been obvious to the skilled person to use weft knitting from 
Nishida' s disclosure of using a knitted material for the upper. Weft 
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knitting wa.-:; a well known knitting process in I\/Iarch 3:X)t when the 
' 011 patent was filed. Weft knitting bad been used for years in shoe 
uppers, as shown by McDonald, Vvhiting, and Curley, for many years. 
It would simply have been a matter of design choice from among a 
finite nurnber of types of knitting processes one could use. 

(Ex. lffil, Frederick Dec. pp. 51--5q. 

115. Even if Nishida is cornbined vvith any one of I'v1cDonald, Vvhiting or 

Cmiey, the cornbinations would still not include all of the elernents in substitute 

claims 47-50 

116 \!\ii.th regard to McDonald. iv1cDonald states that his "invention is a 

shoe comprising a circular-knit fablic sock having a stretchable ela.-:;tic welt and a 

reinforced sole devoid of ridge-fanning seams pennitting intimate attadrrnent of 

inner and outer soles adhesively throughout the area of the sock sole." (Ex. l(IB 

at p. 211. 1-5). 

117. Similarly, with regard to Vvhiting, Vvhiting explains that his upper is a 

., sock" that is initially "knitted on a sock-knitting machine in the conventional 

manner for such items." (Ex. 1a-nat 2::B-4q. \Nhiting fmtherstates that: 

It vvill be realized that the sock may be otherwise produced, whether 
initially seamless or not as by knitting the sarne on flat or circular 
knitting machines, or by hand, or crocheting or weaving the same. In 
any case, the result sought is a generally conventional soft sock form 

(Ex. lcx:Bat 2 53--- 3 q (ernphasis added). 
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118 VVhile Vvhiting refers to the possible Lt.5e of a flat knitting machine, he 

expressly states that his intent "in any case" is to form a "conventional" sock. 

(id.). Indeed, the only structtue described in his patent is a sock. Even if one 

assumes \Nhiting' s conventional sock could be n1ade using a flat knitting machine, 

VVhiting still does not disclose a flat knit textile elernent having flat knit edges. 

Notably, Whiting gives no indication of how a sock produced on a flat knitting 

machine would be converted into the apparently tubular fonn show11 and desclibed 

by v\!hi ting. 

119. \t\!hiting also does not disclose a textile element h:1ving flat knit edges 

joined together to fonn an ankle opening in the upper for receiving a foot. 

\t\!hiting' s technique for f omling an opening to receive a foot is significantly 

different than the teachings in the '011 Patent V\lhiting describes forming an 

opening by following a selies of steps that include: (i) pulling the sock [ 10] over a 

last [ 161; (ii) subjecting the sock to a shrinking step in a heated receptacle [ 181; and 

(iii) cuttingirirnn1ing away an extension portion at the top of the sock-------[ 13] in 

Fig. 1, or [ 25] in Figs. 3, 6 and 7. (Ex. lCXB at 3 13 - 4 E:32). The ernbodirnent 

shown in Fig. l fwther requires that certain" edge--finishing" techniques be used to 

finish the edges in the area of the opening that was cut (Ex. 1GB at 3 f:6 - 4: 16 

Figs. 4-~. Even if one were to assurne for purposes of argurnent that v\!hiting' s 
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sock is fanned on a flat knitting machine, Vvhiting gives no indication that edges of 

such a flat knitted sock would be son1ehow connected to form an ankle opening. 

la) \i\Mh regard to Curley, Curley describes a one piece shoe upper made 

of resilient foam material sand:vviched between inner and outer layers and 

ernbossed on the upper layer to rnelt and depress region.-:; of the foam, (E.g., Ex. 

1010at 1, Abstract). Curley does not describe or suggest a textile elernent vv:ith flat 

knit edges as recited by substitute claim 47. Similarly, Curley does not describe or 

suggest f1at knit edges that are joined together to forrn an ankle opening :in an 

upper. Curley also does not describe or suggest edges free of surrounding textile 

structure such that the f1at knit edges are not sur1uur1ded by a textile structure frurn 

which the textile element must be removed. Indeed, Curley relies on the 

ernbossing prucedure to seal the three-layered structure at its edges. 

121. In sum, rvfcDonald, \ivhiting and Curley do not teach or suggest a flat 

knit textile elernent having f1at knit edges free of surrounding textile structure such 

that the fiat knit edges are not surrounded by a textile stn1cture from which the 

textile elernent rnust be rernoved, nor do they teach or suggest fonning a flat knit 

textile element having flat knit edges that are joined together to form an ankle 

opening in an upper for receiving a foot, the ankle opening having an edge 

cornprised of one of the flat knit edges. 
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122 Accordingly, it is rny opinion that the substitute claims would not 

have been obvious in view of Nishida in combination \Vith l\1cDonald or \Nhiting 

or Curlev because even if Nishida is cornbined vvith these references. the 
J , 

combinations still do not include limitations in the substitute claims, including the 

following limitation.-:;: "flat knit textile elernent ( 1) having flat knit edges free of 

surrounding textile stiucture such that the flat knit edges are not surrounded by 

textile structure fmm which the textile element must be removed, some of the flat 

knit edges joined together to forrn an m1kle opening in the upper for receiving a 

foot, the ankle opening having an edge comprised of one of the flat knit edges" 

(substitute clailn 47, and the claims dependent thereon, i.e., substitute claims 48-

S:j; "a plurality of apertures in the flat knit textile element, the apeitures frnmed 

by ornitting stitches in the flat knit textile elernent and f.X)sitioned in the upper for 

receiving laces" (dependent substitute claim 4f~. 

123. It is also my opinion that the substitute claims would not have been 

obvious to a person of ordinary skill in the art in view of Nishida in con1bination 

vvith :tv1cDonald or the circular knit e1nr.x)dirnent in Vvhiting for the additional 

reason that there was no reason that would have prompted a person of ordinary 

skill in the mt at the time of the invention to combine the references to arrive at the 

inventions clairned in the substitute claims. W.rlle these references generally relate 

to uppers, attempting to combine a stnJcture like Nishida with circular knit sock 
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structures to arrive at the dairned inventions would require a substantial 

reconstruction of the elen1ents shown in Nishida and would change the basic 

principle under which Nishida wa.5 designed to operate. Nishida' supper is initially 

a layout that is formed as part of a generally planar web from which it must be cut 

After Nishida' s layout is cut out of the web it is flat and is not shaped a.s an upper 

with an opening for receiving a foot In order to shape the flat textile elernent into 

an upper with an opening for receiving a foot, edges of the textile element rnust be 

finished and joined together. 

124 In contrast, IvicDonald and the circular knit embodiment in whiting 

teach the direct fonnation of sock-like uppers using a circular knitting machine. 

The stn1ctures are not flat and instead are f rnmed as tubular structures on the 

circular knitting machine. The circular knitting process results in an opening at 

one end of the tubular stn1cture t1'1:'1t serves as an opening for receiving a foot No 

edges of the tubular structure are joined to fonn the opening that receives the foot. 

In light of these substantial differences, there was no motivation or other reason 

that would have pmrnpted one of skill in the art at the tirne of the invention to 

combine these references to achieve the inventions daimed in the substitute 

claims. 
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B. Glidden 

125. The Glidden' 197Patent states that it is directed to the manufacture of 

shoes having textile uppers. (Ex. 1CD7 p. 3 11-4). Glidden states that the entire 

upper " is fabricated as an integral, shaped, sock-Hke article." (Id. p. 3 2 4[>-4 7). 

Below is an exarnple of Glidden' s sock-like tubular structure illustrated in Figt11-e 1 

of Glidden 

.•·<li.1 
_.,..<:./:.9 

-~At-/_.,...,. 

V, :J1il :l 
·-j6 

----../7 
----j.,Z 

12£ Petitioner's Dedarant, Mr. Frederick, states the following with respect 

to Glidden: "the skilled person would know that knitting the unitary upper in a 

'sock-like' fabrication process would have utilized circular knitting ... " (Ex. 1aJ1, 

Federick Dec. pp. 84-85). I agree that one of skill in the art would understand that 

circular knitting would have been Lt.5ed to fabricate the sock-like upper described in 

Glidden. For example, McDonald shows that circular knitting was a known 
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technique for rnaking socks around the tirne Glidden wa.-:; filed. (Ex. l(XB p. 2 

1: 1--2 ("l\~y invention is a shoe con1ptising a circular knit fabric sock ... ")). 

Glidden does not disclose or refer to the use of flat knitting. 

127. Glidden further teaches that the sock--like upper must be used in 

cornbination vvith a "reinforcing stlucture": 

A reinforcing stluct111-e, preferably of rubber[,] is provided on the 
outer face of the upper in fom1-fitting contact therewith without 
wrinkling or buckling of either of the parts, while preferably leaving 
extensive prntions of the textile upper exposed to provide 
breathability and facility of flexing. 

(Id. p. 3 2 11-17). 

128 Glidden illustrates the reinforcing structure in tl1e figm-es of his patent. 

For example, the reinforcing structure in Figure 1 includes blucher saddle 18 

having an integral heel strap 19. which encircles the rear of the shoe. (Jd. p. Ll 1: 8-

14). Glidden also identifies the reinforcing structure as a requh-ement in aU five of 

tl1e claims that define his invention (Jd. pp. 4-5). Glidden' s claims refer to tl1e 

"reinforcing structure" as a "bracing structure," and indicate that the bracing 

stluctm1~ is n~quin~d to "restrain the upper fmrn being excessively stretched." (Id. 

at p. 3 1:4-5). Following are excerpt.s from all five of Glidden' s claims illustrating 

this requirement: 

1. A shoe having an upper ... a sole on said upper and a bracing 
structure secured to the sole and extending over the instep portion of 
the upper to restrain the upper from being excessive{v stretched, the 
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bracing structure covering only a portion of the upper thereby leaving 
extensive ventilating area of the latter exposE.,-tl. 
2 A shoe having an upper of knitted n1atetial ... a sole on the 
upper, and a bracing structure secured to the sole and extendh1g over 
the instep portion of the upper to restrain the upper from being 
excessivefy stretched ... 
3 A shoe having an upper of knitted material ... a sole adhered to 
the upper, and a bracing structure secured to the sole and a adhered 
at least in part directly to said upper and extending over the instep 
portion of the upper to restrain the upper from being excessively 
stretched ... 
4. A shoe having an upper of such knitted constn1ction ... , a sole 
on the upper, and a bracing structure secured to the sole and 
extending over the instep portion of the upper to restrain the knitted 
upper from being excessivefy stretched ... 
5. A shoe having a sock-like upper of such knitted construction ... 
a sole essentially of rubber adhered to the upper and a bracing 
structure essentially of rubber for restraining the upper from being 
excessivefy stretched, said structure cornprising a portion adhered to 
the sole and extending over the instep of the upper and a portion 
adhered to the sole at the heel and extending forvvardly around the 
upper ... 

(Id. p. 4 2 73 to p. 5 2 :34) ( ernphasis added). 

1. Substitute Claims 47-50 Are Not Anticipated by Glidden 

129 In n1y opinion, Glidden does not anticipate the proposed substitute 

claims because Glidden does not describe every limitation of those substitute 

claims. As set forth above, Glidden discloses a sock-like tubular upper n1ade using 

circular knitting. Thu5, Glidden does not describe a "flat knit' textile elernent 

having "flat knit edges." 

13) Glidden also does not teach a textile element having "flat knit edges 

joined together to fonn ar1 arlkle opening in the upper for receiving a foot, the 
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ankle opening having an edge cornprised of one of the flat knit edges." This 

limitation highlights a substantial difference between the teachings of Glidden and 

the teaching of the invention described in the substitute dairrL5. The textile 

element described in the substitute claims is fiat knitted as a generaHy planar (flat) 

element. (E.g .. Ex. l(X)2 at e 12- 15). Exarnples of such a generally planar textile 

ele1nent are shovvTl in Figures 8, 10 arKi 11 in the '011 Patent As those figlires in 

the ' 01 l Patent show, in its planar configuration the textile element does not have 

ar1 ankle opening for receiving a foot However, the generally plar1ar· textile 

element h:15 flat knit edges that are joined together to fonn an ankle opening in the 

upper for receiving afoot. (Ex. l(JJ2 at 6 22-24 Fig. 4). 

131. In contrast, while Glidden has an opening at the top of the upper for 

receiving a foot the opening is formed on the circular knitting machine when the 

sock is knitted to "final form" on the machine. (E.g., Ex. 1CD7p. 3 221-23 Fig. 

1). Thus, Glidden does not have a "flat knit textile elernent (1) having ... sorr1e of 

the flat knit edges joined together to fonn an ankle opening in the upper for 

receiving a foot the ankle opening having ar1 ed.ge cornprised of one of the flat knit 

l 
,, 

ecges. Accordingly, substitute daim 47, as well as the substitute claims 

dependent on claim 47, are not anticipated by Glidden 

132. Wth regard to substitute dependent claims 48 arid ED, Glidden also 

does not teach the limitation requiring "the joined edges shape the flat knit textile 
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element to f orrn a lateral region, a rnedial region, an instep region and a heel region 

of the upper." As discussed previously, Glidden teaches knitting a tubular sock to 

final forrn on a circular knitting machine. Glidden does not teach that joined edges 

shape Glidderi s tubular upper to fom1 the regions recited in this daim 

133. V\Mh regard to substitute dependent clairn 49. Glidden also does not 

teach the limitation requiring "a ph11ality of apertures in the flat knit textile 

element, the apertures formed by omitting stitches in the flat knit textile element 

and positioned in the upper for receiving laces." \!Vhile Figure 4 of Glidden 

indicates the textile upper indudes openings for laces, Glidden cont.ains no 

description or suggestion of fanning such openings by ornitting stitches in the 

textile upper. Thus, it appears such openings were created by an additional 

manufacturing step, e.g., punching out the openings. 

13'1 Accordingly, becau .. s;:;e Glidden does not describe these additional 

requirernents recited in substitute dairrL5 48-E'{), these substitute cla.ims are not 

anticipated by Glidden for these additional reasons. 

2 Substitute Claims 47-50Would Not Have Been Obvious In 
View of Glidden Alone or Combined With Whiting or 
l\rkDonald 

135. It is also 1ny opinion that the substitute claims would not have been 

obvious based on Glidden alone. In its decision, the Board found as follows with 

respect to Glidden: 
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Petitioner contends that claims 16-18 are rendered obvious by 
Glidden, alone or in cornbination vvith rv1cDonald or VVhiting. Pet. 3, 
4344. Because anticipation is the epitome of obviousness, a 
disclosure that anticipates Lmder § 102 also renders the claim 
unpatentable under § l(B . . . The ref ore, for the reasons set forth 
above, we hold that Petitioner has de1nonstrated a reasonable 
likelihood that independent daim 16 as well as dependent claims 17 
and 18 are rendered obvious by Glidden. 

(Decision, p. ~-

136. The obviousness rationale t1'1:'1t the Board applied to issued clahn 16 

does not apply to substitute dairn 47 because the Board's obviousness finding is 

based solely on a finding that there was a reasonable likelihood that Glidden 

anticipates issued dairn lfi As explained above, however, the dairn that has been 

substituted for rniginal daim 16 (i.e., substitute clain1 47) includes additional 

limitation5 that are not disclosed in Glidden Therefore, Glidden does not 

anticipate substitute dairn 47, arid anticipation cannot fonn the basis for a finding 

of obviousness with respect to substitute claim 47 or the substitute claim5 

dependent on dairn 47. 

137. It is also my opinion that substitute claims 47-S)would not have been 

obvious to a person of ordinmy skill in the art based on Glidden alone for the 

additional reas;;;on that there was no reason that would have prompted a person of 

ordinary skill in the art at the tirne of the invention to rnodify Glidden to anive at 

the inventions claimed in the substitute claims. Vvhile Glidden generally relates to 

an upper, atternpting to rnodify a structure like Glidden to arrive at the cla..irned 
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invention.<:; would n.,,quire a substantial recon.-:;truction of the elernents shown in 

Glidden and would change the basic principle under which Glidden was designed 

to operate. In particular, Glidden teaches the fonnation of a sock-like upper using 

a circular knitting machine. The upper is fanned as a narrow tubular structure on 

the circular knitting machine. The circular knitting machine knits an opening at 

tl1e top of the tubular structlrre that serves as an opening for receiving a foot No 

edges of the tubular structure are joined, either during or after the knitting process, 

in order to forrn an opening that receives tl1e foot 

138 In contrast, the substitute claims are directed to a flat knit textile 

ele1nent tliat is initially not shaped as fill upper. B(,->c::ause it is initially not shaped as 

an upper, it does not have an ankle opening for receiving a foot In order to shape 

the flat textile elernent into fill upper, flat knit edges of the textile elernent rnust be 

joined together. The joined edges frnm an ankle opening for receiving a foot In 

light of these substantial differences, one of skill in tl1e art would have liad no 

reason and would not have been motivated to modify Glidden to anive at the 

inventions dairned in the substitute claims. Indeed, modifying Glidden vvitl1 the 

aid of hindsight so as to arrive at the invention of the substitute claims would seem 

to have required circular knitting a tube stnJcture, making a lengthwise incision in 

tliat tubular structlrre to obtain a flat structrne, tl1en n=:joining edges of tliat incision 

to ietum the flat structure to a tubular form. Clearlv, there would be no motivation 
J 
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or other reason that would have prornpted one of ordinary skill in the art at the tirne 

of the invention to have carried out such a procedure. 

1::B. As discu5sed above, dependent substitute claims 48-E'{) include 

additional limitations that further distinguish over Glidden alone. There was no 

reason or rnotivation that would have prornpted one of ordinary skill in the art at 

tl1e tirne of tl1e invention to rnodify Glidden to include any of the additional 

features that have been added to substitute dependent claims 48-[:0 Consequently, 

the additional features added to these dependent substitute claims provide fmther 

grounds for concluding that those claims would not have been obvious. 

140 It is also rny opinion tliat tl1e substitute claims 47-ED would not have 

been obvious based on Glidden in cornbination with \ivhiting or l'vkDonald. 

Petitioner's expert stated tl1e following witl1 respect to issued clairn lfi 

The skilled person would know from Glidden' s description of 
fabricating the upper as a shaped, "sock-like" article, as well as the 
knit pattern-:; in the dravvings, that Glidden is describing a.nd showing a 
weft-knitted textile elernent. In addition, the skilled person would 
know that knitting the unitary upper in a "sock-like" fabrication 
process would have utilized circular knitting, which has been used for 
rnaking socks for many decades. 

For example, Vvhiting dates to 19f'i3 and describes a n1ethod for 
producing knitted shoe uppers of shlinkable yarn, including knitting 
the sock-Hke structure that forms the upper on "flat or circular knitting 
n1acbines." (\!Vhi ting, 2 :-B-5G 

As another example, McDonald dates to l913and describes a rnethod 
of making shoes including tt5e of a "conventional type of circular 
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knitting machine" to frnrn a "weft knit fabric" used to make the upper 
of a shoe, (l\!1cDonald, p. 1 at 2 2£.. :-f)) 

(Ex. 1CD1, Frederick Dec. at 92-~~-

141. Even if Glidden is cornbint'Cl with \tvhiting or McDonald, the 

combinations would still not include all of the elernent5 in substitute claims 47-E":D 

142 \t\Mh regard to \Nhiting, as discu_-:;sed above V\lhiting explain-:; that, 

similar to Glidden, his upper is a" sock" that is "knitted on a sock-knitting machine 

in the conventional manner for such items." (Ex. lCTB at 2 3} 42). As also 

explained above, Vvhiting does not disclose a flat knit textile element having flat 

knit edges, and it does not disclose a textile elernent having flat knit edges joined 

together to f om1 an ankle opening in the upper for receiving a f oat As I described, 

the technique \ivhiting describe.s for frnming an opening to receive a foot is 

significantly different than the teachings in the' 011 Patent 

143 \ivith regard to I'v1cDonald, as explained above McDonald teaches a 

sock-like structure similar to tl1e sock-like structures of Glidden and v\thiting. 

According to rvfcDonald, bis "invention is a shoe compdsing a circular-knit fabric 

sock having a stretchable elastic welt and a reinforced sole devoid of ridge-fanning 

seams permitting intimate attachment of inner and outer soles adhe5ively 

throughout the area of tl1e sock sole." (Ex. l(IBat p. 1, IL 1-El 

141 In sLm1, \t\thiting and McDonald do not teach or suggest a flat knit 

textile elernent having flat knit edges free of surTounding textile structure such tliat 
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the flat knit edges are not srnrow1ded by a textile structure frorn which the textile 

element must be removed, nor do they teach or suggest forming a t1at knit textile 

elernent having flat knit edges that are joined together to fonn an ankle opening in 

an upper for receiving a foot, the ankle opening having an edge comprised of one 

of the flat knit edges. 

145. Accordingly, it is rny opinion that the substitute claims would not 

have been obvious in view of Glidden in combination with \t\!hiting or IvicDonald 

because even if Glidden is cornbined with these references, the crnnbinations still 

do not include limitation5 in the substitute daim5, including the following 

limitations: "flat knit textile elernent ( 1) having flat knit edges free of sunuunding 

textile stnJcture such that the flat knit edges are not surmunded by textile stnJcture 

frorn which the textile elernent 1nust be rernoved, sorne of the flat knit edges joined 

together to frnm an ankle opening in the upper for receiving a foot, the ankle 

opening having ar1 edge cornprised of one of the flat knit edges" (substitute clairn 

47 and the claims dependent thereon, Le., substitute dependent claims 48-E:Q; "the 

joined edges shape the flat knit textile elernent to frnrn a lateral region, a mtx:lial 

region, an instep region and a heel region of the upper" (dependent substitute 

claims;;; 48 and E"":Q); "a plurality of apertures in the t1at knit textile element, the 

apertrnes fanned by omitting stitches in the flat knit textile elernent arid positioned 

in the upper for receiving laces" (dependent substitute claim 49). 
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C. Substitute Claims 47-50Would Not Have Been Obvious In View 
of Osamu Alone Or Combined With McDonald, Whiting, Nishida, 
Glidden or Curley 

146 According to Osanm, his alleged invention 

relates to uppers material for shoes and more particularly for sports 
shoes. In particular, the shoe uppers material of the present invention 
is uppers material cornprising one sheet of woven fabric. 

(Ex. 1CXX3p. 3 ~(TDl). 

147 Osmnu describes the problem-:; his invention sought to solve as 

foHows: 

[Problern the Invention Seeks to Solve] As mentioned above. with the 
conventional shoe manuf actrning rnethods based on parts, a varie~y of 
materials con1e to be assembled into the shoe for one foot. To do this, 
there is the difficulty of procrning each material and losses of each 
rnaterial are large, with the loss having to be borne by the shoe 
factory. In addition. because the struct111-e is cornplicated, effrnt is 
required for cutting and stitching together and skill-training is 
required. The actual labor cost, domestically, for cutting and 
sewingAtitching work has increased by 10 to 1aJX1 or more. The 
trend towmu a "art5 approach" result'":> in a.n increase in the cornponent 
of specialized fabrication work and a steep rise in personnel cost, 
coupled vv:ith the fact that domestic sewingJStitching factories are 
unprofitable. Thus shoe manufacturing that involves a large number 
of individual part<:; bas become difficult in practice. Further, in respect 
to econonrles of manufacturing, because a process wher-e each part of 
a shoe is designed and cut and a process wher-e these parts of 
complicated shapes are stitched together accurately and with tmiform 
elasticity are involved, for mass production, there were the issues that 
high-level techniques were required and shnplificationAeduction of 
the nurnber of process steps was difficult. 

(Ex. 1CU3 p. 3-4 ~!CTD4). 
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148 Thu_-:;, one problern Osalnu identifies with the plior art is that 

"simplification;reduction of the nun1ber of process steps was difficult." (Id.). 

Osarnu explain-:; bis solution to this arid other problems as follows: 

[l\1eans of solving the problem] The present invention solves these 
problems. It develops material for shoes indispen.-:;able to 
rnar1ufacturing rnethods that increase econornic efficiency of 
production by reducing the quantity of shoe uppers rnatelials a.-:; 1nuch 
as possible, thus enabling srnooth provision of materials and reducing 
labx cost through simplification of the sewingstitching pmce.ss. The 
present invention, by setting up the conventional parts a.-:; a single 
sheet of main uppers materials a.-:; rnuch a.5 possible, red.uces the 
nrnnber of parts and the nurnber of sewingstitching operations, thus 
improving overall efficiency. To srnn up, uppers material is provided 
which, on a single sheet of Jacquard weave cloth, fonns an integration 
of alrnost all the uppers material for a shoe. The present invention is 
uppers rnaterial configured of one sheet of cloth wherein all the 
outlines of the main uppers materials for the shoe of one foot are 
continuou.5 and the inteliors therein are woven in a variety of weave 
structures, designs and hr patterns. . .. 

[CXXB] Furtl1ennore, the present invention forms the uppers rnaterial 
on one sheet of Jacquard weave doth, and on top of them other 
elements Call be sewn on, water-proofing material can be applied, 
decorative elernents Call be sewn on, and of course water-proofing Call 
be done as a second.my production step. 

(Ex. 1cx:x3 p. 4, ~[~1ax:o-axX1. 

149. The "single sheet of main uppers materials" described in the 

preceding excerpt is illustrated in Figure l of Osamu' s p:1tent, which is reproduced 

below. 
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(Ex. 1CD3p. $. 

JED Osamu describes the embodiment shown in Figure 1 as follows: 

[Ernbodirnent-:;] Figure 1 shows a.n embodirnent of uppers material for 
shoes according to the present invention The uppers material for 
shoes is configured of one sheet of doth wherein, the main uppers 
rnaterial 2 for the shoe of one foot are woven on elongated foundation 
cloth 1, all the outlines thereof are com1ected, and within those 
outlines at each appropriate location 2J through 2£ are many kinds of 
weave structures, designs and patterns. The weave structure is a 
comparatively heavy Jacquard weave, the weave stn1cture being 
changed for each part corresponding to each location on the shoe or 
being woven in a patten1 that changes the desigr1/pattern. On 
foundation doth 1, all of the main uppers rnaterial 2 for the shoe of 
one foot are woven, and continuous thereto middle sheet 3 and, and 
separated a little therefmrn, shoe tongue flap shaped cover 4, are 
woven in l\1lddle sheet 3 is a sole-shape divided in half, roughly 
diagonally, fanned continuous with tl1e edge of the outline of main 
uppers matedal 2 to the right and left thereof. Middle sheet 3 formed 
divided, will becorne the shape of the sole by being 3 dimen-:;ionally 
folded in and stitched together when main uppers material 2 is formed 
3 dirnensionally on tl1e shoe rnokL Also, the shoe tongue flap shaped 
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cover 4 is sovvn in on the in5ide of main uppers rnatelial 2 In this 
e1nbodirnent main uppers rnaterial 2 middle sheet :i and tongue flap 
shaped cover 4 are positioned appmpriately on elongated foundation 
doth 1, frnming an elongated we.aving with a continuous pattein 
f-.Aain uppers matelial 2 middle sheet :~ a.nd tongue flap shaped cover 
4 are cut along the outline line of each 3J arid 4(), to forrn tvvo parts. 
The above--n1entioned main uppers material 2 is configured of a weave 
stmcture with a vam count of Z-.:0 per inch or more, one pattern 
elernent being fn.)(i1 ~rrn2 to 8::tni2in size .... 

(Ex. 1CD3 pp. 4 5, ~~CDJ7). 

151. Osamu further explain'":> that, Hke Nishida, one of the processing steps 

required by his invention is cutting the textile elernents out of a SUITotmding textile 

structure: "By' punch-out' cutting of main uppers 2 middle sheet 3 and tongue 

flap shaped cover 4 parts are made in the least nUinber possible." (Id. p. 5, 

152 Petitioner acknowledges that while Osarnu teaches a woven textile 

element, it does not teach a knitted textile element as required by the '011 patent 

claims. (E.g., Petition p. 45, " ... Osarnu desclibes every ele1nent of independent 

claim 16 except that Osamu discloses using a woven textile element rather than a 

weft-knitted textile elernent"); (Ex. lCDl p. l(D, Frederick Dec.. "Osarnu 

describes a woven textile element, rather than a weft-knitted textile element."). 

Con_s;:;equently, Petitioner does not assert that issued claim 16 is anticipated by 

Osmnu. (E.g., Ex. l(X)l pp. ffi.152 Frederick Dec.). 
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153. Instead, Petitioner a.-:;serts that issued claim 16 would have been 

obvious in view of Osanm alone, and also in view of Osarnu combined with any 

one of the following prior art references: tv1cDonald, or VVhiting, or Cmiey, or 

Nishida or Glidden (Ex. lOJl p. 153, Frederick Dec.). 

151 \!\,1th regard to Petitionel s argurnent that issued dairn 16 is obvious 

in view of Osarnu alone, substitute dairn 47 adds limitations to issued dairn 16 

that are not described in Osamu, including: a "flat knit textile element ( 1) having 

f1at knit edges free of surrounding textile structure such that the flat knit edges are 

not srnrounded by textile strncture frorn which the textile element must be 

rernoved, sorne of the f1at knit edges joined together to fonn ar1 arlkle opening in 

the upper for receiving a foot, the ankle opening having an edge compdsed of one 

of the flat knit edges." 

l[:6. It is my opinion that the substitute claims would not have been 

obvious to a person of ordinary skill in the art based on Osarnu alone because there 

was no motivation or reason that would have prompted a person of ordina.iy skill in 

the art at the tirne of the invention to rnodify Osmnu to arrive at tl1e invention-:; 

described in substitute claims 47-50 

l[:fi As I explained previously, Osamu' s appmach to making a shoe upper 

was to fonn weave patterns on a sheet of doth arid tl1en cut tl1e patterns out of tl1e 

sheet In addition, a.-:; discussed above in connection with Nishida, one drawback 
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with this approach is that textile n1aterial in the area between the pattern-:; is wa.sted. 

Another drawback with this approach is that it can be inefficient because it requires 

additional processing steps to rernove the material frrnn the sheet, and then to 

ensure that the edges are properly finished. The portion of the sheet not 

constituting an upper pattern is wasted, just as it was wasted in Nishida. 

157. In contrast, the flat knit upper described in the substitute claims is 

made by an additive process. Such an additive process avoids the additional 

processing associated with cutting the rnaterial and then finishing the cut edges, as 

well as the wasting of textile material. The substitute claims accomplish these 

irnpruvernents by virtue of its textile elernent having flat knit edges --- a different 

stn1cture than produced by Osamu' s cut edges that must be finished. 

158 In addition, Petitioner adrnit5 that Osarnu does not disclose a flat knit 

textile elernent However, Petitioner contends that woven and knitted textiles are 

known by the skilled person to be interchangeable. According to the Petitionel s 

dedarant, rv1r. Frederick: 

Osarnu describes a woven textile elernent, rather than a weft-knitted 
textile elernent. However, the use of a weft-knitted textile elernent 
would have been obvious to the skilled person. Woven and knitted 
textiles are both suitable for use in uppers and known by the skilled 
person to be interchangeable. Selection of one versus the other is an 
obviou5 design choice. 

Nishida, for example, recognizes the interchangeability of woven and 
knitted textiles for use in uppers, repeatedly referring to "woven 
and,,6r knitted" fabrics when describing the textile elernent arid 
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configurations in his patent. (Nishida, 1: EH-EB 167-68 2 42-45; 3 6-
10 345-52 3ffi68 5:fil62 623-25) 

Osarnu itself recognized that the use of a knitted versus a woven 
textile in the upper wa.-:; interchangeable and a matter of design choice 
Osarnu, in describing the prior art in paragraph [ffiJ2], states "For 
exan1ple, when using woven fabric andhr knitted fabric as uppers 
materials for shoes, as shown in Figure 2 the material is made into 
many parts, such a.-:; the tip part A, upper smf ace part B, edge part C, 
side surface parts D, E, and F, ankle edge part G, heel parts Hand I, 
arid the rnaterial and shape of each is selected according to the 
function of that location. Parts of many types are provided, such a.s;;; 
woven fabrics ar1dhr knitted fablics of various surface strncture and 
design (A, B, I), ... " 

The' 011 Patent also describes in the section entitled "Description of 
Background Art" that textile materials for uppers can be formed by 
mechanical manipulation of yams, including weaving and knitting. 
C 0 11 Patent, 2 4-4G The ' 011 Patent makes no suggestion that 
knitted fabrics are srnnehow preferable to woven fabrics. In 
desclibing its :invention, the '01 l Patent describes that textile element 
40 car1 be made using any number of pmcesses that rnechanicaUy 
n1a.nipulate the yarns (' 011 Patent, fi 51-fr;): 

''Textile elernent 40is primaiily forrned frorn one or 
1nore yarns that are rnechanicall y-rnani pulatt:,-'Cl th1uugh 
either an interweaving, intertvv:ining ar1d twisting, or 
interlooping pmcess, for example. As discussed in the 
Background of the Invention section ab.we, interweaving 
is the inte1-section of two varns that cross arid interweave 

J 

at right angles to each other. The yarr1S utilized in 
interweaving are conventionally refened to as warp and 
weft. Intertwining and twisting encompasses procedures 
such as braiding arid knotting where yarr1S intertwine 
with each other to fonn a textile. Interlooping involves 
the formation of a plurality of columns of intermeshed 
loops, \Vith knitting being the most common methods of 
interloping. Textile ele1nent 40rnay, therefore, be 
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forrned frorn one of these processes for nmnufactrning a 
textile." 

V\lhile sorne in the pa-:;t may' have suggested that woven fabrics are 
less elastic or less breathable than knitted fabrics, this was not the case 
in Ivfarch 3J:)1 The ability to interweave elastic threads, loose 
weaving techniques, use of specially treated fibers, and selecting yarn 
v'v1th greater ela.5ticity were known by l'vlarch 3J:)4 to be u-:;eful to 
address any such perceived concerr1. For exainple, Crniey explains 
that either knitted fabrics or woven fabrics may be used for the textile 
layers of the three-layer upper Curley de.scdbes, Curley explains that 
focusing on yarr1 ela.-:;ticity properties when utilizing woven fabrics 
cornpensates for lower stretch or elasticity that woven fabrics 
generally possess when compared with knitted fabdcs. 

(Ex. l(X)l pp. 116- 18). 

1[:f:l In rny opinion, one of skill in the mt would not have considered 

Osainu' s woven fabric interchangeable witl1 tl1e flat-knit textile elernent having a 

tmitaiv construction descdbed in substitute claim 47. Even if there n1:1y have been 
J ' 

sorne overlap between tl1e properties obtainable in Osainu' s woven fabric and the 

properties obtainable in the flat knit textile elen1ent of substitute claim 47, such a 

woven fabric is by no rneans "interchangeable" witl1 a knitted textile ele1nent. 

\Noven textiles a11d knitted textiles are fundamentally different types of materials 

and have very different structures. For exmnple, in his declaration Mr. Frederick 

refers to the elasticity of woven fabrics versus the elasticity of knitted fabrics. If 

one's only goal were to select or create a hypotl1etical woven fabric having an 

elasticity sirnilar to that of a paiticular l~ypothetical knitted fabric, this nnght be 

adnevable by appropriate selection of elastic yarns for use in the woven fabric. 
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However, this would likely also rnean that nurneruus other properties of these two 

hypothetical matedals will diverge. For example, using stretchable yan1 to make 

the hypothetical woven fabric more elastic may cause the surface texture of the 

hypothetical woven fabric to have a much different feel than the surface texture of 

the hypothetical knit fabric. It may also cause the hypothetical woven fabric to be 

rnuch less breathable than the hypotl1etical knit fabric. l\r1on.,~ver, and as cornpared 

to yarns used in the hypothetical knit fabric, elastic ymn-:; used to create the 

hypothetical woven fabric may react very differently to heat, rnoist1ire or 

chemicals. This could significantly affect the envimnment5 in which the two 

l~ypothetical fabrics might be used and16r how the two l~ypothetical fabrics might 

be processed. In short, just because it might be possible to select or create a woven 

fabric that is similar to a particular knit fabric witl1 regard to one prope1iy. it does 

not follow that woven and knitted fabrics might be similar in connection \Vith all 

properties tl1at may be of irnportance. For this and other reasons, one of skill in tl1e 

art would not have considered Osan11.1' s woven fabric interchangeable with the flat-­

knit textile elernent having a unitary con.-:;truction described in substitute cla.irn 47. 

lED In sum, there was no motivation or other reason that would have 

prompted one of ordinmy skill in the art at the time of the invention to modify 

Osmnu to mrive at the invention described in substitute clairn 47 (or tl1e claims 

dependent on substitute claim 47, Le., substitute claims 48-::il. 
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161. \!\,1th regard to substitute clahn 49, Osarnu does not teach the 

limitation requiring "a plurality of apertures in the flat knit textile element, the 

apertures fonned by orrrltting stitches in the flat knit textile elernent arid positioned 

in the upper for receiving laces." Osamu contains no description or suggestion of 

forming such openings by orrrltting stitches in the upper. '!11ere was no rnotivation 

or other reason that would have prornpted one of ordinary skill in the art at the tirne 

of the invention to rnodifv Osamu to include the additional features that have been 
J 

added to substitute dependent dairn 49 Consequently, the additional features 

added to dependent substitute claim 49 provide further gmunds for concluding that 

tllis dairn would not have been obvious in view of Osanm alone, 

162 It is also my opinion that substitute claims 47-:::Dwould not have been 

obvious based on Osa.rnu in cornbination witl1 McDonald or Vv1liting or Nishida or 

Glidden or Curley. Petitioner's Declarant, Mr. Frederick, stated the following with 

respect to issued claim 16 

The selection of a weft-knitted fabric instead of a woven fabric to 
form the textile element would have been obvious to the skilled 
person, as the ' 011 Patent and the prior art references show. 

Specifically, with respect to weft knitting, several prior art references 
disclose weft knitting for use in making shoe uppers. 

Nishida discloses forming tl1e upper witl1 a "conventional textile 
prucess .. _ by weaving ar1dhr knitting ... " (Nisllida, 3 6-12) At tl1e 
time Nishida was filed in the U.S. (June 17, 19'J2) the skilled person 
would have know11 and understood that "conventional" knitting 
processes include both warp knitting and weft knitting (arid frnther 
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including both circular a.nd flat knitting), since these knitting 
processes existed for many decades before 19fr2 and had been used in 
the making of shoe uppers for many decades as well. 

Glidden describes a.n upper that is "fabricated a.s an integral, shaped, 
sock-like article although in sorne cases the insole portion may be 
omitted if that is desired." (p. 1, 2 45-4$ The skilled person would 
know from Glidden· s description of fablicating the upper as a shaped, 
"sock-like" article, as well a5 the knit pattern-:; in the drawings (Figs. 
1, 6 8), that Glidden is describing a.nd showing a weft-knitted textile 
elernent. 

As another example, rvfcDonald dates to 1943 and desclibes a method 
of n1a.king shoes including use of a "conventional type of circular 
knitting machine" to forrn a "weft knit fabric" used to rnake the upper 
of a shoe. (McDonald, p. l at 2 33-~ 

As another exarnple. VJhiting dates to 19C'i3 and describes a rnethod 
for pruducing knitted shoe uppers of shrinkable yarn, including 
knitting the sock-like structure that forms the upper on" flat or circular 
knitting machines." (\!Vhiting, 2 ::I+ 5E~ 

As another example, Curley, published. in April 19X), describes shoes 
made with knitted layers in the upper, including both wmp mid weft 
knitting. (Curley, p. 7, line 32-p. 8 line 2::'3) 

(Ex. lCDl, Frederick Dec. at 116-13:l 

163 Even if Osmnu is combined with any one of l\1cDonald or Vvhiting or 

Nishida or Glidden or Curley, the cornbinations would still not include all of the 

elements in the substitute claims. 

164. I have described each of those references previously in this 

declaration As those descriptions show, l\1cDonald, W.riting, Nis}.rlda, Glidden 

and Curley do not teach or suggest a flat knit textile elernent having flat knit edges 
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free of sunounding textile structure such that the flat knit edges are not swmunded 

by a textile structure from which the textile element must be ren10ved, nor do they 

teach or suggest frnrning a flat knit textile elernent having flat knit edges that are 

joined together to fonn an ankle opening in an upper for receiving a foot, the ankle 

opening having an edge cornprised of one of the flat knit edges. 

165. Accordingly, it is rny opinion that the substitute claims would not 

have been obvious in view of Osamu in cornbination with McDonald or Vv'hiting or 

Nishida or Glidden or Curiey because even if Osmnu is cornbined with ar~y one of 

these references, such combinations sti11 do not include limitations in the substitute 

claims, including: "flat knit textile elernent ( 1) having flat knit edges free of 

sLurotmding textile stnJcture such that the fiat knit edges are not surmunded by 

textile structure frorn which the textile ele1nent rnu5t be removed, sorne of the fiat 

knit edges joined together to frnm an ankle opening in the upper for receiving a 

foot, the ankle opening having an edge comprised of one of the flat knit edges" 

(substitute claim 47 and the claims dependent thereon, i.e., substitute dependent 

claims 48-E"it and '' a plurality of apertures in the fiat knit textile elernent, the 

apertures formed by on1itting stitches in the flat knit textile element and positioned 

in the upper for receiving laces" (dependent substitute claim 4f~. 

lffi It is also 1ny opinion that the substitute claims would not have been 

obvious in view of Osamu in combination \Vith IvkDonald, Glidden or the circular 
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knit ernbodirnent in \Nhiting for the additional rea.5on that there was no rnotivation 

or other reason that would have prompted a per.son of ordinary skill in the art at the 

time of the invention to crnnbine the references to arrive at the inventions dairned. 

in the substitute claims. Vvhile the references generally relate to upper.s, attempting 

to cornbine a stlucture like the woven web of Osarnu vvith different knit stiuctures 

like rv1cDonald, Glidden or the circular knit ernbodirnent in \,\;biting to arrive at the 

claimed inventions would require a substantial recon5tn1ction of the element.s 

shovvTl in Osarnu mid would change the basic principle under which Osarnu was 

designed to operate. Osamu' s upper is a woven element that is farmed as part of a 

sheet frorn which it rnust be rernoved. After Osarnu' s woven elernent is cut out of 

the sheet it is flat and is not shaped as an upper \Vith an opening for receiving a 

foot In order to shape the woven ele1nent into an upper witl1 a.n opening for 

receiving a foot, edges of the woven elernent must be finished and joined together. 

167. In contrdst, McDonald, Glidden and the circular knit ernbodiment of 

\t\thiting teach the fom1ation of sock--like upper.s using a circular knitting n1achine. 

The structures are not flat a.nd instead are fanned as tubular structures on the 

circular knitting machine. The circular knitting pmcess results in an opening at 

one end of the tubular stn1cture t1'1:'1t serves as an opening for receiving a foot No 

edges of tl1e tubular· stluctm-e ar-e joined to fonn the opening tl1at receives tl1e foot. 

In light of these substantial differences, there was no motivation or other reas;;;on 
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that would have pro1npted one of skill in the art at the tirne of the invention to 

combine these references to achieve the inventions dain1ed in substitute claims 47-

5) 

168 Finally, an additional reference that Petitioner cites in its Petition is 

Shirnnura. Shiornura is not discu5sed above because Petitioner did not argue that it 

renders issued claims 16 19 or 3) unpatentable, either alone or in cornbination 

with another reference. Shiomura describes using a two-layered knit fabric having 

a crossing thread in a shoe upper. (Ex. 1011 at 1: s3 --- 2 :l The fabric is made 

using a tricot knitting machine, a Raschel knitting machine or a double Raschel 

knitting machine, each of which is based on a warp knitting procedure. (E.g., id. at 

3 4- 1$). Shiomura does not suggest making a flat knit stmcture. Aside from j t1.s;:;t a 

general reference to u5ing the warp-knitted fabric in a shoe upper, Sbiornura does 

not provide any descdption of how to integrate the fabric into the shoe upper. Nor 

does Shiornma describe the fabric as having a plurality of knit constructions, or as 

having a first and a second area having different properties to impart varying 

characteristics to the knit material. Accordingly, Shiornura does not render 

substitute claims 47-ED unpatentable, either alone or in combination with another 

reference. 
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D. Substitute Dependent Claims 48and 49Are Patentably Distinct 
From One Another 

lffi. I have been inforrned that when a patent ovvT1er proposes more tha.n 

one substitute claim for any one challenged claim, the patent owner needs to show 

patentable distinction of the additional substitute dairn over all other substitute 

claims for the same challenged claim. As explained above, I understand that NIKE 

is proposing two substitute dependent claims (j.e., substitute dependent claims 48-

4~ for issued dairn 19 For reasons that include the reasons set forth below, it is 

my opinion that substitute claims 48 and 49 are patentably distinct relative to one 

anotl1er. 

170 It is my understanding that, when evaluating the patentable 

distinctiveness of two claims, I should consider whetl1er the recitations of one 

claim anticipate or render obvious the recitations of the other claim ']l1e 

recitations of a dependent clairn include what is recited by that dependent dairn, as 

well as what is recited in claims frum which that dependent claim depends. 

Becau_-:;e substitute clairn 48 and substitute clairn 49 both depend frrnn substitute 

claim 47. each of substitute claims 48 and 49 includes the recitations of substitute 

clairn 47. 

171. It is also rny understanding tl1at, when evaluating the obviousness of 

substitute dairn 48 relative to substitute clairn 49, I should (solely for purposes of 

tllis analysis) treat substitute dairn 49 as prior art and consider the teadlings of 
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substitute clahn 49 in view of the teachings of other prior art. It is rny further 

under.standing that, when evahk1.ting the obviousness of substitute daim 49 relative 

to substitute claim 48 I should (solely for PWTJOSe.5 of this analysis) treat substitute 

daim 48 as prior art and consider the teachings of substitute claim 48 in view of 

the teachings of other plior art 

172 I understand that, when evaluating the patentable distinctiveness of 

substitute claim-:; 48 and 49 relative to one another, I should use the same claim 

constructions that I used in rr~y previous analyses described above. 

173 \t\tith regard to substitute dependent daim 48, this claim recites" [t]he 

article of footwear· recited in dairn 47, wherein ... the joined edges shape the flat 

knit textile element to fonn a lateral region, a medial region, an instep region and a 

heel region of the upper." 

174 Substitute daim 48 is not anticipated by substitute claim 49 Neither 

substitute clairn 49 nor its parent substitute dairn 47 recites "joined edge.-:; [that] 

shape the flat knit textile element to form a lateral region, a medial region, an 

instep region and a heel region of the upper," arid this feature is not inherent in 

daim 47 or claim 49 l\1oreover, substitute claim 48 is not obvious over substitute 

claim 49 Claim 49 does not recite additional features relating to joined edges of 

tl1e textile elernent Substitute dairn 47, frorn which clairn 49 depends, recites 

"some of the flat knit edges joined together to fom1 an ankle opening in the upper 
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for rrx.:eiving a foot" However. a textile elernent having flat knit edges joined 

together to frnm an ankle opening does not teach an element in which joined edges 

shape the element in rnultiple regions as recited in substitute clahn 48 This is true 

even when substitute dain1 49 is considered in view of Nishida or Osarnu. Nishida 

shows a "layout of a shoe upper" having edges that are sevvn together to create a.n 

upper, but that layout is part of a surrounding textile structure frurn which it 1nust 

be removed. Osamu shows a "main uppers matedal," but shows it as part of a 

"foundation doth" frorn which it rnust be rernoved. A layout (or rnain uppers 

matedal) that that mu .. s;:;t be removed from a larger textile element does not suggest 

rnodi(ying a flat knit textile ele1nent to have tl1e shape of tl:iat rernoved layout 

175. \ivith regard to substitute dependent claim 49, this claim recites" [t]he 

article of footwear recited in dairn 47, wherein at least one of tl1e first stitch 

configuration and the second stitch configuration forms a plurality of apeitures in 

tl1e flat knit textile elernent, tl1e apertures forrned by ornitting stitches in the flat 

knit textile element and positioned in the upper for receiving lace-s." 

176 Substitute dairn 49 is not anticipated by substitute dairn 48 Neitl1er 

substitute claim 48 nor its parent substitute claim 47 recites" apertures frnmed by 

omitting stitches in the flat knit textile element and positioned in the upper for 

receiving laces," ar1d this feat1ire is not inherent in substitute dairn 47 or substitute 

claim 48 Moreover, substitute claim 49 is not obvious over substitute claim 48 
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Substitute claim 48n.,,cites ·'wherein at lea.-:;t one of the first stitch configuration and 

the second stitch configuration fonns an aperture." Even in view of the Petitioner 

Prior Art and other prior art of record cited during prosecution of the' 011 Patent, 

however, this fails to teach or suggest apertures that are "formed by omitting 

stitches" a.nd that arl~ also "positioned in the upper for receiving laces." 

E. Secondary Considerations 

177. I understand that objective or secondary consideration factors car1 be 

considered when assessing whether an invention would have been obvious. I 

understand that one of those factors supr.xnting non-obviousness is a long felt need 

for the invention. It is my opinion that there was a long felt need for the invention 

described in substitute dairn 47. 

178 Nishida shows that reducing material waste drning marmfacture of 

textile footwear uppers was a long-felt need. Nishida asserted that "with the 

known material [as described in Gennan Patent No. 627878] that bas crosswise 

strips, the entire cutting waste ... consists of an expensive tubular material, 

1nultilayer material or the like." (Ex. lCX:XS, 2 22-2.5). Over thirty years after that 

German Patent, Nishida' s response to this problem was;;; to n1:lke the "cutting 

waste" a sirnpler, lighter or cheaper material. (Id. at 2 15- 1$). Even if one 

assrnnes that Nishida teaches flat knitting of his "web" vv:ith multiple "layouts", 

however, this underlying prublern remained. In particular, manufactU1ing uppers 
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from flat textile elernents still resulted. in matelial that rnust be wa5ted when a flat 

textile element is cut fmn1 a "web of material." Over ten ye,ars then elapsed 

between Nishida and the filing of the · 011 patent application Unlike Nishida, 

which simply tried to make "cutting waste" less expensive, the upper of substitute 

claim 47 solves the long-felt need to reduce flat textile footvvear upper 

rnanufacturlng waste by eliminating the need to cut a textile elernent f1u1n a textile 

stn1cture, thereby eliminating "cutting waste" (and the associated cutting step) 

instead of sirnpl y making the cutting waste cheaper. 

179. Therefore, for at lea.s;;;t these reasons, the objective factor of long felt 

need for the invention supports the non-obviousness of the inventions described in 

substitute claim 47, and the claims dependent thereon, re., substitute claims 48-[:0 

VII. THE PROPOSED SUBSTITUTE CLAIMS ARE PATENTABL Y 
DISTINCT FROM THE OTHER PRIOR ART CITED DURING 
PROSECUTION OF THE '011 PATENT 

lffi Drning prosecution of the '011 Patent, the PTO cited nurnemus prior 

art references in connection \Vith its consideration of the patent.ability of the issued 

claims. The references cited by the PTO are listed on the first and second pages of 

the' 011 Patent in the section entitled "References Cited." (Ex. 10J2at 1-~. 

181. In its Petition, the Petitioner relies on four of the prior art references 

cited on p:1ges land 2 of the' 011 Patent; namely, Nishida, Glidden, Curley and 

Shiornma. I reviewed the other plior art references cited on pages 1 and 2 of the 
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'011 Patent and it is my ()pinion that the substitute claims are not anticipated by 

any other cited prior ati referenc,e because no single reference contains every 

limitation recited in the substitute claims. 

182. lt is also my opinion that the substitute claims would. not have been 

obvious. in view of the cited prior art references because there is no motivation or 

other reason that ,votdd have prompted a person of ordinary skiU in the art at the 

time of the invention to combine the reforences to arrive at the inventions claim.ed 

in the $ttbstitute clainls. I reserve the right t<-1 respond to any new obviousness 

arg1unents or combinations that Petitioner may argue in response to NIKE~ s 

!\.1otion to Amend. 

I declare under penalty <lf perjury that the foregoing is true and c.orrec:t. 

<v'---1 :r=: ~-· Dated: August 19, 2013 ~t::-~-:: _____ _;_ __ ,-,-'------+------"~___,,,.c~ 
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Raymond F. Tonkel 
71 Atkinson Lane Sudbury, Massachusetts 01776 
Phone: (978) 761-5208 Fax: (978) 443-4103 
Mail to: tonkdesign@aol.com or rtonkel@uturnsports.com 

Professional Summary 

Over thirty plus years of extensive design and development experience in the 
athletic and casual footwear industries, Outstanding record of creative problem 
solving, product creation and the delivery of superior products, strategic 
planning, departmental leadership and building organizational relationships. 
Considerable cross category global research and development experience with 
manufacturing sources throughout the Far East, Europe, Brazil and the USA. 
Successfully managed departments, projects, personally designed footwear and 
footwear technologies. Has most recently taken on an entrepreneurial role as a 
footwear consultant and inventor, Inventor on over 40 US design and utility 
patents with other patent pending inventions in process. 

Employment History 

From: 2001 U-Turn Sports Co, LLC 
To: Present Sudbury, MA 

Position Partner 
" Established to conceptualize and develop new proprietary 

interactive inventions for the footwear and related sports 
industries. Successfully licensed numerous inventions to a 
number of international brands with over 20 million plus pair of 
shoes sold globally incorporating U turn technologies. Included 
amongst these technologies would be Tongue Twisters, Stripe 
Shifters and Band Em as marketed globally by K Swiss. 

From: 
To: 

• U Turn has also introduced their !Twist brand interactive 
reversible footwear to retail to market/test new concepts. 
Designed product, website, marketing materials, ads, etc. 

1998 LEXZ9, Inc, 
Present Sudbury, MA 
Position President 

111 Provide creative footwear solutions through innovative 
product design and research and development. 

• Product positioning, line building, international 
development, and sourcing. 
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From: 1993 
To: 1998 

Position: 

From: 1991 
To: 1993 

11 Clients have included: Airwalk, And 1 Basketball, Bata 
International, Columbia Sportswear, Clarks, Dunham, 
Easton, Fila, J&M, Keds, K-Swiss, Reebok Intl, Rockport 
Company, Ryka, Tecnica, Teva, Timberland and XES 
Appeal amongst others. 

11 Worked with WSA Global Holdings as a Member of the 
advisory board and consultant to the Materials at WSA 
Expo and Conference. 

111 Consulted with various clients on matters of footwear 
intellectual property. 

Reebok International 
Stoughton, MA 
Managing Director of Footwear Design 

Ill Supervised the design process for the complete range of 
Reebok International brand footwear. 

Ill Managed a group of over 45 designers, color and trend 
specialists and well as design support groups. 

Ill Structured and managed the organization, creative 
projects, systems and time lines. 

Ill 1996 single recipient of the Reebok International 
Presidential Achievement Award. 

II Revitalized a multi-faceted design operation. Motivated 
staff, set career paths and headed recruiting efforts. 
Spearheaded the establishing of Reebok Design as a 
leading influence in the Sports and Fitness industry. 

II led the design and implementation of numerous seasonal 
cross category product packages covering multiple sport 
and casual footwear categories. These include Mobius 
Collection, '96 Spin Vector Olympic Group, Vis Hex 
Collection and light speed DMX amongst others. 

Ill Personally designed Reeboks first DMX technology 
footwear which were the brands number one volume 
technology products in 1995 and 1996 

Rockport Corporation 
Malboro, MA 
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Position: Wee President, Design and Advanced Concepts 
11 Responsible for managing line direction, design and 

development of the complete range of Rockport Footwear 
from conceptual design to final product 

111 Supervised activities of designers, developers, modeHsts 
and biomechanists. Staff of 20. 

111 Maintained communications with multiple source countries 
in Asia, Europe and South America including traveling 
globally to ensure design integrity. 

111 Focused on long-range R&D of future projects with a 
concentration on the design of advanced technology that 
would best position Rockport with innovative, leading edge 
footwear. 

From: 1988 Adidas USA 
To: 1990 Warren, NJ 

Position: Wee President of Footwear Design and Development ( 1990) 
Wee President of Footwear Design (1988 to 1989) 

111 Managed a design and development staff of 15, responsible 
for the complete range of Adidas USA footwear. Also Global 
design and development responsibility for Adidas 
basketball, fitness, cross training, baseball/football and 
hard court tennis categories. 

111 Planned and managed the design process including 
approving creative, setting project goals, expenditures and 
timelines. 

111 Implemented the Adidas brand first ever industrial design 
group, providing design expertise for global product 
categories and contributing to a revitalization of Adidas 
image in both performance and casual footwear categories. 

111 Developed R&D partnerships with Adidas France and 
Germany 

From: 1984 Kangaroos USA 
To: 1987 St. Louis, MO 

Position: Wee President of Research and Design (1986 to 1987) 
Director of Research and Design ( 1984 to 1985) 

111 Directed the company's design and product development 
group for performance athletic footwear lines. 

11 Responsible for all design of performance athletic products 
and technology including the patented and acclaimed 
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Dynacoil technology. 
111 Directed the design and styling of children's and non­

technical fashion footwear line 
111 Worked on product with athlete endorsers, manufacturing, 

merchandising, and marketing. Presented product sales 
presentations globally. 

From: 1980 Nike, Inc, 
To: 1984 Exeter, NH 

Position: Advanced Concepts Product Manager (1984) 
Product Manager/Designer(1980 to 1983) 

11 Hired as one of Nikes first ever industrial designers. 
111 Designed and developed advance concept performance and 

style components, systems and processes for differing 
casual, court and cleated shoe lines. 

11 Directed the development and handled upper and sole 
design for various categories. Designed some of the first 
casual and early AIR running footwear product for the Nike 
brand. 

Litigation Support Experience 

Date: 2005-
2006 
Case 
Project: 

Status: 

Date: 2008-
2009 
Case 
Project: 

Status: 

Date: 2010 
Case: 
Project: 

Status: 

Date: 2012 

Sterne Kessler Goldstein Fox LLP (Washington DC) 

Reebok International vs. Wal Mart Stores 
Patent Infringement matter. Provided footwear design/development 
expert witness reports. 
Settled 

Borden, Ladner, Gervais LLP (Toronto Canada) 

Bauer Hockey vs. Easton Sports 
Patent Infringement matter. Provided consulting on footwear & skate 
design and construction, expert witness reports, deposition, testified. 
Settled 

Mark Sumbulian, Attorney at law (Montreal Canada) 
Converse vs. 7276478 Canada Inc 
Retained as an expert by Sumbulian. Wrote three expert reports on the 
authenticity of Converse products in question. 
TBD 

Cantor Colburn LLP (Hartford CT) 
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Project: Patent Infringement matter. Retained to provide consulting on 
footwear design & construction matters, expert witness reports, etc. 

Status: Settled 

Date: 2012-
2013 
Case 
Project: 

Status: 

Date: 2013 
Case: 
Project: 
Status: 

Klemchuk Kubasta LLP (Dallas TX) 

Pigg~ Pushers LLC vs. Skidders Footwear 
Patent Infringement matter. To provide consulting on footwear design 
& construction matters, expert witness reports, etc. 
In appeal process 

Estey & Bomberger (San Diego CA) 
Product liability suit vs. Skechers USA 
Retained as a footwear design & product expert by Estey & Bomberger 
In process 

US Patents Issued 

Patent Number 
D643,1888 
D642,772 
D642,771 
7,757,414 
7,748,145 
7,600,334 
7,464,488 
7,318,290 
7,117,614 
7,028,420 

6,904,706 

7,284,343 
7,257,906 
7,325,337 
6,574,887 
D375,191 
D351,715 
D343,279 
D343,278 
D343,054 
D343,047 
D342,153 
D338,097 
D338,096 
D338,094 

Issue Date 
08/16/2011 
08/09/2011 
08/09/2011 
07/20/2010 
07/06/2010 
10/13/2009 
12/16/2008 
01/15/2008 
10/10/2006 
04/18/2006 

06/14/2005 

06/01/2005 
08/21/2004 
07/22/2004 
06/10/2003 
11/05/1996 
10/25/1994 
01/18/1994 
01/18/1994 
01/11/1994 
1/11/1994 
12/14/1993 
08/10/1993 
08/10/1993 
08/10/1993 
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D337,874 
D337,427 
D333,379 
D331,494 
D331,492 
D328,814 
D328,667 
4,894,933 
D305,178 
D301,799 
D300,083 
4,805,321 
4,805,319 
D292,142 
4,656,760 
D288,027 
D287,662 
D287,661 
D273,245 
D273,246 

08/03/1993 
07/20/1993 
02/23/1993 
12/08/1992 
12/08/1992 
08/25/1992 
08/18/1992 
01/23/1990 
12/26/1989 
06/27/1989 
03/07/1989 
02/21/1989 
02/21/1989 
10/06/1987 
04/14/1987 
02/03/1987 
01/13/1987 
01/13/1987 
04/03/1984 
04/03/1982 

Educ:ation 

Year College/University 
1978 Rochester Institute of Technology, 

Rochester, NY 

Degree 
B.F.A., Environmental Design with honors 
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Page 4 

THE VIDEOGRAPHER: l'-'Ty name is Deidre Thomas 

2 of Veritext. Today 1 s date is July 23rd, 2013 and 

3 the time is approximately 8:16 a.m. This deposition 

4 is being held in the office of Kilpatrick Townsend & 

5 Stockton located at 1100 Peachtree Street, Suite 

6 2800, Atlanta, Georgia, 30309. 

7 The caption of this case is adidas AG 

8 versus Nike, Inc. in the United States Patent and 

9 Trademark Office. The name of the witness is Edward 

10 C. Frederick. 

11 At this time will the attorneys please 

12 identify themselves and who they represent, after 

13 which the court reporter, Valerie Almand of 

14 Veritext, will swear in the witness. 

15 MR. VAN ES: So my name is Pieter van Es. 

16 I 1 m here for Nike, and let me speak on behalf of the 

17 other folks who are with me because they don't have 

18 a microphone. 

19 With me also is Tom Pratt also with my 

20 firm. Allan Schrock is with me as well, he's with 

21 

22 

23 

Nike, as is Ray Tonkel, and he . 'th 1_S \/JJ_ ,, 1 us as we1l. 

MR. KADABA: I am Wab Kadaba. I 1 m with the 

firm Kilpatrick Townsend. I 1 m here on behalf of 

24 adidas, and with me is my colleague Tiffany 

2 ,­_) Williams, also with the firm of Kilpatrick Townsend, 
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1 also with adidas. 

2 EDWARD C. FREDERICK, 

3 having been duly sworn, was examined and testified 

4 as follows: 

5 EXAMINATION 

6 By MR. VAN ES: 

7 n 
',,t• Good morning. Do you prefer Mr. Frederick 

8 or Dr. Frederick? 

9 

10 

11 

12 

13 

A. Mr. Frederick is fine. 

Q. Good morning, Mr. Frederick. 

Good morning, Mr. Frederick. 

A. Good morning. 

(Nike Exhibit 2001 marked) 

14 BY MR. VAN ES: 

15 Q. Okay. I am going to first present you with 

16 a document that I've marked as Nike Exhibit 2001 and 

] 
,-, 

. - I ask whetner you understand that you are testifying 

18 this morning on behalf of adidas pursuant to this 

19 notice of cross-examination. 

2 () 

21 

A. Yes, I do. 

n 
',,t • Okay. Mr. Frederick, have you been deposed 

22 before? 

23 

24 

2 ,­_) 

A. Yes, I have. 

Q. So let me just go over a few ground rules 

that I'm sure you're familiar with, .b t ·i · . 11 ., --E~L. me 
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1 discuss them in any event. We 1 ll need to speak 

2 today one at a time so that the court reporter can 

3 get down my question and your answer. You'll need 

4 to answer my questions orally and not by nodding 

5 your head or saying uh-huh or words iike that. 

6 If you don 1 t understand a question, please 

7 let me know, and I'll do my best to rephrase the 

8 question. If you answer a question I'll assume that 

9 

l 0 

11 

you understood my question. Is that okay? 

A. Yes. 

n 
',,t• If you need a break at any time, that 

12 should not be an issue for us to take a break. 

13 Obviously if there's a question pending we'll ask 

14 that you answer the question. And I should tell you 

15 that when you come back from a break I may ask you 

16 what you discussed with adidas' counsel. 

17 Do you understand everything I just said? 

18 

19 

A. Yes, I do. 

n 
',,t • So let's start 

20 you been deposed before? 

off by how many ' . t.J_mes have 

21 A. Eight to twelve times, something like that. 

22 I don't remember the exact number. 

23 n 
',,t • And how many of those other cases involved 

24 patent issues? 

2 ,­_) A. More than half. 
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2 

3 

Q. So six or more of those other? 

A. Six or more, yes. 

n 
',,t• A few more background questions, 

4 Mr. Frederick. Have you ever been convicted of a 

5 crime? 

6 

7 

A. 

n 
',,t • 

No. 

Are you taking any medicine today that 

8 would preclude your ability to testify truthfully? 

9 A. No. 

l 0 Q. Okay. I'm going to put in front of you 

Page 7 

11 what's previously been marked as Exhibit 1001, it's 

12 adidas Exhibit 1001. Do you recognize this 

13 document? 

14 

15 

A. Yes, this is a -- I do recognize it. 

n 
',,t • This is a declaration you submitted as part 

16 of this inter partes review? 

17 A. That's correct. 

18 And at the end of this declaration it 

19 includes a CV; is that right? 

2 () 

21 

A. 

n 
',,t • 

That's right. 

I'd like to direct your attention to the CV 

22 at the end of the declaration. 

23 

24 

2 ,­_) 

A. Okay. 

Q. And first ask you whether this CV 

accurately reflects your work and professional 
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l history. 

2 A. Let me take a look at it here just to make 

3 sure. Yes, yep, yes, it does. 

4 Q. Now, you mentioned you have been deposed 

5 six or more times in patent cases. Are all of those 

6 patent cases listed on the last two pages of your 

7 CV, which are pages 177 and 178? 

8 A. I have to answer I think so. I rr,ean, I 

9 have to go back and double-check, but, yeah. 

1 () 

11 

12 

Q. Okay. You're finished with your answer? 

A. Yeah, I am. 

In any of the work that you did previously 

13 in patent cases did you prepare expert reports? 

14 A. Yes. 

15 And approximately how many cases did you 

16 prepare expert reports? 

17 A. In almost every case. I don't remember the 

18 exact number. 

19 Q. More than 10? 

2 () A. I suppose. You know, I don't know. I 

21 really don't know the exact number, but, yeah. 

22 Somewhere more than eight, say, yeah. 

23 And in any of those other cases were you 

24 asked to prepare expert reports on the issue of 

2 ,­_) patent infringement? 
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A. Yes. l 

2 Q. Were you asked to prepare reports on patent 

3 validity or invalidity? 

4 A. Yes. 

Can you give me a breakdown of, in terms of 

6 the number of reports you prepared, how many of them 

7 dealt with infringement questions and how many of 

8 them dealt with validity questions? 

9 A. I 1 d have to go back and review exactly to 

10 give you an exact answer. 

11 n 
',,t• Have you prepared more than five reports 

12 regarding patent validity? 

13 

14 

A. What do you mean by patent validity? 

Is the term patent validity a term that 

15 you've used in the context of your previous 

16 professional work? 

17 A. Yes. 

18 Q. What did you mean by the term patent 

19 validity when you used that term? 

2 0 A. That -- well, that the patent was valid as 

21 it was published, issued. 

22 Q. Excuse me. Have you prepared any reports 

23 where you concluded that a patent was valid? 

24 

2 ,­_) 

A. I don't honestly recall. I may have, but I 

don't honestly recall. 
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l Do you recall if you 1 ve prepared my reports 

2 where you concluded that the patent was invalid? 

3 

4 

A. I don't recall. 

So you don 1 t recall if you prepared any 

5 reports as to whether or not a patent was valid or 

6 invalid. 

7 A. I certainly have, but I don't remember 

8 specifically which ones, yes. 

9 Well, let me be clear. I'm not asking 

10 specifics at this point. Have you prepared any 

11 reports before your declaration in this case where 

12 you concluded that a patent was invalid? 

13 A. I 1 m really having a hard time with the 

14 question. 

15 What's your trouble with the question? 

16 A. Well, you know, questions of validity or 

17 invalidity are part of every expert report on a 

18 patent or infringement or the validity of the 

19 patent. So I'm a little -- you know, I'm stumped by 

20 that question. 

21 I mean, it just seems obvious to me that 

22 all these ones that deal with patent -- that have 

23 patents in them, I've made statements that said that 

24 something I thought was valid or invalid, so that's 

2 ,­_) why I'm a little stumped by it. 
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l I think that most -- I mean, I did some 

2 work with a law firm on a reexamination of a patent, 

3 for example, that was a K-Swiss patent where I do 

4 recall now that I was arguing for the validity of 

5 the patent. And, of course, in this case that's an 

6 issue as well. 

7 So besides the K-Swiss case that you just 

8 mentioned and the present case involving adidas and 

9 Nike, do you recall any other instances where you 

10 prepared a report where you commented on whether a 

11 patent was valid or invalid? 

12 MR. KADABA: Objection as to form. 

13 BY I111R. VAN ES: 

14 Q. Do you understand my question? 

15 A. Yes, I do, yeah. I can remember two cases 

16 specifically off the top of my head. I'd rather go 

17 back and review these details, but the Akeva matter 

18 was something where patent validity was a major 

19 J_ssue. 

2 0 

21 A. 

What was the other one? 

The other one would have been -- let me 

22 take a look here, Cushion Technology. 

23 

24 

2 ,­_) 

Q. Do you recall any others? 

A. No, not at this time. 

n 
',,t• In the Akeva case you were retained by New 
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l Balance? 

2 

3 

A. That's correct. 

Q. New Balance was accused of patent 

4 infringement in this case? 

A. That's right. 

Page 12 

6 Q. Do you recall, was it your conclusion that 

7 the patent was invalid? 

8 

9 

A. That was part of my report, yes. 

n 
',,t• And in the Cushion Technologies case versus 

10 adidas, you were also retained by New Balance? 

11 A. That's right. 

12 Q. Did you conclude in that case as well that 

13 the patent was invalid? 

14 

15 

16 

] 
,-, 

. - I 

A. Yes. 

n 
',,t • Incidentally, in the Cushion v. -- let me 

start the question over again. 

In the Cushion matter that you mentioned 

18 were you also doing work for adidas? 

19 A. I don't think so. Indirectly, possibly, 

20 but I was mainly working with the New Balance 

21 lawyers that were representing New Balance. 

22 Q. Okay. And in the K-Swiss matter that you 

23 mentioned, was it your conclusion that the patent 

24 was invalid? 

2 ,­_) MR. KADABA: Objection as to form. 
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l A. No. 

2 BY MR. VAN ES: 

3 What is your memory of what your conclusion 

4 was in the K-Swiss matter? 

A. That the patent was valid. 

6 In the K-Swiss matter you were retained by 

7 whom? 

8 A. K-Swiss. 

9 And we're referring now on page 177 to the 

10 third listed item, request for reexamination by 

11 K-Swiss, Inc. of --

12 A. Yes. 

13 n 
',,t• -- excuse me, l t . t . . e_ me ]US. -- ]USC so the 

14 record's clear, request for reexamination of 

15 K-Swiss, Inc. of United States patent number 718186. 

16 

17 

A. That's right. 

n 
',,t • And it was your opinion in that case that 

18 the patent was valid. 

19 A. That's what I remember, yes. Again, I'd 

20 have to review that report to be 100 percent sure 

21 what my opinion was, but that's my recollection 

22 right now. 

23 n 
',,t • And as you sit here right now you don't 

24 recall any other situations where you made a 

2 ,­_) determination as to whether -- let me start the 
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l question over again. 

2 As you sit here today you don't recall any 

3 other situations where you reached a conclusion as 

4 to whether a patent was valid or invalid other than 

5 the four that we just discussed? 

6 A. I'm now recalling, you know, that Dananberg 

7 versus Payless, there were many issues, but one of 

8 the issues was the validity of Dananberg. 

9 n 
',,t• So you were retained by Payless in that 

10 c~ase~'? 

11 

12 

13 

14 

A. That's correct. 

Q. Payless was accused of patent infringement? 

A. That's correct. 

Q. Did you conclude in that case the patent 

15 was invalid? 

16 

17 

18 

19 

A. 

n 
',,t • 

I did. 

Have you ever testified at a trial? 

A. Yes, I have. 

n 
',,t • In which cases have you testified at a 

20 trial? 

21 A. 7 
.• :.,e-:t-... 's ,c.,e.·.e· .. K::i"l::ichen [D"honet~c·] ~7 E1 rc 17 c .. , ... , . . . Cl .. Cl.,•·-• .,_.,. ·: • •. L, v··, .. ,,,~,, 

22 Nike, Danielson versus Puma. That's it. 

23 n 
',,t • Going back to your opinions regarding 

24 going back to the opinions that you've reached 

2 ,· _) regarding validity or invalidity of a patent, do you 
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l recall whether any judge has ever agreed with your 

2 opinions about patent invalidity or validity? 

3 MR. KADABA: Objection as to form. 

4 A. Could you ask it again, please? 

5 BY MR. VAN ES: 

6 Q. Are you aware of whether any judge has ever 

7 agreed with any conclusion you 1 ve reached regarding 

8 the invalidity or validity of a patent? 

9 J\fR. • KADABA: Same objection. 

l 0 A. Yes. 

11 BY I111R. VAN ES : 

12 

13 

Which instances has that occurred? 

A. Well, in the case of Akeva, in the case of 

14 Cushion, I believe, in the case of Payless versus --

15 Dananberg versus Payless, and then in the 

16 reexamination, K-Swiss reexamination. 

17 n 
',,t• So in the Akeva versus New Balance case the 

18 judge agreed with you the patent was invalid? 

19 A. That's my recollection, yes. 

2 () Q. And in the Dananberg versus Payless case 

21 it's your recollection that the judge agreed that 

22 the patent in that case was invalid? 

23 

24 

2 ,­_) 

A. That's right. That 1 s correct. 

Q. And in the Cushion versus Adidas case, it's 

your recollection that the judge agreed with you the 
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l patent was invalid? 

2 A. I'm less certain about that one. I'd have 

3 to go back and review that. 

4 Q. And in the K-Swiss matter, what is your 

5 memory of what occurred in that case? 

6 A. My memory in that case is that the judge 

7 agreed that the patent was valid. 

8 I'm going to show you what I'm going to 

9 mark as Nike Exhibit 2002 and ask whether you 

l 0 . . h. recogn:1- ze L. ... 1.s document. 

11 (Nike 2002 marked) 

12 BY MR. VAN ES: 

13 Q. And I'll note for the record that this 

14 document is 23 pages long and it says it 1 s the 

15 declaration of Dr. Edward C. Frederick in the inter 

16 partes, I-N-T-E-R, space, P-A-R-T-E-S, reexamination 

17 of United States patent number 7,181,866. 

18 THE VIDEOGRAPHER: Someone's phone is 

19 ringing. 

2 () 

21 

A. Yes, I recognize this now. 

n 
',,t• Is this the declaration that you prepared 

22 in the K-Swiss reexamination that you testified 

23 earlier about? 

24 

2 ,­_) 

A. Yes, it is. 

n 
',,t • And in this declaration I believe you 
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l testified earlier that you concluded in the K-Swiss 

2 matter that you thought the patent was valid? 

3 

4 

6 

A. That was my recollection, yes. 

Is your recollection correct? 

A. Apparently not. 

Q. What did you conclude in the K-Swiss 

7 matter? 

8 A. I'm going to have to take some time to read 

9 . h. L. ... l.S through. 

l 0 Q. Well, let me ask you this: Does this 

11 declaration reflect that you concluded that the 

12 patent in the K-Swiss reexamination was, in fact, 

13 invalid? 

14 

15 

A. 

n 
',,t• 

I'm going to have to read through it. 

Do you need to read the entire document to 

16 determine that? 

17 

18 

19 

A. 

n 
',,t • 

I don't know. 

Okay. 

So you've now had a chance to take a look 

20 at this? 

21 

22 

A. Yes. 

So it's true, is it not, Mr. Frederick, 

23 that in the K-Swiss reexamination you concluded that 

24 the claims in the patent were invalid? 

2 ,­_) A. That's what this says, yes. 
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Well, is this your declaration? 

A. Yes, it is my declaration. 

l 

2 

3 So would it be fair to say, Mr. Frederick, 

4 that in all five instances that you have previously 

5 been retained to offer an opinion on whether a 

6 patent was valid or invalid you concluded that the 

7 patent was invalid? 

8 A. Again, I would need to review those 

9 documents to agree with that statement. 

l 0 Q. But as you sit here today, to the best of 

11 your recollection as far as you can recall in every 

12 instance where you've been retained to comment on 

13 whether a patent is valid or invalid, you have 

14 concluded that a patent is invalid? 

15 A. I'm not prepared to agree with that right 

16 now. 

17 Well, what is your best recollection? 

18 A. My best recollection would be that in most 

19 cases I would have argued that the patent was 

20 invalid. 

21 As you sit here today can you recall any 

22 instances where you concluded that a patent was 

23 valid? 

24 

2 ,­_) 

A. I can't recall anything right now. 

Let me direct your attention to paragraph 
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l 10 of this declaration, which is Exhibit 2002. 

2 

3 

4 

A. Sorry? 

Q. Actually, let me come back to that. 

Prior to this particular project for adidas 

5 have you previously done work for adidas? 

6 

7 

A. Yes. 

n 
',,t• Can you identify for me which projects you 

8 previously handled for adidas? 

9 

l 0 

11 

12 

13 

14 

15 

16 

] ·7 ,-, 
. - , I 

A. Adidas versus Minor. 

And that's you're pointing now to page 

of your --

A. Page 177, that's right. 

n 
',,t • I'm sorry, where is it? That's the --

A. The bottom of page 177. 

Q. -- bottom one listed. 

A. And Cipolloni versus adidas, Cipolloni 

17 versus adidas. 

18 Q. And that's spelled, for the court reporter, 

19 C-I-P-O-L-L-O-N-I. 

2 () Do you recall any other instances where 

21 you've been retained by adidas? 

22 

23 

24 

2 ,­_) 

A. 

n 
',,t • 

176 of 

I don't. 

I'm going to direct your attention to page 

your declaration. 

J\fR .. VAN ES: Can we go off the record for 
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1 just a second? 

2 THE VIDEOGRAPHER: The time is 8:46 a.m. 

3 and we are now off the record. 

4 (Off-the-record discussion) 

THE VIDEOGRAPHER: The time is 8:46 a.m. 

6 and we are now back on the record. 

7 BY I111R. VAN ES: 

8 Q. So I'm directing your attention to page 176 

9 of your declaration, and this is a page of your CV 

10 where you list your patents. 

11 

12 

A. That's right. 

Q. Does this list accurately reflect your 

13 patents? 

14 A. As -- yes, as far as I recall. 

15 Are any of these patents directed to 

16 uppers? 

17 A. I would say the first one, the heel 

18 stabilizer involves supporting the heel counter, 

19 h . h . W .. l.C .. l.S part of the upper. 

2 0 Q. Do any of the -- in your view are any of 

21 these other patents directed to uppers? 

22 

23 

A. No. 

Are any of your patents directed to 

24 knitting? 

2 ,­_) A. No. 
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I 1 m going to mark as Exhibit 2003 the first 

2 patent that you identified which you, I believe, 

3 indicated was the only patent on the list that was 

4 directed to uppers. Is this the patent you're 

5 referring to? 

6 (Nike Exhibit 2003 marked) 

7 A. Yes. 

8 BY MR. VAN ES: 

9 Is this patent directed to the textile 

10 material used in an upper? 

11 

12 

13 

14 

A. No. 

Q. Mr. Frederick, have you designed an upper? 

A. Yes. 

Q. Can you describe the circumstances of you 

15 designing an upper? 

16 

17 

A. I don't really understand the question. 

What was the name of the shoe for which you 

18 designed an upper? 

19 A. I don't remember. 

2 0 Q. For whom did you design an upper, what 

21 company? 

22 A. Nike, adidas, Lotto, Asolo, Nordica, 

23 Li Ning. 

24 

2 ,­_) 

Q. Could you spell that, please? 

A. L-I capital N-I-N-G. There are more, but I 
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1 don't remember all of them. Maybe 20 different 

2 brands. 

3 Q. Do you recall the names of any of those 

4 shoes that were actually commercially sold? 

A. Not off the top of my head, no. 

Page 22 

6 Q. What was your role in those projects that 

7 you just testified about? 

8 A. Each project was different. I had various 

9 roles in the process. 

lD Q. Okay. Well, let's talk about -- you've 

11 designed an upper for a Nike shoe? 

12 

13 

14 

A. Yes. 

n 
',,t• What was your role in designing that upper? 

A. .,..., . b.l. ' . 
l~aS"C.a . lSDlng the specifications for the 

15 product, working with the pattern makers to refine 

16 the pattern, and working with a team of people on 

17 the basic design of the upper, the location of the 

18 ' ,- t t' re1_nrorcemen_s, _ne dimensions of various components 

19 and various -- components and the various parts of 

20 the final product, selecting materials for -- to use 

21 in creating the pattern, and creating the final 

22 product, testing the materials that were involved in 

23 the construction, testing the final products. 

24 

2 ,­_) 

Q. Are you finished with your answer? 

A. Yes. 
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l And what were your -- did you have the same 

2 responsibilities for the other projects that you 

3 ' · 1 d f aescr.1. )e or adidas and Asolo and Lotto and Nordica 

4 and Li Ning? 

A. Not a:Lways. It would depend on the 

6 product. Sometimes I wou:Ld be involved in just 

7 coming up with a conceptual drawing for the upper, 

8 sometimes I would be invo:Lved in every step in the 

9 process, so it wou:Ld depend on the product. 

l 0 Q. Did any of the uppers that you designed 

11 have a unitary construction? 

12 

13 

MR. KADABA: Objection as to form. 

A. What do you mean by unitary construction? 

14 BY MR. VAN ES: 

15 Is unitary construction a term that you're 

16 fami:Liar with? 

17 A. Yes, I am familiar with the term unitary 

18 construction. 

19 What does the term unitary construction 

20 mean to you? 

21 A. I think it's defined in the patent that 

22 we're ta:Lking about today. 

23 

24 

2 ,­_) 

The Nike '011 patent? 

A. Yes. 

Is that the definition of unitary 
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1 construction that you would use? 

2 A. I was asking what you were referring to as 

3 unitary construction when you asked me the question. 

4 I understand. A d I l ·k• n . __ m as 1ng what term 

5 when you use -- have you used the term unitary 

6 construction before your deposition today? 

7 A. Yes, before my -- before the deposition, 

8 yeah. 

9 n 
',,t• Okay. And what does the term unitary 

10 construction mean to you? 

11 

12 

A. It means a single piece. 

Q. Did any of the uppers that you designed 

13 that you testified about involve a unitary 

14 construction? 

15 A. Yes. 

16 Tell me about that. 

17 A. It was a shoe that was designed for 

18 wakeboarding, and the upper was a single piece of 

19 stretch Spandex type material. 

2 0 

21 

22 

23 

24 

2 ,­_) 

Q. Do you recall the name of the shoe? 

A. I don't. 

Q. Do you recall the name of the company for 

h . h - . d th w .ic. you aesigne _ . e shoe? 

A. 

n 
',,t • 

It was for Asolo, uh-huh, A-S-0-L-0. 

Do you know if the shoe was ever 
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l commercially sold? 

2 

3 

A. I don't think so. 

Do you recall what the upper material in 

4 that shoe was made of? 

A. It was a woven nylon material with 

6 Spandex -- not Spandex, Lycra, with Lycra. 

7 

8 

9 

lD 

11 

12 

13 

So, was it knitted? 

A. It was woven. 

Q. Did the shoe have a sole? 

A. Yes, 1t did. 

Q. How was the sole attached to the upper? 

A. It was direct attached, polyurethane. 

Q. So have you ever created -- start the 

14 question over again. 

15 Have you ever designed an upper with a 

16 unitary construction that was knitted? 

17 A. Not to my recollection. 

18 Q. Can you describe to me your familiarity 

19 with knitting technology? 

2 () 

21 

22 

A. Yes. 

Q. Please do so. 

A. I'm familiar with knitting technology in 

23 the context of developing or specifying materials 

24 for uppers in footwear. 

2 ,­_) So going back to the shoe that you 
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1 mentioned with a -- strike that. 

2 Going back to the shoe that you mentioned 

3 that you worked on for Asolo, were there different 

4 type of materials woven into the upper? 

A. What do you mean by materials? 

6 Q. So the upper in the Asolo shoe, you said it 

7 was woven, right? 

8 

9 

l 0 

11 

A. That's right. 

Q. It wasn't knitted. 

A. Correct. 

n 
',,t• Were there different pieces in the upper or 

12 was it -- start the question over again. Were there 

13 different pieces in the upper? 

14 MR. KADABA: Objection as to form. 

15 A. No. 

16 BY MR. VAN ES: 

17 Q. What type of I believe -- can you tell 

18 me start the question over again. 

19 What type material was used in that woven 

20 upper? 

21 

22 

23 

24 

2 ,­_) 

A. Nylon and Lycra. 

Q. Was it a single type of thread? 

A. No. 

Q. What type of thread was it? 

A. The Lycra and the nylon. 
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Q. Were woven together. 

A. Yes. 

l 

2 

3 n 
',,t• Were there different portions of the upper 

4 that had different properties with respect to the 

5 threads? 

6 MR. KADABA: Objection as to form. 

7 A. Yeah, could you rephrase that? 

8 BY MR. VAN ES: 

9 Q. Was the 

lD So can you describe for me in your work the 

11 situations where you would use one type of knitting 

12 versus another type of knitting in designing an 

13 upper? 

14 A. Yeah, in the process of developing new 

15 materials for the upper, for example, you would work 

16 with a supplier to modify the knitted material that 

17 you were working with. You would request different 

18 yarns, different characteristics for the yarn to 

19 produce a different result. For example, a mesh 

20 material or something like that. 

21 On the other side, you would be sitting in 

22 a room with books of samples of material and 

23 

24 

2 ,­_) 

specifications for those samples and choosing from a 

variety of different knitted materials the 

appropriate material for the product that you're 
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1 working with, and so on. So in that context you 

2 have to deal with different types of knitting and 

3 different applications of knitting technology. 

4 Q. Have you written any articles describing 

5 different types of knitting or knitting material 

6 used in upperst 

7 A. I would say it's possible a chapter I wrote 

8 in a book on fabric technology in sports, I may have 

9 mentioned knitting in there, but I don't recall 

10 exactly. 

11 Q. Other than that chapter can you recall any 

12 other articles of that type? 

13 

14 

A. I can't recall anything else, no. 

Excuse me one minute. I'm going to mark as 

15 Exhibit -- Nike Exhibit 2004 --

16 

17 

A. Uh-huh. 

n 
',,t• -- it's a document the title of which says 

18 Woodhead Publishing in Textiles, Textiles in sport, 

19 and includes a photocopy of a chapter. 

20 (Nike Exhibit 2004 marked) 

21 BY I111R. VAN ES: 

22 

23 

24 

2 ,­_) 

Q. Do you see this article? 

A. Yes, I do. 

Q. Is that the article you were referring to? 

A. Yes, it is. 
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l 

2 

3 

A. 

When did you last look at this article? 

I don't recall. 

Has it been several years since you last 

Page 

4 looked at it? 

A. Yes, yes. 

6 Q. Do you recall if this article says anything 

7 about unitary construction? 

8 A. I don't recall. 

9 Do you recall if this article talks about 

10 different types of knitting? 

11 

12 

A. I don't recall. 

Q. Do you recall if it talks about knitting at 

13 all? 

14 

15 

A. 

n 
',,t• 

I don't recall. 

Do you consider yourself an expert in 

16 knitting? 

17 MR. KADABA: Objection as to form. 

18 

19 

A. No. 

n 
',,t • Tell me about your experience with knitting 

20 machines. 

21 A. I don't have any hands-on experience with 

22 knitting machines, but I've witnessed demonstrations 

23 

24 

2 ,­_) 

of knitting technology and discussed the functional 

aspects of knitting technology with company 

representatives, and that's about it. 
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l Do you recall when you witnessed those 

2 demonstrations? 

3 A. It would have been in the 1990s, mid to 

4 late 1990s. 

Did you see any demos after the mid to late 

6 1990s? 

7 A. Yes, I would say in early 2DD0s. 

8 Q. What was the context in which you saw these 

9 demos in -- excuse me, let me you've mentioned a 

lD couple of different demos that you saw, and my 

11 question is what were the circumstances surrounding 

12 these particular demonstrations that you saw. 

13 A. One of them was -- two of them, actually, 

14 were at trade shows where the material -- where the 

15 knitting machines were set up and being 

16 demonstrated, and in one case I visited a 

17 manufacturer and got a demonstration there, some 

18 disc11ssio:r:1 * 

19 

2 () 

21 

22 

23 

24 

2 ,­_) 

Anything else? 

A. That's all I remember right now. 

Which manufacturer did you visit? 

A. I don't remember. 

Q. Do you remember when that was? 

A. Yes, it would have been in fall of 1996 or 

the winter of early winter of 1997. 
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Q. Was that visit in the United States? 

A. No, it was in Italy. 

l 

2 

3 n 
',,t• So I take it you've never designed a piece 

4 of equipment that does knitting. 

MR. KADABA: Objection to form. 

6 A. That's correct. 

7 BY I111R. VAN ES: 

8 Q. Have you ever tested a piece of equipment 

9 that knits? 

lD 

11 

A. No. 

n 
',,t • Have you ever used a piece of equipment 

12 that knits? 

13 

14 

A. No. 

Q. And I take it you've never programmed a 

15 piece of equipment that knits. 

16 

17 

A. No. 

n 
',,t • Do you know if any court has ever accepted 

18 you as an expert in any subject area? 

19 

2 () 

21 

A. Yes. 

Q. Can you describe that for me, please? 

A. Well, in the cases where I was acting as an 

22 expert witness. 

23 n 
',,t • So let me try to be more specific in my 

24 question. Do you recall any instances where a court 

2 ,­_) has ever said that Dr. Frederick is an expert in a 
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1 particular subject area? 

A. No. 2 

3 n 
',,t• Have you ever given any testimony that you 

4 can recall regarding construction of patent claims? 

A. Yes. 

6 What were the . . 
CJ_rc;-1J.rns t:.a.nces of that? 

7 A. In the cases where we 1 re discussing 

8 validity of patents. 

9 n 
',,t • And separate and apart from those five 

10 instances you testified earlier about where you 

11 offered opinions on the invalidity of pacents, do 

12 you recall any other instances where you 1 ve 

13 testified about the construction of patent claims? 

14 

15 

16 five. 

MR. KADABA: Objection to form. 

A. You know, I wouldn 1 t limit myself to those 

I really don 1 t know. Again, I would have to 

17 review those documents and refresh my memory on what 

18 happened. I'm not prepared to limit myself to those 

19 five at this point. 

2 0 Q. What were the circumstances surrounding you 

21 being retained by adidas in this particular case? 

22 A. I was contacted by Jeffrey Gavin and we 

23 discussed the case and he asked if I was available 

24 and interested. 

2 ,­_) n 
',,t • Do you know how Mr. Gavin got your phone 
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l number? 

A. We've had contact in the past. 2 

3 n 
',,t• Can you describe the general nature of that 

4 contact in the past? 

A. I was engaged as an expert for this firm in 

6 the past. 

7 

8 

9 

n 
',,t • 

A. 

n 
',,t • 

The Kilpatrick firm? 

Yes. 

What other cases were you engaged with the 

10 Kilpatrick firm -- let me ask the question over 

11 again. 

12 What were the other matters generally 

13 let me start over. I'm not interested in you 

14 disclosing confidential information, but can you 

15 tell me generally what was the nature of the other 

16 projects for which the Kilpatrick firm has retained 

17 you in the past? 

18 A. There was a dispute over ownership of an 

19 invention with adidas versus Minor, and more 

20 recently there was a matter connected with 

21 cushioning technology that Nike and adidas were 

22 having a dispute over. 

23 n 
',,t • So you worked with the Kilpatrick firm in 

24 the adidas versus Minor matter in the past? 

2 ,­_) A. That's right. 
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l And adidas versus Minor, that's the last 

2 matter listed on page 177? 

A. That's correct. That 1 s correct. 3 

4 Q. And you also mentioned I believe you said a 

5 cushioning dispute between Nike and adidas? 

6 A. That's right. 

7 Okay. Any other instances where you've 

8 done work with the Kilpatrick firm in the past? 

9 A. Not that I recall, no. 

10 Q. Is the cushioning dispute that you 

11 referenced identified on your CV? 

12 

13 

A. I don't think so, no. 

So again, I don't want to ask you anything 

14 confidential. Let me ask a question and then --

15 A. Uh-huh. 

16 Q. -- give counsel an opportunity to coITL:.uent 

17 on it. 

18 A. Okay. 

19 Did this particular project involve you 

20 preparing any reports that were filed with any 

21 courts? 

22 

23 

A. No. 

Did it involve you preparing any reports 

24 that were filed with any patent offices? 

2 ,­_) A. No. 
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l Did it involve you testifying in any 

2 depositions? 

A. No. 3 

4 Q. Did it involve you testifying in any court 

5 proceedings'? 

6 A. No. 

7 MR. KADABA: We've been going just about an 

8 hour, so whenever we can, can we take a break? 

9 MR. VAN ES: Sure. Let me just ask a 

10 couple more questions and then we can take a break. 

11 BY I111R . VAN ES : 

12 Q. So going back in time, Mr. Gavin called you 

13 on the phone and asked you if you wanted to be 

14 involved in this particular project? 

15 A. That's correct. 

16 And how did he describe the nature of the 

17 project to you? 

18 A. I don't remember. I don't remember. 

19 Q. Do you remember when he contacted you? 

2 () A. Sometime in the fall of 2012 is the best I 

21 can recall. 

22 MR. KADABA: I believe there's also a 

23 stipulation in place about circumstances of 

24 retaining experts, but I don't recall the details of 

2 ,­_) it. It's the first paragraph of the stipulation we 
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1 entered into. 

2 MR. VAN ES: Right. Okay, why don't we 

3 take a break right now. 

4 THE WITNESS: Okay. 

THE VIDEOGRAPHER: The time is 9:17 a.m. 

6 and we are now off the record. 

7 

8 THE VIDEOGRAPHER: The time is 9:31 a.m. 

9 and we are now back on the record. 

10 BY MR. VAN ES: 

11 n 
',,t• Mr. Frederick, I want to direct your 

12 attention back to Exhibit 1001, which is your 

13 declaration in this case. 

14 A. Okay. 

Page 36 

15 n 
',,t • And in particular, take a look at paragraph 

16 5. In the first sentence of paragraph 5 you say 

17 that you have been intimately involved with the 

18 creation of more than two dozen new products over 

19 the years and have supervised the design and 

20 development of hundreds of new products. 

21 What was the -- you mentioned more than two 

22 dozen new products that you have intimately been 

23 involved in the creation of. What types of products 

24 are those? 

2 ,­_) A. Those were products for running, 
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1 basketball, tennis, wakeboarding, snowboarding, 

2 hiking, rock climbing, and I'm sure there are some 

3 other categories too. Those would be the main 

4 categories. 

Q. Were those products all footwear products? 

6 A. Yes, I'm referring to footwear products in 

7 . h. L. ... l.S case, yes. 

8 Q. Did any of those products that you were 

9 intimately involved with the creation of include the 

10 design of the uppers in the footwear products? 

11 

12 

A. Yes. 

Q. Which of the products include your 

13 involvement in the design of the uppers? 

14 A. All of them. 

15 Q. And other than the Asolo upper that you 

16 testified about earlier, were any of those uppers 

17 unitary construction? 

18 A. Hmm. You know, I don't recall the details 

19 of every one of those products, but there isn't 

20 another one that stands out right now as a unitary 

21 construction. 

22 Q. How was the upper for the Asolo product 

23 made? Let me be more clear. 

24 

2 ,­_) 

You indicated earlier that the upper for 

the Asolo product was woven, not knitted, correct? 

Veritext Legal Solutions - Midwest 
312-442-9087 800-248-3290 fax 312-442-9095 

Patent Owner NIKE, Inc. Exhibit No. 2009 - page 37 
Skechers EX1013-p. 6988 

Skechers v Nike 



l 

2 

3 

4 

6 

7 

8 

Page 38 

A. That's correct. 

How was it woven? 

A. It was woven on a loom. 

So it wasn 1 t woven by hand? 

A. No. 

Q. Was the upper cut out of a web? 

A. Yes. 

Q. So did that -- start over again. 

9 After the upper was cut out of the web what 

10 was done with the web material that remained? 

11 

12 A. 

MR. KADABA: Objection to form. 

I have no idea. 

13 BY I111R. VAN ES: 

14 The web material that remained after the 

15 upper was cut out of the web was just waste? 

16 

17 

18 

19 

A. 

n 
',,t• 

A. 

I don't know what was done with it. 

It wasn't used to make an upper, though. 

I don't know. 

Q. Was there waste involved at all in the 

20 weaving of this Asolo upper? 

21 

22 

A. I don't know. 

Q. What was the timeframe of when you worked 

23 on the upper for Asolo? 

24 

2 ,­_) 

A. 

n 
',,t • 

1995, 1 96. 

Do you know if this upper was ever offered 

Veritext Legal Solutions - Midwest 
312-442-9087 800-248-3290 fax 312-442-9095 

Patent Owner NIKE, Inc. Exhibit No. 2009 - page 38 
Skechers EX1013-p. 6989 

Skechers v Nike 



1 to the public? 

2 

3 

A. I don't think so. 

And in any event, are you relying on --

4 strike that. 

Page 39 

5 Let me direct your attention to paragraph 7 

6 of your report, and there you list materials that 

7 you reviewed in forming your opinions. Do you see 

8 that? 

9 A. I do. 

l 0 Q. And in particular you identify patents 

11 let me take this one at a time. 

12 You mentioned that you reviewed the '011 

13 patent and its prosecution history, do you see that? 

14 A. Yes. 

15 In your declaration do you make any 

16 statements or comments about your review of the 

17 prosecution history of the 1 011 patent? 

18 A. The declaration speaks for itself. 

19 Does the declaration say anything about the 

20 prosecution history of the '011 patent? 

21 

22 

A. I don't know. I'd have to review it. 

So as you sit here right now you don't know 

23 one way or the other whether your declaration 

24 includes any comments or statements about the 

2 ,­_) prosecution history of the 1 011 patent? 
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l 

2 

MR. KADABA: Objection to form. 

A. That's right, I don't recall. 

3 BY MR. VAN ES: 

4 Q. Now, do you know whether or not the '011 

Page 40 

5 patent is part of a family of patent applications? 

6 

7 

A. Yes, I'm aware of that. 

n 
',,t• And your declaration does not indicate that 

8 you reviewed the prosecution history for any of the 

9 other applications that are in that family of the 

10 1 011 patent, correct? 

11 

12 

A. That's correct. 

Q. That's because you didn't look at those 

13 other prosecution histories? 

14 

15 A. 

MR. KADABA: Objection to form. 

I don't recall. 

16 BY MR. VAN ES: 

17 n 
',,t • Would it be important for you to look at 

18 the prosecution histories of any of the other 

19 applications in the 1 011 patent family? 

2 0 

21 A. 

MR. KADABA: Objection to form. 

I don't know. 

22 BY MR. VAN ES: 

23 n 
',,t • Your report -- your declaration, excuse me, 

24 identifies seven items that you identify as prior 

2 ,­_) art, do you see that? 
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l 

2 

A. Okay, yeah, I see that. 

Q. Well, let me be more clear. The report 

Page 41 

3 identifies items A chrough Hin paragraph 7 of your 

4 report. Do you see that? 

A. That's right. 

6 Q. Your report does not identify any other 

7 prior art that you reviewed in forming your 

8 opinions, right? Let me rephrase the 

9 A. Yeah, yeah, okay, go ahead. 

l 0 Q. Your declaration does not identify any 

11 prior art that you reviewed other than the items 

12 listed in paragraph 7 as items A through H, correct? 

13 

14 

15 art? 

16 

17 

18 

A. Correct. 

Q. Did you look at any other items of prior 

MR. KADABA: Objection to form. 

A. Yes, I did. 

Q. But you did not identify them in your 

19 declaration. 

2 () 

21 

22 

23 

A. That's right. 

n 
',,t• Because you're not relying on them. 

A. That's correct. 

n 
',,t • How did you go about selecting the items 

24 listed in paragraph 7 of your report? 

2 ,­_) A. Could you ask that again? 
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l 

Page 42 

Sure. Your report in paragraph -- excuse 

2 me, your declaration in paragraph 7 identifies a 

3 number of items that you reviewed in forming your 

4 opinions, right? 

5 A. That's correct. 

6 Q. How did you go about deciding to rely on 

7 items identified in paragraph 7? 

8 A. By reading the patents and analyzing their 

9 relevance to the case. 

l 0 

11 

12 

13 

Q. Did you do a search to identify prior art? 

A. I did. 

And what were the results of that search? 

A. The -- primarily what you see in front of 

14 you, particularly Nishida and Glidden set out to me 

15 as examples of prior art. 

16 Q. And you found the Glidden and Nishida 

17 references? 

18 A. I did. 

19 MR. KADABA: Objection to form. 

20 BY MR. VAN ES: 

21 

22 

n 
',,t• How did you find them? 

A. By doing -- I don't remember exactly how I 

23 found them. 

24 

2 ,­_) 

Q. Do you remember how you found any of the 

other items that you identified in paragraph 7 of 
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1 your declaration? 

2 A. I recall ,..,, ·t . ~)pencer, . >eJ_ng familiar with 

3 Spencer from -- just for general background on 

4 knitting technology. 

0 d ·i t. ,)0 your ec __ ara _.1.on identifies the Spencer 

6 reference . t . t d t.ex_, .1._ oes not identify any other 

7 reference text relating to knitting, right? 

8 A. That's correct. 

9 You're not relying on any other reference 

10 texts directed to knitting other than the Spencer 

11 text? 

12 

13 

A. That's correct. 

Did you speak with anyone about the subject 

14 of knitting to prepare -- strike that. 

15 Did you speak with anyone about the subject 

16 of knitting in forming your opinions about the '011 

17 patent? 

18 A. Well, yes. 

19 With whom did you speak? 

2 0 A. The attorneys I was working with on the 

21 case. 

22 Q. Did you speak with anyone besides the 

23 attorneys you were working on about the subject of 

24 knitting? 

2 ,­_) A. No, I don't recall discussing it with 
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l anyone. 

2 

3 

4 

Q. Did you speak with any knitting experts? 

A. No. 

Q. Does your declaration say anything about 

5 the consideration of -- let me take a step back. 

6 Have you heard the term secondary 

7 considerations? 

Page 44 

8 A. I'm in general familiar with that concept, 

9 yeah. 

l 0 In the context of offering an opinion on 

11 the validity of a patent, have you heard the term 

12 secondary considerations or objective indicia of 

13 nonobviousness? 

14 A. It doesn't come to mind at the moment. 

15 Your declaration doesn't include any 

16 discussion of secondary considerations, does it? 

17 A. The declaration speaks for itself. 

18 Q. Well, and I'm asking you: Does the 

19 declaration contain any --

2 () A. I'd have to review it to answer that 

21 question. 

22 So as you sit here right now you don't know 

23 whether your declaration has any discussion of 

24 secondary considerations. 

2 ,­_) MR. KADABA: Objection to form. 
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l A. As I said, I'd have to review the 

2 declaration to be sure before I would make that 

3 statement. 

4 BY MR. VAN ES: 

n 
',,t• As far as you know, your declaration 

6 doesn't include any discussion of secondary 

7 considerations, correct? 

8 MR. KADABA: Same objection. 

9 BY MR. VAN ES: 

l 0 

11 

A. Again, I'm saying I'd have to review. 

n 
',,t • You have no idea one way or the other as 

12 you sit here today. 

13 

14 

MR. KADABA: Objection to form. 

A. The declaration speaks for itself. 

15 BY I111R. VAN ES: 

16 Q. Mr. Frederick, we're here to learn about 
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17 your opinions, and we have your declaration, and I'm 

18 now asking you about your declaration. And my 

19 question is: As you sit here today, as far as you 

20 know your declaration doesn't have any discussion of 

21 secondary considerations, does it? 

22 

23 

24 

2 ,­_) 

MR. KADABA: Objection to form. 

A. As far as I can recall right at this moment 

without having the ability to review the 

declaration, I would say that's correct. 
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l BY I111R. VAN ES: 

2 Q. Did you review your declaration in 

3 preparation for this deposition today? 

4 

6 

7 

8 

9 

lD 

A. Yes. 

n 
',,t• When? When did you do that? 

A. Yesterday. 

n 
',,t • 

A. 

n 
',,t • 

A. 

Did you read it? 

I did. 

From beginning to end? 

I did. 
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11 n 
',,t • Let me direct your attention to section 3 

12 of your declaration, which is on page 3 under the 

13 heading nperson of ordinary skill in the art of the 

14 1 011 patent. 11 

15 A. Okay. 

16 Q. How did you go about determining the level 

17 of ordinary skill in the art? 

18 A. I relied on my background and experience to 

19 come up with a list of criteria that I felt would be 

20 required to qualify someone as a person of ordinary 

21 skill in the art. 

22 

23 

r.. 
Ix!• 

A. 

And 

The 

how do 

art of 

you define "the artn? 

shoemaking, shoe design, shoe 

24 evaluation. 

2 ,­_) n 
',,t • Did you rely on any kind of listing of 
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1 information that should be considered to determine 

2 the level of ordinary skill in the art? 

3 

4 

A. I have no idea what you're asking me. 

Q. Have you ever determined the level of 

5 ordinary skill in the art prior to your involvement 

6 in this case? 

7 

8 

9 

l 0 

11 

MR. KADABA: Objection to form. 

A. Yes. 

n 
',,t• 

A. 

n 
',,t • 

In previous cases? 

That's correct, yes. 

Do you recall which other cases you made 

12 that determination of the level of ordinary skill in 

13 the art? 

14 A. I don't specifically recall that. It was 

15 something that comes up all the time, I mean, 

16 basically in every case. 

17 n 
',,t • And what's your understanding of the 

18 significance of defining the person of ordinary 

19 skill in the art? 

2 () A. My understanding is that it provides a 

21 context for interpreting the obviousness of 

22 application of prior art to the creation of a 

23 product, establishes a context for that. 

24 

2 ,­_) 

Q. Did you come up with this definition of the 

level of ordinary skill in the art on your own? 
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l 

2 

3 

A. I 1 d like to review it here just a second. 

Yes, I did. 

Do you know the inventors on the 1 011 

4 patent? 

A. No, I don't. 

6 Q. Have you ever had any communications with 

7 them? 

8 A. Not that I recall, no. 

9 Do you know anything about their 

10 backgrounds? 

11 

12 

A. No. 

Q. Do you think it's relevant to know anything 

13 about the backgrounds and experience of the 

14 inventors of the 1 011 patent in determining the 

15 level of ordinary skill in the art? 

16 MR. KADABA: Objection to form. 

17 A. No. 

18 Q. Your definition of the level of ordinary 

19 skill in the art does not include any discussion of 

20 a degree, correct? 

21 

22 

A. That's correct. 

Q. Would a person of ordinary skill in the art 

23 have any sort of degree? 

24 

2 ,­_) 

A. Not necessarily. 

Q. Can you elaborate on that, please? You 
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1 said not necessarily. What do you mean by that? 

2 

3 

4 

A. In our industry practical experience often, 

but not always, often ' . ec11pses any kind of book 

knowledge or academic training. So the presence of 

5 a degree might be a help to someone in pursuing 

6 their -- increasing their knowledge in shoemaking, 

7 but it wouldn't be a requirement, necessarily. 

8 Q. Would -- excuse me, what experience would a 

9 person of ordinary skill in the art have in working 

10 with textiles? 

11 

12 

13 

A. I 1 d like to read from the declaration, if 

you don't mind. I think it summarizes it nicely. 

A person would have experience in choosing 

14 upper materials and production processes. A person 

15 of ordinary skill would have been through many 

16 product cycles with projects representing a typical 

17 range of constructions, including upper, the upper 

18 construction as well as the construction of the 

19 whole shoe, and they would have a basic knowledge of 

20 the functional requirements of footwear and a 

21 comprehensive understanding of the range of material 

22 choices, as well as construction techniques and 

23 processes, used to create the various parts of a 

24 

2 ,­_) 

h d . l l t·h s oe, an. co assemJ .. e . em in a proper manner. 

n 
',,t• Would a person of ordinary skill in the art 
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1 have experience knitting an upper? 

2 

3 

4 

A. 

r.. 
Ix! . 

MR. KADABA: Objection to form. 

It 1:;ro11]_d_:r1 I t be a requ1_rement, no . 

So a person of ordinary sk.1.11 would 
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not 

5 necessarily have had to have had any experience with 

6 knitting an upper, right? 

7 

8 

9 

MR. KADABA: Objection to form. 

A. That's what I said, yes. 

n 
',,t• How would that person of ordinary skill 

10 gain any understanding or familiarity about knitting 

11 technology if they had no experience with knitting? 

12 A. I think in the process of learning about 

13 materials, choosing materials, gaining the 

14 experience of developing new materials and working 

15 with suppliers, you gain a necessary knowledge of 

16 the technologies that are used to create these 

17 products, because it gives you an understanding of 

18 how -- of what things you can vary in the process of 

19 producing the materials in order to create a desired 

20 outcome, a particular functional benefit or a 

21 texture or -- and so on. 

22 Q. Would a person of ordinary skill in the art 

23 have knowledge about the differences between 

24 different types of knitting processes? 

2 ,­_) A. I think they would have a general 
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l understanding of the difference, generally speaking, 

2 differences between knitted and woven materials, and 

3 would have an understanding of the general 

4 characteristics of different types of knitted 

5 materials. 

6 Q. What would that person of ordinary skill in 

7 the art's understanding of knitted versus woven --

8 excuse me, let me start the question over again. 

9 What would a person of ordinary skill's 

10 level of understanding be about the differences 

11 between knitted and woven fabrics? 

12 A. They'd be aware of the physical 

13 characteristic differences, cost differences. 

14 Q. Any other differences? 

15 A. The functional characteristics of the 

16 fabrics. 

17 Any other differences? 

18 A. I suppose the availability of customized 

19 versions of the fabrics, that kind of thing. 

2 0 So what would a person of ordinary skill in 

21 the art's understanding be of the physical and 

22 functional differences between knit and woven 

23 materials? 

24 

2 ,­_) 

A. Again, it's a generalization, and the 

understanding that there are exceptions and that 
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1 there's overlap in the physical characteristics 

2 between these. 

3 In general, knitted materials are 

4 stretchier and more conforming. They can be made 

5 more breathable than woven materials, although these 

6 days the things that are happening with weaving make 

7 that distinction, general distinction, less and less 

8 relevant. 

9 A lot of woven materials now have very 

10 similar characteristics to knit materials, and would 

11 almost be indistinguishable in your hand unless you 

12 look carefully at how they were made, you 1 d have a 

13 hard time knowing whether one was knitted or woven. 

14 

15 

16 yeah. 

17 

Q. And you're talking about in 2013? 

A. Well, certainly over the last 10 years, 

Q. Okay. But I want to go back in time to 

18 2004, and you testified about differences between 

19 physical and functional differences that a person of 

20 ordinary skill in the art would have of regarding 

21 knitted versus woven fabrics, and you identified 

22 that a knitted fabric would be stretchier --

23 

24 

2 ,­_) 

A. Uh-huh. 

Q. -- more conforming? 

A. That's right. 
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Q. And more breathable? l 

2 A. In general. But, you know, as I also said, 

3 let's not forget the qualifier, that the opposite 

4 can be true too. There's overlap between those two. 

So you asked me to tell you about general 

6 characteristics. I'm not creating any kind of a 

7 limitation of the properties of knit versus woven 

8 materials, I'm giving you my characterization of a 

9 generai opinion about woven versus knitted. 

l 0 What about differences in cost? Would a 

11 person of ordinary skill in the art have an 

12 understanding about differences in cost as between 

13 knitted and woven materials? 

14 A. Again, a lot of overlap between the two, 

15 but the general opinion would be that the woven 

16 materials would be less expensive, generally 

17 speaking, and the opposite can be true. 

18 So again referring to a person of ordinary 

19 skill in the art and their understanding of the 

20 differences between knit -- knitted fabrics and 

21 woven fabrics in the 2004 timeframe, you mentioned 

22 the difference regarding woven -- excuse me, knitted 

23 being stretchier, more conforming, more breathable 

24 and the expense difference. Were there any other 

2 ,­_) differences that a person of ordinary skill in the 
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1 art would be aware of as between knitted and woven 

2 fabrics? 

3 A. There may be, generally speaking again, 

4 some differences in durability, with the woven 

5 materials being slightly more durable than knitted 

6 materials. 

7 

8 

9 

l 0 

n 
',,t• 

ordinary 

A. 

Any other differences that a person of 

skill in the art would know about? 

Not that I can recall right at the moment. 

MR. KADABA: Object to the form. 

11 BY I111R. VAN ES : 

12 

13 

In 2004 in your experience did footwear 

' . h k ·1 ' aes1gners . ave now .. eage about what type of products 

14 could be made -- strike that question. 

15 Would a person of ordinary ski11 in the art 

16 have any understanding as to whether it might be 

17 advantageous to use a woven textile as opposed to a 

18 knitted textile in creating an upper? 

19 

2 () 

21 

22 

MR. KADABA: Object to the form. 

A. Yes, I think so. 

n 
',,t • What would that understanding be? 

A. The understanding would be of the general 

23 characteristics that I just described, but I think 

24 in most cases the -- whether it's woven or knitted 

2 ,­_) is secondary to the functional characteristics that 
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1 you're looking for, or the aesthetic characteristics 

2 or cost; the fact that it's knitted or woven is 

3 secondary to those requirements, when you're 

4 choosing a material to incorporate into an upper. 

n 
',,t• But the different types of -- whether 

6 something is knitted or woven can affect those other 

7 functional and physical characteristics, right? 

8 A. As I said, it's a generalization. 

9 Q. Okay. 

l 0 A. I just described before the product I 

11 worked on which was a woven material with Lycra, it 

12 was a very stretchable and breathable upper material 

13 from a woven product. Those are the characteristics 

14 generally you talk about with knit materials. So it 

15 could be woven or it could be knitted. 

16 There's so much overlap in those 

17 characteristics that it's a very weak distinction to 

18 make for a designer or for somebody trying to 

19 specify fabric for an upper. They're more concerned 

20 with how it works, how it looks, how much it costs, 

21 than they are whether it was knitted or woven. 

22 Q. Would you say that your experience with 

23 textiles is above average relative to a person of 

24 ordinary skill in the art? 

2 ,­_) MR. KADABA: Object to the form. 
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l A. I have no basis for making that kind of 

2 judgment. 

3 BY MR. VAN ES: 

4 Sure, let me ask a different question. So 

5 you've defined in your declaration this person of 

6 ordinary skill in the art, and you understand that's 

7 a hypothetical person, right? 

8 A. That's correct. 

9 And incidentally, can that person -- can 

10 that be more than one person or is it a single 

11 person? 

12 A. A person of ordinary skill in the art could 

13 be one person or it could be multiple individuals, I 

14 suppose. 

15 A team of people working together? 

16 A. I think in this case I'm describing a 

17 single person looking at the patent, looking at the 

18 claims and making some kind of a decision, not 

19 several people, but in a practical environment it 

20 might be several people discussing the choice of 

21 materials and so on. 

22 Q. Right. So a person of ordinary skill in 

23 the art might look to someone with more knowledge 

24 about knitting and weaving to understand the 

2 ,­_) differences between knit technology and woven 
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l technology? 

2 

3 A. 

MR. KADABA: Objection to the form. 

I think a person of ordinary skill in the 

4 art would rely on all kinds of resources for making 

5 choices, but the relevance of that term here is that 

6 the ability of that person to understand how things 

7 might be combined or how they might use information 

8 that's in front of them to choose a product or to 

9 choose something for a way of making a product, for 

l 0 example. So again, it's a hypothetical person, it's 

11 not, you know, anything more than that, just what it 

12 says4/ 

13 BY I111R. VAN ES: 

14 So would a person of ordinary skill in the 

15 art care about whether a particular material under 

16 consideration for use in an upper was made by 

17 knitting versus it being woven? 

18 MR. KADABA: Objection to form. 

19 A. I think I've answered that before. I mean, 

20 they would care, but it would be secondary to the 

21 other requirements. 

22 

23 

24 

2 ,­_) 

Q. The other requirements being what? 

A. Function, aesthetics, cost, availability. 

Q. And you testified earlier about some 

functional differences between knitted textiles and 

Veritext Legal Solutions - Midwest 
312-442-9087 800-248-3290 fax 312-442-9095 

Patent Owner NIKE, Inc. Exhibit No. 2009 - page 57 
Skechers EX1013-p. 7008 

Skechers v Nike 



Page 58 

1 woven textiles, right? 

2 A. What I said was that there was a lot of 

3 overlap between the characteristics, but if you 

4 forced a person to generalize, that's how they would 

generally view the two materials. I wasn't limiting 

6 the functional ' t . t. cnarac .er:1-s _J_cs of those materials 

7 chose ranges, just stating the fact that people 

8 would tend to generalize them in that way. 

9 Q. Understood. Understood that's a 

10 generalization. But the generalization would be 

11 that a knitted fabric is stretchier, more 

12 conforming, more breathable and more durable and 

13 woven fabric. 

14 MR. KADABA: Objection to form. 

15 BY I111R. VAN ES: 

16 Q. Right? 

17 A. I would agree with that, yes. 

18 Q. Okay. So you've defined this person of 

to 

19 ordinary skill in tne art, and I want you to compare 

20 that person's knowledge to your actual knowledge, 

21 Mr. Frederick. Do you have more knowledge than --

22 let me ask a different question. 

23 Do you consider yourself to be a person of 

24 ordinary skill in the art in 2004 in the field of 

2 ,­_) shoemaking? 
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2 

A. Yes. 

Q. Do you consider that you have more 

Page 

3 knowledge than a person of ordinary skill in the art 

4 in 2004? Sorry, let me make the question more 

5 clear. 

6 Take yourself in 2004. Did you have more 

7 or less knowledge than a person of ordinary skill as 

8 you've defined it in 2004? 

9 MR. KADABA: Objection to form. 

l 0 A. I would guess in some areas I'd have more 

11 knowledge. 

12 BY MR. VAN ES: 

13 Q. Were there areas where you would have had 

14 less knowledge than a person of ordinary skill? 

15 A. No. 

16 Q. And the same would be true today, as you 

17 sit here today your level of skill in this art is 

18 more than a person of ordinary skill in the art 

19 would have had in 2004, right? 

2 () 

21 

MR. KADABA: Objection to form. 

A. Well, as I just said, in some areas I would 

22 feel like I had more knowledge and experience and 

23 other areas I would feel like I had the same 

24 exper:1-ence. 

2 ,­_) So in terms of knowledge of the actual 
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1 equipment and processes used to make textile 

2 materials, would a person of ordinary skill in the 

3 art in 2004 have knowledge about the advantages or 

4 disadvantages of using different types of knitting 

5 techniques? 

6 A. I would think they would have -- my opinion 

7 would be that they would have a general 

8 understanding of the differences, functional, cost, 

9 aesthetic differences that would result from using 

10 different knitting technologies. 

11 n 
',,t• What would -- and first of all, let's 

12 define what those different knitting technologies 

13 would be. There's warp knitting, right? 

14 

15 

16 

17 

18 

19 

A. Right. 

Q. You're familiar with that? 

A. 

n 
',,t • 

A. 

n 
',,t • 

Yes. 

Weft knitting? 

That's correct. 

And there are different types of weft 

20 knitting? 

21 

22 

A. Right. 

Q. Flat knitting, you're familiar with flat 

23 knitting? 

24 

2 ,­_) 

A. 

n 
',,t • 

Yes. 

Circular knitting, you 1 re familiar with 
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l circular knitting? 

2 A. Yes. 

3 n 
',,t• And is it your opinion that circular 

4 knitting and flat knitting are both forms of weft 

5 knitting? 

6 

7 

A. 

n 
',,t • 

Right. 

So going back to the question that I was 

8 asking before about a person of ordinary skill in 

9 the art's knowledge in 2004 of different types of 

10 knitting technology, what would be their general 
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11 understanding of the advantages and disadvantages of 

12 those different types of knitting? 

13 A. Their understanding would be that if they 

14 employed one type or the other they would get a 

15 different end result in terms of functional 

16 characteristics and cost and aesthetics and so on. 

17 But again, secondary to the requirements chat they 

18 were looking for. 

19 n 
',,t • And what would the person of ordinary skill 

20 in the art's understanding in 2004 be of the 

21 functional differences between the different types 

22 of knitting that we've just discussed? 

23 MR. KADABA: Objection to form. 

24 

2 ,­_) 

A. I've discussed some of this in the 

declaration, and I'd like to refer to that part of 
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1 the declaration, if you don't mind. 

Q. Okay. 2 

3 A. Because I spent quite a bit of time on that 

4 trying to -- trying to articulate what the 

5 difference -- perceived differences would be. 

6 The general weft knitted fabrics used in 

7 footwear create a more extensible and in some cases 

8 more breathable product used for creating meshes, 

9 spacer meshes, and some of the characteristics of 

10 the warp knitted product are they generally tend to 

11 be less elastic, sometimes used for Li Ning 

12 materials, or in the case of like for Tricot, for 

13 example, for a very flat, relatively nonextensible 

14 material. So those would be the general sort of 

15 ' t d. f -. unaers_an 1ngs o_ were versus warp knitting. 

16 But again, I want to stress the importance 

17 of these are all conventional knitting processes, 

18 and people are choosing -- making their choices 

19 based on other considerations, not whether it's weft 

20 knitted or warp knitted. They really don't care. 

21 It's only a way of communicating requirement or 

22 request for a change in the material, or trying to 

23 understand how -- why the material functions or 

24 looks the way it does. 

2 ,­_) THE VIDEOGRAPHER: 10 minutes. 
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l BY I111R. VAN ES: 

2 Q. Okay. So you mentioned some aspects of the 

3 general understanding of a person of ordinary skill 

4 in the art in 2004 of the advantages and 

5 disadvantages of weft versus warp knitting. Can you 

6 think of any others, other than what you just 

7 testified about? 

8 A. Again, limited to a person of ordinary 

9 skill in the art, they would be probably aware of 

10 circular knitting as a way of creating a product, 

11 something used in making socks, for example, and I 

12 can recall very vividly in 19 -- early 1990s when 

13 the circular knitted Thorlo socks and some other 

14 products came on the market, everybody was trying to 

15 find a way to make -- to take that circular knitted 

16 product and make an upper for a shoe out of it, 

17 basically put a bottom on it. These circular 

18 knitted products were very detailed and functionally 

19 very interesting. 

2 0 So that technology would have been 

21 something a person of ordinary skill in the art in 

22 2004 would have been very aware of and interested 

23 in, and perhaps, you know, trying to apply it to a 

24 particular product that they were working on. 

2 ,­_) Q. Okay. What about the advantages or 
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l disadvantages of using circular versus flat 

2 knitting? What would be the understanding of a 

3 person of ordinary skill in the art in 2004? 

4 MR. KADABA: Objection to form. 

. ' A. I think the flat knitting versus c.1.rcu.1ar 

6 knitting, they really wouldn't care, I mean as far 

7 as the -- you know, how it was made. Again, you 

8 know, really what we 1 re interested in is the end 

9 product, it 1 s the result of the process, not the 

10 process itself. 

11 BY I111R. VAN ES : 

12 Q. Okay. So just to be clear, so it 1 s your 

13 opinion that in 2004 a person of ordinary skill in 

14 the art as between flat knitting and circular 

15 knitting really wouldn't care which type of knitting 

16 technology was used. 

17 MR. KADABA: Objection to form. 

18 A. They would care about the end result more 

19 than they would care about that. The relevance of 

20 how it's made is secondary to the functional 

21 requirements that you're trying to fulfill. 

22 Q. Would a person of ordinary skill in the art 

23 have an understanding as to any differences between 

24 the technology used to flat knit versus the 

2 ,­_) technology used to circular knit a product? 
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l A. My feeling is they would have a vague 

2 understanding of it, general understanding of it, 

3 not a detailed technical understanding of the 

4 differences. 

n 
',,t• And what would their general understanding 

6 be of the advantages or disadvantages of using flat 

7 knitting versus circular knitting? 

8 A. Cost differences and perhaps differences 

9 in, in the case of circular knitting in the smaller 

10 formats, the potential to knit a complete upper or 

11 most of an upper using a circular knitting 

12 technology, and not having that option with flat 

13 knitting. 

14 So a person of ordinary skill in the art in 

15 2004 would understand that flat knitting is not 

16 really an option to knit the complete upper. 

17 MR. KADABA: Objection to form. 

18 A. Yeah, that's not exactly what I said. 

19 mean, I think of course it would be an option to 

I 

20 knit the complete upper. That's basically what the 

21 Dua patent describes one way of doing that, but when 

22 I say circular knitting I'm talking about something 

23 

24 

2 ,­_) 

that looks like a sock, it's a tube. So the ability 

in this case with a particular kind of circular 

knitting to knit a tube, it could very easily be 
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l used to create an upper. That 1 s what I'm talking 

2 about, they would be aware of that difference and 

3 possibly interested in applying that to a particular 

4 project. 

n 
',,t• So that might be an advantage that a person 

6 of ordinary skill in the art would think about 

7 circular knitting as opposed to flat knitting. 

8 A. Circular types of circular knitting would 

9 be possibly applied to that end, yes. 

l 0 THE VIDEOGRAPHER: Five minutes. 

11 BY I111R. VAN ES : 

12 Q. And you also mentioned cost differences 

13 that a person of ordinary skill in the art would 

14 have excuse me, you also mentioned an awareness 

15 of cost differences that a person of ordinary skill 

16 in the art might have had as between flat knitting 

17 and circular knitting. What would be the 

18 understanding that that person of ordinary skill in 

19 the art would have about those cost differences? 

2 () A. The understanding generally would be that 

21 flat knitting was less expensive. You always have 

22 to deal with the minimum requirements for a product 

23 like that, setup charges and minimums. So they 

24 would be considering that in looking -- possibly 

2 ,­_) asking for a material to be made using one 
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1 technology or another. 

2 So the cost differences relate to the 

3 equipment used to make the product? 

4 A. It can relate to the equipment, in the 

5 sense that it can relate to the minimum requirement, 

6 minimum buy for the material. It could apply to 

7 sample costs, it could apply to the actual costs of 

8 the final products. So it would be something to be 

9 aware of. 

lD MR. VAN ES: Okay. I've got a note from 

11 the videographer that I think we're close to a point 

12 where we need to cnange the tape, so why don't we go 

13 off the record to do that. 

14 THE VIDEOGRAPHER: Sure. This is the end 

15 of Tape l in the deposition of Edward C. Frederick. 

16 The time is 10:26 a.m., and we are now off the 

17 record. 

18 (Recess) 

19 THE VIDEOGRAPHER: This is the beginning of 

20 Tape 2 in the deposition of Edward C. Frederick. 

21 The time is 10:43 a.m. and we are now back on the 

22 record. 

23 BY MR. VAN ES: 

24 

2 ,­_) 

Q. Mr. Frederick, did you have any discussions 

with your lawyers during the break? 
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l 

2 

3 

A. Yes, we did. 

Q. Did you talk about your testimony? 

A. No, we talked about definitions of 

Page 68 

about 

4 some of the stuff that I had gone over before, just 

5 more or less -- nothing, yeah, that was it. 

6 Q. What definitions did you discuss? 

7 A. Well, not -- we didn't really discuss them, 

8 I just asKea to look at the declaration again, some 

9 of the stuff that I had been reading from before. 

l 0 

11 

12 

13 

14 

15 

Q. Which definitions did you look at? 

A. The ones that I read to you before. 

,Just tell me 

A. The warp and weft and the differences 

between them. 

And what did your lawyers have to say to 

16 you about those definitions? 

17 A. Nothing, really. I just asked to look at 

18 them, just look at them. 

19 Did you discuss anything else with the 

20 lawyers besides the definitions? 

21 A. No. They told me I was doing a good job, 

22 so ... that's about it. 

23 

24 

2 ,­_) 

Okay. All right. 

Before the break we were talking about the 

understanding that a person of ordinary skill in the 
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1 art would have had in 2014 as to reasons why flat 

2 knitting might be less expensive than circular 

3 knitting. Remember that? 

4 A. In 2014? 

n 
',,t• Excuse me, if that's what I said I 

Page 69 

6 misspoke. Let me rephrase the question. Before the 

7 break we were talking about the understanding that a 

8 person of ordinary skill in the art would have had 

9 in 2004 as to reasons why flat knitting would have 

10 been less expensive than circular knitting. Do you 

11 remember that? 

A. I do. 12 

13 n 
',,t • And you discussed the cost of the 

14 equipment, right? 

15 A. No. 

16 Q. Okay. Explain what those -- tne 

17 understanding of that person of ordinary ' . ·1 ' SK.L .. .L would 

18 be as to the differences in cost between flat and 

19 circular knitting. 

2 0 A. Th . 't . .E~y m.1.gn ... have a general understanding of 

21 the difference in setup costs or minimum costs for 

22 materials and the different -- using the different 

23 technologies. 

24 

2 ,­_) 

Q. Okay, what do you mean by setup costs? 

A. Well, the cost of programming the machine 
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1 to make a certain knit, to use different yarns, you 

2 know, availability of -- or cost of the component 

3 yarns, those kinds of costs. So basically every 

4 time, you know, you ask the supplier to change the 

5 material, they want to charge you for the costs, 

6 either by specifying a minimum number of yarns that 

7 you have to buy or minimum quantity of material, or 

8 by charging you for changing the setup of the 

9 machine. 

l 0 So the cost of the raw materials would be 

11 more for circular knitting than -- excuse me, the 

12 cost of the knitted materials would be more for 

13 circular knitting than for flat knitting? 

14 A. I wasn't really saying that. I was saying 

15 that there may be differences that the person of 

16 ordinary skill in the art would have to be aware of. 

17 I wasn't trying to characterize one as being more 

18 costly than the other, just that they might differ. 

19 n 
',,t• Would a person of ordinary skill in the art 

20 in 2004 have an understanding as to differences in 

21 cost between a circular knit upper as opposed to a 

22 flat knit upper? 

23 A. I think they would be aware of, you know, 

24 just basically what I just said. They would be 

2 ,­_) aware that there might be differences in cost and 
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l they would want to, you know, make themselves 

2 inform themselves about what those would be. 

Page 71 

3 And what would the general understanding be 

4 as to which generally would be more costly? 

A. 

6 differ. 

7 n 
',,t• 

I don't know. I just know that they might 

Can weft knitting be done by hand? 

8 A. What do you mean, like knitting a sweater 

9 or something like that? 

l 0 Q. Just in general, can a textile element be 

11 knitted by hand by weft knitting? 

A. I suppose so, yeah. 12 

13 n 
',,t • Can a textile element be knitted by hand 

14 using a flat knitting technique? 

15 A. I don't know. 

16 Can a textile -l t . k . tt . e __ emen _ be n.1. __ ed by hand 

17 using a circular knitting technique? 

18 A. You know, I 1 m not an expert on 

19 hand-knitting, so I don't know. I don't know. But 

20 I believe I have a sweater that was made by circular 

21 knitting by my wife, so we'll make that my answer, 

22 based on domestic experience. 

23 

24 hand? 

2 ,­_) 

n 
',,t • 

A. 

Do you know if warp knitting can be done by 

I don't know. 
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l Q. Now, we talked about -- you understand 

2 generally that there are flat knitting machines and 

3 circular knitting machines, right? 

4 A. That's right. 

Q. And have you personally ever seen a flat 

6 knitting machine in operation? 

7 A. No. 

8 Have you personally ever . -· seen a c1_rcu.Lar 

9 knitting machine in operation? 

l 0 

11 

A. Yes. 

n 
',,t• Was that the machine that you saw in Europe 

12 around 1996? 

13 

14 

15 

16 

17 

18 

19 

A. Yes, uh-huh. 

Q. Have you ever seen a warp knitting machine? 

A. Hmm, yes . 

Where? 

A. In Pirmasens in the 1980s. 

Q. Can you spell that? 

A. P-I-R-M-A-S-E-N-S. It was a site of a 

20 manufacturing show. There are different kinds of 

21 equipment are demonstrated. 

22 

23 said? 

24 

2 ,­_) 

Q. So that was a trade show in the 1980s, you 

A. Late 1980s, I don't remember exactly when. 

Q. In the United States? 
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l 

2 

A. Germany. 

So circular knitting means knitting 

3 something as a tube, right, generally? 

4 MR. KADABA: Objection to form. 

A. A big tube or a little tube, yeah. 

6 BY MR. VAN ES: 

Page 73 

7 So just to be clear, counsel objected to my 

8 question. I want to make sure that there are no 

9 issues with it. 

10 Generaiiy circular knitting means knitting 

11 something in a tube shape, correct? 

12 

13 

14 

15 

16 

A. 

. -· c1_rcu.Lar 

A. 

machine 

That's my understanding, yes. 

Is it possible to flat knit something on a 

knitting machine? 

Well, my understanding of a flat knitting 

is that it's more or less actually a 

17 circular, it's a curved surface, it's not really 

18 technically flat. And so my understanding would be 

19 that large diameter circular knitting machines would 

20 produce a similar result because it's a large 

21 diameter. Basically you could produce a flat piece 

22 by cutting it out of the circular knit. 

23 Q. Okay. You said that you can produce a flat 

24 piece by cutting it out of the circular knit. Can 

2 ,­_) you explain what you mean by that? Are you 
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1 referring to cutting a flat piece out of a circular 

2 knitting fabric -- circularly knitted fabric? 

3 

4 

A. That's right. 

So it's your testimony that it would be 

5 possible to flat knit something on a circular 

6 knitting machine? 

7 A. No. 

8 Q. It would not be possible. 

9 A. No. 

lD Q. And can you explain to me your 

11 understanding of the difference between a circular 

12 knitting machine and a flat knitting machine? 

13 A. I really don't -- I know that, you know, 

14 circular -- let me answer the question this way. 

15 Circular knitting machines can produce a large 

16 diameter tube, using the term you suggested, or 

17 smaller diameter tube. And in a larger diameter 

18 it's possible to cut enough material from that to 

19 be -- make it useful in making a shoe. In a smaller 

20 diameter it's possible to make something that would 

21 be like a sock, a tube, small tube, and might be 

22 functional as an upper itself. 

23 So flat knitting ' . macn1_nes, as I understand 

24 it, and I'm certainly not putting myself up as an 

2 ,­_) expert on knitting machines, it 1 s flat but it's 
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l still knitted on a curve. So in my simple 

2 understanding of this, you have to end up with two 

3 knitted structures. They're both from a curved 

4 machine, and they're eventually going to be cut out 

5 to be used in creating an upper. 

6 Q. So if your understanding is that a flat 

7 knitting machine knits on a curve, can you just 

8 explain to me what is your understanding as to the 

9 '. -F-F ..... aJ __ L_Le.Lence between this flat knitting machine that 

10 knits on a curve and a circular knitting machine 

11 that knits in a tube? 

12 

13 

A. 

n 
',,t• 

I really don't know. 

Okay. Now, you mentioned that in both 

14 circular and flat knitting I believe you said that 

15 eventually the product is cut out to create an 

16 upper? Is that what you said? 

17 A. I said if you're creating a large piece of 

18 material that you'll have to cut out -- cut a 

19 portion of it out in order to make it small enough 

20 to make it useful in making the upper of a shoe. 

21 Q. Are there any other ways to use a circular 

22 or flat knitting machine to create an upper other 

23 than by cutting them out of a larger piece of 

24 material? 

2 ,­_) MR. KADABA: Objection to form. 
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l A. Yeah, as I stated before, it's possible to 

2 make a tubular knit that's like a sock and could be 

3 usea to form an upper for a shoe. 

4 So a circular knitting machine can be used 

5 to make a sock-like structure that could be used as 

6 an upper, and that would not need to be cut out of a 

7 web? 

8 

9 

A. 

n 
',,t• 

That's right. 

Could a flat knitting machine be used to 

10 create an element that could be made into an upper 

11 without cutting that element from a web? 

12 

13 A. 

MR. KADABA: Objection to form. 

I can't see how. 

14 BY MR. VAN ES: 

15 n 
',,t • So I want to ask you, you underscana that 

16 you're being offered as an expert in this case? 

17 A. Well, yeah. 

18 Q. I want to ask you some hypothetical 

19 questions, okay? Can you explain to me if I cut out 

20 of fabric -- excuse me, let me start the question 

21 over again. 

22 If I cut out material that was being 

23 knitted on a circular knitting machine and I also 

24 

2 ,­_) 

cut out material that 1 s being knitted on a flat 

knitting machine and presented you with those two 
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1 pieces of material that were both cut out from the 

2 two different types of machines, would you be able 

3 to tell any structural difference between material 

4 cut out of the circular knitting machine versus the 

5 material cut out of the flat knitting machine? 

6 MR. KADABA: Objection to form. 

7 A. Not necessarily. 

8 BY MR. VAN ES: 

9 n 
',,t• What would your answer -- first of all, you 

10 understood my question, right? 

11 

12 

A. I did. 

Q. What would your answer depend on? You said 

13 not necessarily. What do you mean by that? 

14 A. Well, it's a hypothetical question, so I 

15 don't actually know what the two materials are. 

16 Well, ~ I t -l -l. ' ~ .L m _e ____ 1_ng you, ana 1 want yo1..1 t.o 

17 assume, that you have material that's knitted on a 

18 flat knitting machine and you have material that's 

19 knitted on a circular knitting machine, and you cut 

20 out a one-inch by one-inch square of material from 

21 both material being made on the circular knitting 

22 machine and material being made on the flat knitting 

23 machine, would you be able to tell if those 

24 one-by-one squares had any structural differences? 

2 ,­_) MR. KADABA: Object to the form. 
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l A. No. 

2 BY MR. VAN ES: 

3 And is that because you just don't know, or 

4 is that because there wouldn't be any structural 

5 differences'? 

6 MR. KADABA: Same objection. 

7 A. I don't know. 

8 BY MR. VAN ES: 

9 n 
',,t• All right. Let me turn back to your 

10 declaration, paragraph 9, please. You indicate in 

11 the -- let me know when you're there, please. 

12 A. Okay. I have 9 in front of me. 

13 Q. Okay. You indicate in the second sentence 

14 of paragraph 9 that there are seven or more decision 

15 points during the cycle of design and development of 

16 a new footwear product. 

17 A. That's correct. 

18 Q. Can you briefly tell me what those seven or 

19 more decision points are? 

2 () A. Well, first one would be in the development 

21 of the product brief, which would be a description 

22 of what the objective would be for the product, who 

23 the target market would be, and so on. 

24 

2 ,­_) 

There would oe a design review based on 

initial conceptual concept reviews of the basic 
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' . aes.1.gn 4 l 

2 There's -- would most likely be an initial 

3 review 

4 Q. Are you on the -- excuse me for 

5 interrupting you. Are you now on the third point? 

6 A. I'm on number three, yes. 

7 Q. Thank you. 

8 A. There would be an initial design review 

9 after, possibly after pullovers or some kind of 

10 initial development took place to review the basic 

11 concept. 

12 There would oe a first round review of 

13 design, that would be the fourth time. 

14 Probably a second -- most likely a second 

15 round review and then a final review, number six. 

16 And then it 1 s possible there would be 

17 another review of the design after some initial 

18 testing took place. 

19 n 
',,t• And at what point in these various steps 

20 would the type of material be used in the upper be 

21 under consideration? 

22 A. It could be in any of those decision 

23 points. Could be part of the product brief, it 

24 could be something that needed to be modified to 

2 ,­_) make the shoe functional or achieve its objectives, 
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1 any one of them. 

2 Q. Do you have any understanding as to whether 

3 the actual inventors on the 1 011 patent meet your 

4 definition of a person of ordinary skill in the art? 

A. I think you asked me that already, and no, 

6 I don't have any understanding. 

7 Q. Okay. I want to direct your attention to 

8 paragraph 15 of your declaration. Do you see that 

9 paragraph? 

10 

11 

A. Yes. 

n 
',,t• And in that paragrapn you are describing 

12 part of your analysis regarding obviousness? 

13 A. Let me read it here just a second. Okay, 

14 that's right, discussing obviousness. 

15 

16 

17 

Q. Okay. Did you write this paragraph? 

A. 

n 
',,t • 

I did. 

And let me direct your attention to what 

18 previously I marked as Exhibit 2002, which is your 

19 declaration from the K-Swiss reexamination. 

2 0 

21 

A. Right. 

n 
',,t • And I'm going to direct your attention to 

22 paragraph 10 of that declaration. 

23 

24 

2 ,­_) 

A. Okay. Would you like me to read it? 

Q. Well, why don't you read it to yourself, 

the paragraph, paragraph 10. 
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A. Uh-huh. l 

2 

3 

4 

Q. Did you write paragraph 10 in Exhibit 2002? 

A. I did. 

Q. And the first sentence of paragraph 15 of 

5 your declaration in this case says, I have also been 

6 informed that in order for a patent claim to have 

7 been obvious there should have been a reasoned 

8 explanation as to why collectively the prior art 

9 references would have rendered the claim obvious. 

l 0 

11 

12 

Do you see that? 

A. Right. 

Q. And in paragraph 10 of your declaration 

13 from the Exhibit 2002 of your declaration in the 

14 K-Swiss case you said, I have also been informed 

15 that in order for a patent claim to have been 

16 obvious there needs to be an articulated reason with 

17 some rational underpinning why collectively the 

18 prior art references would have rendered the claim 

19 

2 () 

21 

invention 

A. 

obvious. 

Uh-huh. 

Why the differences between those two 

22 statements? 

23 

24 

2 ,­_) 

MR. KADABA: Objection to form. 

A. Why do you characterize them as 

differences'? 

Veritext Legal Solutions - Midwest 
312-442-9087 800-248-3290 fax 312-442-9095 

Patent Owner NIKE, Inc. Exhibit No. 2009 - page 81 
Skechers EX1013-p. 7032 

Skechers v Nike 



Page 82 

l BY I111R. VAN ES: 

2 Q. Do you agree that the sentences are not the 

3 same? 

4 A. They're not the same, no. 

6 

7 

Q. Why are they not the same? 

A. Well, obviously the wording is different. 

n 
',,t• I t .h ' ·1 f s _ ere a reason wny you no __ anger re _er 

8 to the language 11 articulated reason 11 which you 

9 previously referred to in your 2002 declaration 

10 or, excuse me, your declaration from the K-Swiss 

11 case, Exhibit 2002? 

12 

13 

A. No specific reason, no. 

Q. And you also changed the language about a 

14 nrationa1 underpinning" in your -- do you see that? 

15 A. Uh-huh. 

16 In your previous declaration you talked 

17 about a rational underpinning, but you no longer 

18 rerer to a rational underpinning in your declaration 

19 in this case. 

2 () A. I think it's incorporated in the phrase, in 

21 my mind, in the statement that depending on the real 

22 world context of the invention described in the 

23 patent, various factors or reasons can suffice as a 

24 

2 ,­_) 

reason to modify. I don't see Lhose as 

contradictory. 
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l Q. Okay. Well, both of your declarations have 

2 the exact same sentence that you just read about 

3 depending on a real world context, right? 

4 A. Pretty close, yes. 

Q. But you made other changes to the paragraph 

6 about the obviousness analysis that you applied. 

7 A. That's right. 

8 Q. Let me direct your attention to paragraph 

9 13 of your declaration from the K-Swiss case, 

10 Exhibit 2002. 

11 

12 

13 

14 

15 

A. Did you say 13? 

Q. Yes. 

A. Okay. 

Q. Do you agree with me that there 1 s no 

· t t . d ·i t. st.a _emen _ 1.n your ec .. ara _.1.on in this case that's 

16 similar to what you 1 ve said in paragraph 13 of 

17 Exhibit 2002? 

18 

19 

A. 

n 
',,t• 

I don't understand what you're asking me. 

So Mr. Frederick, will you agree with me 

20 that much of this section of your report in this 

21 case is identical to the declaration that you 

22 prepared a few years ago in the K-Swiss case? 

23 

24 

2 ,­_) 

MR. KADABA: Objection to form. 

A. I would agree there are similarities, but 

•' l ]_ L. s not identical. I mean, there . . h 1.s -- t.. ere are 
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1 some phrases and, you know, as anybody writing 

2 something, writing a similar kind of a thing would 

3 use similar phrasing and similar statements to 

4 describe the similar situations. 

5 BY MR. VAN ES: 

6 Q. Okay. 

7 A. So are you saying I plagiarized myself? Is 

8 that what you're --

9 

lD 

11 

n 
',,t• 

A. 

n 
',,t • 

I 1 m certainly not suggesting --

-- arguing? 

I 1 m trying to get an understanding as to 

12 why you changed some of the language in your 

13 reports. 

14 

15 

A. 

n 
',,t • 

I see. Okay. 

And for example, paragraph 17 of your 

16 report in this case appears to be the same as 

17 paragraph 12 of your declaration in the K-Swiss 

18 case. 

19 A. That's right. 

2 () Q. And your declaration in the K-Swiss case 

21 included a paragraph 13 about motivations, 

22 suggestions or teachings for combining references. 

23 And I don 1 t see a similar paragraph in your 

24 

2 ,­_) 

declaration in this case. Do you agree? 

A. G . t· b . t· ,1_ve me _nose num .,ers aga1_n, _ne 1ast two 
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l paragrapns. 

2 

3 

4 

In your declaration in the K-Swiss case you 

included a paragraph 13. Do you see that? 

A. That's right, okay. 

And there's not a corresponding paragraph 

6 in your declaration in this case, even though many 

7 of the other paragraphs in that same area of the 

8 report are the same. 

9 

l 0 

11 

A. Okay. You're asking me is 13 verbatim 

in -- from -- yeah, okay. Try it one more time. 

n 
',,t• Is paragraph 13 of your report in the 

12 K-Swiss case contained in your report in this case? 

13 

14 

A. I don't find that exact wording. 

Q. Do you know why you didn't include this 

15 paragraph 13 from your K-Swiss case in the current 

17 A. I don't. I don't have any recollection of 

18 that. 

19 

2 0 

21 

n 
',,t • I 1 m going to mark as Exhibit -- I'll mark 

this as Nike Exhibit 2005. It's paper 18 from this 

case. .,., d ,- . t t . t . nn my rirs. ques.ion .o you is going to be 

22 whether you recognize this document. 

23 (Nike Exhibit 2005 marked) 

24 

2 ,­_) 

A. I've seen this before. Yes, I recognize 

it. 
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l BY I111R. VAN ES: 

Q. Have you reviewed it before? 

A. I did review it, yes. 

2 

3 

4 Is this something you looked at to prepare 

5 your deposition? Is this something you've looked at 

6 before your deposition? 

7 A. Yes, before the deposition, yeah. 

8 Q. Do you understand this decision? 

9 A. I have an understanding of -- basic 

10 understanding of it. I can't say I understand every 

11 nuance and detail of it. 

12 Q. Okay. Are there any aspects of this 

13 decision that you can recall disagreeing with? 

14 A. Nothing that I recall disagreeing with, no. 

15 Q. Okay. Let me direct your attention to page 

16 4 of the decision. 

17 A. Okay. 

18 Q. And there it says in the third sentence, A 

19 textile element (40) is a single material element 

20 with a unitary (i.e. one-piece) construction. 

21 

22 

23 

A. 

n 
',,t• 

Do you see that sentence. 

I do. 

Do you agree with that definition of the 

24 term unitary? 

2 ,­_) A. Yes. 
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2 

Page 87 

Q. Okay. Can I direct your attention to page 

12 of the decision. Do you see in the first full 

3 paragrapn -- excuse me -- yeah, do you see in the 

4 first full paragraph the second sentence that says, 

5 Nevertheless, a pertinent definition of the term 

6 "textilen is "any cloth or goods produced by 

7 weaving, knitting or felting.n 

8 

9 

A. 

n 
',,t• 

I see that. 

Do you agree with that definition of 

10 textile? 

11 

12 

MR. KADABA: Objection to form. 

A. Yes. 

13 BY I111R. VAN ES: 

14 Q. And you see the next sentence has a further 

15 discussion of textile. Do you agree with that 

16 further discussion of the definition of textile? 

17 A. Give me a minute to read it. 

18 MR. KADABA: Sarne objection. 

19 A. Yes. 

20 BY MR. VAN ES: 

21 Q. Okay. Let me direct your attention 

22 actually, let me ask you more generaiiy. As you sit 

23 here . 't d rign_ now .o you have an understanding of the 

24 term weft knitting? 

2 ,­_) A. I do. 
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l What's your understanding of what the term 

2 weft knitting means? 

3 A. I have a general understanding of weft 

4 knitting as a -- I really -- are you asking me to 

5 define it, or what? 

6 I'm asking you for your definition of weft 

7 knitting. 

8 A. Okay. Weft knitting describes a type of 

9 knitted fabric in which yarns are formed into 

l 0 

11 

12 

13 

14 

15 

stitches in a width-wise manner. 

Are you referring to your report now? 

A. Yes, I am, I 1 m reading from the page. 

Q. What page? 

A. Page 27, paragraph 54. 

That page has your definition of weft 

16 knitting? 

17 A. That's right. 

18 Q. Do you have an understanding of the term 

19 circular knitting? 

2 () A. My understanding of circular knitting is 

21 that it 1 s a type of weft knitting. 

22 

23 

24 

2 ,­_) 

Q. Can you be more specific? 

A. It 1 s a type of weft knitting where the 

well, I can't be more specific. It's a type of weft 

knitting that involves a circular end result. 
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A circular end result, can you --l 

2 A. Well, in other words, the product is made 

3 in a circular -- the output of the machine is a 

4 large or small diameter circular object. That's my 

5 understanding of it. 

6 Q. Okay. What 1 s your definition of the term 

7 flat knitting? 

8 A. Flat knitting would be another type of weft 

9 knitting that would involve an end result that was, 

10 you know, on a curved surface, but more or less 

11 flat. 

12 Q. And what 1 s your definition of the term warp 

13 knitting? 

14 A. It's a type of knitting construction in 

15 which the yarns are formed into stitches in a 

16 lengthwise manner. 

17 

18 

19 

2 0 

21 

Are you looking at your report? 

A. Yes, I am, I 1 m reading from my report. 

Q. What page? 

A. Page 28. 

Can you turn back to the decision paper 18, 

22 Nike Exhibit 2005? 

23 

24 

2 ,­_) 

A. Okay. 

r.. On page 13. Ix!• 

A. Okay. 
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l And do you see about a little more than a 

2 third of the way down the page a sentence that 

3 begins, We construe such 11 knit constructions" to 

4 mean various kinds of stitching, which exhibit 

5 aesthetic or structural differences, such as those 

6 in different areas of textile element, depicted in 

7 Figure 11. 

8 A. Yes, I see it. 

9 Do you agree with that definition -- excuse 

10 me, do you agree with that construction? 

11 

12 

A. I don't know what you mean by construction. 

Q. Well, do you see the sentence begins, We 

13 construe? 

14 A. Yes. 

15 Do you agree, then, with this construction 

16 where I'm using the term construction as -- let me 

17 start the question over again. 

18 Do you agree with this definition of knit 

19 constructions? 

2 0 

21 A. 

MR. KADABA: Objection to form. 

I don't agree that it 1 s a definition. I 

22 mean, they're construing it, which isn 1 t equivalent 

23 in my mind to defining something. They're 

24 construing it for the purpose of this statement 

2 ,­_) here, that knit construction means what it says 
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l there. 

2 BY MR. VAN ES: 

3 Q. Okay. Do you agree that the term knit 

4 construction should be construed as it was construed 

5 in this sentence? 

6 MR. KADABA: Objection to form. 

7 A. As it's limited in this context, I would 

8 agree with what -- with that statement within the 

9 limits of this context here. 

l 0 

11 

12 

13 

. h. L. ... l.S 

Q. What do you mean by nwithin the limits of 

context heren? 

A. Just what I said. 

n 
',,t• I don't understand what that means, the 

14 limits of this context. What does that mean? 

15 A. Well, I feel like you 1 re trying to get me 

16 to make a general statement about what the term knit 

17 constructions means, and I'm saying that I agree 

18 with the statement as it's written here, that's what 

19 I mean. 

2 () Q. Okay, thank you. So let me ask you to turn 

21 to page 14. 

22 

23 

A. Uh-huh. 

n 
',,t • And do you see the first -- excuse me, the 

24 second full sentence of that paragraph that says in 

2 ,­_) part, A pertinent definition of "weft knitting" is 
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1 11 (a) knitting process in which a continuous yarn is 

2 carried in crosswise rows"? 

3 

4 

6 

A. 

A. 

MR. KADABA: Objection to form. 

I see tnat. 

Do you agree with that definition? 

It's consistent with -- yes -- what I 

7 think. 

8 Q. And do you see the sencence continues 

9 excuse me, the next sentence says "A pertinent 

10 definition of the term "warp knitting" is "(a) 

11 knitting process in which a group of yarns form rows 

12 running lengthwise by an interlocking process." 

13 

14 

15 

16 

17 

A. 

A. 

Do you see that sentence? 

I see that. 

Do you agree with that definition? 

MR. KADABA: Objection to form. 

I agree with that statement, yes. 

18 BY MR. VAN ES: 

19 All right. Let me direct your attention to 

20 page 15. Look at the first fu11 paragraph, second 

21 sentence, do you agree with that sentence? 

22 

23 

24 

2 ,­_) 

A. Could you read it to me? 

Q. Sure. 

A. What do you mean by first full paragraph? 

Right. Let me read the sentence that I'm 
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1 asking you about, this is page 15, first full 

2 paragraph, second sentence begins, The 1 011 patent 

3 states that ''(a) as defined for purposes of the 

4 present invention, unitary construction is intended 

5 to express a configuration wherein portions of a 

6 textile element are not joined together by seams or 

7 other connections, as depicted with textile element 

8 (40) J_n Figure 8.n 

9 

10 

11 

A. 

MR. KADABA: Objection to form. 

Q. Do you see that sentence? 

12 BY MR. VAN ES: 

13 

14 

15 

16 

A. I see that. 

Q. Do you agree with that definition? 

J\fR. • KADABA: Sarne objection. 

A. I agree with that statement, yes. 

17 BY I111R. VAN ES : 

18 Q. And can you look at the last sentence of 

19 the paragraph that we were Just reading where the 

20 board construes the phrase nthe textile element 

21 having a first area and second area with unitary 

22 construction", do you see that? 

23 

24 

2 ,­_) 

A. Yes. 

Q. And the board construes that to require a 

textile element having unitary construction and 

Veritext Legal Solutions - Midwest 
312-442-9087 BD0-248-3290 fax 312-442-9095 

Patent Owner NIKE, Inc. Exhibit No. 2009 - page 93 
Skechers EX1013-p. 7044 

Skechers v Nike 



1 having a first area and a second area? 

2 

3 

4 

A. I understand that. 

Do you agree with that construction? 

MR. KADABA: Objection to form. 

A. Yes. 

6 BY MR. VAN ES: 

7 Q. Okay. Turn to page 16, please. Last 

Page 94 

8 sentence of page 16, I'm not going to read it into 

9 the record. 

10 

11 

12 

A. 

n 
',,t• 

sentence 

Okay. 

I think it's pretty clear what the last 

are you clear what the last sentence of 

13 page 16 is? 

14 

15 

A. Yes. 

n 
',,t • And there is an interpretation of a phrase 

16 that begins "the flat knitted textile element having 

17 a first area," and it continues? Do you see that? 

18 

19 

A. Uh-huh. Right. 

n 
',,t • Do you agree with that definition -- excuse 

20 me, do you agree with that interpretation? 

21 

22 

MR. KADABA: Objection to form. 

A. Yes, I understand that. 

23 BY MR. VAN ES: 

24 

2 ,­_) 

Q. Do you agree with it? 

MR. KADABA: Same objection. 
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l A. Yes, uh-huh. 

2 BY MR. VAN ES: 

3 Q. Okay. Let me direct your attention to page 

4 17. Do you see Roman numeral III, decision on 

5 petition? 

6 A. I do. 

7 Q. Do you see the second sentence there that 

8 says, We deny as redundant institution based on 

9 alleged unpatentability due to obviousness over 

10 Osamu, O-S-A-M-U, alone, or over Nishida, 

11 N-I-S-H-I-D-A, Glidden, G-L-I-D-D-E-N, or Osamu in 

12 combination with each other or with one or more of 

13 McDonald, Curley, C-U-R-L-E-Y, Whiting, 

14 W-H-I-T-I-N-G, and Shiomura, S-H-I-O-M-U-R-A? 

15 A. 

16 Q. And do you agree that it was -- it would 

17 have been redundant to institute an inter partes 

18 review based on the alleged unpatentability due to 

19 obviousness over these references? 

2 0 

21 A. 

MR. KADABA: Objection to form. 

I don't agree with that. 

22 BY MR. VAN ES: 

23 

24 

2 ,­_) 

Q. Why not? 

A. I think McDonald has a relevance here, in 

particular, and I think Osamu has relevance aiso. 
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Q. Any other reasons? l 

2 A. So my personal opinion is -- no, not that I 

3 can think of right at the moment. 

4 Q. Okay. Have you ever heard the term 

5 "product by process"? 

6 A. I have. 

7 Q. Okay. Let me direct your attention to page 

8 24 of the board decision. Do you see the discussion 

9 in the first fu:LL paragraph where the board comments 

10 that nc1aims 14, 15 and 33 include a product by 

11 process limitationn? Do you see that sentence? 

12 

13 

MR. KADABA: I'm sorry, what -- page 24? 

]\fR .• VAN ES: Right. I 1 m on page 24, the 

14 first fu11 paragrapn. 

15 BY I111R. VAN ES: 

16 Q. Do you see in that paragraph the board 

17 comments that, Certain claims, specifica11y 14, 15 

18 and 33, include a product by process limitation? Do 

19 you see that? 

A. I do. 2 0 

21 n 
',,t• And did the board say that any other claims 

22 in the patent include a product by process 

23 limitation? 

24 

2 ,­_) 

A. I don't know. 

n 
',,t • Do you think that any of the other 
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1 in the patent include product by process 

2 limitations? 

3 

4 A. 

MR. KADABA: Objection to form. 

I don't have an opinion on that. 

In your declaration did you comment that 

Page 97 

6 any of the claims in the '011 patent include product 

7 by process limitations? 

8 A. I don't -- I don't remember. I would have 

9 to look. 

l 0 Q. Do you know what product by process 

11 limitation means? 

12 A. I have a kind of a nonlawyer understanding 

13 of it. 

14 Q. What's your nonlawyer understanding? 

15 A. That you -- my understanding, again, you 

16 know, I'm not a iawyer, and this is a very nuanced 

17 phrase that I understand has to be applied very 

18 carefully in a legal context. So what I'm 

19 l 
. . " . exp a1n1ng to you is not my understanding as a 

20 lawyer or my definition as a lawyer, but just my 

21 layperson's understanding of this. I'm not a legal 

22 expert. 

23 l'-'Ty understanding is that you can I t simply 

24 

2 ,­_) 

invent something by combining -- by using by 

adding a process, a manufacturing process or other 
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l case -- you know, example something that gives 

2 you -- in other words, you know, . . -· using c1_rcu_Lar 

3 knitting, for example, to invent something by 

4 itself, or to create something by itself wouldn't be 

5 patentable. That's my understanding of it. 

6 

7 

8 

Q. Using circular knitting -­

A. I just gave you an example. 

Q. Okay. That was an example of a product by 

9 process claim? 

10 MR. KADABA: Objection to form. 

11 A. Yeah, again, that's my understanding of it. 

12 BY MR. VAN ES: 

13 Q. Okay. I want to direct your attention back 

14 to your declaration, paragraph 24. Do you have that 

15 paragraph in front of you? 

16 A. No, I don't. I'm a little discombobulated 

17 here. What was the paragraph number again? 

18 Q. Paragraph 24. 

19 A. Okay. 

20 Q. And in that paragraph are you identifying 

21 problems that the '011 patent identifies? 

22 

23 

A. 

n 
',,t• 

That's right. 

Are these the only problems identified in 

24 the '011 patent? 

2 ,­_) MR. KADABA: Objection to form. 
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l A. I don't know. 

2 BY MR. VAN ES: 

3 n 
',,t• Did you review the 1 011 patent before this 

4 deposition today? 

A. I did. 

6 Q. All right. I'm going to show you what's 

7 previously been marked as Exhibit 1002, it's a copy 

8 of the '011 patent. Do you recognize this document? 

9 A. I do. 

10 Q. Let me direct your attention to column 5 of 

11 the patent. 

12 

13 

A. Okay. 

n 
',,t • And take a look at around i1ne 59, actually 

14 it's around line 57, the text that begins "textile 

15 element (40)." Do you see that? 

16 

17 

A. Yes, I do. 

n 
',,t • Could you please read, just read to 

18 yourself from column 5, line 57 through column 6, 

19 line 7? 

2 0 

21 

A. Okay. Okay. 

n 
',,t • And specifically at the column 6, line 4, 

22 it says, Referring to Figure 8, the positions of 

23 regions 31 through 35 and ankle opening 36 are 

24 identified to provide a frame of reference, and it 

2 ,­_) continues. Do you see that? 
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l 

2 

A. I do. 

Q. Would you -- could you take a look at 

Page 100 

3 figure 8 for me and label regions -- I'm going to 

4 ask you to label a couple of regions. Region 31, 

5 which is the lateral region. 

6 A. Figure 8? 

7 Q. Yes. 

8 A. Okay. 

9 

lD 

11 

n 
',,t• So can you label the lateral region? 

A. Label it how? 

n 
',,t • Can you just write n1ateral region" by item 

12 31? You agree 31 is the lateral region? 

13 

14 

15 

16 

17 

18 

A. It could be lateral, yes, uh-nuh. 

Q. You agree that the patent says that 

A. It 1 s what the patent says, yeah. 

Q. -- 31 is the lateral region. 

A. Right. 

Q. And can you label opposite medial region, 

19 32? 

2 () 

21 

A. Okay. 

MR. KADABA: Just to clarify the record, 31 

22 isn't indicated as the lateral region in that 

23 section of text you had him read, is it? 

24 

2 ,­_) 

MR. VAN ES: Well, the record says 

excuse me, the patent says at column 6, line 4, 
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l referring to Figure 8, the positions of regions 31 

2 through 35 and ankle opening 36 are identified, and 

3 then continues. 

4 MR. KADABA: Yeah. It just doesn 1 t say 

5 lateral region in that portion of the text. I just 

6 wanted to confirm. 

7 J\fR .• VAN ES: Well. 

8 BY MR. VAN ES: 

9 n 
',,t• Mr. Frederick, do you agree that the patent 

10 says that 31 is the lateral region? 

11 

12 Q. I can direct your attention to column 5, 

13 line 25. 

14 

15 

16 

17 

A. Yeah. Okay. 

Q. And 

A. Got you. 

n 
',,t • So you agree that 31 is the lateral region, 

18 right? 

19 A. As described in the patent, yes. 

2 0 Q. And opposite mectiai region 32 is described 

21 in the patent, and you've labeled that? 

22 

23 

A. I have. 

n 
',,t • Can you also label instep region 33, and 

24 that's mentioned at least at column 5, line 19? 

2 ,­_) A. (Indicating.) Okay. 
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2 the 

Page 102 

Q. And it's also referred to in column 6 in 

area we're talking about. can you also 

3 label heel region 35, it's identified as column 5, 

4 line 20? 

A. Uh-huh. (Indicating.) Okay. 

6 Q. Now, the patent describing Figure 8 also 

7 talks about certain edges, right? 

8 

9 

A. 

n 
',,t• 

Lots of edges, yeah. 

So I'd like you to describe generally with 

10 reference to Figure 8 and the areas that you Just 

11 labeled how the edges are joined together, if you 

12 could provide an explanation of chat, please. 

13 

14 

MR. KADABA: Objection to form. 

A. Well, the bottom surface -- I mean the --

15 along the length of the shoe, seams 41 and 42 are 

16 joined together. 

17 n 
',,t • Edges 41 and 42 are joined together to form 

18 a seam? 

19 A. Right. 

2 0 Q. And where else are edges joined together to 

21 form a seam, as described in the patent? 

22 

23 

24 

A. Seam 52 is formed by securing edge 42a and 

42b. 53, seam 53 is formed by sec11ri_ng an edge 43a 

and 43b . Seam 54 is formed t>y SE~Cll.r .1.ng an edge 44a 

and 44b, and a second portion of seam 54 is formed 
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l by securing an edge 44c with 44d. 

2 Q. So the joining of those various edges forms 

3 seams? 

4 A. That's right, uh-huh. 

And the forming of those edges -- excuse 

6 me, the joining of those edges forms an ankle 

7 opening for receiving the foot? 

8 A. Which edges? All of them? 

9 Does the forming of at least some of those 

10 edges -- excuse me, does the joining of at least 

11 some of those edges form an ankle opening for 

12 receiving the foot? 

13 A. The ankle opening io already defined in the 

14 flat upper. 

15 So as the upper is shown in Figure 8, io it 

16 laying flat? 

17 A. It is. 

18 Q. And is that -- does Figure 8 show as 

19 illustrated an opening that can receive an ankle? 

2 () A. It does. Yeah, it's labeled 45, but this 

21 area here is where the ankle would be, the foot and 

22 the ankle would be in it. That's the void that they 

23 would pass through. 

24 

2 ,­_) 

Q. But before the edges are joined together 

there would be no way to put your foot in that upper 
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l shown in Figure 8, would there? 

2 A. I could slip this over my ankle and -- I 

3 could slip this area 45 over the ankle and top of 

4 the :i_nstep. 

So just so I'm clear, is it your testimony 

6 that the upper shown in Figure 8 as illustrated 

7 includes a void for receiving an ankle? 

8 MR. KADABA: Objection to form. 

9 A. As I . d . h. saJ_ ... , L .. J_s area marked with 45 is 

10 intended to be the place where the ankle would be 

11 located, where the ankle would be secured by the 

12 upper. 

13 Q. Okay. But the textile element shown in 

14 Figure 8 is laying flat, right? 

15 A. That's right. 

16 Q. The edges are not yet joined together, 

17 right? 

18 A. That's correct. 

19 And it's your testimony that Figure 8 as 

20 illustrated shows a textile element with a formed 

21 ankle opening for receiving a foot. 

22 

23 

MR. KADABA: Objection to form. 

A. Well, what I said was there's an opening in 

24 the flat part of this in which the ankle would be 

2 ,­_) inserted. 
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l BY I111R. VAN ES: 

2 Q. Right. But as shown in Figure 8, an ankle 

3 could not be inserted in that flat textile. 

4 A. I could do it for you right now, if you 

5 want. Give me a pair of scissors, and just cut a 

6 hole here and slide it right over your ankle. 

7 Q. And ... 

8 All right, let me direct your attention to 

9 Figure 9 of the '011 patent. What does that show? 

l 0 A. It shows apparently -- apparently shows us 

11 a continuous piece of webbing that has two areas of 

12 where an upper -- the elements of an upper are 

13 provided, one on top of the other. 

14 Q. Does Figure 9 show an example of a textile 

15 element that's made by circular knitting? 

16 A. I'll have to look at the definition, but I 

17 think that 1 s what it describes, yeah. Let's see 

18 what they say here, Figure 9. It just describes it 

19 as a perspective view of a textile structure that 

2 0 incorporates two of the textile elements. It 

21 doesn't really specify whether it's made by circular 

22 knitting or not. 

23 n 
',,t• Does anything about the configuration of 

24 the textile element -- excuse me, the textile 

2 ,­_) structure (60) and the textile elements (40) in 
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l Figure 9 tell you that this is made by circular 

2 knitting? 

3 A. That would be a logical conclusion based on 

4 the context, but it 1 s not stated explicitly in the 

5 patent. 

6 Q. Okay. Let me direct your attention to 

7 column 7, line 41. 

8 

9 

A. Okay. 

n 
',,t• Do you see the first sentence there that 

10 says, An example of a textile structure (60) that 

11 may be formed with a wide tube circular knitting 

12 machine is depicted in Figure 9. 

13 

14 

15 

Do you see that? 

A. Okay, yeah. 

n 
',,t • So does that tell you whether the textile 

16 structure (60) is formed on a circular knitting 

17 machine? 

18 

19 

A. It does, uh-huh. 

n 
',,t • And did you need that sentence in the 

20 specification to tell you that? 

21 MR. KADABA: Objection to form. 

22 A. I was thrown by the figure caption, which 

23 defines figures as a perspective view of a textile 

24 structure that incorporates two of the textile 

2 ,­_) elements. 
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l BY I111R. VAN ES: 

2 

3 

4 

Q. Okay. 

A. So ... 

Ordinarily I would rely on a figure caption 

5 to get my understanding of what I was looking at. 

6 Q. Okay. How would the textile element 

7 ( 4 0) let me take a step back. So does Figure 9 

8 show two textile elements (40)? 

9 A. It's an example of a textile structure. 

l 0 Q. So my question is: Does Figure 9 show two 

11 textile elements (40)? 

12 

13 

A. It shows two upper configurations. 

n 
',,t• Right. And the numeral (40) points to what 

14 you're calling the two upper configurations? 

15 A. Right. 

16 Q. Now, how would the upper configurations as 

17 you've used that term be removed from the textile 

18 structure shown in Figure 9? 

19 MR. KADABA: Objection to form. 

2 () A. They could be removed by die cutting, laser 

21 cutting, hand cutting, water jet cutting. There are 

22 all kinds of possibilities. 

23 n 
',,t • Can you think of any other examples besides 

24 die cutting, laser cutting, I think you said hand 

2 ,­_) cutting and water jet cutting? 
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l A. Water jet cutting. Well, there may be 

2 other ways. What I was trying to convey is there 

3 are lots of different ways to cut pieces, to remove 

4 pieces from a webbing. 

n 
',,t• Okay. And describe the edges on the 

6 textile element (40) that would be formed after the 

7 material was cut from the webbing. 

8 MR. KADABA: Objection to form. 

9 A. Well, the edges are the same as the edges 

10 described in Figure 8. 

11 

12 

n 
',,t • So but referring to Figure 9, you see that 

there are two ~al led '1Dp~r cn·nt-1'gl1 rationc (~0) \...-(_ • ..1.. •• ..1... _.. l .L t-~-'-- ,,_.,. ---- .._ __ (_ .,. . ..1.. • ./.L ,._:_) -'- • .I, 

13 shown, right? 

14 

15 

16 

17 

18 

A. That's right. 

n 
',,t • 

could be 

A. 

And you described different ways that those 

cut from the textile structure (60), right? 

I did. 

I'm asking you to describe what would be 

19 the physical characteristics of the edges after that 

20 cutting took place. 

21 

22 

23 

24 

2 ,­_) 

MR. KADABA: Objection to form. 

A. It would depend on what method was used to 

cut the edges and -- it would depend on -- and how 

they were cut. 

BY I111R. VAN ES: 
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l It would depend on what type of cutting 

2 technique was used? 

A. That's my understanding of it, yeah. 3 

4 Q. Well, you mentioned die cutting. If the 

5 edges were die cut what would be the physical 

6 characteristics of them at that point after they 

7 were cut from the structure (60)? 

8 A. Well, I don 1 t know. I would have to see 

9 the die. But generally speaking, it would be a nice 

10 clean cut without fraying or any --

11 

12 ( 4 ()) 

So it's your testimony that if the upper 

te-x+-1' ·1e• e 1 eme-nt- (40) TTE-1 rE-1 " 11 t f·rom t·he-................. ,,,. .................... _,,, , V\; ., __ ., ............. - ·-··i_r.... I ,,,. _,.. 

13 textile structure (60) with die cutting that the 

14 edge would not fray. 

15 MR. KADABA: Objection to form. 

16 A. Well, I said I'd have to see the die, is 

17 what I said. But I would think it would make for a 

18 nice clean cut. 

19 Q. What do you mean by clean cut? 

2 0 A. It would produce an edge without a lot of 

21 fraying or damage to the fabric. 

22 Q. What about if the edge were cut by laser 

23 cutting? Would the edge be frayed or would there be 

24 damage to the fabric? 

2 ,­_) A. Well, sometimes with laser cutting, 
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l depending on the fabric and the settings of the 

2 laser, the edge can be seared or melted and creates 

3 a different edge than die cutting or water jet 

4 cutting. 

So if edges are cut from a web with a 

6 -l t· . __ aser, _na"C. can create a physically different yarn 

7 structure on the end of the edge? 

8 

9 

l 0 

11 

12 

A. It's poss.i.l)le~ 

Than can be created by die cutting? 

A. It's poss.i.l)le~ 

And explain why that would be, please. 

A. Because the heat of the laser can melt 

13 certain fibers and can create a hardened area, 

14 slightly raised hardened area. 

15 And what if the edges were cut with a water 

16 jet? What would be the structure at the edges? 

17 A. Well, with water jet cuttings sometimes, 

18 oecause you're cutting multiple layers of material, 

19 you can have some differences in the edge 

20 characteristics of those that are closer to the jet 

21 or further away from the jet, more or less fraying, 

22 for example, maybe some of the lower cuts aren't 

23 quite as precise along the edge. They might need to 

24 be cleaned up. But those are just differences that 

2 ,­_) you might have to deal with if you're assembling a 
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l shoe. 

2 So would one skilled in the art understand 

3 that if the textile element (40) were cut out of 

4 this textile structure (60) that one of the results 

5 would be that the edges might be frayed? 

6 MR. KADABA: Objection to form. 

7 A. It 1 s one result, possible result. 

8 BY MR. VAN ES: 

9 n 
',,t• And what is the -- what would be the impact 

10 of the edges being frayed in terms of then 

11 constructing an item of footwear? 

12 A. Well, if you 1 re butt-seaming these two 

13 edges, meaning you're putting them next to each 

14 other and stitching them together, you want to have 

15 a very clean edge all the way. And so if it's not 

16 clean, that's bad. So you would -- the consequence 

17 immediately would probably be you'd have to clean up 

18 the edge. 

19 

2 0 

n 
',,t • 

A. 

Some additional processing steps? 

P . b' h OSS.l. 1y, yea., yeah. I would expect 

21 it's very unlikely, though, that, I mean, if people 

22 know what they're doing they're not going to have 

23 frayed edges and melted edges and things like that. 

24 

2 ,­_) 

Q. If the edges are frayed is it possible that 

the upper can become unraveled? 
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MR. KADABA: Objection to form. l 

2 

3 

A. I doubt it. Yeah, I doubt it very much. 

If they if 4 is made correctly and it's 

4 constructed in a way that it's reinforced along that 

edge, that shouldn't be a problem. It's a potential 

6 problem, but not a likely problem. 

7 n 
',,t• And just to clarify your last testimony, 

8 you mentioned 4. Do you mean 40. You meant 40? 

9 A. I meant 40, yeah. 

l 0 Q. Have you ever seen an upper cut from a 

11 circularly knitted textile structure? 

12 

13 

14 

15 

16 

17 

18 

A. Well, I guess on video I have, yeah. 

n 
',,t • You've not seen it in person. 

A. No. 

n 
',,t • When did you see this on video? 

A. On -- on the Internet. 

Q. When was this? 

A. I think it was when the first Primeknit 

19 shoes were being introduced to the market right 

20 around the time of the Olympics in London, maybe 

21 after that, but I don't recall the exact date. 

22 

23 shoe? 

24 

2 ,­_) 

Q. And that's the Primeknit shoe, the adidas 

A. That's correct. 

n 
',,t • And when you saw this on the Internet this 
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l was on a publicly accessible website? 

2 A(# YE~S, .1.t \tVaS~ It was advertising, 

3 basically. 

4 Q. And you believe that showed -- let me take 

5 a step back. My understanding is that what you saw 

6 was an adidas upper being cut from a circularly knit 

7 textile structure? 

8 A. It may have been from a flat knitting 

9 machine. It was either flat or circular knitting 

10 piece that was then cut out with what looked like a 

11 laser or -- that's my recollection. 

12 Q. Were you able to see on the Internet image 

13 that you viewed exactly what the edge looked like? 

14 A. No. 

15 Did you -- why did you view that video on 

16 the Internet of the adidas Primeknit shoe being 

17 created? 

18 A. Because it was wicked cool. It was rea11y 

19 amazing. 

2 0 Q. What did you do after you looked at that 

21 video on the Internet? 

22 A. I tried to order a pair of the shoes, but 

23 no luck. They weren't available in the U.S., I 

24 guess, at that time, so ... 

2 ,­_) Q. Let me take a step back. What caused you 
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l to look at the video in the first place? 

2 A. You know, I don't remember exactly. I 

3 think it was a friend of mine had sent me an e-mail, 

4 You've got to see this, sent me a link for it. 

Q. Okay. Was it someone with adidas who sent 

6 that to you? 

7 A. No, I don't think so. 

8 Q. Okay. So other than that video -- and 

9 incidentally, forgive me if I already asked you 

10 this, when did you see that video? 

11 

12 

13 

14 

15 

A. Around the time of the London Olympics or 

just after, in that time period. So 2012 something. 

n 
',,t• So within the last two years. 

A. Yes. 

n 
',,t • And prior to seeing that video on the 

16 Internet had you ever seen an upper cut from a 

17 circularly knit structure? 

18 MR. KADABA: Objection to form. 

19 A. No, I don't think so. 

2 () MR. KADABA: We've been going for about an 

21 hour and a half and it's about 12:15. 

22 MR. VAN ES: Okay. Let me just ask counsel 

23 here one question. 

24 

2 ,­_) 

MR. KADABA: Sure. 

J\fR .• VAN ES: Just a couple more questions, 
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l I'll wrap this up. 

2 BY MR. VAN ES: 

3 Q. Okay. So we've Just been discussing Figure 

4 9 in the 1 011 patent. 

A. Right. 

6 Q. And that shows an example of an upper made 

7 by circular knitting; is that right? 

8 A. Hmm? That 1 s right. 

9 Q. Okay. 

lD A. That's what the patent says, yeah. 

11 MR. VAN ES: I think this is a good time 

12 for a break. 

13 THE VIDEOGRAPHER: This 1_s the end of Tape 

14 2 in the deposition of Edward C. Frederick. The 

15 time is 12:14 p.m. and we are now off the record. 

16 (Recess) 

17 THE VIDEOGRAPHER: This is the beginning of 

18 Tape 3 in the deposition of Edward C. Frederick. 

19 The time is 1:06 p.m. and we are back on the record. 

20 BY MR. VAN ES: 

21 n 
',,t• ]' , .,..., d . , v1r. !~ re, .erJ_CK, when we left off we were 

22 looking at the '011 patent, Figure 9. 

23 

24 

2 ,­_) 

A. Right. 

Q. And we discussed that Figure 9 of the '011 

patent shows the textile element (40), an upper that 
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l is knitted on a circular knit machine, right? 

2 

3 

4 

A. That's the way it's described, yes. 

And I want to direct your attention 

Figure 8. I'll ask you some questions about 

5 8. 

Page 116 

now to 

F:i_gure 

6 Now, Figure 8 is an example of an upper 

7 made on a flat knitting machine, right? 

8 A. I don't think it specifies that it has to 

9 be a flat knitting machine, but I don't think the 

10 patent limits it that way, does it? 

11 

12 it~ f s 

Well, I guess I'm not asking you what 

the patent teaches you that what 1 s shown in 

13 Figure 8 could be made on a flat knitting machine, 

14 right? 

15 A. It could be, yes. 

16 Q. And if the structure shown in Figure 8 was 

17 made by a flat knitting machine, then the edges that 

18 are shown in Figure 8 would be flat knitted, 

19 correct? 

2 0 

21 

A. That's right. 

And edges that are flat knitted, would they 

22 require further processing before the edges were 

23 joined to form various seams? 

24 

2 ,­_) A. 

MR. KADABA: Objection to form. 

I don't know. 
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l BY I111R. VAN ES: 

2 Q. Okay. Let me direct your attention back to 

3 your report, and I want to clarify and ask about the 

4 report. c:: . ,.,0 .l.n your report, you concluded that 

5 various claims of the 1 011 patent were invalid, 

6 right? 

7 A. Yes. 

8 Q. And you concluded that some of the claims 

9 were anticipated, right? 

l 0 

11 

A. That's correct. 

n 
',,t• But it's not your opinion that all of the 

12 claims are anticipated, correct? 

13 

14 

MR. KADABA: Objection to form. 

A. I think the report speaKs for itself. 

15 BY MR. VAN ES: 

16 Q. Okay. Well, in your report you don't 

17 indicate that you believe that claims 35, 37 and 38 

18 are anticipated; is that correct? 

19 

2 () 

21 

22 here. 

23 

A. Once again, what were those numbers? 

Q. 35, 37 and 38. 

A. This is going to take me a little while 

n 
',,t • Well, here, let me direct your attention to 

24 page 78 of your report. 

2 ,­_) A. Okay. 
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And on page 78 through Bl, you include a 

2 summary of a claim chart? 

3 

4 

A. That was page 78, did you say? 

Q. Yes, pages 78 through 81. Do you have 

5 those pages? 

6 A. Yeah. 

7 So starting on page "7 a 
I _,.If do you see the 

B bullet point listings? 

9 A. Okay. 

10 Q. You know, maybe it would be easier, 

11 Counsel, if you want to stipulate that there's no 

12 position being taken here that claims 35, 37 and 38 

13 are anticipated, but if you don 1 t want to, we can 

14 continue the discussion with the witness. If you're 

15 not ready to do that, I can --

16 MR. KADABA: Can we go off the record for a 

17 minute? 

18 MR. VAN ES: Sure. 

19 THE VIDEOGRAPHER: The time is 1:12 p.m. 

20 and we are now off the record. 

21 

22 

(Off-the-record discussion) 

THE VIDEOGRAPHER: The time io 1:13 p.m. 

23 and we are now back on the record. 

24 

2 ,­_) 

MR. VAN ES: So before we went off the 

record I . . . f . as K:ed. J __ , :i_n the effort of trying to move 

Veritext Legal Solutions - Midwest 
312-442-9087 800-248-3290 fax 312-442-9095 

Patent Owner NIKE, Inc. Exhibit No. 2009 - page 118 
Skechers EX1013-p. 7069 

Skechers v Nike 



Page 119 

l things along, if we could agree with adidas 1 counsel 

2 here that there's no argument being offered that 

3 claims 35, 37 and 38 are anticipated. 

4 MR. KADABA: Y h t . ' l ea,, _na"C. s correct, WJ_th 

5 respect to the declaration and the petition 

6 declaration of Dr. Frederick and the corresponding 

7 petition filed by adidas. 

8 MR. VAN ES: Thank you. 

9 BY MR. VAN ES: 

l 0 Q. Okay, let me direct your attention to 

11 Exhibit 1005, which is the Nishida patent. Do you 

12 recognize that Nishida reference? 

13 

14 

A. I do. 

Q. Now, the patent examiner who handled the 

15 application that resulted in the '011 patent was 

16 aware of the Nishida rererence, right? 

17 MR. KADABA: Objection to form. 

18 A. I can't speak for the examiner's awareness 

19 of the patent. I have no knowledge of that. 

2 0 Q. You don't know one way or the other whether 

21 the patent examiner who handled the '011 patent 

22 already knew about the Nishida patent. 

23 

24 

2 ,­_) 

MR. KADABA: Objection to form. 

A. I don't recall whether she knew about it or 

not. 
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l BY I111R. VAN ES: 

2 

3 

4 

Q. Would that be relevant to your opinion? 

A. No. 

Q. Why is that? 

Page 120 

A. Well, I was asked for my opinion about the 

6 relevance of Nishida, not for the examiner's opinion 

7 of Nishida. 

8 Q. And in your review of the prosecution 

9 history and your review of the '011 patent, you 

10 don't recall learning whether or not the patent 

11 examiner already considered the Nishida reference. 

12 A. I recall there was some discussion about 

13 that in the prosecution history, but I'm not really 

14 in a position to characterize her, whether she 

15 what she knew about it or anything, other than what 

16 was in that record. 

17 Q. Okay. Let me direct your attention to the 

18 1 011 patent. You see the secona page of the patent, 

19 upper left-hand corner. 

2 () 

21 

22 

23 

24 

2 ,­_) 

A. Right. 

n 
',,t• 

A. 

n 
',,t • 

A. 

n 
',,t • 

It says 5345638. 

Right. 

And a date and Nishida? 

Right. 

Does that tell you that the patent examiner 
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l who's handling the 1 011 patent was aware of and 

2 considered the Nishida reference? 

3 

4 

MR. KADABA: Objection to form. 

A. Well, that tells me that she listed it, 

5 yeah, yeah. 

6 BY MR. VAN ES: 

Page 121 

7 Q. And the fact that she listed it indicates 

8 that she was aware of the patent, right? 

9 MR. KADABA: Objection to form. 

l 0 A. Yeah, she would have to be aware of it to 

11 list it, yes. 

12 BY MR. VAN ES: 

13 n 
',,t• And it's your view that the examiner was 

14 wrong in allowing claims over the Nishida patent? 

15 A. That's what my declaration says, yeah. 

16 Q. And in your declaration you didn 1 t offer 

17 any comments about what the examiner did or did not 

18 do with respect to the Nishida reference when 

19 examining the '011 patent, right? 

2 () 

21 A. 

MR. KADABA: Objection to form. 

I didn't make any specific comments that I 

22 remember about the patent examiner's treatment of 

23 the application, no. 

24 BY MR. VAN ES: 

2 ,­_) n 
',,t • Directing your attention to Nishida, what 
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l problems was Nishida trying to solve? 

2 A. My recollection of Nishida was that the 

3 main problems, although not all of the problems, but 

4 the main problems were efficient shoemaking, time 

5 saving and production efficiencies; that that was 

6 one of the main objectives. 

7 And what do you mean by efficient 

8 shoemaking? 

9 A. Well, I think for as long as I can remember 

10 everyone has been trying to get rid of stitching, 

11 because it 1 s a huge labor -- very labor intensive 

12 and wasteful part of the shoemaking process, so 

13 efficiency would be drastically improved by reducing 

14 waste and eliminating stitching a bunch of little 

15 pieces together. So I think Nishida's motivation 

16 was -- in part was to reduce or eliminate the amount 

17 of stitching and piecing of materials, different 

18 component materials. 

19 

2 () 

21 

22 

So Nishida -- actually, I want to take a 

step back. So there was a need in this field of 

design of shoe let me start over again. 

So there was a need in this field of 

23 shoemaking aesign to waste less product when making 

24 uppers; is that right? 

2 ,­_) MR. KADABA: Objection to form. 
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l A. That would be part of -- part of that, 

2 right. That would be one of the motivations. 

3 Q. To reduce the amount of textile waste when 

4 making an upper. 

A. Textile waste, yes, and other things too. 

6 Q. Other things being what? 

7 A. Operational labor, operational issues, 

8 labor, storage of materials, material costs, all 

9 kinds of things are affected by -- by this 

10 particular invention. 

11 n 
',,t• And more generally in the field of 

12 shoemaking there was this need to reduce waste and 

13 be more efficient in the manufacture of shoe 

14 products. 

15 A. Yeah, I would say it's something that has 

16 been a motivating factor for many years. Many 

17 discussions about innovation end up touching on the 

18 f 
,- . . . e r 1_c:1-ency J_ ssue and getting rid of stitching in 

19 particular. 

2 () Q. Can you think of any other problems that 

21 Nishida was directed to? 

22 A. If you can give me a moment to review this 

23 background here. 

24 I think there was also a motivation to make 

2 ,­_) . b' poss1 .,1e more to improve the aesthetics as well 
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l as the functionality of the upper by using these 

2 processes. 

3 Can you think of any other problems that 

4 Nishida was directed to? 

A. Well, functional and aesthetics covers a 

6 lot. A lot of it comes down to reducing the number 

7 of operations and reducing waste and labor, 

8 eliminating stitching, and that would be, I think, a 

9 fair characterization of that motivation as it's 

10 listed here. 

11 And in terms of improving the functionality 

12 of the product, did Nishida identify that as a 

13 problem as well? 

14 A. I think an opportunity more than a problem, 

15 that it might be possible to improve functionality 

16 as a result of this. 

17 And how did Nishida improve functionality 

18 of a product? 

19 A. Well, by having these multiple areas where 

20 you can have different stitch configurations, 

21 different -- change the breathability, 

22 reinforcement, reduce the thickness of the material, 

23 for example, making the material softer in areas 

24 where you want softness and more abrasion resistant 

2 ,­_) in areas where you wane abrasion resistance, all 
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l those things were possible, as well as aesthetic 

2 issues too with this particular invention. 

3 Let me direct your attention in Nishida to 

4 column l, line 19. Okay, do you see the sentence 

5 there that reads na process according to this 

6 general type is known from German patent number 

7 627878.n 

8 A. I see that. 

9 Did you review German patent number 627878? 

l 0 

11 

A. I don't think so. 

Now, Nishida sa.ys that its invention ~ C 
. .1 .... -, an 

12 improvement over this German patent number 627878, 

13 right? 

14 

15 

16 

A. I don't see where it says that. 

Well, do you disagree that Nishida is 

saying that it ~ C 
. .1 .... -, an improvement over German patent 

17 number 627878? 

18 MR. KADABA: Objection to form. 

19 A. It doesn't actually say that. It just 

20 references the patent and describes it and then goes 

21 on to, you know, describe his invention. 

22 BY MR. VAN ES: 

23 Did you think it was important to look at 

24 German patent number 627878 in forming your opinions 

2 ,­_) in. th.i.s case'? 
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l 

2 A. 

MR. KADABA: Objection to form. 

I don't have an opinion about that. I 

3 don't remember even asking myself that question. 

Page 126 

4 THE VIDEOGRAPHER: Excuse me, is someone 

5 wearing their mic near their cell phone? It's okay, 

6 thank you. 

7 BY I111R • VAN ES : 

8 Q. Okay. So generally -- let me start over 

9 again. What is the technique that Nishida generally 

10 describes for producing a shoe-shaped part from a 

11 web of material? 

12 A. Yeah, Nishida is producing a web of 

13 material from knitted material, with a knitting 

14 process. But I also think Nishida -- I may be wrong 

15 about this -- but I think Nishida makes an allowance 

16 for also possibility of it being a woven material. 

17 I'd have to check that. Okay, mainly about 

18 knitting. 

19 n 
',,t• Just so I'm clear, your opinion is that 

20 Nishida is mainly about knitting? 

21 

22 

A. It 1 s mainly about a web of material and 

. . tt. K:n1. _ .1.ng, yes, using a knitting process. But I'm 

23 not, you know, saying it doesn 1 t say anything about 

24 a woven, I just haven 1 t gone through enough of it to 

2 ,­_) be able to say that at this point. 
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l Q. Okay. The web of material that you're 

2 referring to, is that what's described in Nishida as 

3 the backing'? 

4 A. Actually, it calls it a web of material. 

What are you referring to? 

6 A. The abstract, for this purpose a web of 

7 material, 1, is used to produce layouts, 2. 

8 Q. Okay. So referring to Figure 2 in Nishida, 

9 element 1 is a web of material'? 

10 

11 

A. That's right. 

And in Nishida Figure 2, element 4, ~ C 
. .1 .... -, 

12 described as a backing; is that right? 

13 A. Figure 2, element 4. Can you show me where 

14 it says that? 

15 If you look at column 3, line 13, it says, 

16 The web of material has a backing for 

17 A. Yes, okay, conventional used material, 

18 yeah, okay. 

19 So in Nishida the web of material, l, has a 

20 backing, 4? 

21 

22 

23 

24 

2 ,­_) 

A. That's right. That's what it says. 

Q. What is the backing in Nishida made of? 

MR. KADABA: Objection to form. 

A. It says it can be a conventionally used 

material formed, for example, of a web and filling 
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l or a knitted fabric. 

2 BY MR. VAN ES: 

3 

4 

So the backing can be woven? 

MR. KADABA: Objection to form. 

A. Well, it says warp and filling, which 

Page 128 

6 sounds like woven, but it doesn't say woven, or a 

7 knitted fabric. 

8 BY MR. VAN ES: 

9 Well, focusing on language warp and 

10 filling, you would understand that to mean a woven 

11 fabric, right? 

12 A. Generally speaking, yes, that's what I 

13 would say that is. 

14 So is the backing, 4, in Nishida, in its 

15 entirety knit or woven? 

16 MR. KADABA: Objection to form. 

17 A. It could be a combination of the two or it 

18 could be all of one or the other, I suppose. 

19 BY I111R. VAN ES : 

2 () So in Nishida you have a backing that's 

21 either knit or woven, and then does Nishida teach, 

22 then, you take that backing and knit various 

23 elements on the backing? 

24 

2 ,­_) 

A. That's right. 

And how do you knit the elements onto the 
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l backing? 

2 A. You know, that's not my problem. I don't 

3 know how. 

4 And how would the elements be woven onto 

5 the backing -- excuse me, how would elements be 

6 added to a woven backing? 

7 A. I don't know. 

8 In Nishida would the backing then be put 

9 into a weft knitting machine? 

lD A. I say, I don't know. I don 1 t know what 

11 the p.rocess 1_s 9 It's not really described in that 

12 kind of detail here, and I don't know how you'd do 

13 it. 

14 So in Nishida the backing is created first 

15 and then the different elements are knit on top of 

16 it? 

17 MR. KADABA: Objection to form. 

18 A. You know, it doesn't really say that. It 

19 just says that there's a backing, so I suppose it 

20 could be done simultaneously or it could be done, 

21 you know, as you said with additional backing. I 

22 say it could be done meaning, you know, Nishida 

23 would allow for that, but I don 1 t see why it 

24 wouldn't allow also to have the backing being knit 

2 ,­_) or woven at the same time. 
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l 

2 

3 

Q. At the same time as what? 

A. The whole thing was being made. 

n 
',,t• Well, what does Nishida say about warp 

Page 130 

4 knitting or weft knitting or circular knitting or 

5 flat knitting? 

6 MR. KADABA: Objection to form. 

7 A. It mentions those as ways of achieving 

8 this, possible ways of achieving this invention. 

9 BY MR. VAN ES: 

lD Q. Nishida mentions that weft knitting is a 

11 way of achieving the invention? 

12 

13 

14 

A. I'm going to have to review that. 

Certainly talks about knitting. Uh-huh, 

yeah, using one or of a different weaving and 

15 knitting type for the layouts of a shoe upper. 

16 Q. Okay. Where are you reading from? 

17 A. I 1 m reading from claim l, column 6, about 

18 line 25 or so, weaving and knitting types. 

19 n 
',,t • So does that teach one of ordinary skill in 

20 the art to do weft knitting? 

21 

22 A. 

MR. KADABA: Objection to form. 

I think what it teaches is that the process 

23 isn't important; that what's important is the end 

24 result, and, you know, Nishida is not overly 

2 ,­_) concerned about a particular type of knitting or 
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l method, but the general result of, you know, this 

2 web of material with different layouts on it 

3 achieved by different means. 

4 BY MR. VAN ES: 

n 
',,t• Okay. And the -- you 1 ll agree with me that 

6 Nishida doesn't express any kind of preference for 

7 warp knitting versus weft knitting and circular 

8 knitting versus flat knitting? 

9 MR. KADABA: Objection to form. 

l 0 A. I think I would agree that the type of 

11 knitting that's chosen is -- would have an effect on 

12 the product, but that that's not the main thrust of 

13 the invention isn't that it has to be done with weft 

14 knitting or it has to be done with warp knitting in 

15 order to achieve the result. That's the way I would 

16 characterize it. 

17 n 
',,t • So Nishida doesn't express any preference 

18 for using flat knitting versus circular knitting 

19 versus warp knitting, right? 

2 () A. A preference, that was your question, yeah. 

21 No. 

22 Q. And just so the record's clear, your answer 

23 is no, Nishida doesn't express any preference. 

24 

2 ,­_) 

A. No preference, no. 

n 
',,t • And it doesn't describe any advantages or 
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l disadvantages of using those different types of 

2 knitting, right? 

3 A. Well, again, I'd have to look -- I have to 

4 look at the patent to answer that question. That's 

5 a pretty -- you know, you're asking me to dismiss --

6 if there's ever a mention of that advantage, and I'd 

7 have to read it to be sure. 

8 Q. Well, as you sit here right now do you know 

9 of any language or teaching in the patent that 

10 expresses an advantage or disadvantage of using any 

11 of the types of knitting we just talked about, 

12 circular, flat or warp? 

13 A. As we sit here right now my recollection of 

14 that is no, but if I reviewed it I might have a 

15 different answer. 

16 Q. You have reviewed Nishida, haven 1 t you? 

17 A. I have, yeah. 

18 Q. And there 1 s no mention of that in your 

19 declaration, is there, of the different advantages 

20 that I just asked you about? 

21 

22 

A. Yes, that's right. 

Q. Now, referring to Figure 2, does Nishida 

23 teach one of ordinary skill in the art how to make 

24 the backing and the upper layouts simultaneously? 

2 ,­_) MR. KADABA: Objection to form. 
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l A. 
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I think there's a level of -- certain level 

2 of direction provided by the details in the 

3 description in the patent, but this isn't a process 

4 patent, it's not explaining how to do it in great 

detail. It's more showing options to create a 

6 certain result. The desired result is more of the 

7 objective of the patent. That 1 s the way I would 

8 characterize it. 

9 BY MR. VAN ES: 

l 0 So my question was: Does Nishida teach one 

11 of ordinary skill in the art how to make the backing 

12 and the upper layouts simultaneously? 

13 MR. KADABA: Same objection. 

14 A. I think it 1 s teaching that you should do 

15 that, and it's teaching that there are ways --

16 possibiy there are methods to do that, but it's not 

17 telling you specifically how to do it. It's not 

18 defining a certain method or process for doing that. 

19 And you as a person with more than an 

20 ordinary level of skill in the art, as you read 

21 Nishida, you wouldn't know how to simultaneously 

22 create a web and the upper layouts that are shown on 

23 Figure 2, will you? 

24 

2 ,­_) 

MR. KADABA: Objection to form. 

A. I 1 d sure like to try to figure out how to 
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l do it, but as I sit here I don 1 t have an answer to 

2 

3 

that. It might be possible. 

N . . t 'bl OW, lS 1. pOSSlJ e to embroider on the 

4 backing (4) in Nishida? 

MR. KADABA: Objection to form. 

6 A. I think Nishida mentions specifically one 

7 way to make part of this is to use embroidery. 

8 That's my recollection. 

9 Does Nishida teach that you can weave on 

10 the backing (4)? 

11 

12 

A. That, I'm not sure. 

So Nishida 1 s directed to producing a shoe 

13 upper by cutting out a layout in the form of the 

14 upper from a web of material, right? 

15 A. Yeah, could you rephrase that? 

16 Q. Sure. Nishida is directed to production of 

17 a shoe upper by cutting out a layout in the form of 

18 a shoe upper from a web of material. 

19 MR. KADABA: Objection to form. 

20 BY MR. VAN ES: 

21 

22 

23 

24 

2 ,­_) 

n 
',,t• Do you agree with that? 

A. Yes. 

n 
',,t • 

A. 

And you understood what I was asking you? 

Y d I .h. k es, an... . t. . 1_n ymJ understood my answer 

to mean that as well, right? 
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',,t• 
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Right, thank you. Where does Nishida 

2 describe cutting out a layout in the form of a shoe 

3 upper from a web of material? 

4 A. So if you would give me a minute and I'll 

5 see what I can find here. 

6 Well, it refers to it in several places, 

7 but just starting off with the top of column number 

8 2, it talks about the layouts of the sole parts 

9 assigned to one another. 

l 0 And just so we're clear, you're ,- . rererrJ_ng 

11 to column 2, lines which? 

12 

13 

14 

15 Yeah. 

A. 

n 
',,t • 

Well, starting with line l. 

Through line what? 

A. Through line 5 or 6. Let's see here. 

I mean, the whole objective of this is to be 

16 able to cut these uppers out and assemble them into 

17 an upper. 

18 Q. Besides column 2, lines l through 6, does 

19 Nishida describe anywhere else producing a shoe 

20 upper by cutting a layout in the form of the upper 

21 from a web? 

22 A. You know, I don't recall off the top of my 

23 head if there are explicit instructions to that 

24 

2 ,­_) 

f ,- t . h e rec_ J_n . ere, but it 1 s obvious that anyone reading 

. h. L. ... l.S would know that had to happen. You can't make 
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l a shoe from a web of material with four uppers on 

2 it. YrnJ have to cut it out somehow and assemble it. 

3 So there is explicit mention of it here and there 

4 may be other places, but it seems pretty obvious 

5 that that 1 s what has to happen and what's expected 

6 to happen. 

7 n 
',,t• So my question is: Where besides column 2, 

8 lines l through 6 does Nishida describe cutting out 

9 a layout in the form of a shoe upper from a web? 

l 0 A. Okay, I'll read through it. In column 2, 

11 line 20 it says cutting waste accumulated with 

12 cutting out therefore represents a simple and 

13 lightweight, inexpensive material, referring to 

14 cutting the layouts out of that, the upper. 

15 Column 3, line 30, 31, it says, After 

16 cutting out layout 2 from the web of material, l, 

17 the edges 7 and 8 are stitched together and heel 

18 seam thus is formed, again referring to cutting the 

19 layout out from the webbing. 

2 () Is that explicit enough, or should I 

21 continue? 

22 

23 

24 

2 ,­_) 

Q. Well, let me ask you this: Does Nishida 

, 'b aescr.1 . .,e anywhere how material is cut out of a web? 

A. Again --

MR. KADABA: Objection to form. 
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l A. -- I'd have to review the patent to say 

2 that, but my initial recollection would be that it 

3 doesn't specify -- Nishida doesn 1 t specify a 

4 particular cutting method. 

6 

n 
',,t• So after a layout io cut out of the web in 

Nishida, what happens to the . . ' rema.1.n.1.ng wen 

7 materials? 

8 A. The web materials that are not part of the 

9 layout, of a layout? 

l 0 Q. Right. So after a layout is cut out from 

11 the web, is there a part that remains of the web? 

12 

13 

A. 

n 
',,t • 

Yes. 

And what happens to the part that remains 

14 from the web that's not cut out? 

15 A. Well, part of it may have other layouts 

16 still integrated into it, may be used for other 

17 uppers. 

18 Q. And I'm asking about the parts of the web 

19 that don 1 t have any layouts on them. What happens 

20 to them after the layout -- let me ask the question 

21 again. 

22 Referring to the web in Nishida, layouts 

23 are formed on the web, right? 

24 

2 ,­_) 

A. Uh-huh, right. 

Q. And then those layouts are cut out, 
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l correct? 

2 

3 

4 

6 

7 

A. 

remains 

A. 

Correct. 

What happens to the portion of the web that 

after the layouts are cut out? 

I don't know. 

Are they waste? 

A. I would assume so, but I -- as I said, I 

8 don't know. 

9 Referring to Figure 2 in Nishida, do you 

10 have that in front of you? 

11 

12 

A. Yes, I do. 

Q. Nishida describes edges 7, do you see edge 

13 7? 

14 

15 

16 

] 
,-, 

. - I 

18 

19 

A. 

A. 

I do. 

And edge 8? 

I see tnat. 

And edges 11 and 12 . 

A. Okay. 

Can you describe the structure of those 

20 edges after the layout is cut from the web? 

21 

22 

MR. KADABA: Objection to form. 

A. They would be -- I don't understand the 

23 question. 

24 

2 ,­_) 

Q. Would the -- after the layout in Figure 2 

is cut from the web there are going to be certain 
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l edges formed, for example along the areas 7 and 8, 

2 right? 

3 

4 

6 

A. That's right. 

Q. Are those edges going to be cut open? 

MR. KADABA: Objection to form. 

A. Yeah, it seems like a nonsense question. I 

7 don't know what you're asking me. The edges remain. 

8 BY MR. VAN ES: 

9 Q. The thread along the edges in the cutout, 

10 is that thread going to be cut open? 

11 

12 

13 

MR. KADABA: Objection to form. 

A. I don't know. 

n 
',,t• When the layout is cut out of the web, are 

14 stitches broken? 

15 A. I don't know. 

16 Q. Is thread cut when the layout is removed 

17 from the web? 

18 A. There would have to be some cutting of the 

19 webbing material. 

2 () 

21 

22 

23 

24 

2 ,­_) 

Q. Along the edges of the layout, correct? 

A. That's right. 

Q. And those edges are cut open, right? 

MR. KADABA: Objection to form. 

A. It would depend on how the layout was 

finished, what stitching stitch configuration was 
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l used in that area, whether or not it would be open. 

2 BY MR. VAN ES: 

3 Can you take a look at column l of Nishida, 

4 line 16? Actually, line -- yeah. Do you see the 

5 reference there in Nishida to the cut open edges of 

6 the layout? 

7 A. Yeah. 

8 Q. Does that tell you that the edges of the 

9 layout in Nishida after they're removed from the web 

10 are cut open? 

11 A. I see the words there, but cut open could 

12 mean a lot of things. 

13 

14 

Q. What does cut open mean? 

A. Could mean that it's reveaied, that they 

15 just produce the outside edge of it, cut open away 

16 from the webbing material. 

17 If an edge is cut from a web, the thread 

18 along that cut line is going to be cut, right, until 

19 further processing takes place. 

2 0 A. You know, as I said before, it depends on 

21 how that part of the -- what stitch configuration 

22 was used to make that part of the layout. Nishida 

23 talks about a lot of different ways of -- possible 

24 ways of stitch configurations to use for different 

2 ,­_) regions. That could very well be an area that's 
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l embroidered, for example, and so cutting on the 

2 other side of it wouldn't produce a frayed edge or 

3 an open edge. So it completely depends on how that 

4 1_s applied. 

You'll agree when the layout in Figure 2 of 

6 Nishida is cut out of a web that the edges are 

7 broken, right? 

8 MR. KADABA: Objection to form. 

9 A. You still want me to say that, but I'm 

never going to say that. I rea11y don't know. As I l 0 

11 said, . t d -.1. _ epends on how that part of the layout was 

12 finished. 

13 BY I111R. VAN ES: 

14 Q. Well, do you disagree with the statement in 

15 Nishida that we just referenced, column l, line 16, 

16 where Nishida described the outside edge of the 

17 layout is cut open? 

18 A. Cut open doesn't have any specific meaning, 

19 at least in shoemaking, that I'm aware of. It's a 

20 simple compound word that he's using to describe the 

21 edge. 

22 My understanding of cut open would be that 

23 it could -- it Just means it's open, it's opened, 

24 you know, it's no longer connected to the webbing, 

2 ,­_) it's open to whatever other operation is coming. 
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l doesn't tell me anything about loose threads or 

2 fraying or any kind of damage or anything. 

3 What would cut open mean to one of ordinary 

4 skill in the art reading the Nishida patent in 2004? 

A. I " -· d th t . t t woui. mean _ a_ 1_ was -- you've opened 

6 up that edge to the next operation. 

7 n 
',,t• The next operation being further processing 

8 that would need to be done on the edge? 

9 MR. KADABA: Objection to form. 

l 0 A. I don't think it implies any further 

11 processing necessarily. Certainly at that area the 

12 expectation is that those edges would be joined to 

13 form a heel in that pattern, but it doesn't really 

14 imply that at all. 

15 n 
',,t • When you say the edges would be joined to 

16 form a heel, what are you referring to? 

17 A. You were talking about edges 7 and 8 -- I 1 m 

18 still stuck on those two -- in Figure 2. 

19 n 
',,t • Okay. With respect to all of the edges, 

20 Nishida, Figure 2, describes 30 as an outside 

21 contour, do you see that? 

22 

23 

A. Okay. 

n 
',,t • And when the layout shown in Figure 2 io 

24 cut from the web, that outside contour, 30, is going 

2 ,­_) to involve cutting stitches, right? 
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l A. It's going to involve cutting the webbing, 

2 and if it's a woven material then it's not going to 

3 cut any stitching, it's going to be cutting the warp 

4 and the weft, I suppose. 

So if in Figure 2 of Nishida, if the layout 

6 is created by knitting, then cutting along the 

7 outside contour 30 is going to cut stitches, isn't 

8 it? 

9 A. You keep saying that, but I'll keep saying 

10 the same thing I'm saying, which is it depends on 

11 how it's finished, it depends on how the webbing is 

12 made, whether or not there are going to be stitches 

13 cut. 

14 So you think it's possible that a layout 

15 could be cut from a webbing as shown in Figure 2 and 

16 there would be no cutting of stitching along the 

17 outside contour 30. 

18 MR. KADABA: Objection to form. 

19 A. I think that's possible. 

2 0 Q. Do you think it's possible that the layout 

21 shown in Figure 2 could be cut from the web and 

22 there would be no cutting of any threads'? 

23 

24 

2 ,­_) 

MR. KADABA: Objection to form. 

A. No, I don't think -- I think there would 

have to be some cutting of the webbing threading. 
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l And the webbing threading that would be 

2 cut, then, would involve loose or cut-open ends, 

3 right? 

4 MR. KADABA: Objection to form. 

Page 144 

A. Again, not necessarily. If edge 30, for 

6 example, were embroidered a1ong its whole length, 

7 h . h . W .. l.C .. l.S possible within the scope of this patent, 

8 and you cut on the outside edge, there wouldn't be 

9 any loose material. 

l 0 

11 

12 

13 

14 

And that's 

A. You'd have the embroidered edge. 

Q. And that's true of embroidery, right? 

A. It is -- that's one option, yes. 

Q. And with respect to knitting, if the :Layout 

15 in Figure 2 were knitted and it was cut along the 

16 outside contour 30, there wou1d be cut-open thread 

17 and cut-open stitches, right? 

18 A. I think it depends on what kind of 

19 knitting, what the stitch configuration is in that 

2 () particular area. It wouldn't necessarily lead to an 

21 open edge. 

22 Q. What type of knitting could result in 

23 cutting along outside contour 30, not result in 

24 let me ask the question again. 

2 ,­_) What kind of knitting could be used so that 
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l a cut along the outside contour 30 would not create 

2 cut stitches? 

3 A. I 1 m not an expert on knitting. I don't 

4 know. Bue I know that one of the objectives of 

5 using different knit configurations is to reduce the 

6 fraying at edges. 

7 So when the layout shown in Figure 2 of 

8 Nishida is cut from the web material, it 1 s further 

9 processed --

l 0 MR. KADABA: Objection to form. 

11 BY I111R. VAN ES : 

12 

13 

-- in an upper, right? 

J\fR. • KADABA: Sorry. I thought you were 

14 done. 

15 BY MR. VAN ES: 

16 Q. Let me ask the question again so the record 

17 is clear. 

18 In Figure 2 after cutting the layout from 

19 the web material, the layout is then processed in an 

20 upper, right? 

21 

22 

MR. KADABA: Objection to form. 

A. That's right. 

23 BY MR. VAN ES: 

24 

2 ,­_) 

D 11 ~. h. d oes 1\J.1.s 1.1. a describe how the cuts 

processed after the cutting takes place? 
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l 

2 

MR. KADABA: Objection to form. 

A. I don't recall any specific language 

Page 146 

3 dealing with that. However, someone with ordinary 

4 skill in the art would know that those edges have to 

5 be treated somehow. 

6 Q. Why would they have to be treated? 

7 A. To prepare chem for stitching, to clean 

8 them up. I mean, all kinds of -- there could be all 

9 kinds of possibilities. I'm not saying that it 

10 would necessarily need to be cleaned up, but they 

11 would know to look after that. 

12 Q. Would they need to be treated to prevent 

13 fraying, for example? 

14 MR. KADABA: Objection to form. 

15 A. Yeah, wow. That's a possibility. 

16 BY MR. VAN ES: 

17 Q. Okay. But Nishida doesn't describe any of 

18 that processing that would need to take place on the 

19 edges, right? 

2 0 

21 

MR. KADABA: Objection to form. 

A. I don't reca11 every word in Nishida, but 

22 that doesn't stick out as part of what Nishida 

23 describes. 

24 BY MR. VAN ES: 

2 ,­_) n 
',,t• So in Figure 2 of Nishida, if we look at 
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l the edges and the contour 30, those edges and 

2 outside contours are not free of other material 

3 until the layout is cut from the web, right? 

4 

6 

7 

8 

9 

A. I don't understand the question. 

Q. Okay. Referring to Figure 2 of Nishida 

A. Right. 

n 
',,t• -- you see a layout (2)? 

A. Yeah. 

n 
',,t • And that layout (2) is part of a web as 

10 shown in Figure 2, right? 

11 A. Yes. 

Page 147 

12 Q. And the edges of the layout 2 are formed 

13 when the layout is cut from the web, right? 

14 

15 

A. I agree, yeah. 

n 
',,t • So Nishida doesn't teach that the layout 

16 (2) shown in Figure 2 is knitted in its final form, 

17 right? 

18 MR. KADABA: Objection to form. 

19 A. Layout -- yeah, could you try it again? 

2 () Q. Sure. The layout in Figure 2 of Nishida 

21 can't be used to form an upper until it's cut out 

22 from the web, right? 

23 

24 

2 ,­_) 

A. That's correct. 

Q. So when tne layout is part of the web, it's 

not free of surrounding web material, correct? 
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A. That would be my interpretation of that, 

2 yes. 

3 

4 

Q. Does Nishida ... 

an hour. 

MR. KADABA: We've been going a little over 

I don't know if there 1 s going to be a 

6 natural break point coming up. 

7 MR. VAN ES: I think we 1 re very close to a 

8 breaking point. Just give me another minute here. 

9 J\fR. • KADABA: Sure. 

10 BY MR. VAN ES: 

11 n 
',,t• If one of ordinary skill in the art looked 

12 at the layout of Nishida after it's cut from a web 

13 and compared that to a hypothetical layout that was 

14 knit in final form and not cut from a web, would one 

15 of ordinary skill in the art be able to tell any 

16 structural difference between the two elements? 

17 MR. KADABA: Objection to form. 

18 A. I don't know what the hypothetical upper 

19 would look like, so I can't really answer the 

20 question. 

21 n 
',,t • So what information would you need to 

22 answer that question? 

23 A. Well, it would be nice to see the part, or 

24 at least to understand how it was made and what 

2 ,­_) materials were used and if there was any processing 
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l other than cutting it out. 

2 Q. Okay. So you understand that it's possible 

3 to create an upper that is not cut from a web, 

4 right? 

A. That's right. 

6 It's knitted in final form? 

7 A. Not in final form. I would say that there 

8 always are strings to cut or there's always some 

9 processing that has to happen when it's removed from 

10 the machine. 

11 Q. Well, I want you to -- okay. Describe 

12 those strings that would need to be cut in the 

13 instance where an upper is knit on a machine but not 

14 cut from a web. 

15 A. Well, my understanding is that there would 

16 be filaments or fibers that were -- or yarn that was 

17 still attached as a consequence of the knitting 

18 process, and that some of those pieces of yarn and 

19 thread would have to be cut or trimmed to prepare 

20 it. 

21 Q. Would in that scenario would the thread 

22 be all the way around the entire edge of the upper? 

23 A. I don't know. Possibly. Again, you've 

24 given me a hypothetical, and so I really don't know. 

2 ,­_) n 
',,t• So if you considered an upper --
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MR. VAN ES: I retract that. I think this 

2 is a good time for a break. 

3 

4 

6 

7 

MR. KADABA: Okay. 

THE VIDEOGRAPHER: The time is 2:14 p.m. 

and we are now off the record. 

(Re•"e• CC) .. ,,,.\,..,. ,,,. .,_.., .,_.., 

THE VIDEOGRAPHER: The time is 2:27 p.m. 

8 and we are now back on the record. 

9 BY MR. VAN ES: 

10 Q. Mr. Frederick, I want to direct your 

11 attention back to Nishida and ask you, does Nishida 

12 teach anything about forming apertures in the 

13 layout? 

14 A. Hmm. I don 1 t recall anything specifically 

15 teaching apertures, but there 1 s certainly a lot of 

16 mention of breathability and the need to improve 

17 breathability. 

18 Q. Okay. Let me direct your attention to a 

19 new exhibit, it's Exhibit 1007, Glidden US patent 

20 2,147,197. 

21 

22 

A. Okay. 

Q. First, do you know whether Glidden was 

23 considered by the examiner in the original 

24 examination of the 1 011 patent? 

2 ,­_) A. It 1 s a reference cited. It's a reference 
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l cited by the examiner, so --

Q. So it was considered by 

A. So she looked at it. 

2 

3 

4 Q. Okay. Now, your opinion is that Glidden 

5 rendered invalid various claims of the 1 011 patent, 

6 right? 

7 A. That's correct. 

8 Q. But not claim 44, correct? 

9 A. That's correct. 

lD Q. Claim 44 of the 'Dll patent specifies, 

11 among other things, an upper incorporating a flat 

12 knitted textile element. Do you see that? 

13 

14 

A. Uh-huh. 

Q. And you haven 1 t said anywhere in your 

15 declaration that Glidden teaches a flat knitted 

16 textile element, correct? 

17 A. That's my recollection, yes. 

18 Does Glidden describe that the article 

19 shown in any of the figures could be made by flat 

20 knitting? 

21 MR. KADABA: Objection to form. 

22 A. Any of what figures? 

23 BY MR. VAN ES: 

24 

2 ,­_) 

Q. So referring to Glidden, do you see 

Glidden, you have it in front of you? 
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l 

2 

3 

4 

A. Yes. 

Q. It refers to Figures l through 8. 

A. Okay. 

Q. Does Glidden describe that any of the 

Page 152 

5 articles shown in Figures 1 through 8 could be made 

6 by flat knitting? 

7 MR. KADABA: Objection to form. 

8 A. That's not one of the things I recall about 

9 Glidden. 

10 BY MR. VAN ES: 

11 Q. So to be clear, Glidden doesn't teach flat 

12 knitting, correct? 

13 

14 

J\fR.. KADABA: Object to farm. 

A. It doesn't specifically teach that. 

15 BY I111R. VAN ES: 

16 Q. And, in fact, the articles shown in Figure 

17 l through 8 Glidden are all made by circular 

18 knitting, correct? 

19 MR. KADABA: Objection to form. 

2 0 A. I can oniy say that they -- rib knitting 

21 and the patterns appear to be circular knitted, but, 

22 I mean, it's possible that they could have been 

23 knitted on a flat knitted structure and stitched 

24 together, but that's just not apparent from these 

2 ,­_) figures. 
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l BY I111R. VAN ES: 

2 Q. Well, certainly you didn't say anything in 

3 your declaration that anything in Glidden teaches 

4 flat knitting, right? 

A. That's right. 

6 Q. And as you sit here today, there 1 s nothing 

7 in Glidden in the text or the figures that teaches 

8 flat knitting, right? 

9 MR. KADABA: Objection to form. 

l 0 A. Yeah, I don 1 t recall anything specifically 

11 teaching flat knitting. 

12 BY MR. VAN ES: 

13 Q. Okay. Let me direct your attention to the 

14 first page of Glidden, column 2, line 19, and I'll 

15 read to you a portion of that first sentence. 

16 

17 

A. Uh-huh. 

n 
',,t• Quote in proceeding according to the method 

18 of this invention, a complete and integral, 

19 extensible and elastic unlined shoe upper (10) io 

20 formed, preferably by knitting, to final form and 

21 without waste, and then the sentence continues. 

22 

23 

24 

2 ,­_) 

Do you see that? 

A. Uh-huh. 

Q. So Glidden teaches that the upper is 

fabricated to be complete and integral, right? 
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l A. It teaches, as it said, a complete and 

2 integral, extensible and elastic unlined shoe upper 

3 is formed. It doesn't say knitted, it says formed. 

4 So I think that would allow for the idea that 

5 something that was flat knitted could be stitched 

6 together and create a final form. 

7 Well, my question is whether tn1s language 

8 in -- I want to focus on the language ncornplete and 

9 integral.n Do you see that language? 

l 0 

11 

12 

A. Yes. 

What does complete and integral mean here? 

A. To me it implies that the upper is 

13 complete, in other words, it's produced in its 

14 totality, and that the elements of the upper are 

15 integral, meaning connected to one another or 

16 continuously connected. 

17 And the sentence also includes the language 

18 "final form. 11 What does that mean? 

19 A. Final form meaning at that point no further 

20 construction would be required. 

21 No further construction such as cutting or 

22 processing or things of that sort? 

23 

24 

2 ,­_) 

MR. KADABA: Objection to form. 

A. At that point, yeah. 

BY I111R. VAN ES: 
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l 

2 mean? 

3 

4 

6 

Page 155 

And what does the language nwithout waste" 

A. I guess just what it says. 

That when --

A. Without waste. 

-- when the article described in Glidden is 

7 made there 1 s no web material left over or anything 

8 of that sort. 

9 A. It just says what it says, without waste. 

lD What does "without waste" mean? 

11 A. It could mean that, you know, there's no 

12 material left over, could mean that everything was 

13 usea and integrated into the upper process. 

14 So the Glidden article that's described, 

15 it's shaped like a sock, right? 

16 A. It appears to be a sock, yes, right, looks 

17 like a sock and -- yeah, exactly. 

18 Q. Does the article have edges? 

19 MR. KADABA: Objection to form. 

2 () A. Well, yes, there's a top edge. 

21 BY I111R. VAN ES: 

22 

23 

Q. A top edge. Are there any other edges? 

A. In the drawings that I see there's an 

24 allowance made for an edge where the eye stay would 

2 ,­_) be. 
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l 

2 

Are you referring to Figure 4? 

A. I am. And let me look for a second at 

Page 156 

3 Figure 2. Uh-huh. Yeah, I think that would be it, 

4 those edges. They're clearly shown in Figure 4 and 

5 the top edge in Figure 3. 

6 

7 

8 

9 

1 () 

11 

12 

Q. Yeah, you probably mean Figure 1, right? 

A. Figure l, yeah. 

Q. Okay. So there's a top edge shown 

A. That's right. 

Q. -- there's a top edge shown in Figure l. 

A. Uh-huh. 

Q. Can you circle that with the blue pen and 

13 label it ntop edge"? 

14 A. Yeah (indicating). 

15 J\fR .• VAN ES: I'm going to go ahead and mark 

16 as Nike Exhibit 2006 the copy of Glidden that you're 

17 marking up, so let me just go ahead and put this 

18 exhibit sticker on there. 

19 (Nike Exhibit 2006 marked) 

20 BY MR. VAN ES: 

21 Q. Okay, so you've labeled the top edge that 

22 you mentioned in Figure 1, and also in Figure 4 I 

23 want to ask you about the edge that you describe 

24 there. 

2 ,­_) Now, the edge in Figure 4, that's actually 
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l formed after the article is knit, and when the 

2 article is then cut; is that right? 

A. That's right. 

Page 157 

3 

4 So the edge that's shown in Figure 4 in the 

5 tongue area, that's not formed as part of the 

6 knitting process; is it? 

7 A. Not necessarily, no. Probably not. 

8 Q. Are there any other edges of the articles 

9 shown in -- let me start the question over again. 

10 Are there any other edges in the sock 

11 structure of Glidden that are not shown in the 

12 figures? 

13 A. Well, there is the edge, there's also a top 

14 edge here in the quarter area that's Figure 4. 

15 

16 

n 
',,t• So what you're referring to now, the top 

edge in the quarter area, is that that's the same 

17 edge that's shown at the ankle area of Figure 1, 

18 right? 

19 A. That's right. 

2 0 Q. Except in Figure 4 the article is 

21 proportioned differently so that it doesn't have as 

22 high of a --

23 A. That's right. 

24 

2 ,­_) 

-- ankle area. Are there any other edges 

in the garment -- excuse me, are there any other 
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l edges in the footwear article of Glidden not shown 

2 in the figures? 

3 A. Well, in Figure 3 there's -- it's unclear 

4 whether there's an edge in this area here 

( . ' . t . ) .. 1.na.1.ca _1ng. I'm - . reterr1ng to the front edge of 

6 the heel. Whether that's an interruption of the 

7 knitting or whether that's something that's overlaid 

8 on the knitting. 

9 n 
',,t• Can you circle the area that you're 

10 testifying now about in Figure 3? 

11 

12 

A. Yeah. 

Q. Okay. You've just drawn a line and a 

13 circle. Can you hold that up for the camera, 

14 please? 

15 (Nike Exhibit 2007 marked) 

16 BY MR. VAN ES: 

17 n 
',,t • So you're holding up for the camera your 

18 marked-up copy of the Glidden patent, which is Nike 

19 Exhibit 2006, and Figure 1 shows the top edge that 

20 you just talked about and in Figure 3 you've marked 

21 an area that possibly could be an edge but you're 

22 not sure. 

23 

24 

2 ,­_) 

A. I'm not sure, no. 

Q. Thank you. 

,-, r·t ~)O ar .er the article in Glidden is knitted, 
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l do any of the edges in the article need to be 

2 connected? 

3 A. Well, clearly in 4 there needs to be some 

4 connection of these edges, whether, as you 

5 suggested, it's cut or -- and assembled, but that 

6 would have to be stitched, .b t ' l . u _ genera1 y it~ f s 

7 finished, the sock part of it is finished as a unit. 

8 So generally in what's disclosed in 

9 Glidden, the sock part is finished as a unit. 

10 That's your testimony? 

11 A. Yeah, it's finished as an upper, as 

12 described in the patent. 

13 n 
',,t• And I Just want to be clear about Figure 4. 

14 There aren't any edges in Figure 4 that need to be 

15 connected after the article is knit, are there? 

16 

17 

A. Not -- no, not that need to be connected. 

n 
',,t • So does Glidden teach that any edges are 

18 joined together to define an ankle opening? 

19 MR. KADABA: Objection to form. 

2 0 A. No, it doesn 1 t explicitly teach that that 

21 is a necessary step to take in using this method. 

22 BY MR. VAN ES: 

23 n 
',,t • Can you think of any reasons why it might 

24 be advantageous to form an upper -- strike that. 

2 ,­_) Okay. With respect to Glidden and its 
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1 teaching about circular knitting, is it your opinion 

2 that flat knitting could be used to make a complece 

3 

4 

and integral article as shown in ,- . r:1-gures of Glidden'? 

MR. KADABA: Objection to form. 

A. I think there's an allowance here that --

6 in column 2, a description of the drawings it says 

7 "and proceeding according to -- line 189 --

8 naccording to the method of this invention a 

9 complete and integral, extensible an elastic, 

10 unlined shoe upper is formed, preferably by 

11 knitting.n It doesn't require that it be knitted. 

12 And "to final form and without waste of yarn," and 

13 so on. 

14 So I think obviously, you know, he's 

15 showing here that a knitted -- knitted as a single 

16 piece, but he's also then allowing the possibility 

17 that it may not be knitted, it may be made with 

18 another process. 

19 So logically circular knitting is one way 

20 to do this, but I think there's a little wiggle room 

21 here for possibly making it another way. Sometimes, 

22 you know, slipper socks and things like that are 

23 made by stitching pieces together and --

24 

2 ,­_) 

Stitching pieces together, though, would 

not involve a complete and integral upper, right? 
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l A. It would result in it. For example, if the 

2 piece -- if the pattern was knitted in a flat format 

3 and then just, you know, with one or two stitch 

4 lines to create a sock-like structure, I think it 

would still satisfy the requirement for a . ' s.1.ng.1.e 

6 integral upper. 

7 Q. And under that scenario there would have to 

8 be different pieces knitted and then sewn together, 

9 right? 

l 0 

11 A. 

MR. KADABA: Objection to form. 

It would be one piece. 

12 BY MR. VAN ES: 

13 Q. Under the scenario there would be one 

14 piece --

15 A. Knitted flat and then, you know, stitched 

16 to form a sock-like integral structure. 

17 And that piece that you 1 re describing would 

18 not be knitted in final form, right? 

19 MR. KADABA: Objection to form. 

2 () A. It would be knitted to final form in the 

21 sense that there's no waste, there would be no, you 

22 know, material thrown away or no requirement for die 

23 cutting or preparing it ahead of time. 

24 BY MR. VAN ES: 

2 ,­_) So is it your opinion, Mr. Frederick, that 
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l Glidden describes flat knitting a complete and 

2 integral upper in final form? 

Page 162 

3 A. No. I think that it allows for that, but 

4 it doesn't teach that specifically. 

n 
',,t• When you say it allows for that, you mean 

6 it allows for flat knitting an element that would 

7 require subsequent joining of --

8 

9 

lD 

11 

12 

A. Edges. 

Q. -- edges? 

A. Uh-huh. That's right. 

n 
',,t • Now, where does Glidden allow for that? 

A. I think that in the language that says "is 

13 formed, preferably by knitting," but not 

14 specifically requiring knitting. 

15 Q. So what would be an alternative to 

16 . . tt. K:n1. _ .1.ng, as you interpret this language? 

17 A. Well, I don't have a specific 

18 recommendation for that, it just allows for it. 

19 

2 () 

n 
',,t • It allows for an alternative to knitting. 

A. Yeah, and it certainly allows for an 

21 alternative to circular knitting. 

22 Q. So your opinion is that this language that 

23 the upper could be formed preferably by knitting 

24 

2 ,­_) 

means that the upper could be formed 

a step back. 

let me take 
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Page 163 

We already talked about circular knitting 

2 and the teachings of Glidden about circular 

3 knitting, right? 

4 A. That's correct. 

And it's your testimony that this language 

6 that Glidden says an upper could be formed 

7 preferably by knitting means that Glidden teaches 

8 circular knitting or flat knitting? 

9 MR. KADABA: Objection to form. 

l 0 A. No, my assertion is simply that Glidden 

11 would not have said "preferably by knitting" if he 

12 didn't mean that means other than knitting were 

13 possible. 

14 Q. Right. So in the language preferably by 

15 knitting, Glidden is referring to some alternative 

16 to knitting altogether. 

17 MR. KADABA: Objection to form. 

18 A. That's right. 

19 BY I111R. VAN ES : 

2 () Q. Does Glidden require the use of reinforcing 

21 or bracing structure? 

22 A. Hmm. Good question. I think that in two 

23 ways, one is he's teaching about different regions 

24 where parts of the upper would be softer or rougher 

2 ,­_) or more or less extensible, and then teaches for the 
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l need for a bracing structure secured to the sole and 

2 extending over the inset portion, for example, in 

3 claim 1, that that's a desirable part of the 

4 invention. 

So you'll agree that all the figures of 

6 Glidden, to the extent they show the entire upper, 

7 show some sort of reinforcing or bracing structure? 

8 A. That's -- that's true in all of the 

9 figures. 

10 And that's also what's discussed in the 

11 cext of the specification? 

12 

13 

14 

15 

16 

A. That's right. 

Are there any claims of Glidden that don't 

require the bracing structure? 

MR. KADABA: Objection to form. 

A. That's -- would you ask the question again, 

17 please? 

18 BY MR. VAN ES: 

19 Sure. Are there any claims of Glidden that 

20 don't require a bracing structure? 

21 

22 

J\fR. • KADABA: 

A. No. 

Same objection. 

23 BY MR. VAN ES: 

24 

2 ,­_) 

I want to direct your attention to page 2 

of Glidden -- excuse me, column 2 of Glidden, ' . .1.1.ne 
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l 39 -- I'm sorry, column 2 of Glidden, line 56. 

2 

3 

4 

A. Okay. 

n 
',,t• All right. Let me start over again. 

Glidden is sufficiently old that there are 

5 no co.1.umn numbers. 

6 

7 

8 

9 

A. Right. 

n 
',,t • There are just page numbers. 

A. That's right. 

n 
',,t • So to be clear, let's look at page 2 of 

lD Glidden. 

11 

12 

13 

14 

15 

16 

A. 

A. 

A. 

Yeah. 

Line 56. 

In the left-most column? 

On the left-hand column. 

Yeah. 

You see the language that says, Where the 

cutting of the textile upper to provide the slit 22 

18 or for any other purpose leaves a raw textile edge 

19 which might ravel or fray, the edges may be 

20 protected. 

21 

22 

23 

24 

2 ,­_) 

A. Uh-huh. 

Q. And then it goes on, do you see that? 

A. Yep. 

Q. So here Glidden is referring to Figure 4 

where after the footwear article is knitted, a slit 
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1 is cut in the tongue region, correct? 

A. That's the way I interpret that, yeah. 2 

3 And Glidden is explaining that when textile 

4 is cut from a web, there's a raw textile edge which 

may ravel or fray. Do you see that? 

6 A. We're going back there again, hmm? Okay. 

7 Yep, I see that. 

8 Q. Do you agree with that statement? 

9 A. Yes, I do, yeah, there can be. It says 

10 nmight ravel or fray.n 

11 And one skilled in the art reading this 

12 would understand that when you cut a material, the 

13 raw textile edge might ravel or fray, right? 

14 A. That's right. 

15 Q. Okay. Does Glidden teach apertures in the 

16 knit upper? 

17 MR. KADABA: Objection to form. 

18 A. Certainly teaches that some of the other 

19 structures, the bracing structures in the upper 

20 should in some cases have ventilating or 

21 expansion-facilitating openings which expose the 

22 textile upper. 

23 BY MR. VAN ES: 

24 

2 ,­_) 

Q. But none of the expansion-facilitating 

openings that you just described are in the knitted 
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l structure itself, correct? 

2 

3 

4 

MR. KADABA: Objection to form. 

A. Just one second. 

I think the nature of the upper that 

5 Glidden describes is almost invariably very 

Page 167 

6 important us, and so apertures would be provided in 

7 the openness of the weave and the porosity of the 

8 weave to promote breathability. So it's not taught 

9 specifically that there have to be apertures in a 

10 certain area, but there seems to be an overall 

11 expectation that that would be addressed by the 

12 upper design. 

13 BY I111R. VAN ES: 

14 Q. Well, in fact, Glidden shows certain 

15 apertures in the bracing structure, correct? 

16 A. That's right. 

17 Q. But those apertures don't have a 

18 corresponding opening in the knit article itself, 

19 correct? 

2 0 

21 

MR. KADABA: Objection to form. 

A. Correct, but the knit article, you know, as 

22 I described, has apertures in it as a consequence of 

23 the open knitting structure. 

24 BY MR. VAN ES: 

2 ,­_) n 
',,t• So is it your understanding of the term 

Veritext Legal Solutions - Midwest 
312-442-9087 800-248-3290 fax 312-442-9095 

Patent Owner NIKE, Inc. Exhibit No. 2009 - page 167 
Skechers EX1013-p. 7118 

Skechers v Nike 



Page 168 

l "aperture" that that means any opern_ng in any knit 

2 structure? 

3 

4 

MR. KADABA: Objection to form. 

A. No. 

5 BY MR. VAN ES: 

6 Q. Okay. What is your understanding of 

7 aperture in this context? 

8 

9 

A. That it's an opening. 

n 
',,t• Does Glidden show any openings, as you've 

10 just described, in the knit sock upper itself? 

11 A. No, he doesn't show any specific openings 

12 in the sock upper. 

13 Q. And he doesn't describe that in the text of 

14 the specification either, right? 

15 MR. KADABA: Objection to form. 

16 A. He describes an open weave, which would 

17 have, as a consequence of the weave, multiple 

18 openings to provide breathability. 

19 BY I111R. VAN ES : 

2 () Q. Right. In the same way that every knit 

21 structure is going to have some open weaves. 

22 

23 

A. Not every knit structure, no. 

n 
',,t • Does Glidden describe in the specification 

24 any openings in the knit structure for any 

2 ,­_) particular purpose? 
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A. Well, there are openings described where 

2 the eye stay reinforcement is attached in Figure 4, 

3 there's, of course, an opening for the foot to enter 

4 and exit che upper, opening at the top. 

n 
',,t• Okay. And my question is: Does G1 .. idden 

6 describe any openings in the knit structure that 

7 , . , l accompiisn any purpose a ong the lines of providing 

8 ventilation for the foot? 

9 A. Again, I think the description of the 

10 material being provided, for example as in claim 2, 

11 of a knitted material providing elasticity and 

12 ventilating porosity by virtue of the knitted 

13 construction, covers the idea of apertures for 

14 

15 

breathability. 

specifically 

It very clearly asks for a 

structure that has a ventilating 

16 porosity, so that makes me think of multiple 

17 apertures. 

18 Q. Does Glidden describe any apertures in the 

19 knit upper for receiving shoelaces? 

2 0 A. It describes apertures in the knit upper 

21 corresponding to the apertures in the bracing 

22 structure used on the eye stay. 

23 

24 

2 ,­_) 

n 
',,t • 

A. 

Corresponding to 

If you look at Figure 4, and I indicate to 

you this area here in Figure 4 at the top of the eye 
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l stay where you can clearly see that a knitted 

2 structure extends into the area where the eye stay 

3 is attached, and there's an aperture through that 

4 knitted structure in that area. So there has to be 

5 an aperture in the upper in that area in order to 

6 have the eye stay -- the lace pass through the eye 

7 stay. 

8 Q. Are those apertures that you described 

9 created as the upper is knit? 

l 0 

11 

MR. KADABA: Objection to form. 

A. No. I would say they -- they're created 

12 after the fact. 

13 BY I111R. VAN ES: 

14 Q. By punching them out or some other physical 

15 way? 

16 A. Yeah, punching them out. 

17 Q. Okay. Let me direct your attention to the 

18 1 011 patent that I believe you have in front of you. 

19 

2 0 

21 

A. Okay. 

Q. And I think you previously marked it. Can 

I see your copy of that, please? So this is I I m 

22 looking now at Exhibit 1002, which is a copy of the 

23 1 011 patent that I'm going to mark as Nike Exhibit 

24 2007, this copy of the patent that includes your 

2 ,­_) hand-drawn notes on it, in particular on page 
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l excuse me, sheet 6 of 12 in the drawings, and ask 

2 you to confirm that that's the case. 

3 

4 

A. Yes. 

Q. Okay. Can you hold that up for the camera 

5 just for a minute, please? Okay. So you're now 

6 holding up your hand-drawn notes on Figure 8 of the 

7 1 011 patent, which is Nike Exhibit 2007. 

8 A. Okay. 

9 Q. And earlier we talked about the different 

10 regions as described in the '011 patent. 

11 

12 

A. I recall that. 

Q. And we talked about how the edges in those 

13 different regions are joined together. Do you 

14 remember that? 

15 A. I do. 

16 Q. Does Glidden teach joining of the edges in 

17 a textile element to form a lateral region of an 

18 upper? 

19 MR. KADABA: Objection to form. 

2 0 A. Glidden doesn 1 t specify lateral region 

21 specifically. 

22 Q. And Glidden doesn't teach joining of edges 

23 to form a lateral region, correct? 

24 

2 ,­_) 

MR. KADABA: Same objection. 

A. That's my recollection. 
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And Glidden doesn't teach joining of edges 

2 to form a medial region either, right? 

3 

4 

A. That's right. 

Q. Nor does Glidden teach joining or edges to 

5 form an instep region or a heel region, correct? 

6 A. That's correct, but the sock-like structure 

7 of the upper that Glidden teaches by implication has 

8 lateral and medial regions and has an instep region 

9 integrated into the structure. So there would be no 

10 reason for Glidden to teach lateral and medial 

11 regions or instep regions. 

12 Q. Okay. And my question was about -- I think 

13 you answered my question. 

14 MR. VAN ES: Okay. I've gotten a note here 

15 that we're just about out of tape on the machine 

16 here, so why don't we take a break. 

17 THE VIDEOGRAPHER: This is the end of Tape 

18 3 in the deposition of Edward Frederick. The time 

19 is 3:15 p.m. and we are now off the record. 

2 0 

21 

22 

23 

24 

2 ,­_) 

(Recess) 

THE VIDEOGRAPHER: This is the beginning of 

Tape 4 in the deposition of Edward C. Frederick. 

The time is 3:28 p.m. and we are now back on the 

record. 

BY I111R. VAN ES: 
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l Q. Okay. I want to direct your attention to 

2 page 97 of your declaration. 

3 

4 

A. Okay. 

Q. And on page 97 you state in paragraph 85 

5 it's your opinion that Japanese patent publication 

6 Osamu -- and I've left out some words there -- but 

7 that Osamu publication anticipates and/or renders 

8 obvious claims 1 through 46 of the '011 patent. 

9 

1 () 

11 

Do you see that? 

A. I see that. 

n 
',,t• Now, I want to just clarify. It's not your 

12 opinion that the Osamu reference anticipates any 

13 claims of the '011 patent, is it? 

14 MR. KADABA: Objection to form. 

15 BY I111R. VAN ES: 

16 Q. Let me ask the question differently. Is it 

17 your opinion that the Osamu reference anticipates 

18 any claims of the 1 011 patent? 

19 A. That's what it says right here, anticipates 

20 and/or renders obvious. 

21 n 
',,t • Right. And in your -l . t· . ana __ ysJ_s ... n.a.t:. yo1.1 

22 provided starting at page 97 going all the way to 

23 page 155, you don't include any discussion of Osamu 

24 anticipating the claims of the 1 011 patent, correct? 

2 ,­_) A. I'll have to review that. 
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And if it helps I'll direct your attention 

2 to page 97 to the heading, Roman numeral IX. 

A. Okay. 3 

4 Says claims 1 through 46 are obvious in 

5 view of Osamu. 

6 A. That's right, uh-huh. 

7 So your analysis and your conclusion 

8 that the claims are obvious in view of Osamu, 

9 correct? 

~ C 
. .1 .... -, 

10 A. Yeah, I'm just not willing to say there's 

11 nothing in here that I say that deals with 

12 anticipation. 

13 Q. Okay. I will also offer and direct your 

14 attention to pages 152 to 155 where you provide what 

15 I believe to be a summary of your opinions regarding 

16 Osamu, and --

17 A. That's right. 

18 suggest you consider that also as you 

19 address the question. And again, the question is: 

20 Is it your opinion that any claims of the 1 011 

21 patent are anticipated by Osamu? 

22 A. Okay. I thought there was a place in here 

23 where I made that statement, but I can't really find 

24 it right now. 

2 ,­_) I feel like there may be some particular 
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l claim that I felt may have anticipated it, but I 

2 can't recall right now. I mean, I could read 

3 through this, you know, these 60 pages or so, 

4 possibly find it. But I think the general statement 

5 that Osamu was mostly about obviousness is 

6 consistent with what I said in the report. 

7 n 
',,t• Right. And there's nothing in your report 

8 in the summary on pages 152 through 154 that 

9 indicates that there's any discussion in your 

10 declaration that Osamu anticipates any claims of the 

11 1 011 patent, right? 

12 A. That's what that says, yeah. I did read 

13 chrough these. 

14 Q. And referring on page 97 to the heading 

15 that says, Claims l through 46 are obvious in view 

16 of Osamu, do you see that? 

17 

18 

19 

2 () 

21 

22 

A. 

A. 

A. 

Where are we on 97? 

So heading of Roman numeral IX. 

Okay. 

You said the claims are obvious. 

Okay, renders obvious, yep. 

So referring to this heading, is it your 

23 opinion that looking at the claims today that 

24 they're obvious? 

2 ,­_) A. Yeah, to someone practiced in the art, 
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1 ordinary skill in the art. 

2 Q. Looking at the claims in 2013 concludes 

3 that the claims are obvious. 

4 MR. KADABA: Objection to form. 

A. In 2013, yes. 

6 Q. So your analysis of Osamu and your 

7 conclusion that the claims are obvious in view of 

8 ') . \. samu J_s based on your analysis today in 2013. 

9 A. That was the question you asked me. 

10 MR. KADABA: Objection to form. 

11 A. Whether it was obvious in 2013. 

12 BY MR. VAN ES: 

13 n 
',,t• Right. And your conclusion is that in 2013 

14 the claims are obvious. 

15 A. In 2013 they are obvious. 

16 MR. KADABA: Same objection. 

17 BY I111R. VAN ES : 

18 Q. Okay. I want to direct your attention to 

19 what's previously been marked as Nike Exhibit 2002, 

20 and should be in front of you. 

21 

22 

A. What is that? 

Q. It's your declaration from the 

23 reexamination in the K-Swiss matter. 

24 

2 ,­_) 

A. Oh, okay. 

Q. Okay. Do you have that declaration now, 
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l Exhibit 2002? 

A. I do, I have it in front of me, yep. 2 

3 And in that declaration you concluded that 

4 claims of a patent -- actually, let me take a step 

back. I believe earlier you testified that there 

6 have been five instances you can recall where you 

7 were retained to opine on the validity of a patent; 

8 is that right? 

9 A. That was what I said at the time, yeah. 

l 0 Q. And has anything happened since then that's 

11 caused you to think that your answer then was not 

12 correct? 

A. No. 13 

14 Q. And in all five of those instances you 

15 concluded that the claims of the patent were 

16 invalid? 

17 MR. KADABA: Objection to form. 

18 A. I asserted that certain claims were 

19 invalid, yes. 

20 Q. In this declaration you provided in the 

21 K-Swiss examination, Exhibit 2002, you concluded 

22 that claims were invalid for anticipation and 

23 obviousness; is that correct? 

24 

2 ,­_) 

A. I have to look. I haven't read this in 

years. 
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l Q. Okay. Well, let me direct your attention 

2 to page 10, there's a heading there -- actually, let 

3 me direct your attention to page -- let me withdraw 

4 the question. 

In this declaration you concluded that 

6 claims of a patent were invalid as obvious; is that 

7 right? 

8 

9 

A. 

n 
',,t• 

I honestly don't remember. 

Okay. Well, directing your attention to 

10 page 14, you see the heading Roman numeral C. Does 

11 that tell you that you concluded the claims of the 

12 patent were invalid as obvious? 

13 

14 

A. Let me take a look at that. Yep. 

Q. And page 17, heading D, you concluded the 

15 claims of the patent were invalid as obvious based 

16 on a second combination? 

17 A. That's right. 

18 Q. And on page 20, Roman heading E, you 

19 concluded that the claims of the patent were invalid 

20 based on a third combination? 

21 A. That's right. 

22 Q. And do you know if your opinions that you 

23 offered in this proceeding were correct? 

24 

2 ,­_) 

MR. KADABA: Objection to form. 

A. Of course they were correct. 
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l BY I111R. VAN ES: 

2 I'm going to show you what I'm marking 

3 as -- let me show you what I've marked as Nike 

4 Exhibit 2008. 

5 (Nike Exhibit 2008 marked) 

6 BY MR. VAN ES: 

Page 179 

7 n 
',,t• And it is a 36-page document and includes a 

8 decision of the board of the patent trial and appeal 

9 board in this K-Swiss reexamination. Have you seen 

10 this decision before? 

11 

12 

A. No. 

So you didn't know that the board issued a 

13 decision in this case? 

14 

15 

A. No. 

n 
',,t • Did you know that the board disagreed with 

16 your decision -- excuse me. Did you know that the 

17 board disagreed with your opinion? 

18 MR. KADABA: Objection to form. 

19 A. I had no feedback at all on the court's 

20 decision on -- in response to my declaration. 

21 n 
',,t • Well, isn't it true that the board said 

22 that your analysis for each of the three obviousness 

23 combinations was based on impermissible hindsight? 

24 MR. KADABA: Objection to form. 

2 ,­_) A. I have no idea that that's true. 
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l BY I111R. VAN ES: 

2 Q. Well, let me direct your attention to page 

3 34 -- excuse me, 31, Exhibit 2008. 

4 A. 

n 
',,t• 

Okay. I'm on page 31. 

You see at the bottom of page 31 it says, 

6 Thus, in view of the above considerations, whereas 

7 the Examiner has articulated a reason for modifying 

8 the sole of Pagani, and in view of the preponderance 

9 of the evidence before us, our impression is the 

10 reason is based in impermissible hindsight. 

11 

12 

13 

A. 

n 
',,t • 

Do you see that? 

I can see that, yes. 

Does that tell you that your opinion about 

14 obviousness with respect to the first combination in 

15 the K-Swiss reexamination was wrong? 

16 MR. KADABA: Objection to form. 

17 A. I have no idea what that's talking about. 

18 BY MR. VAN ES: 

19 n 
',,t • I direct your attention to page 32. You 

20 see the heading there that identifies a second 

21 combination of references at the top of page 32? 

22 A. Rejection of claims 11 -- 1 through 11, is 

23 that it? 

24 

2 ,­_) 

Q. Yes, do you see that heading? 

A. Yes. 
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l And directing your attention to page 33, 

2 you see the first full sentence that reads, 

3 Therefore, for substantively the same reasons 

4 already discussed with respect co the obviousness 

5 rejection based on the combination of Pagani and 

6 Szentes, S-Z-E-N-T-E-S, we likewise conclude that 

7 the Examiner's obviousness rejection of claims 1 

8 through 11 based on the combination of Takahashi, 

9 T-A-K-A-H-A-S-H-I, and Szentes based on 

10 impermissible hindsight, and is not sustained. 

11 

12 

13 

14 

A. 

Do you see that? 

I do. 

So the board disagreed with you, didn't it? 

MR. KADABA: Objection to form. 

15 A. Apparently, reading this one sentence. 

16 Uh-huh. 

17 And on page 33 you see a heading there, 

18 rejection of claims 1 through 11 as obvious over 

19 

2 0 

21 

Inohara 

A. 

and Szentes. 

Right. 

And then the middle of page 34, second full 

22 paragraph, it against says that this obviousness 

23 rejection was based on impermissible hindsight? 

24 

2 ,­_) 

Do you see that? 

A. I don't. Where's that? 
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',,t• 

Page 182 

Look at the second paragraph of page 34. 

2 Do you see that? 

3 

4 

A. Okay. 

Q. Do you see that sentence that begins 

5 "therefore"'? 

6 A. Right. 

7 Q. And in that sentence the board concluded 

8 that your obviousness analysis was based on 

9 impermissible hindsight, right? 

l 0 

11 

A. That's what it says. 

MR. KADABA: Objection to form. 

12 BY MR. VAN ES: 

13 n 
',,t • Do you know what impermissible hindsight 

14 means? 

15 A. No. 

16 And you didn 1 t know about this 
. . . Ciec1_s:1-on 

17 from the board when you authored your opinion in 

18 this case involving the '011 patent, right? 

19 A. No, I didn't know about it, that's correct. 

2 () So you'll agree that your opinions on 

21 invalidity are not always correct, are they? 

22 

23 A. 

MR. KADABA: Objection to form. 

I would agree that the judge or che group 

24 didn't agree with me on that, but the correctness of 

2 ,­_) the opinion isn't something I would agree with. 
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l BY I111R. VAN ES: 

2 So you think the board was wrong in saying 

3 that your obviousness opinions are based on 

4 impermissible hindsight. 

MR. KADABA: Objection to form. 

6 A. Since I don 1 t know what impermissible 

7 hindsight is, I can't answer that question. 

8 Q. Okay. 

9 I think we 1 re pretty close to 

10 being concluded, so what I'd like to do is take a 

11 break and see if I have any final questions, and 

12 then we may be finished. 

13 

14 

J\fR.. KADABA: Okay. 

THE VIDEOGRAPHER: The time . .1.;:;i 3:47 p.m. 

15 and we are now off the record. 

16 (Recess) 

17 THE VIDEOGRAPHER: The time is 3:55 p.m. 

18 and we are now back on the record. 

19 BY MR. VAN ES: 

2 0 Q. Mr. Frederick, were you -- let me start the 

21 question over again. 

22 

23 

24 

2 ,­_) 

Mr. Frederick, did you form any opinions in 

. h. L. ... l.S case on any issues other than the opinions set 

forth in your ' ' +-' ') aec.1ara,_.1_on, 

A. No. 
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l MR. VAN ES: I don't have any further 

2 questions of the witness at this time. 

3 MR. KADABA: I'm going to talk to my 

4 colleague. I might have two or three questions for 

5 him. 

6 MR. VAN ES: Okay. 

7 THE VIDEOGRAPHER: The time is 3:56 p.m. 

8 and we are now off the record. 

9 (Recess) 

10 THE VIDEOGRAPHER: The time io 4:05 p.m. 

11 and we are now back on the record. 

12 EXAMINATION 

13 BY I111R. KADABA: 

14 Q. Dr. Frederick, I'm going to ask you Just a 

15 few questions to clarify your earlier testimony. 

16 Do you recall when Mr. van Es asked you 

17 some questions just a few minutes ago about your 

18 opinions in your declaration relating to the Osamu 

19 reference? 

2 () 

21 

A. I do. 

n 
',,t• And I believe he said looking at the claims 

22 in 2013 did you conclude that the claims are 

23 obvious. 

24 

2 ,­_) 

A. Yes. 

n 
',,t • And your answer was, nrn 2013, yes. 11 
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l 

2 

A. That's what I remember, yeah. 

Q. And when did you perform this analysis 

3 that's in your declaration? 

4 A. In 2012. 

Page 185 

Q. Okay. Would you mind looking at paragraph 

6 14 of your declaration? 

7 A. Okay. I have it in front of me. 

8 Q. Could you read that, please? 

9 A. Counsel for adidas has informed me that by 

10 law a patent may not be obtained through an 

11 invention though the invention is not identically 

12 disclosed or described as set forth in a prior art 

13 += ,,- t·h d·--reierence, 1r . ,e itterences between the subject 

14 matter south to be patented and the prior art are 

15 such that the subject matter as a whole would have 

16 been obvious (i.e. invalid under 35 USC squiggly 

17 thing 103) at the time of the invention -- at the 

18 time the . t. J_nven _.1.on was made to a person having 

19 ordinary skill in the art to which said subject 

20 matter pertains. 

21 n 
',,t• So when you performed your analysis of the 

22 Osamu reference what timeframe were you considering 

23 when you concluded that the 1 011 patent claims were 

24 obvious? 

2 ,­_) A. I was looking at 2004, March 2004, that 
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l timeframe. 

2 

3 

4 

Q. Okay. Thank you. 

MR. KADABA: No further questions. 

MR. VAN ES: Okay. We don't have any 

5 further questions. 
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6 THE VIDEOGRAPHER: This is the end of Tape 

7 4 and concludes the deposition of Edward C. 

8 Frederick. The time is 4:08 p.m. and we are now off 

9 the record. 

lD 

11 

12 

13 

14 

15 

16 

17 

18 

19 

2 () 

21 

22 

23 

24 

2 ,­_) 

(Deposition concluded at 4:08 p.m.) 

(Signature reserved) 
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l 

2 

3 STATE OF GEORGIA: 

4 COUNTY OF FULTON: 

CERTIFICATE 

6 I hereby certify that the foregoing 

7 transcript was taken down, as stated in the 

8 caption, and the colloquies, questions, and 

9 answers were reduced to typewriting under my 

10 direction; that the transcript is a true and 

11 correct record of the evidence given upon said 

12 proceeding. 

13 I further certify that I am not a 

Page 187 

14 relative or employee or attorney of any party, nor 

15 am I financially interested in the outcome of this 

16 action. 

17 This the 24th day of July 2013. 

18 

19 

2 () 

21 

22 

23 

24 

2 ,­_) 

VALERIE N. ALMAND, RPR, CRR, CSR-B-531 
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r~~z~i ir~t•~$~lh_ ft J4'.)h~~~n~ rs):z~~~)::)hRP-1,'.•: ' ' ' ',< 

t ~."'!1~.00~ n.-. _.an offo.?1~h•~ foo~t~1tk1~mo.iitW~ _'lll~tr}'.,'the qus1i1Ziha<_k 
s:r,zt h~~:~~f::k >]:~:~d:.~ip l;;l:f:Mn~t th_~ ;:em~s. .;end ~ h~~n>a,~1~. ~-m f:~{;:t~ ~~::ie 
t.i ib~ f~?Wtdi. (~ $'ZS,-~il, ,1mm:) 

TG:,.· ,1:_, tt~)t\~{))tWf-'iinn(ij w_:u:~m~r, .. a, ll'<~n:m~htl~f., 
TtilF "'f 'i'-G.t.l'~ ih,mk ,.o,J it'~. l'ti.d~y. 
th. Ou:<m_. ~:yrr! boL tht,tJ.~~. 
~tn'1 ~ x $.:;JiL~. toJ1n?rt~} t{~J.:;;rt~: ·,~-{: i.irliat\. {:bin.h)_ ~t. ~h~tt~:~t :lt~~ns-. d~noJ:~ 

1l1:f,'. qi;xliiy •< ~@,lr,k,n titep,i,; llff:fl~· Wllr.1!ih). _(ME ,!i!,fe), <W •th,,; 
~i~0: •.. •·t!;; l ..... ar .. ~i ,i1:n~r .il· -~•~tar, l, .~r.~~J.1·:<:, G9 ..... ~rho,.• .:.- .. •:ti~·fr ~{(_ ~nA~} 

~~k\ ·~·:_$~jffl~', ·t.t~~~t· tr:· (bg: ~bt;;,t~.tl~n -~f _,t1nUt,al n,~~n~b¢t~: .fOUJt,\: Mt:.-th·. 
iMl~ -tlte,- ~f~~ .. o~ .. -thft, ~:hi-:· {Vltt. ·U..t ~ft~f: f t'H' ;$}., :·f::. ON ~.;}~ ~-a~ .t. .~iUS,. 
\;k :·1<.1s:: -.ct ~m~!J 

~thl ,· ·v;ss~ of --~n:tt~ <fo.a;.. 
Th., Thnr,;<J~y. 
Th~c.k•~r•~Y .~l!l"'.'vs rii}. !\, Wi!fi<!m M~l<<l!){;~,:e, 1/lXJ--iic~, £!1i;\1•h 

n<i'i1</ll$l, h;m\ jt\ l~ii!~, 
t!\&i (tU, n,, pt rll11lt •. · 1 Ids;; .::xlle<l Thalfl~ml'~r (,]~!l1d~r, -lM·}, ~ 

t~~ti¥r:. ·;:it·.Jnh!}hii"ftlH :·~Frh,)}hu~d .. , ::;t: .~;: u:· .~f;mht'\t: ,t>! th~ (lpmh~&tt_l eih~, nk !';rnup oiTti;,il,md .. l~in('..m~inl}' ln~w$~i:,.l.l:: p~sl., l!f tlw ~t:<lin' 
u:,·. b. ti-,~ 'l'sl ),::,,gw,lg< of th,s ~11'iui>- ~' TAr (tM, l). /\l$o.-. l'&l (fer 
J~{$; t ·<-l-

Th1;1!•!:iir1d (!l(!;i11il1, <i~t)dt n. 1. !'Gm1~ll\', Sl~m •• ~ kingdt,lil /fl s~ 
.~$ii\, 1i!i,4SMl8";. mtt,))S ~q .. ml, ($U,lH ~q. ~ml, C'ap .. '. i!ai:iskol\. ;/;, 
GuH':·ot i~J$:O :0,1:Ued :61:.Hf :Of SJ~m. ·i!'h ~~tm. i'.J( th~ S~.f!J"th Ch:ln~ .Si!R/ S t)! 
"fh~~h::rut _ _ . . . .· . . . . . . . , 

~l•i:hfflU~ (tl\;;lf~ m,,s}. ii., pi: •j'!!l (•mV:L .t tll~ m1drll~ fx'\\'1 oflhe 
Ct~~w~ph~§~n _<li-, tJl<?- 0-;ri.hi, _SffVJ>S$' lO·_ ~.s:;.t;;~mh ~;r:.i,l ·_.i?~t~~:st~. -~~nsi,rr 
~'l:1\)1.lJ~>),!;. i. Jf{!,. ~. i:e~epi;1d,u.•riwws. Hti9~,-lNS,, " NI.; t.; bi.'d· 
f\l~irt ~·. G~ ;J;~l11cmt>.,) •--tl);i,!l!m•k (:.."i~ fo,".!l1il(i, a,tj. 

tn~,-~,g~~~i~~ Yhi!:_{~ • tl'm~· .-~}; .. n. <'- ht-re,titQry- .. a:1<:.~:ia .m~rkct1 _hy 
th;.~ ~1h,?1i:{ma! p:t{;ld..-.u..1l-t1rt t)f h~-iW;'l:ijl~.h,_> _.t~c~tJing.· cM~Uy,:_h'l pet~pfo .. l"J;f 
M,~!.!.~rr.~n~ll i:lti~ln, ti~n; .;· .:::k 1iii!J«S1;(i,) i;.,i tailuclm~ 10 jl1¢ 
M~t~it~t·r~~~~n Se~.J . ~- --:~t'<l . _ .. _ . . _ _ . ' 

fu,hj~~•~k (th~ lasl;K), 11.<1.J • t ~Cl)t µi.;ro.~inrng Io .sei!s Rl~ oc~a,1~. ?, 
~f •~~: p~n~~~~:f:f to· srr~~u~.r bodi_~~ i:)f \>lilt~r~ ;j~ !4ei1s- tki~d ~~~lf;:;i, · a$ di:1~ 
~:ft~lti~h~~; .~·~o·:tr:'?he~n~ .. $,, ~1.u_wsr~g-~ !~t-'i~~~: t:S' Jt~~~d .~i,: th~ ~~a;. U13;•' 
na';,, n~ss~tiO; " Ck iM!,,s~(IJ} ,~a ,,. -,c, 

thalh-~» .. :SO.Cc-f'_;t-,,-;y ·tthal~~~- s~kt:r;s · ~~}. -~~. pt. -.cl.~-. fl•f:link1..u U\t~r. the 
s~~S, "~ ,n !Ult"le. ilS4ll'5Q:: < .. GIi 1M#lS;.foJ • ~•ia ,, ··G-- '.'" . '.~Jt.,~,,tl 

thn+t~r 1~r .. 1:a,-:ter {.t,)}'fa.r} ~ {t,,.. pL -~Js-:t, :~!~.rs,_ sn~t _<.i! -.v«rh1~1~ . f~_frn-ti 
,l.s~e ·(si}~l)·f.~{ ~,:;~fol,J;,~- ~~-rtfJ.~~-·Stai:•!~\·.· n?a0::90~ ,'." .. c~-. s~ _ f;:Qtl;,'\$.tJ 

Th1,1,!e1S (tM1.~(1 .. n. <:MO-.JNG, s,c., Off!~& l)hll-0~onl11,t, JlrQ\'f, j)) M.U~';c 
h.t~, 

Th.~:~H•a_ {lll~ t!f~~ ~h~'!~. (~~:' rn~,l'}tJ),,. ~i ·1~. tl~~. -:Mil~\!. ·O! 
klf~Uc .1x1~':tr:·f:· -k. t1i~e :of :the (iri~·~t~. t< .. L. · -:;: (~.k<r:h_(lttfrt) 

'U~a•l!~•<1>~midsi (tili) ll.-Jt~ rr:M1), n, ;, ~w,tailm~, $li!jhtl,, w;i,~r­
$clublf::: ~;QUd~ C1~H:c-NiO.: .. fr . .:rm~tly _u~ed -3~ ~- ()~t13l1VI'.:·:. U rnJtt:'•Jt dtui~g 
pre~1~-»C)11:.~t. ·,uj~y_·ta4~l~ .. ~ev'!~~ .s{m~r»~H~~~:!.- ;in: th~ ~~:-~f.t~J~ !~ .. 
tu~. [1!1~:.~MI; · (t,/:)tl,~<(jm);d,1(e,iu\419111id~ ·~ iMi«!i»t(~ (~rl1'!1,~k 
(1~} + h'>!WS) ,. ;ll-· .,. gi\1t,,rfmldt(!:,f,;,~fo~) + ('!,~l\',}A~{lt>:.f. +. 1~1.nt)J 

that:-·Uc.· (t:hal1lkh ~~ ·~f nr ·c~~?tta:ini.::~ th3Hinrn~ .~sp,. :in· t!i~ trhrahas:St 
i\$te. Hll6S-?ll; 

fflaMi•l-'in (lh~lf1!. ~m}, n. a so!t <MU~~hle,, tM'i!, Mul~h whi(e 
H_~ ·_~le~~nt~' l,l~tl .::,n .. dif! fn~nufoctiire ·:n.f..;:m::ty·s: )}n.J:-_Jn tk:'!' form 
~il:~{$1_ h~ l-':Qd~:fl.UC:jt~ttS _;??,:r;,ibrA~ Tj; ft ~~~-·: l~4.-~7; _tU .. nc,~ 01; 
H.M ~t2()"C [:UlM; -s Ck t~a!!fofs) w~mi ~Mlt<. -. .•JttAAI; 
u.t<:'~n .lln~ litils :lf•llcmnnl .. ·. ·.. . . . .·. . 

thahioid._ tt:ha.t.fn.i:r.n~ ·ftd,J,:. ~.tl,;!;JSi.l:f,fr to-1: ~~s~mbU~1m. of_'·CtirsJ~t!-ng ·-~r ~{ 
th;;l11m (l~S5~6UJ 

th~Mo+phyte (tl1,1Va fll·'), rL .. ;;,;'{ oi !ll~ Tlla!J<.>f.<h~1a, ;t pl~i,t ,foll­
$iO~ -~n· '::;r;o-nw· f.\hi~r_ tJ~t~in(:~;..1,~_ff -~~1i~rrt~~- ~.(,1n~pii~jf~t· ,'(~~~~~' ~U~)S.i> 
;.:int) ·'UCll<!ti$, pas-O-.~:i5·:,', '~> NL. ~?~aH~1Jh)'fQ, S*e:: -u~~~J.~~ij) •:~1··~ •·111·wtrj 
-,th,Mlo•Ph.Wit (,ilfllk), "4./. 

thl!Mt.tu& {,h;;l1;;~) ~ls,, tt,:a.1.11•,:ms. (·ll ~s}, il<l.i tm11ai:tii1r, ,1111\i;d!r.1,t 
ifo!Jllum, J,~~$~9!!). 

th.;!-1!.l!l (!11~l';ii); f!.., pl: th~l•ll {!ll.it!ll.), th~M~~•llS, ,1 .~imple Ve$llt­
~jv~ ·l)qdy uniHff~re.n.tk,-t~fl_ .t~h'l. ~rw.•1 • .ktay~~:5,· ster;~··. ~lnd :t'.(>~t, .. r. .. ~t~:in~ 
fl\:lm ~ll. ~l,'Jl.nl~i!!li'>JlSJ( )}h.1mf!ntt h1.•~· ~011ry;pkr. pfanni~:<}.form. !i&.<ll,­
~Q. <: 1-;{. " Gk ihiJ.1(~$ y~ullg 8h;,oi1 Migl 

l°~tnes- (H:nr; fer ,~· al~ :-:th:&~:- JS.t~1:rh ft 1:~· __ (( ti~m~ __ :-irj $: ·_:ii~lJl~n~~ 
?'J·w~n~- ~ thmu~h ~~-~u1~Hl ·:.a, the .M~t:Ut ·S:Wt~ ·209'· mJ..· (J~f. k;_;)J,: lot~g'.. :;t 
s ;h,~i fa sa (:;,r,~di, in Omano l;ll,W!!lC<l; ll<.>Wi!lg )JI,<,' it) t..~.~ .~l. 
qi.;lr~. }-60 rnL {,260 ~m} k~.;K :- :;,_ .~n. e~h1.-.0ny_ .fo Sf. c~nr~~t_kv,t:i: U:)Wlnij 
~- P-'~t. Nm\~ ts~ri:~on. U> .:co~($ l-~t~t~-~- $~und .... :~_5 mi. J~4 ~':3:i.) i~~~1g: 

thi.:iti lluaii, lfl~l\, ll/l,l(.'~'.~~d.t:fos,ii ~,l)i ,~,ij. 1· (\l~i>d ~!((lt <;!lffl(Mr,,, 
tiy~_,-·<'R1i~~u...,·~~~- :tH~~-- 1:'\d.'V_~f~;,',-. ~u;rJ .. ~~nam: :Ot~er:· wot~t~• ... su<h -~~-· othe.r( 
r~~fhi:~n~i&.-e, .ei~~,-?!1:t~,-~ .t<1 _intt-:-.if.l~jr:~._. th~ $~oroi. n1enlh~t _;:Jf. a <:0m-1)..'xn-~ 
~\Jl)); ~?~f\{· u.a1~r. ;h~1n ~- arn. i,, fo~-td ~ft<:r so;::w"': ~.dvf.:r1:~ and:_ ~~rljet~ 
~)v:es· __ f;';(.pft}$SJn~·rh:ok;t:" c,rr dJv~t~-:hyi t-~>t,:h lS C)t~i~et~ i>therrvl:tt; _ei~<?~ iln~r .. 
wht?~, di'lf~r~nt~ et,~,;- . _1,'tJ _J.:it~~)-.V:e ~~l . ~hwuax}y.~ .or. _dt~1Qt~ ,' .::~ 
dlffo,,;,.nr.<! fa· lcl1111,. ol.~e, ~t}·l~. id~;iiitY, ~ta,), ! M4 . .<:10: t-/:t,>1"~ ilf,';f 
tM!l ihal, .$0 wb(ln: •\'s'tiZ1ml1: llfi'll.,'lid.fltan. !t ~t rlm~ .0 wr~. 
• rep. 4. i.iird,;li.s~ w;. by c,1,np;,r!~o~i with: fk i~ r<ll!~r th@ his. fa· 
f.her;·. ,n;,~~~ ··.~J(iGj. -J.v.iJ?,: 0-E · l~ft.N.(rv::·} · ·tha:11. then> wh<:"ri,,- ~,r~:.. ::.~;1L,.- of 
(f,mw;, 1'/!l!Ni -usag!l, Wi1eih~r rnA1:< J:$ to b~ follow.·a by tile ;.JbJ~r.­
th:'.Q ~i .·_s:~bje,,tN:f: · ~;;~~ Qf }i. µs:?Jt\~n.m i~ _much <~i~~~i~s,..'1ed fo u~;i.~ 
.f;'tli~~~- .\,'/h~n~ ()S'·~t t'.l).~}~l~~~-<.lri-, ~~i,\'\~}n:tr.(c1;hJ:~-$~ "·._~uho{,"H~,a_t(".,·~~3~.w~ .. 
i!w r;,$<: uf 3JJ'.< prmw,u.,~ J<;Jl,~win:!l '!'.J:uu J~ ~~ti.<tmiae.d .!w isi.~\t fun,:,. 
til)'l-). i.~i.)~M: ,ci.:,us.1:--:. _._n~~_.i~ .}~N . .U~t~~ i:i~m~J. U~1l: J Uke hsr bt:{~er: .thtt.r't.J 

.-i,ii>~· hH'ft. ·Whe,.n 1)fAR~s ·.toUfJ~;,orci'f -~)~lly· hy .. i}'· P5:<m,(•1J!'i- _'.ttt pronfHU1S .. ·~tl_ttti 
110 -;,,•rh \::'c(j,W!-S;?>t (hr. u&n,,, a,Wlt<:' fm <.l<.1,:,tmlnln~ th~ l'.x,s,~ fa Ir> 
1-o;rri:-:. :;,; Cl&tt_s~: t'l"H!t..t:s_ay att~f_ ·N~hN'. rn· s~tt _Wh~~h.er th~ p..-::ntiou.:1 wouki 
k!~·.i .. s~1t1-Cr::l~\ .~l'. ~1Jl obh~ct. ·t,1.HJ::e~ fh~ s~1ll~nt~~$: Ha ~i!tt~. m[.~r~~: nJ}~~c. t:ht~n 
1 ~nd' $};~: ~-m~ :lu)~~' Wc:r~· srr,rrpafhy f{t~1n, ·"' ~r~_:t~, b~ tln~t~r-~t~o~,. r~ 
&J>C?t:th,~lY1 .. ~~·. :fle Hltt~~ .mo,re, .Uf.r~~f .,f~~ .. ~. ,l_}t'.~~ ~~J.d .~,:~. ~~~JUt:tf:.m~~~ 
~Y-'<'<Wtlw 1h1;;; ! 1tw1 ,%'I!, This !ll<?,h~•d i~ J,'lcne,$!!~'. «!!lf!lc<y;,4 h, {.st, 
m~~l. ~p-~c~~ .~ntt,"wrlHnJJ. in inforsn.:ll .¢ipJ:!-.~f.h ?.nd _t\rrhing::rHAM -i~. u~~~:. 
t_i'.~~ati~t _i~kl't: ~· )~'0f)t.~s.:.t.:.on <'m.d i~-1~ki·wOO tf~· the .o~J~ctiv~ Ci)$t'.' :)f the 
flS'!i;,fSt1~n·: n~ i:: _ym».~c::t ,thr.1St m-t~- St:~ _.:sfoo. l~tJ·ri, _Dn:si❖P.}::t?°.t'~ Mt. 

t~"~9> _ ~ .;c~:m.binir)~·. :torm rne,min~· AO~<~~~ '1
~ .. ~h~-~~~!fi~.- ~r.,i~t~h­

ft>m; mµt. o~. 1/mimw~l · 
tl'mJJ,a•tt~l•O•SY . (tliim1;; folf11 i~), !~ 1, .. !h~ ~hldy t>/rl"&th ;;i,,~ lti 

~ircumstsrte£,s.c. _{ls in· fo:re;wic m~djcin.•~;- _ 2 •. ~he hr~nch~- :of m~ici¥P~ 
;;m! psy~M~try 111:m~eme<i 1~ith the terminal\;,. m ~nd l!)e,, ~ln'-'h'•.rs, 
'(t8H"4$) ~th;;r,ta,w,!<igll•,:-~l (•!! q.(fi k~\1, m#. -thania•l~lf<o• 
915.tn. .. . . . . .. . . . .· 

l'b.)1'1•1¥•t0$ .(thaw\~ tt>i,\ -1.-~si, n. t (i,p\<illl!I th" .:11G!,:;.'lt Gre~k:,) ~ 
p~r;llmlncMlO!l ,,tl: d!l~lh, 2, P,;:clm,pwL \um. L,~.) th~ ~"aih l~siinci, 
c~p. :·;,_$' .:~xpl~)S~d· in \<{tslt:tlt :«?,~t~Jf:J~frrn; ... ~ .... ·'$1t~Nt;&·~t,=,<V:l~ f .. t~~1~:~}._,:,fSdt 

tl'mne (th~n), /~ "L(L'-'· At\ijl1'!·Saxwd,rig:lan<lJ ;; f!"Y~l>J\ ;ankl~g h, 
twe~n· j1::N. ~l>lr!: ·~:i1~. ~n \:1'.ttlU.i~ry tte-e.J:M-:)fi~ hokl'lrit ~,t~nd tJf :.he- kfni~ {':r -~ 
k<rd ;,, Nt<Js;; i•r ,o~vkes, l, (ln m,~l"v•l $cotla,,d) .~ pt-r,un b()lding 
l,,nd ()f th~ .kln~; ~. \>~~111, • {ti~{, 900: M* Mr. 5,o!~ var . .si Mi., /lWin. 
t-~e,11, OE.1h'$1"4 ~- (J;.~ l~c-.;!a,1 ;::ati, OHG i}f!/Ji,•~ wv~m, W<).)'ti(l1\ C)N 
,/1?gn ~ubi~i; :llt!!! ·;;;• (ii\ tdkn~11; d\@.l . . . .. . .. . . .· 

Thau,ja,,iur ti,m•1,} v61:>ri'.I. 1t. a i::iiy l11 B TJmil Ns!l>J, .ln St lnd\a. 
l~M~- )'~::~r.11~, Tanjore, 

th~:ttk (th~rigk)-, ·V~L _1.~ tu ftpre-ss. t{t;sHfo~.•~- ~r ;}~.1pr\;·ti_all~_» ~(.'>. 2.- tf 
ht~d .. ptrf:7d.f~r~aUy .ri;sptm~il?ie;.- .~.l.«rn.t::~ ~Ve _tun~ .·lt!fff .t~ ·: ih(u}S:_ .fvr • ~h:.:;· 
ia,1sw,,. -n. J. th,11nk;-;, & i;i~\•::~ul (~~llr1g or 8s"Jmr;wle<l!',i:'.r!•~nt ofa 
kiMn•,~~, l«vcr, ;i.t ll,~. UM, ~l(PW•s~d ~y ~~uril~ rir ~th~"-"").>~· 
-fru,·;r'1. 4. thi:m~:s, l. thaii:k )"(l:\); ----ldk>ttj, ~- t!l~11ll:,,. t<.l, he<,w~~ <!).; 
uw:fo<' 't,,, It thimk )l<J<J, (tt <;'i")ffiffi(ll) ~mp:it~l <'-l'!ll'>S~im, .U*e~l lo ~r.­
ore,s" waliluti~ e:t ~Ji,;i,r;d~tl.s~. :ic, i~ut ~~ft w f~vor.l f[lllf- ';)~(H t'11.'l 
ME: !,'flodwtH, grstir~d~. ~xr.,r~~;ion ()/ ,\,~nl•.~, Qij t.>i,m~ "-'1'.~".!s~lon >Jf 
th~ttl~;i,~-:c ... O':Fr.1si:,, -QS aw .. ~~~. O~i~ d~f~,-- (t~·: m~k~. C(>· #!U~~~-:·, {~) ~1~ 
rfaml/.en, Oll 1Ji,m~i,;i~ a!® t~, ,:Sl!ilk'J --""I.Isa~, S~? 11:~c91.1i:. 

tts.ittk•ful {m~11g!(ffal), !Mlf, .. foelmg .sr expr,,. i~\,~ft ~rs.ti11w. \e .. Qr 
s!foi\,. toe§. !IQ/ll • c-thanktful,ty;,sil,,·, ---·tll:s~kit,;;!,,1~s. n. 

tlutnk•lllf$:!t. (1~3)llJll'lt,~), adj. 1,. nr.~ !ikel:, !,, l:;e ~!)p,ecl<1ii>,l <Jr ,\!'" 
w-;ard~l: :a •tru;iri..t:l?:$.ir_: . .Jol;i. 2, not f~lh1~_ o•r _e;etpf'..i~:sh1-iJ _nrs.ntnd{$1 ~;~· 
i't-t&:~~fu3'~·-.i.l than$~~~$-~:·-c-h#'tl. (15~~,:-4:t.U -~~~-tha.~:klle-s.~~~1•· -il.:itt ~thank/~-
l~s,,!'l<l'~i .• I~ ' 

'l.tl.l!:~k$•!Jl\/•ltlg (lh,i;i~:l;s!'11i~'lnit) N. 1. ,tie act of~ ~lnr;. H,(\l'M, ;t, 
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On the cover: Pattern prMuced from white Hght by !:1. r,:i::,mputer,generated 
diffraction. plate eontatnlng 5-29 square. apf#'t1,1res .arra.nrfed In a 23 x 23 array, 
(R, ij. H<:1ovar, Mar$haU Spat.':aFl!QhtCenter) 

Otl the title pages! Aerial pbofograpfl ot the Sinai Pefllnso!a made by Gemini 
spacecraft (NASA) 

Irmludedfo thi;;fli~1d9nary m:~ ddiriHimi$ whld1 .. h,.vi:': belm 'pnhHsh(,~l prey\?ti~lyfo. Jhe fi1H<1wi{1g 
WO!Ksi P. R Jordain, l\itubin.setl CmnpWb!/ En,:ycfopedia, 'C<)pyrighv@ 1969 by l\.foG.nm-HiH, fot1, 
All right& iiJr,;tltv,~d- .J ~farkm1, ff)k,;;tron.k$ awl .1Vude1mics fJictfotWJ'; il,lh 1Jd., Ct)pydg;h! @ 1960, 
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tower 

~tyiht-:lt;<'k';/;; ;:,h,,rnct~rfacd ~y fov~1;, hemo~kibin,id,i, 1111,l $plcc 
cmmt:g.~-l~-:'> .. t 1tt~k•~;>s lS-:·v~r }' 

1'!:WlS tower • P~>-:c) A radar mwer built in the .~~a alfshorc, 
1ii .~~rve l:l!~ p;,ir,.tif 2ll esr!y•Wlll.'ning radat ne,wori<'. { 'tek-ll~~ 
'i,aih~r} · 

t<!lci. tci:>M~1,JNj ·u,e pllrt ,-,fa TTlll~sage Hml c,)n.v~ys lnfm, 
t'>Mh.m, C.\¢h!dlnghi,r. or ch<1radtrr; ne-~~d l• fodli!atc tnmv 
111is1,irlfl. ?r the mcS!<ag:c .... { tck~t } 
te~t~lUn~ sy~b:mt · l<'OM1'1.tr . sci.I A • c<m1;putcr progtmn, 
together with as~!l~ialed !)arctware. for !he m,,line crcatio1nmd 
m•4iiilk,,tbn ,if compmer pmgr-JJns ijfld t•tdlnarytext. { 'tek~t 
:e,hi1N11 ,,i,·t~m } 

!~JdUe . 
0

{Mi,ftilll A materill! ma,k ofr1at11t;i} !)r atlilkh)l flk-~r:, 
,md \IS~ for l!:\C manuflli::umi qf ltcm~ 1;ud1 M cfo1hinii and 
fomitur~, fitth!w,. . { 'iek!>,~l l . . . ~ 

1,i:~m,;n1)lt:roblology . {MKR01imj . Th~! branch of mkri>bi­
,.,fogy ,:01)ce4t1cd with textile 1na1erials; cle,als 11•ifu mki:oorglls 
ni~ms. ,ha! are !x:mnful ,;tth1lr to the fihe,-s or IO !he com,UtiWJ.', 
~~d .mh~i,iorganlsms t!wi. a.~. u~efµl, ~$ in thi: retti.ng p:,<,X:lM$, 
{ 'tek:sr~l imr•kiu'b'l'J§l•;:,•jeJ 

1eJ1,llle oil fMA:n:1<] . A ap;:ckilly@n,pounclc!l 1.;,il used to con­
Jitfonrawtcxtilc lil~J'.'S,_yarn, and fabric for m..uiufactuting ~lld 
fim.$,hing op;,~i.,fi(,n~. {'teh·t.il ,@} 

iaxute .prlt11l11g fn;:>:'fj . The ~{)1lellllhied d)•cfog of re~u-kM 
ama1, im fabri'<,; ii.wolves the pteparaH~~ ,;if i,rin!irt~ p~t1le,. !l)~i 
d~v~krpm@t ,mii lixing c,fr:(ilor, and the. $ddition .;Jf a thick, 

3g.cnt ,o ,;;r.mlipe pai;t~ ~ppfa:atious !\) de~l~d ~re~~. on 
the g«ids. t 't•~k•,i.i!. ,prlmoi.9J 

!~:di!e $Oft'3ner. !MA "J't!<:) ,\ ~ili:miti;I !ll,,t atil.ld1,s'i mofoCl.l•· 
iarly to tcxtlle fiber$ with the rml~r(dui,ged) t::m.! of tllll C!itlon 
oiicJJl.,~,1 mwar!l tlw fib.,~t and illc fattytaRexpoi;.ed !tl glye ~· 
k{iii!lg of ~tlfillC&-i to Um fabric, { 'lllk'!.l~l ,~bl'n,~r} 
ttltl4o-speeetl s.ynthe$l£er lt:t.C AC:OiJS.] Avoke response 
pystem ttat ~f•vides;m aull)m!lti, rnemwt•t,1k,1 a s;x;cificll.il(m 
,1f uiiy Enghsh teKI at th;"> 111rim ~11.d i,tlll!erate ,i 11atu~.l and . 
fote lli~ihle acoustic S!R~~)c/uigna! ,ti. the mitput hy u,iU!i\ com• 
pk;,; $';1!S,)f rofos ror pre;jictlng the needed ph,l!l(!!))i~ slate.~ 
tlif!:;;:t!y fmm the fop1n mes~age 8JJ(l<.%:::tionacy prou1mdi:tiom,, 
{;1;;.kst t~ ;spt:'\,·h '~i.,i·,h~,sii.-w } 

1)1~1.llarlltl~ riNv • Z/..)1)} A imlxii'l'kr (}f fo1<lTTii11ifer~t1 prn!O• 
wan, eh~tai:1.e1)i~d by ;m agghnh,ated w&!L { ,te~·sly~~J;,i'r.t· 
Jl')•c;;.} 

l!!Kt1.1re ( (l!;"tll.J The pl1ysic~ namte ofthe .~on l:'CCf):!~lrig i.:o 
C'>l1lf~'~iliou ,ind p:ixiide frm, (!'Rl'RJ The physical appear• 
.ii:ce. or c!'mracim- of a n:d:: ~pplied to the mci,w~copic w 
mlcrn!¾Ct)!)!t: Sl.ltl l!l1l fo,lWfU nfa ht:imOJt\'!'ll!!:tnli K'«::k!)!' !)11 n~tlll 
~ggfeg;rw, sudi as grain si1.e, sh~p~-. and .;n:angem;im., { '1ek~· 
dJ~r} 

leiqtir~d yam . !1t,xT_l Ag@cl'fo,i~s.ig1mtit,n.forcontfrl111Ju:;, 
.il:13m~~.t IT)!lnUi.l¼o1µred y.im, which are {'f•CC%,~d t~ giv~i th1)!<'1 
a himd .md. appt~at~m:e dlsiinc, from 1.mtre~1ed yam. { '1el,.~­
chm'd ,yan1} 

TFE. S1c:e t-0t,~Hm.ir<lclhylcn;,-;. 
th See thcnnie, 
.Th s~•t\hor\!m~. 
tlmll!:mt1is foNA'.l'J Ehher @e (;f 1w~ mas~e~ of gray inatt<'.r 
ks.;;;md on the· side$ t)f. the thlrd ve;1trldi:! aiJd ilwmlng par~ ,:if 
!lie foteml wall i1!trrn,1 c11vity. { ·1hah;1'.m~sJ 

th;a!e;s._',em!a . (M@l .. A hi~R~ilary fotm ofhemt•ly(lc aMml,1 
U:s!;ltit:!g fmm e d.~fo>.-:{i v~ synthesis of hemo~l•hit1: !h~l~sseJuia 
miiJor is the h•mN;_ygiius ~tate.1:1c,~ompa11k,;J. b)• c!foka! lih,t~S.~, 
tllld J!rnl.i,swnia 1niMt !s th~ llt\!l)l'{l:tygous Sl&lt~ ijti.:I rriay. not 
b;iv" cvii-.kmt dinica) m;;nifo$!;;;,i?ns; Al,o known .as Mcd.i,t,r• 
r,1!R~a11 Memfo. { ,thal•;'.l'se,m{:.-,.J 

lhiil&s~ic lt>CE:O,N(l(il() ()for. perttiiuin& to the smaller Sell~. 
l • ifo'las-m.1 

Thal3sslt)!~a • tn·N :wn) Tilt~ nfod siwlm.ps, •a gmup of thin­
slielkcl. hurrow\ngl,iecapQd ,,rosla<.~,m~.belmlgil\l!< .IO the M~,:;, 
mm; .. individuals. hsve latte chel'1tt (,r subchelatt~ fir1,1 p~J­
ek,p9<fa, ~s}d no ~,ti~l~i: on !!\,, !hird p,~l\~lopodi... { tl1,~,Jai;c..,,' nid­
l\,:., J 

lhalaS!SOCl'lltTC [OIK">t.} 1,J'>ert<lllling liHlh~W>llt)CtM,i;i. 2, 
R~fei1inp, 1.0 .i peri,:_\d of hlgh !>(.m !1~ve! in the geologkp$~l, 
( th;i;!;;_~-:'l;krsd>ik } 

~la5-i>Ocraton (ai:::<1t.l A craM1 that h part oflhe oe,~anic 
crust L1h;i.l·~•~~k'.10,UJ11 } .·.· . . . • 

tnalassophile: element [f)E.QCIIEMl .. An element Ull!\ )$1..-:fa­
!iv,~ly m,i~, ahti:11,i~nt ii) .,ca w;iter ,him ilt n.om,al cmntinent<1.l 

wMer:., ~u~:h ~s sodium mid ehfod,1e, { tl1~'la,,;i,fll ,Ch:l· 
m~n1} 

fua!a~sophob!a . tr~\'CHj An abnormal rear Qf the sea, 
l tha,las•~'l'o·~-oj . 

ThalattMauria. f PAL!!ON) .. /\ suborder t?f 1:.x1foet.i:epJ1!¢5 ln 
th\>O,der E,o~w;hia. from the Middle Triassic, { tho,!ad,a'scw 
W~} 

Thallacea . !'JNv ;~,oJ .A small das« of pchigk Tmiicat<"i in 

w. J,.,i.cl·1· •.n).·.l·•.a.nd ... a .. t.fi·,1·.·l·.··•a ... ··1'¢.rl.U.!~.'S .otcu. rat• •fJfJO$.ite e. nd!> <:>f .. t .. h·e b;idy. { ,thlHe'a·:,;hih-i J. 
thalidomide (l~J.t,RMl GnH10Ni'.\1 A drllg usetl. a, n /iC,111-
tive and hyp1m1k; m,;y })l\'li!l.l~.: teratoitcnic effect$ when ad­
minis1ered dudng prcgmmcy. { ~l~'l\<h~,rnid} 

lhaHine fO!l.O c,im,;iJ C,){~N(OCH~)H. <;d(lde~s fOOJn• 
boid~ .~,luble in water m:id meltfrlfrll! 40"C. t 'jha,!i:11 J . . . 

thallh.1m lCfliiM) A mellilHC elt~ment ll)gn:>\IJl l.ll, .symbol Tl,. 
~loJni,;: l!l!lllt>ef 8.1, at(lmic weigh! 1X)4.37; lMoluble in wii~.r, 
soluh!c in µitri.c ,m(! $U.lflirk :idd~, me,lts at 31)1°C, h,,lfa at 
usrc. . l ~lET) . .lll\li~h,whitr ti1.eta! wi,4 fruHke maUeabiH!y, 
but .a lll!le softer; t!$t::d it! ;ifi~)ys, { ;tbiil.i!!'.lllt\} 

tha!liuni acetat(! . trn,is CHl!M.l .. TlOC:OCHf . Toxic, whi~, 
deliquesc~nnryllta1~ .. soluole ln water :md al<.~oha1, melts ,~l­
l3!"C; uMd as 1111 ore•!lokitkm siih-ent ;md in mcdidne. 
{ Jtba)'e·uJJi 'as-~J!it } 

thaU!um--oo.im c!oi:,k .. ll{QtWLJ A ~cvi,'.e .similai: to a eesl!)!l1-
biiam cl(le}.:, but using: a be,im tif l11<1lll1m1 ~toms hJ~l(';ali. of 
ce.\imny~d\/Jlfl!Zl;~~ ~wer;,-;esi.um arc redu"~d seiisitivil}' to mag" 
ni:tlc Ile!¢~ and a higherfr<iquency; the heam, however.!~ 111m:h 
har(lcrto cle.t.:ct,n-KltMlect .. { 'thlil·c<~m '.Mm 'khl:k} 

faalilum bromide • [it.t)i>.c, q1a>i,!J .. · T!Br. · A ,oxh~., yellcw;M1 
~owder sohiofo ill akoluil, ~Hglitly ~iilubki fa. \.)'at~r1 • tl'l<;)IS ;11t 
'1{,()°C'; us,,d ill iiifnised rndlaikm. tnimniinm and detcct<:1t.$. 
Abo lciiiwii M 1.hallous bw,nide. { '1li~H'i,3m 'br6,mrd } 

mamum ca~bonate [mti11c; cH~Ml Tl1cCO) . ToKfo, ;;hin)\ 
1.x.1lorlf.lss needfoij J;oluble \11 Wl!!Ki',. ins(}N~le in ekol"IQ). melt$ 
,I!. ante; us~d ~$ ;in analyt\csl i-.'-;igi:ent and in arti!jd~) g~ms. 
Aiso knt,wn as thi!lou.s t.irbomite, { 'th~h!·Nn 'klit•fo,nat } 

thallll-lJrlelll~oo [INORG Cl!tlMJ TlCl A while, toxic, light, 
~ensiHvc p,w1d<'.i:..slightly s,,!uble inw11tct, h1solubl~ 111 alc<.•h,11, 
m(:!ls et43-0't:; us~d iJS a. t,hfo~jna~iof) ,;aul!y~t 1111d in rri¼\icinc 
aml ~untru, lamps, · A1!ID kno,yn as tl:l~Hou~ d,l,irli:.te,, { 'th~!'. 
c·,~m 'ld6r,Id l 

Uitml.!m h'f\iro~lae flN(i!<G tH!lM} . 'TlOH'H/) T,~•xic Yd­
kw,', watet• aml a}cl.'lh;Jl-s~,lublc needles, d,i¢()1wro~es .itl39"C; 
n,ed a~ .i.n ar.alticaj rnllj!\C 111, . A!.s1c1}:.now!l ,ls th,1Uou:s hydrQ>:­
ide ., . { 'thiihS,llnJ ~"i'driikJf<t } . 

thallium lo(,lldti flNOROCHl,M} TlI Att)X!!:, )'~How p,t)Wd,:rr, 
insohibl~ i1Hili:ohol, ,!iiJhtly ~p!ubk, in water, m~Ji~ ~t 44irC; 
u~ed in infrared mliaH.:m lmnsmimirs and in medicine. llll!.I> 
kMWll Jlli thallotwiodi,~e, { 'i.l,al-et~ll); 'h,111(1 } 

tb&llium m:<i~oxld& • • !11\'0HO CH£Ml . 't'!iO . A. bl~6~; to1d¢, 
w:iier- imd 11l!ll!hlll·'Solub!c pQ~,;der, meHs ~t i:IOl'l~C; ll$.t\d a~ iin 
analytirn! cimg~n! and fo ar1i!),~jal gems :.!Rl optkal glass, . Al,o 
k!'lov,.-n :is•· .. i!111lllum uxide; 11l~lfous r.:<ide, { 'th,li'e';im 
m~'na!;,,$Sdj 

!Mlli~!ffl n!tr~ . (ll!!O!l:9 Q!~:M} TiNOs .. Ccilorh.~ss, .. fo;,;i,\ 
fir.:,ha~rdi>u* cn,;iii,l~ s~l1.19le fr! hot w 11t~t,. in~uJuble in alui, 
ho! ,melts ,1tZ!J6''C, d~~m<1po~e~ at 4$(fC;.u~d.as ~1111n.iiyficel 
reagentand in pyttll~~hnics. Afa(1 k1mwn il~ 1llalloi1& nitrate. 
{ 

1thaH:--~1rt '11!,ttiit } 
thalUum .®'id# &ee th,i/Hurri rr1onpxM~; { '\hal•e·~m 'lik,149} 
thamum sulfate. (lNORG pmM1 . 'P;,St\ Toiit\ •. W!lter~p!, 
1fblc, eoloik.;,J crystals melting at632°(.\ used li~ Utl M.aly!li:al 
r1.~age:nt ..1utl. ill medfa:.foc, rt":fontfo!clcs, imd pelltk:ldc~, .Also 
km;,,.,.,n ;)Ji• .;J)aJ.l,:ms .~u!fate. { 'th,il-;:-.im 's;.>l,fllt J 

U)allll.rm $!.ilflde . t!Nmw.pmMJ ·n~s Lusw)~~• io;;;le,µlu.:, 
bfack ctyllt11l~ lns9fob!e. ln Willlll'.,. ,1fo(lhQl1 an4 etliei:;~~hlbfo in 
mineral acids, melts ,it 448°C; used if/ infrni'¢d•$¢fl.~itive de, 
vi.::es. Al<iO kn~wn llC'i thaHous .sulfi.dc. { 'ilial-1l·~n1 '5;;,l,fid 1 

ThaUol>lorit.1 {BOT) .. One <Jfth~ iwo subkingifoms of plat1ts, 
c!l:,rncted1..i:~d by tM al:i~en~ <:rf spe.c!alii~ li*su,~s. ;Jr ur~?n~ 
~ml ml1l11¢<~llu\~ sei, org.tn~- { /thal-<i:bi'ant'.~ J 

1halloflde eel! .. t1:;t.Et;fRJ A ph<'itm,",mdllct{v~ tell fa whfoh the 
acth~ light,~t::11sl!lve material li 1h~1llum ,);<.ysulfid~ iri a \'M• 
uurn; k lw.s mtiK(inum re$pmlSC at I.he• 1\,'<l en4 of lhc. visiti.fo 
spectrum and in th~ lltl,iiinfr,;u:ed'. { 'thal:·~, fi:d ,$el} 

Thallophyta . [~<iTl The. eqtHVal¢nt name for Tl\allobion1a. 
\ th:~ 'illfol,hi } 

Thallophyta 
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2054 Weber .. Christian .disease 

Q 

~- -,.,.-"1 F .~- ~ 
--· I "" ·)K'. ............ 

J 
l'li~ :;:n;;:µe of -~- 'ived~~ 1.;,_~d ii: 
lia~tm1:1 o.f f•r~-::s· · ~.r~tin:t on· it~ 
f i~ $lll!tll<:t Ui;>)'ll.<i,:J .!1,ti,11, Q h 
"-t.~}~' f~').tt~ ~t'l be ~.J.t'(;J;tf:d.,. {J t-t 
i~gt~"! bet:~~':~"!:~~- •~tr~.~~;~~· <rt :;.9:~<~~~-

Web~(-Chfl~l;:1.11 dlseas~ . JMi;r:,J Febril~, r~~h,ps\1ig, nodular 
n<1nst1pp,;1t,UiVt: p;n,i,i,~,ijtti$. {·'vll·h~,r 'J.;xfaih::m rli,z~.z J 

Webt,if diffunm1i.al et.iuatlon (MATH l . A s~«cial c:;i.;x: !lf the 
,~\'tnf!uem hyf1t~rienme1rh:: eqmitimr that hus as s1,Ml9n a i:oo• 
i'hient hyperge•nwtdc ailtl~s. ,i\J:,JJ knwn s~ W1~b~r-I-k1m1tt 
1:q1<11tim1 .. { '\'sJ1,,r ,~ihhc:n'cfa~l i'};wih:fa~n) 

Weoor,Herml!l:} equtrtlQn Weber diffori!lltl::.ll · equatiMi. 
{ 'viHir.i,\:',..··rnet i;kwa·zhr.in 

W~be:rlan appa~atus (v,mnoof A series oflmny <:>s.,kfos 
whkh form ;i chl!ill ,,-itmef.'.ting llw•~wim bl;itld1:r wilh th.,i hrn~ir 
ear ln fishe.r. ufthc superortler(M,;riophysi. ( v;l'hi1'c',.m ,ap­
*•rnd·.:.s} 

Weberl,m OSSl(!{l,l [VEKf Z(is)J Om~ of 2 thafo of thr..~ Of 

four $man bones 1h,1t • make l.)J> . th,J. Web11cn:a.n • l!{$fmtl!t!J~. 
{ v§'b!r-e.·M '1i$,::i-!<1l!.} 

Wl;l~tit~ · [M1N1,1<A1.J N3iMgAll\ .. A. light gtl!)', orthothom, 
hie min.erai !,'tJn,i~ling. iif an alurni11:t>lluo:ridi;< of sodium md 
magnesium; o~cu,/i as grafa,s and m,is;;:cs, .· { .'va'b~/it i 

Webe(number 1 [!'l •. Ml,tHl ,A,·dhnensk1t!l1:s •. 1mit11>myscd 
in the. i-;tudy of ~mfac,) ,,~,i.,~lonw&ve$ and b1Jbble foti,,atkin, 
,~qw~l t,) ilie pmduct ,)f the sqtme of tnevefodty of: th-.! wl!ve 
ot the flu.id v#Q(:i!y, thinfonsity of the fl~i:,), ~ll~ acharacierlstic 
length, dMded by !he surface tenslon, Symwliz"'<l N,r,,f, We, 
{ 'v,Hi~r:n;im-1,::ir 'w;inJ 

Webert1:umbet l! tr,1,Mtti-!J A <lJrncnsfoi,fos~,,tmitici, e,;w:il 
w ihe sqmu:i: ,;JQ( t.\l' W0llllf i,u,,)b<\r ·· 1, Syi,)b()lit.<~d lliw,,J> 
{ 'vii,h;ir;mm,'l>~1, 'ti) J . . 

Weber number S fcimM !:NO] A dimensk,t!}ess numh~r ur.ed 
in.h,fotfadal ,1re;itfot,mni1wtit1f!_fodisti!l;Hi!ln•equipme11t, ~;i1rnl 
t() ,h,~ ~mface i.ern,km divided by the pmdw,t !;!l !lie llquld 
dt~nsity, · 1J1e a!,-.:elcmtlon of ~ravlty, un<lthe. depth (lfllqu!cl n11 
1he. !fi\Y under c:onsidemtii:m, $y1t1bnlize,J Nw,)• { \·a-b;ir 
}n~m-!i:ir %t".iJ · · · · · · · 

Weber's !aw . {NtYS.10} · Th(l law. !ha! th~ stilnalu$ lncl,~m,~nt 
whfoh .tan tmr~~.l' l11:1 tiei,~1:ed (lh,~ ju~l n<'itk,~,ih!t~ ctlffo11~1v.·x~) fat 
a, wn$Mm. i1·1:,~ti<1n oftht~ lt!hl;il .magnitude .oflhe ~!htmhii,.; this 
l, ,1nly an app,:,,ixlm:i.tt: rule of thumb, { 'v~•b~rz ,Jo} 

IAll$:l?-fed pre$$ tc~Armcsf f'rintingpr~~sde~!gw'.lcl tc, 
p~f)~f fmm w!b instcl"ld ofsht~~,1;;; large web preis~,:, ,:,ffl:'J' gm~t 
spt,,,~d @d economy for l.on§. press ru,ts, tm1 higr, makim~a!.i)· 
Mt.t pfa~ c1istsrmike then1wo cosily for shon rum,. { 'wtb 
;fed 1.pr1~:s.} 

w-eb frame .. tr~,'I'{ ~l(Cttl .. A l:itillt,~Jj m~mb(.:f w»~i~ti~g of~· 
wd:i pfa.ie wilh single Gr double bane: f1Y¢lC<l ()f wcklcd to hs 
edg.ei,: web friimc~ ~.e placed seven\'! fr~11ll:, $fi,iccs ,.\J,l<ift with 
sma!!i!t frum~s fo. b~twe!!n, {'web., frilm } 

websteri-ie .See ~Ji.nilini\;:, { 'web•st<1,rll}. 
\"lect9aH C:titte~t · {Of~1~NQ!."i!:J A ,tirf:ace current~vhich tk,ws 
ln ,m !lll$tti!']Y dh~~cd,1n frt1m the Wciklc}l Sea outside the Hmll 
Qf th~ W!!st '>V!nd Dnfi. { v,,<)'dd 'kll'r;)ut} 

weddt!llie [MINS~,S,!.j C&Cit\ ,2H10 A coj()!'l¢S~ fo wh\t,~ 
or y,;:llowMi~bw\V!l k1 brQW!l, t~rragona!. m!nt1t~1l _ t,)ti~lsting of 
c~klMj(\li.il.late dibydt21e., .. { '-~1•~e,Ht) 

We:dooer•Betgeron pro¢ess See Bergeron•Findeisen 
{ :'vi!cl".;n1~~r· iberih~trun.,ptil~s~s } 

wedge !COMMVN) A ¢,,,wcrt;M! fiMcm ,,f ~'\qually ~pi,,~ed 
bhicbfi~ white !hie$, llsed in;i t~l~~··l~k1n mst rmnem to lndkm.e 

. rc;,ofmlon. [or,.~ EN<::] A piece of re,ista.nt m.:il.erial. w!Jm,e 
two ll)lljQrnirf~<>'l:$ mllk~ ~11 ~~,is ;.ii:ig\e, fm,J;cfR.<lMAOJ A 
Wiiv,~g.uide terminMion consfa,lng •fa tsp,'.l'<ld !cngtl\ of dissi• 
pat!ve m~t-.!fisl i!ltrn,foced into !lie gu.id,;, s,lGh ~$ oar~mi, 
teNol . fo. ulti:,m,nJc 1.er,tf11g, ·ii• ifavlc~. which direct~ wa<11~s of 
(iltnt,tWi<.: esieig)' im() tilt~ t~st pi~ce ~Jan angle. {MBrnU,f()L] 
s,~'/} .rkl/J{,!, [rn>:rti:~J L An. optical mtei h} whi~~. I.hi;: !rim~, 
rnh,$itm d~cri:use, t(m!hiuou~ly ;:ir in ,t(.."j}S from one end tothe 
other, .. a, A refracting prisrn oheq· small ang!e, hlseitcd _in 
tm ;,p!icallr,lis1 to irtl!\1dr1ce a bend Ji, 1/l,e i~\)'Jl<l!h. . { \~t>J } 

wedge-base \.;imp tm .. Ee] A ,rn~ll indkatot !amp fo3t h~s 
\>Jh\~ je;;ds{ok!ed b;ii:'k on i:ippt1~i1~ sid~« of a flat ifas:; b;i_~e, 
{'wcJ:ha., 'l~mp J 

wedge: bit. [oES e,'<G] A iai~1~•n(m~ .Mncori!lg blt, ui,.~.;! to 
tt1.J1m_ 01it OJ~'. lxite!11.lki '.1l\1ngsidt~ th,~ _~t~d dei!e~ting. wooge fo 
liofo,tJdl.~1-:tkm opim,,it)ns, Afan kMwn ;i~ buH,-~,,.~e hh, 
wedge te~ming l,il; Wt"l\igiµg .bit ! )vej ,blt } . 

W13<19J3 bt;.indlng [1iN1iJ · .A .type of lhermo,:ompreoslon bm1tl, 
ing in which a wedge.,sh;;p;!d 1,.1;.iJ i~ us,~ t\l pre,s a small 
seCl!on 6f the Mid· wire <1nto ilm fon.<ling p~tl. of ,tn • i.ntt\!,;~lN 
drcxiiL f' w~J,txliid-iQ } 

wi?.dge core lifter [M1'Cfl l:NC,l .,',. c6rn,gdpph1g device con. 

V'teierstrassia(l elliptic function 

sisting of a ~erie~ of three or m,100 serrntfd--fm:e, .(npe~d wcd~~ 
~~'lmillned . in .~fottoo and tapet!!cl re<>~./ise,. cm inio the inner 
surface of ii liftet.C:.l$~.or·sleeve;.lhe.rnse ir. thfi~udcd. to the 
hmer tuqe of s· l:ote bane/~ a11;,! a~ me cow cntl:r!i thr: jnncr 
tub9, itlifa~ ll!l;l W1Xlgl;ln1p ::\krrtgJl;t, CiiSt~ ll.lJ'lt~r: ,,/f!crn/1.e b,itrtl 

r~is.~d, thew,~dgcs ,,.,-.~ pullcdti.ght, gripping theqlre. { \.,.i!J 
l!jf-.tQf·} 

\lmdge filler Jm.1<.:t!iO.l . A rndiatior. fi.ltet :;o com,trt;ctcd lh~t 
ii~ lhk:1'.ne$~ ur t,l'all$!lll~~ioll cfomict1.:rl~tic$ varycontiw:iously 
,)r iii step~ f1uqi ()nC ,xi~e to the 01.h,\r; used w incrnas.:i (ht~ 
uniformlty of n1diati()n i.;l-c,~r1.ain type;; oftre~tment. { 'w~1 
:fil{~t} "' 

wedge photome1er (E,NG]. A. ph"'lometet in whidi Jh>:: lu­
mln~us flux d,.-,nslty. of Hgh( frp_m two so\m:cs is ma~fo cqiitllby 
pushlng lJit(f \!le l:>es/1t fr(rtn .• the l:>right~r ~~lll(cc a wedJJ.e ,;if 
aosoroing nistcria!; ,he wedge hm, ,1. s~\alc fodfr:,:tiug .how 11,uch 
lt n,-duce~ ihe !lull density, so· tll,tt th(l luminot1s h11c-ns!tlf:S of 
the Wtll'<.~$ may ht~ ,~ompared, { 'w,~j fo'tfow,~tk~r } .. 

~!!lge ""!3mln!il nltS~t wed~,~ ~it { :w:t'!f~m'i!'J Jih l 
o/eijge spj9()trograph . {lll't\t:l'] A ipe<::~graph in which tt,e 
intilf!~i!y of. thil radi~tlon p;mslng thf~1ugl\: the. ~,1,ranci> f;liI is 
•rnri-.:d by ;noving m1 optical wcdg\l, ( 'wi,\j 'spllk'tr:i,t11:;1f l 

'!l'ffldgb)g [ENO] 1, .<\,method µ,,,d ln qullnylng m obta\n 
largc1 nlJUla.· b:IO:Ck.S ofbuijrlil,~#~ne"; n n)1vofhnl~ .is (ln!lect, 
i}ltl:\(lr 'by ,himd O,'. i:iy pneumade 1tilb'. dq5e. 10 ca<:h olhi;:r w 
that a).ong!tudln3Jcrevii::c ls. formed into whid1 i1genlly ,;!!lpini! 
~teel wedge ancl lhe bl;Jck: of ~t,:me ,:rui l:x: !k.t.a1;hed 
wlthcrut ~hatterln.g, . . The ,Kt of dm11gfog the eour;;c . ,~f .~ 
b\?elwle ~Y u,in~ a defi~;.:tilig. wc(lgc, .. $, The !mlglng of t\~<l 
qrm<>l:f.!. \V!ldgJ::,~~Up!!cl pics:e.:, i,.1fcqre_it)~i4f a.C{l!'(l !J,u.,-.::l,·;iml 
th~"-cfore bhx:king it.. 4, Th!l material. n-11,s:.'l, m wo\'ttl 11&t1d /<) 
wndcr tb1'. $halt foilng tight { 'we:H\l } 

W~"l:lglng blt Se~' wedge ML { 'w~~j-i(J ,hit } 
wee{f fno,J _ A plant !hllt la us0:;les, or oflow.cconomicvlllll•~, 
e,~pcci;tl\y ¢ne .zrowiuz on .:uhiy!lted h.md -~ the di:<trim~ni of 
!h~ >::n.ip.. · { we¢ } . . 

week (As-riwi-;J A· time period (:)f 7 •· day5 whkh has b<;"t:n 
accepied from ancient Babyki!l; the 7 days of the. w~i!kweic 

.· IJ.ri;tg!\>i'!l:l 11ame:, of ih·~ .~twen ~eh-:stla! b,Jdies: U~ $l;lt,, ni9<m, 
11nd flv~ v.isible pla,~ets, { wel,l.} 

weer htd!li · t<:!Y EN«J A h~I•~ in a ,1/ood sm, rot~inlr'.g wall, 
or oiher ~tmciu.re · 10 n!low acc\lm11lmed water W e:;cap<;,, 
{ •w~,p } 

we.epiog C<lt.e [PEtlW ENqJ A com cut thal is covcr~d wHh 
M!jdJk: di1ipa i'lf fti,ltl 'i'<'ht::nil i~ broug;hl 10 ll~e surfm:e; usu,i!ly 
im'l1@t1\•\-; of $.,fof!t,~k th.it.will µrm.luce !iule ,,l!. { 'w~pdu 
'k()r} 

weeping spring See i,pring 5eepage. { 'w~fl'hl '~piin} 
weevil l!Nv.:zoqJ Any qf v;\iii;u~ snout !x:eiJ.es who.~•~ lnrn~ 
<:lcsir,:W ,:rops ily e,~ling th,i h1te1ior ~if th_.-! fm/1 or gr~ln, or bQre 
,hrotigh !he. b~rl.;h\to the pitf'l;;1f 1-mm)' ir.:;,>s. ! 'w~,vc:,l } 

w.eft..<;ee ilmnii. { w~fr} 
weft knlmng r1ixrj A. knitting prl11.~ss iu wh1d1 a -~,)Mfo• 
utm, _y~m. is 9ai·tkd in ct9~Rwis~'. ww:,, { •w~,rt ,ni,HC1J 

Wef:!Mer-s ~ramHoNWtosls (Mil!)) A t.ire, .dlscn1,e of \in' 
kMwn. ~,ms;iilon dfaractedzt':d. by necr~tlzlng granufomJl~ ll1 
th" &fr pas$,ig~, .n,~,,rotii.ing vas@litis, .and · glomemfois, 
! •y~•girn:iri: ,gran·y:i·l:.'.<'m<l 'l~".i·s~s } 

Wehnelt cafhooe :1e:e oxi~c-,:mi1e-;J ~Mhmk. {'viili,t,lt 
,k;ith,ocl>} 

wijl)fliite- [MINBRAL1 Brrc A> mhi~i-al th~, is a ;.iafrvc ,,!k,y 
of bismuth l!nd teilufium, Afoo known ai mlnm glance. 

A peridml(e ca:mt:to~tid pdm.:lp;iHy of <Jllvliw ~11d ,% 
nopyroxenewith iims:;-;icyc,p~queoxldes, { 'wcr,!lt} 

welbµ!ll!-e . (MiN~Mlcj Pb.;Bi1,S~Sc;! A_ siuel • grny ininer~l 
ccyn~l~tillg of le~ b\si11t1t!l sulikb ~vhh sele,)hrtt, tupll'!drsg ilw 
sulfit.k.:. t11.":1:1m,; hi indh;till<,t prlsmaifo ciys,,ils in ma.ssh·~,Jt,rm. 
{ 'w"l,M,lit} 

Weietstr.lS$' ap~roxlmatlon t11i,orem fM'.0:mJ Awntimi-
01~~ ~e;il~val~n)i1 fu11ci\on •iia dr'l~ed fm(',r:val can b~ unlfom1iy 
,.\J~Pl'<1>:.im~t~if1 by pQ!yi.wn.{;.l~. { 'vt·:>r,shtrli5 ~,prak-s*'m!i· 
$ll;)1i 1thi:r-lm} 

Weierstrass fur11itl,:ms: {:.iATHJ U~ed fa th!!- catcillur, ofv~ri~ 
,;tiow,, tht~~<,l d~t.ermli:i,, {u,nctions s:ili4;1'ingt!Je Eult~r~Liigr:.i11gc 
¢quat!mi ,m~. Ja;.:obf ~ condlt\on whl!~ n;aximtlfog ii given ,Mi­
nlt~i !nlcgn:,J,. l 'Yh'!, ,~lnrlis ,fa1)k\~h;;,iiw, } 

Welarstrasslan elllptle fum::tlon (Ml\lHJ A functim d:i;it 

w 
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information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; and (3) the 
principal purpose for which the information is used by the U.S. Patent and Trademark Office is to process 
and/or examine your submission related to a patent application or patent. If you do not furnish the 
requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine 
your submission, which may result in termination of proceedings or abandonment of the application or 
expiration of the patent. 

The information provided by you in this form will be subject to the following routine uses: 

1. The information on this form will be treated confidentially to the extent allowed under the 
Freedom of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records 
from this system of records may be disclosed to the Department of Justice to determine 
whether disclosure of these records is required by the Freedom of Information Act. 

2. A record from this system of records may be disclosed, as a routine use, in the course of 
presenting evidence to a court, magistrate, or administrative tribunal, including disclosures 
to opposing counsel in the course of settlement negotiations. 

3. A record in this system of records may be disclosed, as a routine use, to a Member of 
Congress submitting a request involving an individual, to whom the record pertains, when 
the individual has requested assistance from the Member with respect to the subject matter 
ofthe record. 

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the 
Agency having need for the information in order to perform a contract. Recipients of 
information shall be required to comply with the requirements of the Privacy Act of 1974, as 
amended, pursuant to 5 U.S.C. 552a(m). 

5. A record related to an International Application filed under the Patent Cooperation Treaty in 
this system of records may be disclosed, as a routine use, to the International Bureau of 
the World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty. 

6. A record in this system of records may be disclosed, as a routine use, to another federal 
agency for purposes of National Security review (35 U.S.C. 181) and for review pursuant to 
the Atomic Energy Act (42 U.S.C. 218(c)). 

7. A record from this system of records may be disclosed, as a routine use, to the 
Administrator, General Services, or his/her designee, during an inspection of records 
conducted by GSA as part of that agency's responsibility to recommend improvements in 
records management practices and programs, under authority of 44 U.S.C. 2904 and 2906. 
Such disclosure shall be made in accordance with the GSA regulations governing 
inspection of records for this purpose, and any other relevant {i.e., GSA or Commerce) 
directive. Such disclosure shall not be used to make determinations about individuals. 

8. A record from this system of records may be disclosed, as a routine use, to the public after 
either publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent 
pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 
37 CFR 1.14, as a routine use, to the public if the record was filed in an application which 
became abandoned or in which the proceedings were terminated and which application is 
referenced by either a published application, an application open to public inspection or an 
issued patent. 

9. A record from this system of records may be disclosed, as a routine use, to a Federal, 
State, or local law enforcement agency, if the USPTO becomes aware of a violation or 
potential violation of law or regulation. 
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Electronic Acknowledgement Receipt 

EFSID: 29874848 

Application Number: 15610089 

International Application Number: 

Confirmation Number: 4757 

Title of Invention: ARTICLE OF FOOTWEAR HAVING A TEXTILE UPPER 
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Customer Number: 78342 
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Filer Authorized By: 

Attorney Docket Number: NIKE.276100/081313US82CON 
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Art Unit 3765 
( Not for submission under 37 CFR 1.99) 

Examiner Name I MARIE D. BAYS 

Attorney Docket Number NIKE.276100/081313US82CON 
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That each item of information contained in the information disclosure statement was first cited in any communication 
from a foreign patent office in a counterpart foreign application not more than three months prior to the filing of the 
information disclosure statement. See 37 CFR 1.97(e)(1 ). 

OR 

That no item of information contained in the information disclosure statement was cited in a communication from a 
foreign patent office in a counterpart foreign application, and, to the knowledge of the person signing the certification 
after making reasonable inquiry, no item of information contained in the information disclosure statement was known to 

D any individual designated in 37 CFR 1.56(c) more than three months prior to the filing of the information disclosure 
statement. See 37 CFR 1.97(e)(2). 
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Privacy Act Statement 

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of the 
attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be advised 
that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited 
is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark Office is to 
process and/or examine your submission related to a patent application or patent. If you do not furnish the requested 
information, the U.S. Patent and Trademark Office may not be able to process and/or examine your submission, which may 
result in termination of proceedings or abandonment of the application or expiration of the patent. 

The information provided by you in this form will be subject to the following routine uses: 

1. The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act 
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the 
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records. 

2. A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a 
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement 
negotiations. 

3. A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a 
request involving an individual, to whom the record pertains, when the individual has requested assistance from the 
Member with respect to the subject matter of the record. 

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for 
the information in order to perform a contract. Recipients of information shall be required to comply with the 
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m). 

5. A record related to an International Application filed under the Patent Cooperation Treaty in this system of records 
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization, pursuant 
to the Patent Cooperation Treaty. 

6. A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of 
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)). 

7. A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, or 
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to 
recommend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and 
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this 
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make 
determinations about individuals. 

8. A record from this system of records may be disclosed, as a routine use, to the public after either publication of 
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record 
may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in 
an application which became abandoned or in which the proceedings were terminated and which application is 
referenced by either a published application, an application open to public inspections or an issued patent. 

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law 
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation. 
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571-272-7822 
Paper 29 

Date: August 2, 2013 

UNITED STA'TES PA'TENT AND TRADEl\1ARK OFFICE 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

adidas AG 
Petitioner 

V. 

NIKE, Inc. 
Patent Owner 

Case IPR2013-00067 
Patent 7,347,011 B2 

Before MICHAEL P. TIERNEY, NHCHAEL J. FITZPATRICK, and 
JAMES B. ARPIN, Administrative Patent Judges. 

FITZPATRICK, Administrative Patent Judge. 

ORDER 
Conduct of the Proceeding 
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Patent 7,347,011 B2 

INTRODUCTION 

On July 31, 2013, a conference call was held among Judges Tierney, 

Fitzpatrick, and Arpin; counsel for Patent Owner, Nike, Inc. ("Nike"); and counsel 

for Petitioner, adidas AG C'adidas"). Counsd for Nike requested the call to 

confer with the Board regarding a proposed motion to amend claims. See 37 

C.F.R. § 42.121(a). The Board had instituted this review on all of the challenged 

claims of Patent No. US 7,347,011 B2 (the "'011 Patent"). Five of those 

challenged claims are independent claims. 

During the call, counsel for Nike explained that the proposed motion would: 

(l) cancel a11 of the challenged cfaims (i.e., claims 1-46); 

(2) propose one, substitute, independent cfaim for one of the cancelled 

independent claims; and 

(3) propose "about" four to five, substitute, dependent claims for one of the 

cancelled dependent claims. 

During the call, counsel for adidas did not object to the reduction in the number of 

claims resulting from Nike's proposed motion to amend. 

Pursuant to 35 U.S.C. § 316(d), a motion to amend may propose a 

reasonable number of substitute claims for each challenged claim. "The 

presumption is that only one substitute claim would be needed to replace each 

challenged claim[.]" 37 C.F.R. § 42.12l(a)(3). Thus, typically, a challenged claim 

may be replaced by only one substitute claim. See Case IPR2012-00027, Paper 26, 

dated June 11, 2013 (expanded panel)("Idle Free") at 5. 

Counsel for Nike inquired whether proposing about four to five, substitute, 

dependent claims for one canceHed dependent claim is reasonable. 

DISCUSSION 

2 
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In Idle Free (id. at 6), the Board noted that, if more than one substitute claim 

is proposed for a challenged claim; for each proposed substitute claim, the patent 

owner is expected to make a showing of patentable distinction over all other 

proposed substitute claims for the same challenged claim. The Board further 

explained in Idle Free (id at 8-9) that: 

In the event a patent owner proposes more than one substitute 
claim for any one challenged claim, the patent owner may additionally 
1abe1 each one after the first as a proposed new claim, to signal its 
special status, but also identify the challenged claim which it is 
intended to replace. As explained above, a patent owner has to shmv 
a special need to justiJ.y more than one substitute claim for each 
challenged claim. In such situations, the patent owner needs to show 
patentable distinction of the additional substitute claim over all other 
substitute claims for the same challenged claim. If the patent owner 
shows no such patentable distinction or any other special 
circumstance, then at the Board's discretion, the proposed additional 
claim may be denied entry, or it may be grouped with, or deemed as 
standing and falling with, another substitute claim for the same 
challenged claim, e.g., the first substitute claim, for purposes of 
considering patentability over prior art. Each substitute claim for the 
same challenged claim should be proposed.fbr a meaningful reason. 
Submission qf multiple patentably non--distinct substitute claims is 
redundant and not meaningful in the context ofan inter partes review. 
(Emphasis added.) 

Under the guidance provided in Idle Free, if the about four or five substitute 

claims proposed for the same chaHenged claim are shown in the motion to be 

patentably distinct from each other, then they are likely not unreasonable in 

number. If, however, no such patentable distinction is shown in the motion, then 

as is noted in Idle Free (id at 8 ), the Board in its discretion may deny entry of the 

excess claims or group the multiple substitute claims together for common 

treatment over the prior art 

3 
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Additional guidance is provided in the Olfice Patent Trial Practice Guide, 

77 Fed. Reg. 48756, 48765-66 (Aug. 14, 2012) and Case IPR2012-00005, 

Paper 27, dated June 3, 2013. 

CONCLUSION 

The submission of about four or five, substitute, dependent claims to replace 

one cancelled dependent claim under the proposed circumstances appears 

reasonable, so long as the claims are patentably distinct from each other. 

It is: 

ORDERED that Nike has complied with the requirement of 37 C.F.R. 

§ 42.12 l(a) to confer with the Board prior to filing a motion to amend. 
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PETITIONER: 

Geoffrey K. Gavin 
Vaibhav P. Kadaba 
Kilpatrick Townsend & Stockton LLP 
Email: ggavin(~kilpatricktownsend.com 
Email: wkabada(~.kilpatricktownsend.com 

PATENT Ovv7NER: 

Jonathan van Es 
T'homas Pratt 
Joseph ivi. Skerpon 
H. Wayne Porter 
Banner & \Vitcoff, Ltd. 
Email: pvanes@bannerwitcoff.com 
Email: tpratt(q}banne1witcoff.com 
Email: j skerpon@)bannenvitcoff.com 
Email:wporter(q)bannerwitcoff com 
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571-272-7822 
Paper 30 

Date: August 12, 2013 

UNITED STATES PATENT AND TRADEl\t1ARK OFFICE 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

adidas AG 
Petitioner 

V. 

NIKE, Inc. 
Patent Owner 

Case 1PR2013-00067 
Patent 7,347,011 B2 

Before JOSIAH: C. COCKS, Administrative Patent Juc{r:;e. 

ORDER 

I'v1anagement of this proceeding has been transferred from Administrative 

Patent Judge lviichael P. Tierney to Administrative Patent Judge Josiah C. Cocks. 

All orders and time for taking action remain in effect unless changed by Judge 

Cocks. All communications with the Board should be adapted as necessary to 

reflect this change. 
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PETITIONER: 
Geoffrey K. Gavin 
Vaibhav P. Kadaba 
Kilpatrick Townsend & Stockton LLP 
Email: ~g~g,1 '/111({:~).k-i 1J)atri cl(tc,,:\r11seraci~ C\)rn. 
E111ail: \V~k~at~a<l~1(i~),k ilr)atri cktt)"\A/t1ser1{]. ct)111 

PATENT O\VNER: 
Jonathan van Es 
Thomas Pratt 
Joseph l\t1. Skerpon 
H. \Vayne Porter 
Banner & \VitcofC Ltd. 
E111ail: JJ,,,,ar1es(i~~.1Jt1-r111er\\.fitc()±:f~c()rr1 

f~111ail: j sk ert)(}t1(ij) 1:1,11111(::r\\/itcc;ff. C-(}tll 

I~mail: \~/_[}()rtcr(i{-f:.l,a.n11e1·v•/itc()~ff.c(}DJ 
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UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

adidas AG, 
Petitioner 

V. 

NIKE, Inc. 
Patent Owner 

Patent No.7,347,011 

Inter Partes Review No. 2013-00067 

NIKE, INC.'S MOTION TO AMEND 
U.S. PATENT 7,347,011 
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I. PRECISE RELIEF REQUESTED 

Patent Owner (NIKE) moves, pursuant to 37 C.F.R 42.121, to amend U.S. 

Patent 7,347,011 ("the '011 patent") by cancelling issued claims 1 through 46, 

substituting claim 47 for issued claim 16, substituting claims 48 and 49 for issued 

claim 19 and substituting claim 50 for issued claim 20. Appendix 1 lists exhibits 

cited in this motion. 

II. CLAIM LISTING 

Issued claims 1-46 are cancelled. Substitute claims 47-50 are shown in 

marked-up form relative to the issued claims for which they are substituted. 

Claim 47. (Substitute for independent claim 16) An article of footwear 

comprising an upper incorporating a [weft-knitted] flat knit textile element, the flat 

knit textile element .Qlhaving flat knit edges free of surrounding textile structure 

such that the flat knit edges are not surrounded by textile structure from which the 

textile element must be removed, some of the flat knit edges joined together to 

form an ankle opening in the upper for receiving a foot, the ankle opening having 

an edge comprised of one of the flat knit edges; and (2) having a first area and a 

second area with a unitary construction, the first area being formed of a first stitch 

configuration, and the second area being formed of a second stitch configuration 

that is different from the first stitch configuration to impart varying properties to 

the textile element; and 
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a sole structure secured to the upper. 

Claim 48. (Substitute for dependent claim 19) The article of footwear 

recited in claim [ 16] 4 7, wherein at least one of the first stitch configuration and 

the second stitch configuration forms an aperture in the [weft-knitted] flat knit 

textile element and the joined edges shape the flat knit textile element to form a 

lateral region, a medial region, an instep region and a heel region of the upper. 

Claim 49. (Second substitute for dependent claim 19) The article of 

footwear recited in claim [ 16] 4 7, wherein at least one of the first stitch 

configuration and the second stitch configuration forms [ an aperture] a plurality of 

apertures in the [weft-knitted] flat knit textile element, the apertures formed by 

omitting stitches in the flat knit textile element and positioned in the upper for 

receiving laces. 

Claim 50. (Substitute for dependent claim 20) The article of footwear 

recited in claim [16] 47, wherein the [weft-knitted] flat knit textile element is one 

of an exterior layer, an intermediate layer, and an interior layer of the upper, and 

the joined edges shape the flat knit textile element to form a lateral region, a 

medial region, an instep region and a heel region of the upper. 

III. DISCUSSION OF SUBSTITUTE CLAIMS 

As explained below and in the accompanying testimony of Ray Tonkel, 

Exhibit 2010, this amendment and the substitute claims comply with 35 U.S.C. § 
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316(d)(3), 37 CFR § 42.121, the Board's August 2, 2013 Order (Paper 29) and the 

Board's August 16, 103 Email. The amendment proposes a reasonable number of 

substitute claims, does not enlarge the scope of the claims and does not introduce 

new matter. The proposed claims are patentable over the prior art, including prior 

art identified by the Board in its Decision on whether to institute a trial and other 

prior art known to NIKE. Dependent claims 48 and 49 are also patentably distinct 

from each other. The proposed substitute claim language uses commonly 

understood terms that should be given their ordinary and customary meaning. 

(Tonkel Dec. (Ex. 2010), ,r,r 60, 68, 71, 74, 78, 83, 87). 

a. Compliance with 35 U.S.C. § 316(d)(3) and 37 C.F.R. §§ 
42.121(a)(2)(ii) and (b)(l) 

Substitute claims 47 - 50 do not enlarge the scope of issued claims 16, 19 or 

20, do not introduce new matter and are supported by the original application that 

issued as the '011 patent ("'011 application"). 

Substitute claim 4 7 narrows the scope of issued claim 16 by changing "weft­

knitted textile element" to "flat knit textile element." (See '011 application, Ex 

1003, p. 168, if[42] ("weft knitting ... include[s] circular knitting and flat 

knitting")). The '011 application supports this "flat knit" textile element 

limitation. Originally-filed claim 65 recites "an upper incorporating a textile 

element formed through a flat knitting process." (Ex. 1003 at 184; see also Ex. 

1003 at pp. 179, 181 (originally-filed claims 19 and 38 reciting "flat knitting."); pp. 
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168-69, ,r,r [42] - [43] (describing element 40 as being a flat knit element), p. 173, 

if[54]; pp. l 75-76,if[59]; Tonkel Dec. (Ex. 2010), ,r,r 38-39, 58-59). 

Claim 4 7 further narrows the scope of claim 16 by requiring that the textile 

element have "flat knit edges free of surrounding textile structure such that the flat 

knit edges are not surrounded by textile structure from which the textile element 

must be removed." Support for this limitation is provided by the support cited in 

the previous paragraph for "flat knit" textile element, by Figures 8, 10 and 11 and 

by the portions of the specification associated with those figures. (E.g., Ex 1003, 

pp. 192-95, p. 166, if[35], pp. 179-84 (originally filed claims 19, 38 and 65); see 

also Tonkel Dec. (Ex 2010), ifif40, 62-67). Figures 8, 10 and 11 illustrate 

configurations for the claimed textile element that, in contrast to the illustration in 

Figure 9 (Ex 1003, p. 193) and the accompanying description noted above, have 

flat knit edges without any surrounding textile structure. Contrary to the 

embodiment shown in Figure 9 and claimed in issued independent claim 36, a 

textile element flat knit to a configuration like that shown in the examples of Figs. 

8, 10 and 11 need not be removed from a larger textile structure and already has a 

knit structure in a desired configuration. (Tonkel Dec. (Ex. 2010), ifif36-37, 40-41, 

62-67). 

The scope of issued claim 16 is further reduced by the added claim 4 7 

limitation that recites "some of the flat knit edges joined together to form an ankle 
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opening in the upper for receiving a foot." The '011 application supports this 

limitation. For example, when edges 42a and 42b in Figure 8 (Ex. 1003, p. 192) 

are joined to form heal seam 52, one of the other edges 45 of the textile element, 

constituting a u-shaped area of the textile element, becomes an opening in the 

upper forming ankle opening 36 shown in Figures 1-4 and 6. (See Tonkel Dec. (Ex. 

2010), ,r,r 69-70; Ex 1003, pp. 187-191 and p.167, if[38])). The scope of issued 

claim 16 is further narrowed by the claim 4 7 limitation "the ankle opening having 

an edge comprised of one of the flat knit edges," which limitation is also disclosed 

by the '011 application. (Tonkel Dec. (Ex. 2010), ifif72-73). As just described, the 

edge 45 shown in Figure 8, which can be flat knit as discussed above, forms part of 

the ankle opening 36 shown in Figures 1-4 and 6. The remaining limitations of 

claim 4 7, regarding unitary construction, stitch configuration and sole structure, are 

part of originally-filed claim 20 and additional support may be found, for example, 

at Ex 1003 at p. 162, if[l l]; and at p. 168, if[40]. (See Tonkel Dec. (Ex. 2010), ,r,r 

33, 35, 58). As is evident from Figures 1-8 and other portions discussed above, the 

'011 application discloses all the features of claim 47 in combination. (Id. at if75). 

Substitute dependent claims 48-50 change "weft knitted textile element" of 

issued dependent claim 19 to "flat knit textile element" for consistency with claim 

47. Claims 48 and 50 further narrow the scope of claims 19 and 20, respectively, 

by requiring that "the joined edges shape the flat knit textile element to form a 
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lateral region, a medial region, an instep region and a heel region of the upper." 

This limitation and its combination with other features of claim 48 and of claim 50 

are supported in the '011 application, such as in originally-filed claim I (Ex 1003, 

p. 177), and in Figures 1-8 and the accompanying description. (Ex 1003, p. 165 

if[31]; p. 166, if[35]; p. 167, if[37]; Tonkel Dec. (Ex. 2010), ifif77- 79, 86- 88). The 

'0 11 application discloses that following the joining of edges, the textile element 

exhibits the shape of upper 30 depicted in Figures 2-7 (Ex I 003, p. 167, if[36]), 

which has a lateral region, a medial region, an instep region and a heel region. 

(Exl003, p. 166, if[34]; Tonkel Dec. (Ex. 2010), if77). 

Claim 49 further narrows claim 19 to require that there are "a plurality of 

apertures in the flat knit textile element ... formed by omitting stitches in the flat 

knit textile element and that are positioned in the upper for receiving laces." This 

limitation and its combination with other features of claim 49 are also described in 

the '011 application. (Ex 1003 at p. 174, continuation of if[54]; Tonkel Dec. (Ex. 

20 I 0), ,r,r 81-84 ). 

b. Compliance with 37 C.F.R. 42.121(a)(2)(i) 

Substitute claim 4 7 patentably distinguishes over Nishida, Ex. I 005. (See 

Tonkel Dec. (Ex. 2010), ifif93-106, 108-112, 114-124). Nishida only refers to 

knitting in a general and nonspecific way. Nishida does not specify either warp 

knitting or weft knitting and does not refer to flat knitting. (Tonkel Dec. (Ex. 
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2010), ifl0l). Nishida's "layout" is surrounded by a textile structure from which it 

must be removed. Even if that layout is assumed to be knit, textile yarns forming 

the edges of the layout must be individually broken as the layout is cut out of the 

web that completely surrounds the layout. (Id.) 

Nishida does not explain how the cut edges of the layout are processed prior 

to shaping the as-cut layout into the form of a shoe upper by connecting certain 

edges to form seams. However, in the absence of any processing, the prior art, 

such as Glidden (Ex. 1007) and Whiting (Ex. 1009), recognizes that such edges 

would be prone to fraying and, in a weft knit structure, would even be susceptible 

to unraveling. (Ex. 1007, p. 2, 11. 43-63; Ex. 1009 at 3:68-4:16; Tonkel Dec. (Ex. 

2010), ififl 02-104 ). 

As the Board decision acknowledges, "Nishida is directed to the production 

of a shoe upper by (1) cutting out a layout in the form of the shoe upper from a 

web of material. ... " (Paper 18 at pp. 17-18). As a result, and regardless of how 

Nishida' s overall web and associated layouts are constructed, edges of a layout that 

are cut, as required by Nishida, have a structure substantially different from that of 

a flat knit edge such as is claimed in substitute claim 47. (Tonkel Dec. (Ex. 2010), 

ififl04, 105). Removal of Nishida's layout from a larger web of material requires 

that stitches at the layout edges be broken (such as by a knife, die cutter, or other 

cutting technique such as a laser) in order to separate the layout from a surrounding 
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textile structure. (Tonkel Dec. (Ex. 2010), i1101). As discussed above, if untreated, 

the so-cut edges are subject to raveling and fraying. (Id. at ififl02-104). 

Conversely, the claimed "flat knit" edges in claim 4 7 inherently have a stable 

configuration where the yarn of stitches at the edges of the textile element are 

unbroken and joined from one row to the next row. (Id. at if l 05). Examples of this 

structure are shown in the Spencer textbooks relied on by the Petitioner as Exhibit 

1012. (Id.) Yarn and fibers forming edges of the claimed textile element retain 

their integrity. (Id.) As a result, the footwear article defined by claim 4 7 is novel 

over Nishida. (Id. at ifl06). 

Nishida also does not disclose the limitation of claim 49 regarding apertures. 

While figure 3 of Nishida indicates the upper includes openings for laces, Nishida 

contains no description or suggestion of forming such openings by omitting 

stitches in the layout. Thus, it appears such openings were created by an additional 

manufacturing step, e.g., punching out the openings. (Id. at ifl07). 

Nor would Nishida have rendered obvious the article of claims 47-50. (Id. at 

ififl08-113). Nishida touted his approach to making an upper as an improvement 

over German Patent No. 627,878, which Nishida explained resulted in waste of 

textile material between patterns cut from a web. (Ex 1005 at 1:19-47). Nishida 

attempts to avoid this waste by using "simple, lightweight and inexpensive 

material" to form those portions of the web not constituting the layouts for the 
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uppers. (Id. at 2:20-22). However, Nishida does nothing to eliminate the added 

processing also required by the German patent that results from cutting the layout 

from a web of material. (Tonkel Dec. (Ex. 2010), ififll0-111). Also, just as the 

German patent, Nishida's article is made by a subtractive process and the portion 

of the textile web not constituting a layout is wasted. (Id. at if l 11 ). 

In contrast, the claimed flat knit upper is made by an additive process that 

avoids the added processing associated with cutting and finishing the cut edges and 

reduces the wasting of textile material. (Id. at ifl 12). The claimed article 

accomplishes these improvements by virtue of its textile element having flat knit 

edges - an entirely different structure than the cut edges produced by Nishida that 

must be finished and that result in wasted material. (Id.) In sum, there is no 

teaching, suggestion, motivation or other reason in Nishida, or in the knowledge 

generally available to one of ordinary skill in the art, establishing that it would 

have been obvious to modify Nishida to achieve any of the inventions described in 

the substitute claims. 

In addition, Nishida fails to render obvious a structure where omitted 

stitches are used to form apertures, as recited in claim 49, that are positioned in the 

upper for receiving laces. Nishida contains no description of forming such 

openings by omitting stitches, and there was no motivation or reason that would 

have prompted a person of ordinary skill in the art ("POSITA") to modify Nishida. 
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(Id. at ifl 13). 

Claim 47 is also patentable over Glidden, Ex. 1007. (See Tonkel Dec. (Ex. 

2010), ififl25-131). Glidden discloses knitting a "sock-like" tubular structure using 

circular knitting. (Ex. 1007 at p. 3, 2:45-47; Tonkel Dec. (Ex. 2010), ifl25). 

Glidden does not describe a "flat knit" textile element having "flat knit edges" or a 

textile element in which flat knit edges are joined to form an ankle opening. The 

claimed element is flat knitted as a generally planar element that does not have an 

ankle opening. The element has flat knit edges that are joined together to form an 

ankle opening for receiving a foot, as described in the substitute claims. In 

contrast, the ankle opening in Glidden is knitted directly as Glidden's sock is 

circular knitted. Knit edges are not joined to define an ankle opening for receiving 

a foot. (Tonkel Dec. (Ex. 2010), ififl25-131). 

Glidden also does not anticipate the claimed structure where flat knit edges 

are joined to shape the flat knit textile element to form a lateral region, a medial 

region, an instep region and a heel region of the upper as in claims 48 and 50 (id. 

at ifl32), or a structure where omitted stitches are used to form apertures, as in 

claim 49. (Id. at ifl33). 

Furthermore, none of the substitute claims would have been obvious in view 

of Glidden because there was no motivation or other reason that would have 

prompted a POSITA to modify Glidden to arrive at the claimed inventions. Such 

10 

Skechers EX1013-p. 7179 
Skechers v Nike 



modification would require a substantial reconstruction of the elements shown in 

Glidden and would change the basic principle under which Glidden was designed 

to operate. (Id. at ififl35-39). Glidden teaches using a circular knitting machine 

that knits an opening at the top of a sock-like tubular structure that serves as an 

opening for receiving a foot. No edges of the tubular structure are joined, either 

during or after the knitting process, to form an ankle opening for receiving a foot. 

In contrast, the substitute claims are directed to a flat knit textile element that is 

initially not shaped as an upper and thus does not have an ankle opening for 

receiving a foot. The claimed flat knit edges of the textile element must be joined 

together to form the upper and an ankle opening for receiving a foot. Hindsight 

modification of Glidden to arrive at the invention of the substitute claims would 

seem to have required circular knitting a tube structure, making a lengthwise 

incision in that tubular structure to obtain a flat structure, then rejoining edges of 

that incision to return the flat structure to a tubular form. A POSITA would have 

had no reason to have carried out such a procedure. (Id. at ififl37-138). 

Dependent substitute claims 48-50 include additional limitations that further 

distinguish over Glidden alone, as discussed above. There was no reason or 

motivation that would have prompted one of ordinary skill in the art at the time of 

the invention to modify Glidden to include any of the additional features that have 

been added to substitute dependent claims 48-50. (Id. at ifl39). 
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Nor do any of the remammg combinations with secondary references 

originally cited by adidas in its Petition, i.e., McDonald (Ex. 1008), Whiting (Ex. 

1009), Curley (Ex. 1010), Shiomura (Ex. 1011) or Osamu (Ex. 1006), remedy any 

of the deficiencies of either Nishida or Glidden with respect to claims 4 7-50. (See 

Tonkel Dec. (Ex. 2010), ififll4-124, 140-168, 180-182). Even if the references 

were combined, the result would not include all of the elements in claims 47-50. 

Moreover, there would have been no reason to make the combinations. See Heart 

Failure Technologies, LLC v. Cardiokinetix, PTAB Case IPR2013-00183, Paper 

12 (July 31, 2013) (there must be "some reason why a person of ordinary skill in 

the art would have thought to combine particular available elements of knowledge, 

as evidenced by the prior art, to reach the claimed invention") ( emphasis m 

original) ( citing KSR Int 'l Co. v. Teleflex, Inc., 550 U.S. 398, 418 (2007)). 

Like Glidden, McDonald and Whiting form a circular knit sock-like 

structure. (Ex. 1008 at p. 1, 11. 1-6; Ex. 1009 at 2:39-42; Tonkel Dec. (Ex. 2010), 

ififll6-119, 142, 143). Even if McDonald or Whiting was combined with Nishida 

or Glidden, the combination would not result in the claimed invention. Neither 

McDonald nor Whiting suggests a structure of a flat knit textile element having flat 

knit edges free of surrounding textile structure from which the textile element 

should be removed, nor does either suggest flat knit edges joined to form an ankle 

opening in an upper for receiving a foot, the ankle opening having an edge 
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comprised of one of the flat knit edges. (Tonkel Dec. (Ex. 2010), ififll4-119, 121, 

122, 141-145). 

Additionally, a POSITA would not combine Nishida with the circular knit 

sock structures of McDonald or Whiting because that would require a substantial 

reconstruction of Nishida and would change the basic principle under which 

Nishida was designed to operate. (Tonkel Dec. (Ex. 2010), ififl23-124). Nishida's 

layout is cut from a web. To shape it into an upper with an opening for receiving a 

foot, the edges of the textile element must be finished and then joined together. 

McDonald and the circular knit embodiment in Whiting teach the direct formation 

of sock-like uppers using a circular knitting machine. The structures are not flat 

and instead are formed as tubular structures on the circular knitting machine. The 

circular knitting process results in an opening at one end of the tubular structure 

that serves as an opening for receiving a foot. No edges of the tubular structure are 

joined to form the opening that receives the foot. In light of these substantial 

differences, there was no motivation or other reason that would have prompted one 

of skill in the art at the time of the invention to combine these references to achieve 

the inventions claimed in the substitute claims. (Id.) 

Curley describes a one piece shoe upper made of resilient foam material 

sandwiched between inner and outer layers and embossed on the upper layer to 

melt and depress regions of the foam. (Id. at ifl20). Accordingly, Curley fails to 
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teach or suggest a "flat knit" textile element or such an element having flat knit 

edges that are joined together to form an ankle opening in an upper, or edges free 

of surrounding textile structure such that the flat knit edges are not surrounded by a 

textile structure from which the textile element must be removed. Rather, Curley 

relies on the embossing procedure to seal the three-layered structure at its edges. 

Curley also does not describe a knit fabric having a plurality of knit constructions, 

or as having a first and a second area having different properties to impart varying 

characteristics to the knit material. (Id. at ififl20-122). 

Osamu, like Nishida, discloses cutting textile elements from a surrounding 

textile structure. Osamu teaches a woven textile, not a knitted textile. For at least 

the same reasons that Nishida does not anticipate or render obvious, either alone or 

in combination with other references, neither does Osamu. (Id. at ,r,r146-167). 

Shiomura, a seventh reference asserted in the Petition, was not applied to 

issued claims 16, 19 or 20. NIKE agrees that Shiomura is not relevant to those 

claims or to any of substitute claims 47-50. (See id. at ifl68). 

Moreover, solving a long-felt need is an indicia of non-obviousness. 

Transocean Offshore Deepwater Drilling v. Maersk Drilling USA, 699 F.3d 1340, 

1353-54 (Fed. Cir. 2012). As discussed, Nishida shows that reducing material 

waste during manufacture of textile footwear elements was a long-felt need. 

Nishida asserted that the prior art resulted in waste, but Nishida's only response to 
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this problem was to make the "cutting waste" a simpler, lighter or cheaper 

material. (Ex 1005, 2:15-18). Even assuming Nishida teaches flat knitting a "web" 

with multiple "layouts," the underlying problem - wasted materials - remained. 

Unlike Nishida, which tried to make "cutting waste" less expensive, the invention 

of substitute claim 4 7 solves the long-felt need to reduce textile footwear upper 

manufacturing waste by eliminating the need to cut a flat-knit upper from a web, 

thereby eliminating "cutting waste." (Tonkel Dec. (Ex. 2010), ,rin 77-179). 

Finally, dependent claims 48 and 49 are patentably distinct from each other. 

(Id. at ififl69-l 76). Claim 49 does not teach or suggest 'joined edges [that] shape 

the flat knit textile element to form a lateral region, a medial region, an instep 

region and a heel region of the upper." (Id. at ifl 74). Claim 48 does not teach or 

suggest "apertures formed by omitting stitches in the flat knit textile element and 

positioned in the upper for receiving laces." (Id. at ifl 76). 

IV. CONCLUSION 

NIKE respectfully requests that the Board grant this Motion to Amend and 

substitute claim 47 for issued claim 16, substitute claims 48 and 49 for issued 

claim 19 and substitute claim 50 for issued claim 20. 

Dated: August 19, 2013 

Respectfully submitted, 

By: /J. Pieter van Es/ 

J. Pieter van Es 
Registration No. 37,746 
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Banner & Witcoff, Ltd. 
Ten South Wacker Drive 
Suite 3000 
Chicago, IL 60606-7 407 
Tel: 312-463-5000 
Fax: 312-463-5001 

Banner & Witcoff, Ltd. 
1100 13th Street, N.W. 
Suite 1200 
Tel: 202-824-3000 
Fax: 202-824-3001 

E-mail pvanes@bannerwitcoff.com 

Thomas K. Pratt 
Registration No. 37,210 
E-mail tpratt@bannerwitcoff.com 

H. Wayne Porter 
Registration No. 42,084 
Washington, DC 20005-4051 
E-mail wporter@bannerwitcoff.com 

Joseph M. Skerpon 
Registration No. 29,864 
E-mail j skerpon@bannerwitcoff.com 

Attorneys for Patent Owner 
NIKE, Inc. 
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Exhibit 1003 

Exhibit 1005 

Exhibit 1006 

Exhibit 1007 

Exhibit 1008 

Exhibit 1009 

Exhibit 1010 

Exhibit 1011 

Exhibit 1012 

Exhibit 2010 

Appendix 1 

File History of U.S. Patent 7,347,011 

U.S. Patent No. 5,345,638 to Nishida 

JP Pub. No. H6-113905 to Osamu, including a certified 
English translation thereof 

U.S. Patent No. 2,147,197 to Glidden 

U.S. Patent No. 2,314,098 to McDonald 

U.S. Patent No. 2,641,004 to Whiting et al. 

International App. Pub. No. WO 90/03744 to Gurley 

U.S. Patent No. 4,785,558 to Shiomura 

David J. Spencer, Knitting Technology: A 
Comprehensive Handbook and Practical Guide (Third 
ed., Woodhead Publishing Ltd. 2001) 

Declaration of Raymond F. Tonkel 
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CERTIFICATE OF SERVICE 

The undersigned certifies that on July 17, 2013, a copy of the NIKE, INC.'S 
MOTION TO AMEND U.S. PATENT 7,347,011 was served on the Petitioner 
by emailing a copy to mstockwell@kilpatricktownsend.com and 
wkadaba@kilpatricktownsend.com. 
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Pursuant to 37 CFR §42.63(e), Patent Owner NIKE, Inc. submits the 

following current exhibit list identifying the exhibit number and providing a brief 

description for exhibits filed by NIKE in IPR2013-00067. 

Exhibit 2001 Patent Owner Nike, Inc.'s Notice of Cross-Examination of 

Exhibit 2002 

Exhibit 2003 

Exhibit 2004 

Edward C. Frederick 

NOTE: This exhibit is identical to paper 28 filed on July 

17, 2013. Because this document was marked as an 

exhibit to the July 23, 2013, cross-examination deposition 

of Mr. Frederick (which transcript is identified below as 

exhibit 2009), it is identified here as exhibit no. 2001. 

Pursuant to 37 CFR §42.6(d), however, another copy is 

not being filed. A copy of exhibit 2001, as marked during 

the Frederick deposition, is being served on Petitioner 

with this exhibit list. 

Declaration of Dr. Edward C. Frederick from reexamination no. 

95/001,320 

U.S. Patent 4,354,318 (Frederick et al.) 

Chapter 16 from book titled "Textiles in Sport" 
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Exhibit 2005 

Exhibit 2006 

Exhibit 2007 

Exhibit 2008 

Exhibit 2009 

May 17, 2013, Decision (Institution of Inter Partes Review 37 

CFR §42.108) in IPR2013-00067 

NOTE: This exhibit is identical to paper 18 filed on May 

17, 2013. Because this document was marked as an 

exhibit to the July 23, 2013, cross-examination deposition 

of Mr. Frederick (which transcript is identified below as 

exhibit 2009), it is identified here as exhibit no. 2005. 

Pursuant to 37 CFR §42.6(d), however, another copy is 

not being filed. A copy of exhibit 2005, as marked during 

the Frederick deposition, is being served on Petitioner 

with this exhibit list. 

U.S. Patent 2,147,197 (Glidden), with markings made during 

July 23, 2013, cross-examination deposition 

U.S. Patent 7,347,011 (Dua et al.), with markings made during 

July 23, 2013, cross-examination deposition 

December 28, 2012, Decision on Appeal in reexamination no. 

95/001,320 

Copy of transcript of July 23, 2013, cross-examination 
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deposition of Edward C. Frederick 

NOTE: NIKE is still awaiting a copy of the deponent 

signature page. Upon receipt of that signature page NIKE 

will file same as a separate exhibit. 

Exhibit 2010 Declaration of Raymond F. Tonkel 

Exhibit 2011 Excerpts from "Man-Made Fiber and Textile Dictionary" ( 4th 

Ed. 1985) 

Exhibit 2012 Excerpt from Random House Webster's Unabridged Dictionary 

(2nd Ed. 2001) 

Dated: August 19, 2013 By: 

Banner & Witcoff, Ltd. 
Ten South Wacker Drive 
Suite 3000 
Chicago, IL 60606-7 407 
Tel: 312-463-5000 
Fax: 312-463-5001 

Respectfully submitted, 

/J. Pieter van Es/ 

J. Pieter van Es 
Registration No. 37,746 
E-mail pvanes@bannerwitcoff.com 

Thomas K. Pratt 
Registration No. 37,210 
E-mail tpratt@bannerwitcoff.com 
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Banner & Witcoff, Ltd. 
1100 13th Street, N.W. 
Suite 1200 
Tel: 202-824-3000 
Fax: 202-824-3001 

H. Wayne Porter 
Registration No. 42,084 
Washington, DC 20005-4051 
E-mail wporter@bannerwitcoff.com 

Joseph M. Skerpon 
Registration No. 29,864 
E-mail j skerpon@bannerwitcoff.com 

Attorneys for Patent Owner 
NIKE, Inc. 
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CERTIFICATE OF SERVICE 

The undersigned certifies that on August 19, 2013, a copy of the NIKE, 
INC.'S EXHIBIT LIST (AS OF AUGUST 19, 2013) was served, with copies of 
the listed exhibits, on the Petitioner by emailing same to the following email 
addresses: 

mstockwell@kilpatricktownsend.com 
wkadaba@kilpatricktownsend.com 
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/H. Wayne Porter/ 

H. Wayne Porter 
Reg. No. 42,084 
Back-Up Counsel for 
Patent Owner 

Skechers EX1013-p. 7193 
Skechers v Nike 



UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

adidas AG, 
Petitioner 

V. 

NIKE, Inc. 
Patent Owner 

Patent No.7,347,011 

Inter Partes Review No. 2013-00067 

CORRECTED CERTIFICATE OF SERVICE 
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The Certificate of Service attached to Patent Owner NIKE, Inc. 's Motion to 

Amend U.S. Patent 7,347,01 I (paper 31) contains a typographic error and indicates 

that a copy of the Motion was served on Petitioner's counsel on "July 17, 2013." 

The undersigned confirms that a copy of the Motion was served on August 19, 

2013, by emailing same to mstockwell@kilpatricktownsend.com and to 

wkadaba@kilpatricktownsend.com. 

Dated: August 19, 2013 

Banner & Witcoff, Ltd. 
Ten South Wacker Drive 
Suite 3000 
Chicago, IL 60606-7 407 
Tel: 312-463-5000 
Fax: 312-463-5001 

Banner & Witcoff, Ltd. 
1100 13th Street, N.W. 
Suite 1200 
Tel: 202-824-3000 
Fax: 202-824-3001 

By: 

Respectfully submitted, 

/H. Wayne Porter/ 

J. Pieter van Es 
Registration No. 37,746 
E-mail pvanes@bannerwitcoff.com 

Thomas K. Pratt 
Registration No. 37,210 
E-mail tpratt@bannerwitcoff.com 

H. Wayne Porter 
Registration No. 42,084 
Washington, DC 20005-4051 
E-mail wporter@bannerwitcoff.com 

Joseph M. Skerpon 
Registration No. 29,864 
E-mail j skerpon@bannerwitcoff.com 

Attorneys for Patent Owner 
NIKE, Inc. 
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CERTIFICATE OF SERVICE 

The undersigned certifies that on August 19, 2013, a copy of this 
CORRECTED CERTIFICATE OF SERVICE was served on the Petitioner by 
emailing same to the following email addresses: 

mstockwell@kilpatricktownsend.com 
wkadaba@kilpatricktownsend.com 
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/H. Wayne Porter/ 

H. Wayne Porter 
Reg. No. 42,084 
Back-Up Counsel for 
Patent Owner 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
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adidas AG, 
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NIKE, Inc. 
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Inter Partes Review No. 2013-00067 

NIKE, INC.'S EXHIBIT LIST 
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Pursuant to 37 CFR §42.63(e), Patent Owner NIKE, Inc. submits the 

following current exhibit list identifying the exhibit number and providing a brief 

description for exhibits filed by NIKE in IPR2013-00067. This exhibit list updates 

the exhibit list filed August 19, 2013 to add Exhibit 2013. 

Exhibit 2001 

Exhibit 2002 

Exhibit 2003 

Patent Owner Nike, Inc.'s Notice of Cross-Examination of 

Edward C. Frederick 

NOTE: This exhibit is identical to paper 28 filed on July 

17, 2013. Because this document was marked as an 

exhibit to the July 23, 2013, cross-examination deposition 

of Mr. Frederick (which transcript is identified below as 

exhibit 2009), it is identified here as exhibit no. 2001. 

Pursuant to 37 CFR §42.6(d), however, another copy is 

not being filed. A copy of exhibit 2001, as marked during 

the Frederick deposition, was served on Petitioner with 

NIKE's August 19, 2013, exhibit list. 

Declaration of Dr. Edward C. Frederick from reexamination no. 

95/001,320 

U.S. Patent 4,354,318 (Frederick et al.) 
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Exhibit 2004 

Exhibit 2005 

Exhibit 2006 

Exhibit 2007 

Exhibit 2008 

Chapter 16 from book titled "Textiles in Sport" 

May 17, 2013, Decision (Institution of Inter Partes Review 37 

CFR §42.108) in IPR2013-00067 

NOTE: This exhibit is identical to paper 18 filed on May 

17, 2013. Because this document was marked as an 

exhibit to the July 23, 2013, cross-examination deposition 

of Mr. Frederick (which transcript is identified below as 

exhibit 2009), it is identified here as exhibit no. 2005. 

Pursuant to 37 CFR §42.6(d), however, another copy is 

not being filed. A copy of exhibit 2005, as marked during 

the Frederick deposition, was served on Petitioner with 

NIKE's August 19, 2013, exhibit list. 

U.S. Patent 2,147,197 (Glidden), with markings made during 

July 23, 2013, cross-examination deposition 

U.S. Patent 7,347,011 (Dua et al.), with markings made during 

July 23, 2013, cross-examination deposition 

December 28, 2012, Decision on Appeal in reexamination no. 

95/001,320 
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Exhibit 2009 

Exhibit 2010 

Exhibit 2011 

Exhibit 2012 

Exhibit 2013 

Copy of transcript of July 23, 2013, cross-examination 

deposition of Edward C. Frederick 

NOTE: Copy of signed errata sheet filed separately as 

exhibit 2013. 

Declaration of Raymond F. Tonkel 

Excerpts from "Man-Made Fiber and Textile Dictionary" ( 4th 

Ed. 1985) 

Excerpt from Random House Webster's Unabridged Dictionary 

(2nd Ed. 2001) 

Copy of Signed Errata Sheet for Transcript of July 23, 2013, 

Frederick Deposition (Ex. 2009) 

NOTE: The signed errata sheet was not available as of 

August 19, 2013, the date on which NIKE filed exhibit 

2009. 
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Dated: August 29, 2013 By: 

Banner & Witcoff, Ltd. 
Ten South Wacker Drive 
Suite 3000 
Chicago, IL 60606-7 407 
Tel: 312-463-5000 
Fax: 312-463-5001 

Banner & Witcoff, Ltd. 
1100 13th Street, N.W. 
Suite 1200 
Tel: 202-824-3000 
Fax: 202-824-3001 

Respectfully submitted, 

/J. Pieter van Es/ 

J. Pieter van Es 
Registration No. 37,746 
E-mail pvanes@bannerwitcoff.com 

Thomas K. Pratt 
Registration No. 37,210 
E-mail tpratt@bannerwitcoff.com 

H. Wayne Porter 
Registration No. 42,084 
Washington, DC 20005-4051 
E-mail wporter@bannerwitcoff.com 

Joseph M. Skerpon 
Registration No. 29,864 
E-mail j skerpon@bannerwitcoff.com 

Attorneys for Patent Owner 
NIKE, Inc. 

4 

Skechers EX1013-p. 7201 
Skechers v Nike 



CERTIFICATE OF SERVICE 

The undersigned certifies that on August 29, 2013, a copy of NIKE, INC.'S 
EXHIBIT LIST (AS OF AUGUST 29, 2013) was served, with a copy of Exhibit 
2013, on the Petitioner by emailing same to the following email addresses: 

mstockwell@kilpatricktownsend.com 
wkadaba@kilpatricktownsend.com 
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/H. Wayne Porter/ 

H. Wayne Porter 
Reg. No. 42,084 
Back-Up Counsel for 
Patent Owner 
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UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

adidas AG 
Petitioner 

V. 

Nike, Inc. 
Patent Owner 

Case IPR2013-00067 
Patent No. 7,347,011 

PETITIONER ADIDAS AG's AMENDED NOTICE OF 
CROSS EXAMINATION OF RAYMOND F. TONKEL 

Pursuant to 37 C.F.R. 42.53, Petitioner adidas AG ("adidas") hereby 

provides notice that, as previously agreed by the parties, it will cross-examine 

Raymond F. Tonkel on November 5, 2013. The cross-examination will begin at 

8:30 a.m. or at a time mutually agreed by the parties and will be held at the office 

of Banner & Witcoff, 10 South Wacker Drive, Suite 3000, Chicago, Illinois, 

60606. The cross-examination will take place before a Notary Public or other 

official authorized by law to administer oaths, to be arranged by counsel for adidas. 

The cross-examination will be recorded by using, audio, video and/or stenographic 

means. 

US2008 5061599 1 1 
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US2008 5061599 1 

Respectfully submitted, 

Isl Mitchell G. Stockwell 
Mitchell G. Stockwell 
Reg. No. 39,389 
Wab P. Kadaba 
Reg. No. 45,865 
Kilpatrick Townsend & Stockton LLP 
1100 Peachtree Street, NE, Suite 2800 
Atlanta, Georgia 30309-4530 
Telephone: (404) 815-6500 
Facsimile: (404) 815-6555 
mstockwell@kilpatricktownsend.com 
wkadaba@kilpatricktownsend.com 

Counsel for Petitioner adidas AG 
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CERTIFICATE OF SERVICE 

The undersigned hereby certifies that a true copy of the foregoing instrument 

was served on Patent Owner Nike, Inc. by emailing a copy to counsel at the email 

addresses listed below: 

Joseph M. Skerpon 
Email: jskerpon@bannerwitcoff.com 

H.Wayne Porter 
Email:wporter@bannerwitcoff.com 

J. Pieter van Es 
Email: pvanes@bannerwitcoff.com 

Thomas Pratt 
Email: tpratt@bannerwitcoff.com 

Dated: November 1, 2013 

US2008 5061599 1 

Isl Mitchell G. Stockwell 
Mitchell G. Stockwell 
Reg. No. 39,389 
Lead Counsel for Petitioner adidas AG 
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I. The Proposed Substitute Claims Improperly Enlarge the Scope of the Original 
Claims. 

Nike's proposed amendments include the substitution of the term "flat knit textile 

element" in claim 47 in place of "weft-knitted textile element" in original claim 16, and Nike 

asserts that the use of "flat knit" is a narrowing amendment because the specification 

describes flat knitting as a sub-type of weft knitting. (Paper 31, pp. 3-4; Ex. 2010, ,I,I 38-39, 

58-59.) However, Nike fails to provide a specific claim construction for this term. 

Petitioner submits, for the purposes of the IPR only, that the claim terms are 

presumed to take on their broadest reasonable interpretation in view of the specification of 

the '011 patent.1 While the specification describes flat-knitting as a sub-type of weft knitting, 

the specification does not define "flat knit," "flat knit textile," or "flat knitting," or otherwise 

state that flat knitting is exclusively a sub-type of weft knitting. (Ex. 1015, pp. 34-36.) Indeed, 

a person of ordinary skill in the art ("POSITA") at the time of the priority date of the '011 

patent would understand that, under the broadest reasonable interpretation, a flat knit textile 

element refers to a knitted textile that is knit in flat form, which necessarily covers other 

1 Other forums, such as U.S. district courts, required different standards of proof and claim 

interpretation that are not applied by the PTO for inter parles review. Accordingly, any 

interpretation or construction of the challenged claims in this IPR, either implicitly or 

explicitly, is not binding on Petitioner in any future litigation related to the '011 patent. See In 

re Zietz, 893 F.2d 319, 321 (Fed. Cir. 1989). 

1 

Skechers EX1013-p. 7208 
Skechers v Nike 



types of knitted textiles, in addition to weft knitted textiles, that are knit in flat form. (Ex. 

1016, ~~ 36-37.) The Board has yet to provide a construction of "flat knitting," and the 

Board's construction of "weft knitting" and "warp knitting" does not indicate that "flat knit" is 

exclusively a sub-type of "weft knitting." As such, a broadest reasonable interpretation of 

"flat knit" encompasses "a knitted textile that is knit in flat form," which is entirely consistent 

with Nike's own statement that "[t]he proposed substitute claim language uses commonly 

understood terms that should be given their ordinary and customary meaning." (Paper 31, p. 

3; Ex. 2010, ~~ 60, 68, 71, 7 4, 78, 83, 87; Ex. 1016, ~~ 36-37.) 

Because claim 47, if allowed, would cover other types of knitted textiles, in addition 

to weft knitted textiles, that are knit in flat form under the broadest reasonable interpretation 

of "flat knit textile element," claim 47 would cover an article of footwear that is not covered 

by claim 16. Therefore, Nike's substitute claim 47 improperly enlarges the scope of the 

original claim. See 37 C.F.R. § 42.221(a)(2)(ii); 35 U.S.C. § 132(a); Quantum Corp. v. 

Rodime, PLC, 65 F.3d 1577, 1580 (Fed. Cir. 1995) (amended or new claim is enlarged if it 

includes any subject matter that would not have infringed original patent; claim is broader 

than original claims if it is broader in any respect, even if narrower in other respects). The 

Board recently provided the following guidance: 

Specifically, with regard to 37 C.F .R. § 42.121 (a)(2)(i), a proposed substitute 

claim is not responsive to an alleged ground of unpatentability of a challenged 

claim if it does not either include or narrow each feature of the challenged 

claim being replaced. A patent owner may not seek to broaden a challenged 
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claim in any respect, in the name of responding to an alleged ground of 

unpatentability. A proper substitute claim under 37 C.F.R. § 42.121(a)(2)(i) 

must only narrow the scope of the challenged claim it replaces. Similarly, 

under 37 C.F.R. § 42.121(a)(2)(ii), a substitute claim may not enlarge the 

scope of the challenged claim it replaces by eliminating any feature. 

Idle Free Systems, Inc. v. Bergstrom, Inc., Case IPR2012-00027, at 5 (P.T.A.B. June 11, 

2013). Because the proposed substitute claims 47-50 impermissibly broaden the scope of 

the original claims, and Nike has not addressed the construction of the new, proposed 

claims to argue otherwise, the Board should reject the substituted claims. 

II. The Proposed Substitute Claims Introduce New Matter. 

Nike's proposed substitute claim 47 recites that the textile element has "flat knit 

edges free of surrounding textile structure such that the flat knit edges are not surrounded 

by textile structure from which the textile element must be removed." (Paper 31, p. 1.) Nike's 

argument to show that this limitation is sufficiently described in the '011 patent hinges on a 

single phrase that the textile element 40 "may be formed as a part of a larger textile 

element," from which Nike argues must necessarily mean that the textile element 40 may 

also not be formed as part of a larger textile structure. (Paper 31, p. 4; Ex. 2010, f 63.) 

In support of this proposed claim term, Nike assembles (1) a few original claims in 

the application that do not positively recite removing a flat knitted textile element from a 

larger textile structure, (2) Figures 8, 10, and 11 showing the textile element 40, 40', 40" in a 

final form, and (3) a statement that flat knitting generally could be used to form the textile 
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element in an attempt to show that the "inventors thus contemplated such footwear as part 

of their invention." (Paper 31, p. 4; Ex. 2010, 1162-67.) 

For a proposed claim to have sufficient written description support, the disclosure 

must reasonably convey to skilled artisans that an applicant possessed the claimed 

invention as of the filing date. Ariad Pharms., Inc. v. Eli Lilly & Co., 598 F.3d 1336, 1351 

(Fed. Cir. 2010) (en bane). "Negative claim limitations are adequately supported when the 

specification describes a reason to exclude the relevant limitation." Santarus, Inc. v. Par 

Pharm., Inc., 694 F.3d 1344, 1351 (Fed. Cir. 2012) (emphasis added). However, "the mere 

absence of a positive recitation in the original disclosure is not [a] basis to exclude the 

limitation." Ex parte Lazaridis, No. 2010-005137, at 5 (P.T.A.B. Mar. 1, 2013) (emphasis 

added); see also Ex parte Miyashita, No. 2010-010626, at 6 (P.T.A.B. Apr. 2, 2013) (holding 

that a specification that neither explicitly describes the negative limitation of excluding a 

feature, nor indicates possession of the feature by describing any advantage of excluding 

the feature or any disadvantage of including the feature lacks sufficient written description). 

First, Nike's reliance on the as-filed claims 19, 38, and 65 in the original '011 

application is misplaced because the mere absence of a positive recitation that the textile 

element is removed from a larger textile structure is not adequate to conclude that the 

specification teaches that this feature should be excluded. (Ex. 2010, 165.) 

Second, the '011 patent explains that each of Figures 8, 10, and 11 represents a 

"general shape" of textile element 40, 40', 40" following its formation with "a wide-tube 
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circular knitting machine" or "other types of knitting machines" as part of a larger textile 

structure 60, as shown in Figure 9. (Ex.1002, 5:58-60, 6:66-8:14, 9:7-14, 9:35-48, 11:19-41 

(emphasis added).) During his deposition, Nike's expert, Mr. Tonkel, admitted that the textile 

element 40 shown in Figures 8, 10, and 11 could just as easily represent a textile element 

40 formed by the process taught in Figure 9. (Ex. 1015, p. 90.) 

The '011 patent fails to describe any disadvantages associated with removing the 

textile element from the larger textile structure, nor any advantages of not having to do so. 

The only reference to the '011 specification (other than Figures 8, 10, and 11) that Mr. 

Tonkel provided in support of the proposed claim element describes the advantage of using 

a single textile element, rather than numerous joined elements, to form an article of 

footwear. (Ex. 1015, pp. 91-92; Ex. 1002, 11 :12-18.) 

Third, the mere fact that these textile elements could be formed from flat knitting in 

no way indicates that the inventors of the '011 patent intended the textile element to be 

formed directly on a flat knitting machine without being cut from a larger textile structure. 

Rather, textile elements are typically flat knit as part of a larger textile structure and 

removed therefrom to form the final textile element. (Ex. 1005, 1:10-18.) Thus, the bare 

recitation of a textile element that is flat knitted - without a more specific description of how 

it was knit - does not rise to the level of providing sufficient written description for proposed 

substitute claims 47-50. Because claims 47-50 constitute new matter, the Board should 

reject these claims. 
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Ill. The Proposed Substitute Claims are Indefinite. 

During prosecution of a patent application, a claim is properly rejected as indefinite if 

it is "amenable to two or more plausible claim constructions." Ex parle Miyazaki, 89 

U.S.P.Q.2d 1207, 1211, 2008 WL 5105055, at *5 (B.P.A.I. Nov. 19, 2008) (precedential 

opinion). Proposed claims 47-50 are indefinite because the phrases "flat knit edges free of 

surrounding textile structure such that the flat knit edges are not surrounded by textile 

structure from which the textile element must be removed," as well as "flat knit edge," are 

each amenable to at least two plausible claim constructions. 

A first plausible construction for the phrase "flat knit edges free of surrounding textile 

structure such that the flat knit edges are not surrounded by textile structure from which the 

textile element must be removed" - and one that is entirely consistent with the specification 

of the '011 patent - is "edges of a knitted textile that are knit in flat form, which have been 

removed from a surrounding textile structure so that the edges are free of surrounding 

textile structure." In fact, as described above, this is the only construction that has sufficient 

written description within the '011 patent. (See Ex. 1002, 5:58-60, 6:66-8:14, 9:7-14, 9:35-

48, 11 : 19-41 . ) 

Mr. Tonkel insists that the claim language is limited to textile elements that are not 

removed from a surrounding textile structure, which he generally refers to as a "knit to 

shape" textile. (Ex. 1015, pp. 68-98.) During his deposition, Mr. Tonkel repeatedly stated 

that "flat knit edges" means that the claim language is limited to textile elements that are 

6 

Skechers EX1013-p. 7213 
Skechers v Nike 



"knit to shape." (Ex. 1015, pp. 68-98.) However, when asked to provide support for his 

understanding of "flat knit edges," Mr. Tonkel stated that his understanding was limited to 

his own industry knowledge, and he acknowledged that he does not qualify as a textile 

expert. (Ex. 1015, pp. 9, 11, 94-95.) Nevertheless, Mr. Tonkel offers a second plausible 

construction of this term, despite its lack of written description support. 

Nike's proposed construction of this term as "requiring that edges of the textile 

element have flat knit edges without surrounding textile structure such that the flat knit 

edges are not surrounded by textile structure from which the textile element must be 

removed" does not clarify or otherwise state that the term is limited to flat "knit to shape" 

textiles. (Ex. 2010, f 68.) For example, once a flat knit textile element is removed from a 

surrounding textile structure, it thereafter meets this construction. Thus, there is nothing in 

the language of claim 47 (or Nike's proposed construction) that would suggest to a POSITA 

at the time of the priority date of the '011 patent that the claim scope is limited to "knit to 

shape" textiles. 

The phrase "flat knit edges" is also indefinite because it is amenable to at least two 

plausible claim constructions. As described above, although Nike did not propose a 

construction of this term at all, Mr. Tonkel suggested that the phrase refers to edges of "knit 

to shape" textiles. (Ex. 1015, pp. 89, 94-96.) In contrast, Dr. Adanur, a knitting professor 

from Auburn University, explains that a POSITA at the time of the priority date of the '011 

patent would understand that, under the broadest reasonable interpretation, "flat knit edges" 
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means "edges of a knitted textile that are knit in flat form," whether knit to shape or not. (Ex. 

1016, f 38.) Because claims 47-50 are indefinite, the Board should reject these claims. 

IV. The Proposed Substitute Claims are Anticipated by Nishida. 

Assuming arguendo that the Board determines that claims 47-50 are not invalid for 

any of the reasons stated above, the Board should adopt the broadest reasonable 

interpretation of the phrase "flat knit edges free of surrounding textile structure such that the 

flat knit edges are not surrounded by textile structure from which the textile element must be 

removed" to mean "edges of a knitted textile that are knit in flat form, which has been 

removed from a surrounding textile structure so that the edges are free of surrounding 

textile structure," which is consistent with the '011 patent specification and the ordinary 

meaning of the claimed phrase. 

Under this construction, there is no distinction between claims 47-50 and the 

disclosure of Nishida because the only distinction that Mr. Tonkel identified between claim 

47 and Nishida is that "Nishida's 'layout' is made as part of a larger textile structure or web 

and must be cut out of the web." (Ex. 2010, f 101; Ex. 1015, p. 87.) As described in the 

claim charts below, claims 47-50 are anticipated under 35 U.S.C. § 102(b) by Nishida. 

V. The Proposed Substitute Claims are Obvious Over Nishida Alone. 

Assuming arguendo that the Board determines that claims 47-50 are not invalid for 

any of the reasons stated above and determines that Nike's proposed construction is in fact 

limited to "knit to shape" textiles, claims 47-50 are nevertheless obvious over Nishida. 
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For example, as Mr. Tonkel acknowledges, Nishida is directed to improving 

efficiency of manufacturing flat knitted, unitary uppers by reducing the costs of materials 

needed to produce the uppers. (Ex. 2010, ,, 177-179; Ex.1015, pp. 79-80; Ex.1023,, 11.) 

However, Nishida also recognizes that there are advantages to reducing the amount of 

cutting waste, such as by having "individual patterns or partial patterns already [] produced 

directly in the production of the web of material in the desired shoe size, by which the 

cutting waste can be still further limited, since the individual patterns or partial patterns in 

the provided size can directly adjoin one another." (Ex. 1023,, 11.) 

To the extent that a POSITA would find that the statements in the '011 patent 

regarding the advantages of manufacturing an upper as a single textile element (Ex. 1002, 

11 :12-18) to suggest forming a "knit to shape" textile element, a POSITA would find the 

statements in Nishida regarding the advantages of reducing cutting and material waste to 

be equally, if not more, suggestive of forming a "knit to shape" textile element. (Ex. 1023, , 

12-13.) 

Furthermore, as to Mr. Tonkel's statements regarding a long-felt need for a "knit to 

shape" flat knit textile upper, in many cases, the stated efficiencies of ( 1) eliminating 

separate cutting and finishing steps, and (2) eliminating material wastes are more than 

offset by losses in production speed, increased machine set-up time to accommodate 

different shoe sizes, amortization of the expensive machinery, and the need for expensive 

labor to program and maintain the number of machines needed to keep up with demand. 
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(Ex. 1023, ii 17-20, 23-26, 28-29, 31-34, 36-45.) Mr. Tonkel admitted that he had no 

knowledge of any of these additional cost considerations that could undercut any purported 

gains in efficiency by eliminating additional processing steps and material waste. (Ex. 1015, 

pp. 101-109.) Therefore, Nike has failed to produce sufficient evidence to demonstrate that 

claim 47 is not obvious over Nishida. As described in the claim charts below, claims 47-50 

are obvious under 35 U.S.C. § 103(a) in view of Nishida alone. 

VI. The Proposed Substitute Claims are Obvious Over Nishida in View of 
Schuessler I and Schuessler II. 

Claims 47-50 are also obvious over Nishida in view of Schuessler I and Schuessler 

II. It would have been obvious at the time of the priority date of the '011 patent to modify 

Nishida to incorporate a "knit to shape" textile element - as disclosed by Schuessler I and 

Schuessler II - into Nishida's upper. The opponent of a motion to amend "may respond to 

new issues arising from proposed substitute claims including evidence responsive to the 

amendment." Office Patent Trial Practice Guide, 77 Fed. Reg. 48756, 48767 (Aug. 14, 

2012). Schuessler I and Schuessler II are both prior art under 35 U.S.C. § 102(b). 

For example, Schuessler I dates to 1938 and describes a method of producing a 

knitted helmet (i.e., cap) on a flat knitting machine "in accordance with the disclosure in U.S. 

Patent No. 2,150,730 issued to Carl F. Schuessler on March 14, 1939 for Knitting machine" 

(Ex. 1021), wherein the helmets are "completed from the swatches as knitted without 

requiring cutting, and requiring the joining of only a few edges." (Ex. 1020, 1:22-27, 1:48-

2:2.) Schuessler I teaches that the two-dimensional swatch is formed with selvage edges, 
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so that the swatch is converted to a three dimensional helmet solely by joining some of the 

edges. (Ex. 1020, 2:41-45.) 

Schuessler I and Nishida are in similar fields: the use of knitted two-dimensional 

textile elements having edges that are stitched together to form three-dimensional wearable 

items, and Schuessler II confirms that a flat knitting machine may be used to produce the 

two-dimensional textile elements of Schuessler I, which would be equally applicable to 

Nishida. (Ex. 1023, ,r 14.) Because the textile elements of Schuessler I serve the same 

purpose when combined with Nishida's textile elements, namely to form a three-dimensional 

wearable item in an efficient and economical way from a knitted two-dimensional textile 

element, a POSITA would have been motivated to combine Schuessler l's flat knitted textile 

elements having selvage edges that are sewn together with Nishida's knitted textile 

elements also having edges that are sewn together to create a wearable item. (Ex. 1023, ,r 

15.) As described in the claim charts below, claims 47-50 are obvious under 35 U.S.C. § 

103(a) in view of Nishida in combination with Schuessler I and Schuessler II. 

VII. Element-by-Element Comparison of the Proposed Substitute Claims to Nishida 
Alone and/or Nishida in view of Schuessler I and Schuessler II. 

The claim charts below set forth an element-by-element comparison of proposed 

substitute claims 47-50 to the disclosure of Nishida alone and/or in combination with 

Schuessler I and Schuessler II. The proposed substitute claims 47-50 are shown in marked­

up form relative to the issued claims for which they are substituted. 

With respect to claim 47, a POSITA at the time of the priority date of the '011 patent 
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would have known and understood that "conventional" knitting processes include both warp 

and weft knitting (and further include both circular and flat knitting), since these knitting 

processes existed for many decades before 1992 and had been used in the making of shoe 

uppers for many decades as well. This understanding is not rebutted by Nike, as the Board 

acknowledges. (Paper 18, p. 19.) 

Likewise, once the layout 2 has been cut out of the web of material 1, the edges of 

the layout 2 are not surrounded by textile structure from which the textile element must be 

removed. Nishida fully discloses this element based on a broadest reasonable construction 

of this limitation as "edges of a knitted textile that are knit in flat form, which has been 

removed from a surrounding textile structure so that the edges are free of surrounding 

textile structure." In addition, the understanding that some of Nishida's edges of the flat knit 

textile are joined together to form an ankle opening in the upper for receiving a foot is 

supported by Dr. Frederick's deposition testimony. (Ex. 1005, 3:31-42, Fig. 3; Ex. 2009, 

103:18-105:6.) It is inherent that such a flat knit textile element would also have flat knit 

edges based on a broadest reasonable construction of "flat knit edges" to mean "edges of a 

knitted textile that are knit in flat form." (Ex. 1016, 138.) 

Furthermore, a POSIT A at the time of the priority date of the '011 patent would have 

understood that varying stitch configurations to impart different properties to two different 

areas is an obvious design choice or a selection from among a finite number of techniques 

to do so. (Ex. 1001, 172.) 
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With respect to claim 48, the '011 Patent describes that "apertures" are formed by 

omitting stitches to provide air permeability in the knitted textile element. (Ex. 1002, 9:57-

62.) The "net-like" knitted structure described by Nishida has apertures for the same reason, 

air permeability. (Ex. 1001, f 72.) 

With respect to claim 49, Nishida further describes that during or after "the 

production of web of material 1," the "layout(s) 2 can be provided with an embroidery by 

which a hole pattern is welded." (Ex. 1005, 4:31-38.) In order to create a hole pattern, 

stitches must necessarily be omitted in the area in which the hole is formed. In addition, 

Nishida illustrates the presence of such "hole patterns" positioned in the shoe upper 3 in a 

location for receiving laces. (Ex. 1005, 3:43-52, 6:25-31, Fig. 3.) 

With respect to claim 50, a POSIT A at the time of the priority date of the '011 patent 

would have understood Nishida's use of two or more layers to include three layers, and that 

the knit textile element and/or knitted backing layer of the textile element forms a portion of 

the interior layer. (Ex. 1001, f 72.) 

'011 Patent Claims Description of Prior Art 
47. An article of footwear Nishida discloses an article of footwear. (Ex. 1001, f 72 
comprising: (same element in claim 16); Ex. 1005, Abstract, Fig. 3.) 
an upper incorporating a [weft- Nishida discloses an upper incorporating a flat knit 
knitted] flat-knit textile element, textile element. (Ex. 1001, f 72 (similar element in claim 

16); Ex. 1005, Abstract, 3:6-12.) 
the flat knit textile element ill Nishida discloses that the textile element has knit 
having flat knit edges free of edges free of surrounding textile structure such that the 
surrounding textile structure such flat knit edges are not surrounded by textile structure 
that the flat knit edges are not from which the textile element must be removed. 
surrounded b~ textile structure Specifically, Nishida states that "[a]fter cutting out layout 
from which the textile element 2 from the web of material 1, the edges 7 and 8 are 
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'011 Patent Claims Description of Prior Art 
must be removed 1 stitched together and a heel seam thus is formed." (Ex. 

1005, 3:31-33.) 
Nishida + Schuessler I and Schuessler II 
Textile elements that are "knit to shape" so that the 
textile element has knit edges free of surrounding textile 
structure such that the flat knit edges are not 
surrounded by textile structure from which the textile 
element must be removed were well-known in the art at 
the time of the priority date of the '011 patent. See Ex. 
1020, 1:22-27, 1:48-2:2, 2:41-45; Ex. 1021 generally.) 

some of the flat knit edges joined Nishida discloses that some of the flat knit edges are 
together to form an ankle joined together to form an ankle opening in the upper for 
OQening In the UQQer for receiving a foot. (Ex. 1001, f 72 (a similar element in 
receivina a foot. claim 1); Ex. 1005, Abstract, 3:6-12, 3:31-42, Fig. 3.) 
the ankle OQening having an Nishida discloses the ankle opening having an edge 
edge comQrised of one of the flat comprised of one of the flat knit edges. (Ex. 1001, f 72 
knit edges; and (a similar element in claim 1); Ex. 1005, Abstract, 3:6-

12, 3:31-42, Figs. 2-3.) 
(2) having a first area and a Nishida discloses an upper incorporating a knit textile 
second area with a unitary element having first and second areas with a unitary 
construction, construction. (Ex. 1001, f 72 (same element in claim 

16); Ex. 1005, Abstract, 3:6-12, 3:15-26, 4:12-18, Figs. 
2-3.) 

the first area being formed of a Nishida discloses that the first and second areas may 
first stitch configuration, and the be formed of different stitch configurations to impart 
second area being formed of a varying properties to the textile element. (Ex. 1001, f 72 
second stitch configuration that is (same element in claim 16); Ex. 1005, 3:15-4:18, 4:47-
different from the first stitch 60, 5:41-45, 5:63-6:2, 6:4-41.) 
configuration to impart varying 
properties to the textile element; 
and 
a sole structure secured to the Nishida discloses that a sole structure may be secured 
upper. to the upper. (Ex. 1001, f 72 (same element in claim 

16); Ex. 1005, Abstract, 4:39-46, Fig. 3.) 
48. The article of footwear Nishida discloses that at one stitch configuration may 
recited in claim [16] 47, wherein form a net-like structure (i.e. having apertures) in the 
at least one of the first stitch knit textile element. (Ex. 1001, f 72 ( a similar element in 
configuration and the second claim 19); Ex. 1005, 3:43-52, 6:25-31.) 
stitch configuration forms an 
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'011 Patent Claims Description of Prior Art 
aperture in the [weft-knitted] flat 
knit textile element and 
the joined edges shaQe the flat Nishida discloses that joined edges shape the flat knit 
knit textile element to form a textile element to form a lateral region, a medial region, 
lateral region 1 a medial region 1 an instep region and a heel region of the upper. (Ex. 
an insteQ region and a heel 1005, Abstract, 3:15-4:46, Figs. 1-5.) 
reaion of the uooer. 
49. The article of footwear Nishida discloses that at least one of the first stitch 
recited in claim [16] 47, wherein configuration and the second stitch configuration form a 
at least one of the first stitch plurality of apertures in the textile element, the apertures 
configuration and the second formed by omitting stitches in the flat knit textile element 
stitch configuration form [an and positioned in the upper for receiving laces. (Ex. 
aperture] a Qlurality of aQertures 1001, ,r 72 (a similar element in claim 19); Ex. 1005, 
in the [weft-knitted] flat knit textile 3:43-52, 6:25-31, Fig. 3.) 
element1 the aQertures formed by 
omitting stitches in the flat knit 
textile element and Qositioned in 
the uooer for receivina laces. 
50. The article of footwear Nishida discloses that the upper may include two or 
recited in claim [16] 47, wherein more layers, and the knit textile element may form at 
the [weft-knitted] flat knit textile least a portion of the interior layer. (Ex. 1001, ,r 72 (a 
element is one of an exterior similar element in claim 20); Ex. 1005, 3:6-9, 3:62-4:1.) 
layer, an intermediate layer, and 
an interior layer of the upper1 and 
the joined edges shaQe the flat Nishida discloses that joined edges shape the flat knit 
knit textile element to form a textile element to form a lateral region, a medial region, 
lateral region 1 a medial region 1 an instep region and a heel region of the upper. (Ex. 
an insteQ region and a heel 1001, ,r 72 (a similar element in claim 2); Ex. 1005, 
reaion of the uooer. Abstract, 3:15-4:46, Figs. 1-5.) 

VIII. Conclusion 

In view of the above, adidas requests that the Board reject proposed substitute 

claims 47-50 and find them unpatentable. 

Dated: November 12, 2013 

Respectfully submitted, 

sy: ~ l lf2 c:, .. l, L 
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Lead Counsel 
Mitchell G. Stockwell (Reg. No. 39,389) 
( mstockwell@kilpatricktownsend.com) 

Postal and Hand-Deliverl Address: 
Kilpatrick Townsend & Stockton LLP 
1100 Peachtree Street, Suite 2800 
Atlanta, GA 30309-4528 
T: 404 815 6046; F: 404 541 3213 
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Appendix I 

Exhibit 1001 Declaration of Edward C. (Ned) Frederick, Ph.D. ("Frederick Dec.") 

Exhibit 1002 U.S. Patent No. 7,347,011 to Dua et al. ('"011 patent") 

Exhibit 1005 U.S. Patent No. 5,345,638 to Nishida ("Nishida") 

Exhibit 1015 Copy of transcript of November 5, 2013, cross-examination deposition of 

Raymond F. Tonkel 

NOTE: adidas is still awaiting a copy of the deponent signature page. 

Upon receipt of that signature page adidas will file same as a 

separate exhibit. 

Exhibit 1016 Declaration of Sabut Adanur, Ph.D. ("Adanur Dec.") 

Exhibit 1020 U.S. Patent No. 2,178,941 to Schuessler ("Schuessler I") 

Exhibit 1021 U.S. Patent No. 2,150,730 to Schuessler ("Schuessler II") 

Exhibit 1023 Supplemental Declaration of Edward C. (Ned) Frederick, Ph.D. ("Frederick 

Dec. II") 

Exhibit 2009 Copy of transcript of July 23, 2013, cross-examination deposition of Edward 

C. Frederick 

Exhibit 2010 Declaration of Raymond F. Tonkel 

Exhibit 2011 Excerpts from "Man-Made Fiber and Textile Dictionary" (4th Ed. 1985) 
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CERTIFICATE OF SERVICE 

The undersigned certifies that on November 12, 2013, a complete and entire copy of 

this PETITIONER'S OPPOSITION TO PATENT OWNER'S MOTION TO AMEND was 

served on Patent Owner Nike, Inc. by emailing a copy to counsel at the email addresses 

listed below: 

Joseph M. Skerpon 
Email: jskerpon@bannerwitcoff.com 

H. Wayne Porter 
Email: wporter@bannerwitcoff.com 

J. Pieter van Es 
Email: pvanes@bannerwitcoff.com 

Thomas Pratt 
Email: tpratt@bannerwitcoff.com 

Dated: November 12, 2013 By: ¼,tLC /::4L 
Vaibhav P. Kadaba 
Reg. No. 45,865 
Back-Up Counsel for Petitioner 
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UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

adidas AG 
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V. 

Nike, Inc. 
Patent Owner 

Patent No. 7,347,011 
Filing Date: March 3, 2004 
Issue Date: March 25, 2008 

Title: ARTICLE OF FOOTWEAR HAVING A TEXTILE UPPER 

Inter Partes Review No. 2013-00067 

PETITIONER'S EXHIBIT LIST 
(AS OF NOVEMBER 12, 2013) 
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EXHIBITS 

Exhibit 1001 Declaration of Edward C. (Ned) Frederick, Ph.D. ("Frederick Dec.") 

Exhibit 1002 U.S. Patent No. 7,347,011 to Dua et al. ("'011 patent") 

Exhibit 1003 The '011 patent file history 

Exhibit 1004 Form PTO-SB/42 

Exhibit 1005 U.S. Patent No. 5,345,638 to Nishida ("Nishida") 

Exhibit 1006 JP Pub. No. H6-113905 to Osamu ("Osamu"), including a certified 

English translation thereof 

Exhibit 1007 U.S. Patent No. 2,147,197 to Glidden ("Glidden") 

Exhibit 1008 U.S. Patent No. 2,314,098 to McDonald ("McDonald") 

Exhibit 1009 U.S. Patent No. 2,641,004 to Whiting et al. ("Whiting") 

Exhibit 1010 International App. Pub. No. WO 90/037 44 to Curley ("Curley") 

Exhibit 1011 U.S. Patent No. 4,785,558 to Shiomura ("Shiomura") 

Exhibit 1012 David J. Spencer, Knitting Technology: A Comprehensive Handbook and 

Practical Guide (Third ed., Woodhead Publishing Ltd. 2001) 

Exhibit 1013 Excerpt of Hannelore Eberle et al., Clothing Technology (Third English ed., 

Beuth-Verlag GmbH 2002) 

Exhibit 1014 U.S. Patent No. 7,347,011 to Dua et al., with markings made during 

November 5, 2013, cross-examination deposition 
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Exhibit 1015 Copy of transcript of November 5, 2013, cross-examination deposition of 

Raymond F. Tonkel 

NOTE: adidas is still awaiting a copy of the deponent signature page. 

Upon receipt of that signature page adidas will file same as a 

separate exhibit. 

Exhibit 1016 Declaration of Sabut Adanur, Ph.D. ("Adanur Dec.") 

Exhibit 1017 Excerpt of Knitted Fabrics (Ciba-Geigy 1976) 

Exhibit 1018 Excerpt of Bharat J. Gajjar, Warp Knit Fabrics Technologies (Emerald Ink 

Publishing 2007) 

Exhibit 1019 J. Watel, The Milanese Machine: Little Progress Made in the Development of 

the Milanese Fabric, 19(6) Textiles: A Monthly Technical Journal 43, 48 

(December, 1921) 

Exhibit 1020 U.S. Patent No. 2,178,941 to Schuessler ("Schuessler I") 

Exhibit 1021 U.S. Patent No. 2,150,730 to Schuessler ("Schuessler II") 

Exhibit 1022 U.S. Patent No. 6,984,596 to Dickerson ("Dickerson") 

Exhibit 1023 Supplemental Declaration of Edward C. (Ned) Frederick, Ph.D. ("Frederick 

Dec. II") 

Exhibit 1024 Billy Hunter, editor, Editor's Viewpoint: Nike Flyknit: Quantum leap for flat 

knitting, http://www.knittingindustry.com/nike-flyknit-quantum-leap-for-flat­

knitting/ (last visited November 11, 2013) 
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Exhibit 1025 Billy Hunter, editor, Nike Flyknit: Ready, Steady, Go!, 

http://www.knittingindustry.com/nike-flyknit-ready-steady-go/ (last visited 

November 11, 2013) 

Exhibit 1026 Form PTO-SB/42 

Dated: November 12, 2013 

Lead Counsel 
Mitchell G. Stockwell (Reg. No. 39,389) 
( mstockwell@kilpatricktownsend.com) 

Postal and Hand-Delivery Address: 
Kilpatrick Townsend & Stockton LLP 
1100 Peachtree Street, Suite 2800 
Atlanta, GA 30309-4528 
T: 404 815 6046; F: 404 541 3213 

Respectfully submitted, 

By: ¼.tLG:'.t:LL 
Vaibhav P. Kadaba 
Reg. No. 45,865 
Back-Up Counsel for Petitioner 

Back-Up Counsel 
Vaibhav P. Kadaba (Reg. No. 45,865) 
(wkadaba@kilpatricktownsend.com) 

Postal and Hand-Delivery Address: 
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1100 Peachtree Street, Suite 2800 
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T: 404 532 6959; F: 404 541 3258 
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CERTIFICATE OF SERVICE 

The undersigned certifies that on November 12, 2013, a complete and entire copy of 

this PETITIONER'S EXHIBIT LIST (AS OF NOVEMBER 12, 2013) was served, with copies 

of the newly added exhibits, on Patent Owner Nike, Inc. by emailing a copy to counsel at the 

email addresses listed below: 

Joseph M. Skerpon 
Email: jskerpon@bannerwitcoff.com 

H. Wayne Porter 
Email: wporter@bannerwitcoff.com 

J. Pieter van Es 
Email: pvanes@bannerwitcoff.com 

Thomas Pratt 
Email: tpratt@bannerwitcoff.com 

Dated: November 12, 2013 By: V:tLCJi~J~L 
Vaibhav P. Kadaba 
Reg. No. 45,865 
Back-Up Counsel for Petitioner 
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UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

adidas AG, 
Petitioner 

V. 

NIKE, Inc. 
Patent Owner 

Patent No.7,347,011 

Inter Partes Review No. 2013-00067 

PATENT OWNER NIKE, INC.'S 
NOTICE OF CROSS-EXAMINATION OF SABIT ADANUR 
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Pursuant to 37 C.F.R. 42.53, Patent Owner NIKE, Inc. ("NIKE") hereby 

provides notice that, as previously agreed by the parties, it will cross-examine 

Sabit Adanur on December 3, 2013. The cross-examination will begin at 8:30 a.m. 

or at a time mutually agreed by the parties and will be held at the offices of adidas' 

counsel, Kilpatrick Townsend and Stockton, 1100 Peachtree Street NE, Suite 2800, 

Atlanta, Georgia. The cross-examination will take place before a Notary Public or 

other official authorized by law to administer oaths, to be arranged by counsel for 

NIKE. The cross-examination will be recorded by using audio, video and/or 

stenographic means. 

Dated: Nov. 26, 2013 

Banner & Witcoff, Ltd. 
Ten South Wacker Drive 
Suite 3000 
Chicago, IL 60606-7 407 
Tel: 312-463-5000 
Fax: 312-463-5001 

Banner & Witcoff, Ltd. 
1100 13th Street, N.W. 

By: 

Respectfully submitted, 

/J. Pieter van Es/ 

J. Pieter van Es 
Registration No. 37,746 
E-mail pvanes@bannerwitcoff.com 

Thomas K. Pratt 
Registration No. 37,210 
E-mail tpratt@bannerwitcoff.com 

H. Wayne Porter 
Registration No. 42,084 
Washington, DC 20005-4051 
E-mail wporter@bannerwitcoff.com 

Joseph M. Skerpon 
Registration No. 29,864 
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Suite 1200 
Tel: 202-824-3000 
Fax: 202-824-3001 

E-mail j skerpon@bannerwitcoff.com 

Attorneys for Patent Owner NIKE, Inc. 
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CERTIFICATE OF SERVICE 

The undersigned certifies that on November 26, 2013, a copy of the 

PATENT OWNER NIKE, INC.'S NOTICE OF CROSS-EXAMINATION OF 

SABIT ADANUR was served on the Petitioner by emailing a copy to 

mstockwell@kilpatricktownsend.com and wkadaba@kil patricktownsend. com. 
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/H. Wayne Porter/ 

H. Wayne Porter 
Reg. No. 42,084 
Back-Up Counsel for Patent Owner 
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UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

adidas AG, 
Petitioner 

V. 

NIKE, Inc. 
Patent Owner 

Patent No.7,347,011 

Inter Partes Review No. 2013-00067 

PATENT OWNER NIKE, INC.'S 
NOTICE OF SECOND CROSS-EXAMINATION OF EDWARD C. 

FREDERICK 
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Pursuant to 37 C.F.R. 42.53, Patent Owner NIKE, Inc. ("NIKE") hereby 

provides notice that, as previously agreed by the parties, it will cross-examine 

Edward C. Frederick on December 3, 2013. The cross-examination will begin 

after the completion of a deposition of Dr. Sabit Adanur or at a time mutually 

agreed by the parties and will be held at the offices of adidas' counsel, Kilpatrick 

Townsend and Stockton, 1100 Peachtree Street NE, Suite 2800, Atlanta, Georgia. 

The cross-examination will take place before a Notary Public or other official 

authorized by law to administer oaths, to be arranged by counsel for NIKE. The 

cross-examination will be recorded by using audio, video and/or stenographic 

means. 

Dated: Nov. 26, 2013 

Banner & Witcoff, Ltd. 
Ten South Wacker Drive 
Suite 3000 
Chicago, IL 60606-7 407 
Tel: 312-463-5000 
Fax: 312-463-5001 

By: 

Respectfully submitted, 

/J. Pieter van Es/ 

J. Pieter van Es 
Registration No. 37,746 
E-mail pvanes@bannerwitcoff.com 

Thomas K. Pratt 
Registration No. 37,210 
E-mail tpratt@bannerwitcoff.com 

H. Wayne Porter 
Registration No. 42,084 
Washington, DC 20005-4051 
E-mail wporter@bannerwitcoff.com 
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Banner & Witcoff, Ltd. 
1100 13th Street, N.W. 
Suite 1200 
Tel: 202-824-3000 
Fax: 202-824-3001 

Joseph M. Skerpon 
Registration No. 29,864 
E-mail j skerpon@bannerwitcoff.com 

Attorneys for Patent Owner NIKE, Inc. 
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CERTIFICATE OF SERVICE 

The undersigned certifies that on November 26, 2013, a copy of the 

PATENT OWNER NIKE, INC.'S NOTICE OF SECOND CROSS­

EXAMINATION OF EDWARD C. FREDERICK was served on the Petitioner 

by emailing a copy to mstockwell@kilpatricktownsend.com and 

wkadaba@kilpatricktownsend.com. 
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/H. Wayne Porter/ 

H. Wayne Porter 
Reg. No. 42,084 
Back-Up Counsel for Patent Owner 
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UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

adidas AG 

Petitioner 

V. 

Nike, Inc. 

Patent Owner 

Case IPR2013-00067 

Patent No. 7,347,011 

SUBMISSION OF POWER OF ATTORNEY 

Petitioner, adidas AG, submits herewith a power of attorney appointing 

practitioners at customer number 23370. Mitchell G. Stockwell, Vaibhav P. 

Kadaba, and Tiffany L. Williams are associated with customer number 23370. 

Petitioner is submitting a copy of this power of attorney so that Ms. 

Williams may be added as back-up counsel for the above-captioned inter partes 

review. Per a discussion with a representative of the Board on November 18, 
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2013, the representative confirmed it was not necesssary to seek prior Board 

authorization to add Ms. Williams as back-up counsel because Ms. Williams has a 

Registration Number with the United States Patent and Trademark Office. Should 

Board authorization in fact be required, Petitioner requests that this submission be 

treated as a request for Board authorization to add Ms. Williams as back-up 

counsel. 

Dated: November 26, 2013 

Lead Counsel 

Mitchell G. Stockwell (Reg. No. 39,389) 
( mstockwell@kilpatricktownsend.com) 
T: 404 815 6214; F: 404 541 3403 

Postal and Hand-Delivery Address: 

Kilpatrick Townsend & Stockton LLP 
1100 Peachtree Street, Suite 2800 
Atlanta, GA 30309-4528 
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Respectfully submitted, 

By: /Mitchell G. Stockwell/ 

Mitchell G. Stockwell 
Reg. No. 39,389 
Lead Counsel for Petitioner 

Back-Up Counsel 

Vaibhav P. Kadaba (Reg. No. 45,865) 
( wkadaba@kilpatricktownsend.com) 
T: 404 532 6959; F: 404 541 3258 

Tiffany L. Williams (Reg. No. 59,549) 
( tiwilliams@kilpatricktownsend.com) 
T: 404 815 6608; F: 404 541 4698 

Postal and Hand-Delivery Address: 

Kilpatrick Townsend & Stockton LLP 
1100 Peachtree Street, Suite 2800 
Atlanta, GA 30309-4528 
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CERTIFICATE OF SERVICE 

The undersigned certifies that on November 26, 2013, a complete and entire 

copy of this SUBMISSION OF POWER OF ATTORNEY was served on Patent 

Owner Nike, Inc. by emailing a copy to counsel at the email addresses listed 

below: 

Joseph M. Skerpon 
Email: jskerpon@bannerwitcoff.com 

H. Wayne Porter 
Email: wporter@bannerwitcoff.com 

J. Pieter van Es 
Email: pvanes@bannerwitcoff.com 

Thomas Pratt 
Email: tpratt@bannerwitcoff.com 

Dated: November 26, 2013 
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By: /Mitchell G. Stockwell/ 

Mitchell G. Stockwell 
Reg. No. 39,389 
Lead Counsel for Petitioner 
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UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

adidas AG 
Petitioner 

V. 

Nike, Inc. 

Patent Owner 

Case IPR2013-00067 

Patent No. 7,347,011 

MANDATORY NOTICE INFORMATION 
(ADDITION OF BACK-UP COUNSEL) 
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Pursuant to 37 CFR § 42.8(b ), Petitioner adidas AG submits the following 

information. 

Real Party-In-Interest under 37 C.F.R. § 42.8(b)(l) 

Petitioner, adidas AG, is the real party-in-interest for the instant petition. 

Related Matters under 37 C.F.R. § 42.8(b)(2) 

No related matters are currently known to the Petitioner. 

Lead and Back-Up Counsel under 37 C.F.R. § 42.8(b)(3) 

Lead: 

Back-up: 

Back-up: 

Mitchell G. Stockwell, Registration No. 39,389 

Vaibhav P. Kadaba, Registration No. 45,865 

Tiffany L. Williams, Registration No. 59,549 

Service Information under 37 C.F.R. § 42.8(b)(4) 

(i) Email: 

(ii)-(iii) Postal and hand 

delivery: 

mstockwell@kilpatricktownsend.com 

wkadaba@kilpatricktownsend.com 

ti williams@kilpatricktownsend.com 

Kilpatrick Townsend and Stockton, LLP 

1100 Peachtree Street, N.E., Suite 2800 

Atlanta, GA 30309 
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(iv) Telephone numbers: 

(v) Facsimile numbers: 

Dated: November 26, 2013 

Lead Counsel 

(404) 815-6214 (Stockwell) 

( 404) 532-6959 (Kadaba) 

(404) 815-6608 (Williams) 

(404) 541-3403 (Stockwell) 

(404) 541-3258 (Kadaba) 

(404) 541-4698 (Williams) 

Respectfully submitted, 

By: /Mitchell G. Stockwell/ 

Mitchell G. Stockwell 
Reg. No. 39,389 
Lead Counsel for Petitioner 

Back-Up Counsel 

Mitchell G. Stockwell (Reg. No. 39,389) Vaibhav P. Kadaba (Reg. No. 45,865) 
( mstockwell@kilpatricktownsend.com) ( wkadaba@kilpatricktownsend.com) 
T: 404 815 6214; F: 404 541 3403 T: 404 532 6959; F: 404 541 3258 

Tiffany L. Williams (Reg. No. 59,549) 
( tiwilliams@kilpatricktownsend.com) 
T: 404 815 6608; F: 404 541 4698 

Postal and Hand-Delivery Address: Postal and Hand-Delivery Address: 

Kilpatrick Townsend & Stockton LLP Kilpatrick Townsend & Stockton LLP 
1100 Peachtree Street, Suite 2800 1100 Peachtree Street, Suite 2800 
Atlanta, GA 30309-4528 Atlanta, GA 30309-4528 
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CERTIFICATE OF SERVICE 

The undersigned certifies that on November 26, 2013, a complete and entire 

copy of this MANDATORY NOTICE INFORMATION (ADDITION OF BACK­

UP COUNSEL) was served on Patent Owner Nike, Inc. by emailing a copy to 

counsel at the email addresses listed below: 

Joseph M. Skerpon 
Email: jskerpon@bannerwitcoff.com 

H. Wayne Porter 
Email: wporter@bannerwitcoff.com 

J. Pieter van Es 
Email: pvanes@bannerwitcoff.com 

Thomas Pratt 
Email: tpratt@bannerwitcoff.com 

Dated: November 26, 2013 
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By: /Mitchell G. Stockwell/ 

Mitchell G. Stockwell 
Reg. No. 39,389 
Lead Counsel for Petitioner 
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UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

adidas AG, 
Petitioner 

V. 

NIKE, Inc. 
Patent Owner 

Patent No.7,347,011 

Inter Partes Review No. 2013-00067 

NIKE'S REPLY 
TO PETITIONER'S OPPOSITION 
TO NIKE'S MOTION TO AMEND 

U.S. PATENT 7,347,011 
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I. Claim Construction 

A "flat knit textile element" is a weft knit textile element. Petitioner's newly 

contrived construction that would include warp knit fabrics is inconsistent with the 

'011 specification, the Petition, the original testimony of Petitioner's expert, an 

authoritative dictionary definition, and a knitting text submitted by Petitioner. 

The 'O 11 specification states that flat knitting is a "specific sub-type[]" of 

weft knitting and does not state it is a sub-type of warp knitting. (Ex 1002, 7 :2-8). 

Petitioner and its expert originally agreed. (See Petition, p. 11, 1. 8-9, p. 19, 1. 4-8, 

p. 22, 1. 4-8, p. 55, 1. 1-4; Ex 1001, if54 ("Common examples of weft knits are 

circular knits and flat knits."), if56, if72 at p. 37)). A textile dictionary 

unequivocally states that "the trade uses the term flat knit fabric to refer to weft­

knit fabrics made on a flat machine, rather than warp-knit fabrics." (Ex. 2011, p. 

6; Ex 2017, p. 5; Ex. 2018, p. 6). The Spencer knitting book that Petitioner 

submitted with its Petition includes a chapter titled "Flat knitting, basic principles 

and structures," the entirety of which is directed to weft knitting. (Ex. 1012, pp. 

234-250). Warp knitting is covered in separate chapters. (Id. at pp. 313 et seq.) 

On cross-examination, Petitioner's expert Dr. Frederick defined flat knitting as a 

sub-type of weft knitting: 

Q. Okay. What's your definition of the term flat knitting? 

A. Flat knitting would be another type of weft knitting that would involve 

an end result that was, you know, on a curved surface, but more or less flat. 
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(Ex 2009, p. 89, 1. 6-11; see also p. 61, 1. 3-6) (emphasis added). He also admitted 

that he knew of no dictionaries, books or publications that would support his newly 

created construction of "flat knit textile element" as including a warp knit article. 

(Ex. 2020, p. 28, 1. 10-24). Moreover, Petitioner incorrectly asserts that NIKE 

failed to propose a construction of "flat knit textile element." (See NIKE's 

proposed construction at Ex 2010, if60). 

Equally untenable is Petitioner's construction that "flat knit edges" simply 

mean any edges of a textile so long as the textile was flat while knit. (Opp., pp. 7 -

8; Ex. 2020, p. 24, 1. 14-19). This construction of "flat knit edges" includes edges 

not even formed by knitting at all but instead formed by cutting. (Ex. 2020, p. 24, 

1. 20 - p. 25, 1. 23). This makes no sense. The word "knit" modifies the word 

"edge," so the claimed edge must be a knit edge-not a cut edge as in Nishida and 

as now proposed by Petitioner. "Flat" modifies "knit," not "edge." The edge must 

be knit and the knitting must be by flat knitting, which is weft knitting. This 

construction is also consistent with the context of the phrase in which this term 

appears, i.e., " ... having flat knit edges free of surrounding textile structure such 

that the flat knit edges are not surrounded by textile structure from which the 

textile element must be removed ... " 

Petitioner impermissibly relies on Dr. Adanur for its constructions. (Ex 

1016, if38). Although he purports to be a POSITA (Ex. 2021, p. 25, 1. 9-19), he 

2 

Skechers EX1013-p. 7248 
Skechers v Nike 



unquestionably is not. For example, he has never even been involved in the 

conception and design of a shoe. (Id., p. 28, 1. 6-8; see also p. 20, 1. 20-p. 21, 1. 17; 

p. 22, 1. 8-11; p. 29, 1. 10-12; p. 30, 1. 20-23; p. 39, 1. 9-15). He never has even 

talked to a POSITA other than one, brief telephone call with Dr. Frederick. (Id., p. 

131, 1. 16-19). Even if Dr. Adanur's comments are considered, the only dictionary 

definitions of "flat knit fabric" he knows of define the term as weft knit, not warp 

knit. (Id,. p. 134, 1. 14 - p. 135, 1. 2; Ex. 2011, p. 6; Ex 2017, p. 5; Ex. 2018, p. 6). 

Significantly, Dr. Frederick admitted it was not even necessary to speak to a 

knitting expert. (Ex. 2020, p. 19, 1. 21-p. 20, 1. 12). Indeed, Dr. Frederick knew 

little about Dr. Adanur and his supposed expertise - never saw his CV, never 

discussed his background, had no idea if he was a POS TIA and never saw his 

declaration. (Id. p. 11, 1. 4-18; p. 31, 1. 11-15). 

II. Adequate Written Description 

Glaringly absent from Petitioner's written description challenge is citation to 

any testimony from its experts. Whether the specification supports a claim is a fact 

issue assessed from the perspective of a POSITA. Ariad Pharms., Inc. v. Eli Lilly 

& Co., 598 F.3d 1336, 1351-52 (Fed. Cir. 2010) (en bane). Here, Petitioner relies 

only on attorney argument, which is not evidence. Gemtron Corp. v. Saint-Gobain 

Corp., 572 F.3d 1371, 1380 (Fed. Cir. 2009). 
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The specification of a patent need not have ipsis verbis support for a claim to 

provide an adequate written description. Martin v. Johnson, 454 F.2d 746, 751 

(CCPA 1972). Figures alone can support the written description requirement. 

Cooper Cameron Corp. v. K vaemer Oilfields Products, Inc., 291 F .3d 1317, 1322 

(Fed. Cir. 2002). As explained by Mr. Tonkel, to a POSITA, Figures 8, 10 and 11, 

along with original claims and the specification convey that the 'O 11 application 

describes a textile element knit to the shape of Figures 8, 10 and 11 using flat 

knitting. (Ex 1003, p. 166, if[35], p. 168-69 ,r,r[42]-[43], p. 173 if[54], pp. 175-76, 

if[59], pp. 179-84, pp. 192-95; Ex 2010, ifif36-37, 40-42, 62-67). That structure is 

what is claimed in substitute claim 4 7. Indeed, Dr. Frederick admitted that the 

'011 patent teaches flat knitting an element with flat knitted edges (Ex. 2009, p. 

116, 1. 12-20) and flat knitting an upper to shape. (Ex. 1023, if31 (describing 

uppers "made according to ... '011 Patent"); Ex. 2020, p. 48, 1. 10-23). 

III. The Claims Are Definite 

Relying on the same flawed construction addressed above, Petitioner challenges 

the definiteness of certain phrases in the proposed claims. (Opp., pp. 6-8). When 

the claims are properly construed, Petitioner's argument evaporates. 

IV. The Claims Are Patentable Over the Prior Art 

Petitioner's anticipation argument relies on a claim construction that is 

shown above to be incorrect. Accordingly, claim 47 is not anticipated by Nishida. 
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Claim 4 7 also is not obvious over Nishida, either alone or in view of Schuessler I 

(which describes a "knitted helmet") and Schuessler II (which describes a knitting 

machine). Petitioner illogically argues that Nishida teaches reducing cutting waste 

by placing patterns closer together within a web, and that this somehow suggests 

knitting individual patterns to shape. Petitioner also argues that a POSITA would 

have been motivated to combine references because, after they are combined, the 

elements of each reference serve the same purpose. Petitioner's argument is 

legally flawed because it wrongly combines the references and uses the resulting 

combination as a motivation for making the combination in the first place. 

Relying on Dr. Frederick, Petitioner also argues that a "knit to shape" upper 

would be too costly. (Opp., pp. 9-10; Ex. 1023, ififl6-45). Yet, Dr. Frederick 

admitted that has no personal experience with knitting machine line speed, line set 

up and maintenance, or amortization calculations. (Ex. 2020, p. 45, 1. 3 - p. 46, 1. 

10). Moreover, Petitioner does not dispute that a "knit to shape" upper reduces 

undesirable waste (see Ex. 2010, if46; Ex, 2020, p.43, 1. 15-20) or that Nishida did 

not think of it. In fact, Petitioner's arguments regarding alleged economic non­

feasibility of "knit to shape" uppers actually counsel against obviousness. 

V. Conclusion 

NIKE respectfully requests that the Board grant the Motion to Amend. 

Respectfully submitted, 
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Dated: December 11, 2013 

Banner & Witcoff, Ltd. 
Ten South Wacker Drive 
Suite 3000 
Chicago, IL 60606-7 407 
Tel: 312-463-5000 
Fax: 312-463-5001 

Banner & Witcoff, Ltd. 
1100 13th Street, N.W. 
Suite 1200 
Tel: 202-824-3000 
Fax: 202-824-3001 

By: /J. Pieter van Es/ 
J. Pieter van Es 
Registration No. 37,746 
E-mail pvanes@bannerwitcoff.com 

Thomas K. Pratt 
Registration No. 37,210 
E-mail tpratt@bannerwitcoff.com 

H. Wayne Porter 
Registration No. 42,084 
Washington, DC 20005-4051 
E-mail wporter@bannerwitcoff.com 

Joseph M. Skerpon 
Registration No. 29,864 
E-mail j skerpon@bannerwitcoff.com 

Attorneys for Patent Owner 
NIKE, Inc. 
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Appendix 1 

The following exhibits are cited in this Reply: 

Exhibit 1001 

Exhibit 1002 

Exhibit 1003 

Exhibit 1012 

Exhibit 1016 

Exhibit 1023 

Exhibit 2009 

Exhibit 2010 

Exhibit 2011 

Exhibit 2017 

Exhibit 2018 

Exhibit 2020 

Exhibit 2021 

Declaration of Edward C. Frederick 

U.S. Patent No. 7,347,011 

File History of U.S. Patent 7,347,011 

David J. Spencer, Knitting Technology: A 
Comprehensive Handbook and Practical Guide (Third 
ed., Woodhead Publishing Ltd. 2001) 

Declaration of Sabit Adanur 

Supplemental Declaration of Edward C. Frederick 

Transcript of July 23, 2013, cross-examination deposition 
of Edward C. Frederick 

Declaration of Raymond F. Tonkel 

Excerpts from "Man-Made Fiber and Textile Dictionary" 
(4thEd. 1985) 

Excerpts from Celanese Corporation "Man-Made Fiber 
and Textile Dictionary" 

Excerpts from Hoechst Celanese "Dictionary of Fiber & 
Textile Technology" 

Transcript of December 3, 2013, cross-examination 
deposition of Edward C. Frederick 

Transcript of December 3, 2013, cross-examination 
deposition of Sabit Adanur 
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CERTIFICATE OF SERVICE 

The undersigned certifies that on December 11, 2013, a copy of NIKE'S 
REPLY TO PETITIONER'S OPPOSITION TO NIKE'S MOTION TO 
AMEND U.S. PATENT 7,347,011 was served on the Petitioner by emailing a 
copy to mstockwell@kilpatricktownsend.com, wkadaba@kilpatricktownsend.com 
and tiwilliams@kilpatricktownsend.com. 
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/H. Wayne Porter/ 
H. Wayne Porter 
Reg. No. 42,084 
Back-Up Counsel for 
Patent Owner 
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UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

adidas AG, 
Petitioner 

V. 

NIKE, Inc. 
Patent Owner 

Patent No.7,347,011 

Inter Partes Review No. 2013-00067 

NIKE, INC.'S EXHIBIT LIST 
(AS OF DECEMBER 11, 2013) 
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Pursuant to 37 CFR §42.63(e), Patent Owner NIKE, Inc. submits the 

following current exhibit list identifying the exhibit number and providing a brief 

description for exhibits filed by NIKE in IPR2013-00067. This exhibit list updates 

the exhibit list filed August 29, 2013. 

Exhibit 2001 

Exhibit 2002 

Exhibit 2003 

Patent Owner Nike, Inc.'s Notice of Cross-Examination of 

Edward C. Frederick 

NOTE: This exhibit is identical to paper 28 filed on July 

17, 2013. Because this document was marked as an 

exhibit to the July 23, 2013, cross-examination deposition 

of Mr. Frederick (which transcript is identified below as 

exhibit 2009), it is identified here as exhibit no. 2001. 

Pursuant to 37 CFR §42.6(d), however, another copy is 

not being filed. A copy of exhibit 2001, as marked during 

the Frederick deposition, was served on Petitioner with 

NIKE's August 19, 2013, exhibit list. 

Declaration of Dr. Edward C. Frederick from reexamination no. 

95/001,320 

U.S. Patent 4,354,318 (Frederick et al.) 
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Exhibit 2004 

Exhibit 2005 

Exhibit 2006 

Exhibit 2007 

Exhibit 2008 

Chapter 16 from book titled "Textiles in Sport" 

May 17, 2013, Decision (Institution of Inter Partes Review 37 

CFR §42.108) in IPR2013-00067 

NOTE: This exhibit is identical to paper 18 filed on May 

17, 2013. Because this document was marked as an 

exhibit to the July 23, 2013, cross-examination deposition 

of Mr. Frederick (which transcript is identified below as 

exhibit 2009), it is identified here as exhibit no. 2005. 

Pursuant to 37 CFR §42.6(d), however, another copy is 

not being filed. A copy of exhibit 2005, as marked during 

the Frederick deposition, was served on Petitioner with 

NIKE's August 19, 2013, exhibit list. 

U.S. Patent 2,147,197 (Glidden), with markings made during 

July 23, 2013, cross-examination deposition 

U.S. Patent 7,347,011 (Dua et al.), with markings made during 

July 23, 2013, cross-examination deposition 

December 28, 2012, Decision on Appeal in reexamination no. 

95/001,320 
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Exhibit 2009 

Exhibit 2010 

Exhibit 2011 

Exhibit 2012 

Exhibit 2013 

Exhibit 2014 

Copy of transcript of July 23, 2013, cross-examination 

deposition of Edward C. Frederick 

NOTE: Copy of signed errata sheet filed separately as 

exhibit 2013. 

Declaration of Raymond F. Tonkel 

Excerpts from "Man-Made Fiber and Textile Dictionary" ( 4th 

Ed. 1985) 

Excerpt from Random House Webster's Unabridged Dictionary 

(2nd Ed. 2001) 

Copy of Signed Errata Sheet for Transcript of July 23, 2013, 

Frederick Deposition (Ex. 2009) 

Patent Owner Nike, Inc.'s Notice of Cross-Examination of Sabit 

Adanur 

NOTE: This exhibit is identical to paper 39 filed on 

November 26, 2013. Because this document was marked 

as an exhibit to the December 3, 2013, cross-examination 

deposition of Mr. Adanur (which transcript is identified 

below as exhibit 2021), it is identified here as exhibit no. 
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Exhibit 2015 

Exhibit 2016 

Exhibit 2017 

Exhibit 2018 

Exhibit 2019 

2014. Pursuant to 37 CFR §42.6(d), however, another 

copy is not being filed. A copy of exhibit 2014, as 

marked during the Adanur deposition, will be served on 

Petitioner with NIKE's December 11, 2013, exhibit list. 

Excerpts from Celanese Corporation "Man-Made Fiber and 

Textile Dictionary" 

Excerpts from Hoechst Celanese "Dictionary of Fiber & Textile 

Technology" 

Excerpts from Celanese Corporation "Man-Made Fiber and 

Textile Dictionary" 

Excerpts from Hoechst Celanese "Dictionary of Fiber & Textile 

Technology" 

Patent Owner Nike, Inc.'s Notice of Second Cross-Examination 

of Edward C. Frederick 

NOTE: This exhibit is identical to paper 40 filed on 

November 26, 2013. Because this document was marked 

as an exhibit to the December 3, 2013, cross-examination 

deposition of Mr. Frederick (which transcript is identified 
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Exhibit 2020 

Exhibit 2021 

below as exhibit 2020), it is identified here as exhibit no. 

2019. Pursuant to 37 CFR §42.6(d), however, another 

copy is not being filed. A copy of exhibit 2019, as 

marked during the Frederick deposition, will be served on 

Petitioner with NIKE's December 11, 2013, exhibit list. 

Copy of transcript of December 3, 2013, second cross­

examination deposition of Edward C. Frederick 

NOTE: NIKE is still awaiting a copy of the deponent 

signature page. Upon receipt of that signature page NIKE 

will file same as a separate exhibit. 

Copy of transcript of December 3, 2013, cross-examination 

deposition of Sabit Adanur 

NOTE: NIKE is still awaiting a copy of the deponent 

signature page. Upon receipt of that signature page NIKE 

will file same as a separate exhibit. 
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Dated: December 11, 2013 

Banner & Witcoff, Ltd. 
Ten South Wacker Drive 
Suite 3000 
Chicago, IL 60606-7 407 
Tel: 312-463-5000 
Fax: 312-463-5001 

Banner & Witcoff, Ltd. 
1100 13th Street, N.W. 
Suite 1200 
Tel: 202-824-3000 
Fax: 202-824-3001 

By: 

Respectfully submitted, 

/J. Pieter van Es/ 

J. Pieter van Es 
Registration No. 37,746 
E-mail pvanes@bannerwitcoff.com 

Thomas K. Pratt 
Registration No. 37,210 
E-mail tpratt@bannerwitcoff.com 

H. Wayne Porter 
Registration No. 42,084 
Washington, DC 20005-4051 
E-mail wporter@bannerwitcoff.com 

Joseph M. Skerpon 
Registration No. 29,864 
E-mail j skerpon@bannerwitcoff.com 

Attorneys for Patent Owner 
NIKE, Inc. 
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CERTIFICATE OF SERVICE 

The undersigned certifies that on December 11, 2013, a copy of NIKE, 
INC.'S EXHIBIT LIST (AS OF DECEMBER 11, 2013) was served, with copies 
of Exhibits 2014 through 2021, on the Petitioner by emailing same to the following 
email addresses: 

mstockwell@kilpatricktownsend.com 
wkadaba@kilpatricktownsend.com 
tiwilliams@kilpatricktownsend.com 
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/H. Wayne Porter/ 

H. Wayne Porter 
Reg. No. 42,084 
Back-Up Counsel for 
Patent Owner 
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UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

adidas AG, 
Petitioner 

V. 

NIKE, Inc. 
Patent Owner 

Patent No.7,347,011 

Inter Partes Review No. 2013-00067 

NIKE, INC.'S EXHIBIT LIST 
(AS OF JANUARY 7, 2014) 
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Pursuant to 37 CFR §42.63(e), Patent Owner NIKE, Inc. submits the 

following current exhibit list identifying the exhibit number and providing a brief 

description for exhibits filed by NIKE in IPR2013-00067. This exhibit list updates 

the exhibit list filed December 11, 2013. 

Exhibit 2001 

Exhibit 2002 

Exhibit 2003 

Patent Owner Nike, Inc.'s Notice of Cross-Examination of 

Edward C. Frederick 

NOTE: This exhibit is identical to paper 28 filed on July 

17, 2013. Because this document was marked as an 

exhibit to the July 23, 2013, cross-examination deposition 

of Mr. Frederick (which transcript is identified below as 

exhibit 2009), it is identified here as exhibit no. 2001. 

Pursuant to 37 CFR §42.6(d), however, another copy is 

not being filed. A copy of exhibit 2001, as marked during 

the Frederick deposition, was served on Petitioner with 

NIKE's August 19, 2013, exhibit list. 

Declaration of Dr. Edward C. Frederick from reexamination no. 

95/001,320 

U.S. Patent 4,354,318 (Frederick et al.) 
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Exhibit 2004 

Exhibit 2005 

Exhibit 2006 

Exhibit 2007 

Exhibit 2008 

Chapter 16 from book titled "Textiles in Sport" 

May 17, 2013, Decision (Institution of Inter Partes Review 37 

CFR §42.108) in IPR2013-00067 

NOTE: This exhibit is identical to paper 18 filed on May 

17, 2013. Because this document was marked as an 

exhibit to the July 23, 2013, cross-examination deposition 

of Mr. Frederick (which transcript is identified below as 

exhibit 2009), it is identified here as exhibit no. 2005. 

Pursuant to 37 CFR §42.6(d), however, another copy is 

not being filed. A copy of exhibit 2005, as marked during 

the Frederick deposition, was served on Petitioner with 

NIKE's August 19, 2013, exhibit list. 

U.S. Patent 2,147,197 (Glidden), with markings made during 

July 23, 2013, cross-examination deposition 

U.S. Patent 7,347,011 (Dua et al.), with markings made during 

July 23, 2013, cross-examination deposition 

December 28, 2012, Decision on Appeal in reexamination no. 

95/001,320 
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Exhibit 2009 

Exhibit 2010 

Exhibit 2011 

Exhibit 2012 

Exhibit 2013 

Exhibit 2014 

Copy of transcript of July 23, 2013, cross-examination 

deposition of Edward C. Frederick 

NOTE: Copy of signed errata sheet filed separately as 

exhibit 2013. 

Declaration of Raymond F. Tonkel 

Excerpts from "Man-Made Fiber and Textile Dictionary" ( 4th 

Ed. 1985) 

Excerpt from Random House Webster's Unabridged Dictionary 

(2nd Ed. 2001) 

Copy of Signed Errata Sheet for Transcript of July 23, 2013, 

Frederick Deposition (Ex. 2009) 

Patent Owner Nike, Inc.'s Notice of Cross-Examination of Sabit 

Adanur 

NOTE: This exhibit is identical to paper 39 filed on 

November 26, 2013. Because this document was marked 

as an exhibit to the December 3, 2013, cross-examination 

deposition of Mr. Adanur (which transcript is identified 

below as exhibit 2021), it is identified here as exhibit no. 
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Exhibit 2015 

Exhibit 2016 

Exhibit 2017 

Exhibit 2018 

Exhibit 2019 

2014. Pursuant to 37 CFR §42.6(d), however, another 

copy was not filed. A copy of exhibit 2014, as marked 

during the Adanur deposition, was served on Petitioner 

with NIKE's December 11, 2013, exhibit list. 

Excerpts from Celanese Corporation "Man-Made Fiber and 

Textile Dictionary" 

Excerpts from Hoechst Celanese "Dictionary of Fiber & Textile 

Technology" 

Excerpts from Celanese Corporation "Man-Made Fiber and 

Textile Dictionary" 

Excerpts from Hoechst Celanese "Dictionary of Fiber & Textile 

Technology" 

Patent Owner Nike, Inc.'s Notice of Second Cross-Examination 

of Edward C. Frederick 

NOTE: This exhibit is identical to paper 40 filed on 

November 26, 2013. Because this document was marked 

as an exhibit to the December 3, 2013, cross-examination 

deposition of Mr. Frederick (which transcript is identified 
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Exhibit 2020 

Exhibit 2021 

Exhibit 2022 

Exhibit 2023 

below as exhibit 2020), it is identified here as exhibit no. 

2019. Pursuant to 37 CFR §42.6(d), however, another 

copy was not filed. A copy of exhibit 2019, as marked 

during the Frederick deposition, was served on Petitioner 

with NIKE's December 11, 2013, exhibit list. 

Copy of transcript of December 3, 2013, second cross­

examination deposition of Edward C. Frederick 

NOTE: Copy of signature page filed separately as exhibit 

2022. 

Copy of transcript of December 3, 2013, cross-examination 

deposition of Sabit Adanur 

NOTE: Copy of signature page filed separately as exhibit 

2022. 

Copy of signature page for transcript of December 3, 2013, 

Frederick deposition (Ex. 2020) 

Copy of signature page for transcript of December 3, 2013, 

Adanur deposition (Ex. 2021) 
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Dated: January 7, 2014 

Banner & Witcoff, Ltd. 
Ten South Wacker Drive 
Suite 3000 
Chicago, IL 60606-7 407 
Tel: 312-463-5000 
Fax: 312-463-5001 

Banner & Witcoff, Ltd. 
1100 13th Street, N.W. 
Suite 1200 
Tel: 202-824-3000 
Fax: 202-824-3001 

By: 

Respectfully submitted, 

/J. Pieter van Es/ 

J. Pieter van Es 
Registration No. 37,746 
E-mail pvanes@bannerwitcoff.com 

Thomas K. Pratt 
Registration No. 37,210 
E-mail tpratt@bannerwitcoff.com 

H. Wayne Porter 
Registration No. 42,084 
Washington, DC 20005-4051 
E-mail wporter@bannerwitcoff.com 

Joseph M. Skerpon 
Registration No. 29,864 
E-mail j skerpon@bannerwitcoff.com 

Attorneys for Patent Owner 
NIKE, Inc. 
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CERTIFICATE OF SERVICE 

The undersigned certifies that on January 7, 2014, a copy of NIKE, INC.'S 
EXHIBIT LIST (AS OF JANUARY 7, 2014) was served, with copies of Exhibits 
2022 and 2023, on the Petitioner by emailing same to the following email 
addresses: 

mstockwell@kilpatricktownsend.com 
wkadaba@kilpatricktownsend.com 
tiwilliams@kilpatricktownsend.com 
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/H. Wayne Porter/ 

H. Wayne Porter 
Reg. No. 42,084 
Back-Up Counsel for 
Patent Owner 
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Trials(~uspto.gov 
571-272-7822 

Paper 35 
Date: October 30, 2013 

UNITED STA TES PA TENT AND TRADEMARK OFFICE 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

adidas AG 
Petitioner 

v. 

NIKE, Inc. 
Patent Owner 

Case IPR2013-00067 
Patent 7,347,011 B2 

Before JOSIAH C. COCKS, MICHAEL J. FITZPATRICK, and 
JAMES B. ARPIN, Administrative Patent Judges. 

ARPIN, Administrative Patent Judge. 

DECISION 
Motion to Withdraw 
37 C.F.R. § 42.J0(e) 

On July 11, 2013, Petitioner filed a motion to authorize withdrawal of its 

current lead counsel, Geoffrey K. Gavin, and the appointment of a new lead 

counsel. Motion (Paper 26) 2. Further, Petitioner contemporaneously filed a new 

power of attorney (Paper 27) appointing Mitchell G. Stockwell (Reg. No. 39, 389) 
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IPR2013-00067 
Patent 7,347,011 B2 

as the new lead counsel and maintaining Wab P. Kadaba (Reg. No. 45,865) as 

back-up counsel. No opposition has been filed, and Petitioner indicates that Patent 

Owner does not oppose the appointment of Mr. Stockwell as new lead counsel. 

Motion 3. For the following reasons, the motion is granted. 

DISCUSSION 

Counsel may withdraw from an inter partes review proceeding only with 

authorization from the Board. 37 C.F.R. § 42.l0(e). Normally, this is 

accomplished by filing a motion to withdraw, which requires Board authorization 

b~fore filing. See 37 C.F.R. § 42.20(b). Once authorization is granted, the motion 

then is made by the attomey(s) seeking to withdraw. See, e.g., IPR2013-00010, 

Paper 30. 

Here, Petitioner filed a motion to authorize withdrawal of counsel. The 

motion was not authorized in advance by the Board. It was accompanied by a new 

power of attorney that revoked the previous power of attorney and appointed new 

lead counsel. The motion was signed by back-up counsel, rather than by the 

withdrawing counsel. 

Petitioner has not followed the correct procedure. Nevertheless, because 

there is no prejudice shown, the Board waives the requirement for authorization 

and treats the motion as if it were properly authorized and filed by the withdrawing 

counsel. Petitioner is instructed to seek Board authorization, where required, for 

any further motions filed in this proceeding. 

Turning to the merits, the motion designates new lead counsel, who is a 

registered practitioner, and does not seek any time extensions. Under the 

circumstances, we see no reason to deny the motion. 

It is therefore 

ORDERED that Petitioner's Motion is granted; 

2 
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FURTHER ORDERED that Geoffrey K. Gavin is permitted to withdraw as 

counsel in this proceeding; 

FURTHER ORDERED that Mitchell G. Stockwell is recognized as 

Petitioner's lead counsel in these proceedings; and 

FURTHER ORDERED that Petitioner shall update the Board's electronic 

filing system to reflect the change in lead counsel. 

PETITIONER: 

Mitchen G. Stockwell 
Vaibhav P. Kadaba 
Kilpatrick Townsend & Stockton LLP 
mstockwell(q)kilpatricktownsend.com 
wkabada@kilpatricktownsend.com 

PATENT OWNER: 

Jonathan van Es 
Thomas Pratt 
Joseph M. Skerpon 
H. Wayne Porter 
Banner & Witcoff, Ltd. 
pvanes(q}bannerwitcoff.com 
tpratt@bannerwitcoff.com 
jskerpon@bannerwitcoff.com 
wporter(q)bannerwitcoff.com 
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UNITED STATES PATENT AND TRADEMARK. OFFICE 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

adidas AG 
Petitioner 

V. 

Nike, Inc. 

Patent Owner 

Case IPR2013-00067 

Patent No. 7,347,0l 1 

Before ~1ICHAEL P. TIERNEY, MICHAEL J. FITZPATRICK, and 

JAMES B. ARPIN, Administrative Patent Judges. 

US2008 5132216 2 
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PETITIONER POWER OF ATTORNEY 

The undersigned, representing Petitioner, adidas AG, hereby appoints 

Practitioners associated with Customer Number 23370 as my attorneys, and to 

transact all business in the United States Patent and Trademark Office 

herewith for the above-captioned inter partes review, and revokes all previous 

powers of attorney given with respect thereto. The individual signing below 

has the authority to execute this document on behalf of adidas AG. 

US2008 5132216 2 

By: '-S' QI--A-;_,,__ 1 o,_A-.b-~' 
Name: Sarah Talbot 
Title: Head of Legal IP 
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Electronic Acknowledgement Receipt 

EFSID: 29875283 

Application Number: 15610089 

International Application Number: 

Confirmation Number: 4757 

Title of Invention: ARTICLE OF FOOTWEAR HAVING A TEXTILE UPPER 

First Named Inventor/Applicant Name: BHUPESH DUA 

Customer Number: 78342 

Filer: Elizabeth Ashley Lucas 

Filer Authorized By: 

Attorney Docket Number: NIKE.276100/081313US82CON 

Receipt Date: 24-JUL-2017 

Filing Date: 31-MAY-2017 

Time Stamp: 23:17:23 

Application Type: Utility under 35 USC 111 (a) 

Payment information: 

Submitted with Payment I no 

File Listing: 

Document 
Document Description File Name 

File Size(Bytes}/ Multi Pages 
Number Message Digest Part /.zip (if appl.) 

15812 
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Information: 

1035798 

2 
Information Disclosure Statement (IDS) 

276100_IDS_l 1.PDF no 6 
Form (SB08) 

d46698309d 168f6d7822bc44803981 d4c5f 
2dd3a 

Warnings: 

Information: 

A U.S. Patent Number Citation or a U.S. Publication Number Citation is required in the Information Disclosure Statement (IDS) form for 
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you are citing U.S. References. If you chose not to include U.S. References, the image of the form will be processed and be made available 
within the Image File Wrapper (IFW) system. However, no data will be extracted from this form. Any additional data such as Foreign Patent 
Documents or Non Patent Literature will be manually reviewed and keyed into USPTO systems. 
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146855 

276100 11 NPL_04_Patent_O - -
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7db2 

Warnings: 
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142028 
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8 Non Patent Literature ugl 3_Ex_List_lPR2013_00067. no 6 
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Warnings: 
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918 
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Information: 
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4cbe 
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114387 
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Information: 
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This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents, 
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a 
Post Card, as described in MPEP 503. 

New Applications Under 35 U.S.C. 111 
If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR 
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this 
Acknowledgement Receipt will establish the filing date of the application. 
National Stage of an International Application under 35 U.S.C. 371 
If a timely submission to enter the national stage of an international application is compliant with the conditions of 35 
U.S.C. 371 and other applicable requirements a Form PCT /DO/EO/903 indicating acceptance of the application as a 
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course. 
New International Application Filed with the USPTO as a Receiving Office 
If a new international application is being filed and the international application includes the necessary components for 
an international filing date (see PCT Article 11 and MPEP 181 O), a Notification of the International Application Number 
and of the International Filing Date (Form PCT/RO/1 OS) will be issued in due course, subject to prescriptions concerning 
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of 
the application. 
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PATENT 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Appl. No. 
Inventor 
Applicants 
Filed 

15/610,089 Confirmation No. 4757 

Title 
Group Art Unit 
Examiner 
Matter No. 
Customer No. 

VIA EFS -7/24/2017 

Bhupesh Dua 
NIKE, Inc. 
5/31/2017 
ARTICLE OF FOOTWEAR HAVING A TEXTILE UPPER 
3765 
Marie D. Bays 
NIKE.276100/08-1313US82CON 
78342 

Mail Stop Amendment 
Commissioner for Patents 
P. 0. Box 1450 
Alexandria, VA 22313-1450 

IDS SUBMISSION 

This correspondence is being submitted with an Information Disclosure Statement 

pursuant to 37 C.F.R. § 1.97. Due to the number of references, the IDS is separated into multiple 

forms. Accordingly, Applicant hereby submits IDS forms 1-11 as this IDS submission. Each 

IDS form corresponds to an IDS form filed in the Application No. 14/503,514 from which this 

pending application depends. Pursuant to 37 C.F.R. § 1.97(c)(2), Applicant submits herewith the 

fee set forth in § 1.17 (g) for the IDS submission. 

EAL 
SHOOK, HARDY & BACON L.L.P. 
2555 Grand Blvd. 
Kansas City, MO 64108-2613 
Phone: 816-474-6550 
Fax: 816-421-5547 

8298658 
8298658 vl 

Respectfully submitted, 

/ELIZABETH A. LUCAS/ 

Elizabeth A. Lucas 
Reg. No. 74,247 

Page 1 of 1 
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UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

adidas AG, 
Petitioner 

V. 

NIKE, Inc. 
Patent Owner 

Patent No.7,347,011 

Inter Partes Review No. 2013-00067 

NIKE, INC.'S REQUEST FOR ORAL ARGUMENT 
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Patent Owner NIKE, Inc. hereby requests oral argument pursuant to 37 CFR 

§42.70(a). Pursuant to the Scheduling Order (paper no. 19) entered May 17, 2013, 

oral argument is currently scheduled for February 10, 2014. Oral argument will 

focus primarily on Patent Owner's Motion to Amend and the principal issues to be 

argued are as follows: 

1. The proper construction of certain terms m proposed claim 4 7, 

including "flat knit textile element" and "flat knit edges." 

2. Patent Owner's satisfaction of the written description requirement 

under 35 U.S.C. §112, first paragraph, for proposed claims 47-50. 

3. Patent Owner's satisfaction of the definiteness requirement under 35 

U.S.C. §112, second paragraph, for proposed claims 47-50. 

4. Patent Owner's compliance with 35 U.S.C. § 316(d)(3) and 37 C.F.R. 

§§ 42.12l(a)(2)(ii) and (b)(l) by proposed claims 47-50, including the 

non-introduction of new matter and the non-enlargement of claim 

scope relative to the issued claims of Patent No. 7,347,011 (" '011 

patent"). 

5. The patentability of proposed claims 47-50 over the prior art under 35 

U.S.C. §§102 and 103, including 

a. patentability over Nishida (Exhibit 1005) alone, 

b. patentability over Nishida in view of Schuessler I (Exhibit 

1 

Skechers EX1013-p. 7283 
Skechers v Nike 



1020) and/ or Schuessler II (Exhibit 1021 ), and 

c. patentability over Nishida in view of other art of record. 

6. The weight, if any, to be given to the testimony of Sabit Adanur. 

7. The weight, if any, to be given to the testimony of Edward C. 

Frederick. 

8. Any issues raised by Petitioner in a request for oral argument, in a 

motion to exclude (if any) or in any other motion or paper filed by 

Petitioner concurrently with or subsequent to this Request. 

Patent Owner requests the ability to use audio-visual equipment to display 

demonstrative exhibits, including the use of a projector and screen for PowerPoint 

display. 

Because Patent Owner requests cancellation of claims 1-46 of the 'O 11 

patent, so that the only issues remaining in this IPR pertain to Patent Owner's 

Motion to Amend to add proposed new claims 47-50, and pursuant to section II.M. 

of the Board's Trial Practice Guide (77 Fed. Reg. 48768), Patent Owner requests 

that the order of argument be reversed. In particular, Patent Owner requests that it 

be permitted to argue first, followed by Petitioner, followed by Patent Owner's 

rebuttal. 
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Dated: January 7, 2014 

Banner & Witcoff, Ltd. 
Ten South Wacker Drive 
Suite 3000 
Chicago, IL 60606-7 407 
Tel: 312-463-5000 
Fax: 312-463-5001 

Banner & Witcoff, Ltd. 
1100 13th Street, N.W. 
Suite 1200 
Tel: 202-824-3000 
Fax: 202-824-3001 

Respectfully submitted, 

By: /J. Pieter van Es/ 

J. Pieter van Es 
Registration No. 37,746 
E-mail pvanes@bannerwitcoff.com 

Thomas K. Pratt 
Registration No. 37,210 
E-mail tpratt@bannerwitcoff.com 

H. Wayne Porter 
Registration No. 42,084 
Washington, DC 20005-4051 
E-mail wporter@bannerwitcoff.com 

Joseph M. Skerpon 
Registration No. 29,864 
E-mail j skerpon@bannerwitcoff.com 

Attorneys for Patent Owner 
NIKE, Inc. 

3 

Skechers EX1013-p. 7285 
Skechers v Nike 



CERTIFICATE OF SERVICE 

The undersigned certifies that on January 7, 2014, a copy of NIKE, INC.'S 
REQUEST FOR ORAL ARGUMENT was served on the Petitioner by emailing 
same to the following email addresses: 

mstockwell@kilpatricktownsend.com 
wkadaba@kilpatricktownsend.com 
tiwilliams@kilpatricktownsend.com 
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/H. Wayne Porter/ 

H. Wayne Porter 
Reg. No. 42,084 
Back-Up Counsel for 
Patent Owner 
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UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

adidas AG 
Petitioner 

V. 

Nike, Inc. 
Patent Owner 

Patent No. 7,347,011 
Filing Date: March 3, 2004 
Issue Date: March 25, 2008 

Title: ARTICLE OF FOOTWEAR HAVING A TEXTILE UPPER 

Inter Partes Review No. 2013-00067 

PETITIONER'S REQUEST FOR ORAL ARGUMENT 
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Pursuant to the Board's Scheduling Order (Paper 19) dated May 17, 2013, as 

modified by the parties' joint Notice of Stipulation to modify DUE DATES 2 and 3 of the 

Scheduling Order (Paper 20), Petitioner adidas AG ("Petitioner") respectfully requests oral 

argument for the trial currently scheduled to be held February 10, 2014 (DUE DATE 7). In 

accordance with 37 C.F.R. § 42.70, Petitioner specifies the following issues as among those 

to be argued: 

(1) Whether original claims 1-46, if not canceled, are unpatentable based on the 

instituted rejections because Nike, Inc. ("Owner'') has not defended the validity of 

any challenged original claim; 

(2) Whether Nike, lnc.'s Motion To Amend U.S. Patent No. 7,347,011 ("Owner's 

Motion to Amend") (Paper 31) should be denied because Owner has enlarged 

the scope of original claim 16 with proposed substitute claim 47; 

(3) Whether Owner's Motion To Amend should be denied because Owner has 

introduced new subject matter in proposed substitute claims 47-50; 

(4) Whether Owner's Motion To Amend should be denied because Owner has failed 

to meet its burden of proof to demonstrate patentability of the proposed substitute 

claims 47-50; 

(5) Whether Owner's Motion To Amend should be denied because proposed 

subsitute claims 47-50 are unpatentable over Nishida alone; 
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(6) Whether Owner's Motion To Amend should be denied because proposed 

subsitute claims 47-50 are unpatentable over Nishida in view of Schuessler I and 

Schuessler II; 

(7) Whether Petitioner's Motion to Exclude Evidence should be granted because 

Owner relied on improper cross-examination testimony of Dr. Edward C. 

Frederick to support Owner's Motion To Amend; 

(8) The weight, if any, that should be given to the testimony of Raymond F. Tonkel; 

and 

(9) Rebuttal to Owner's presentation on all matters, including: i) issues (1 )-(8) above; 

ii) Nike's Reply to Petitioner's Opposition to Nike's Motion to Amend U.S. Patent 

7,347,011; iii) any issues raised by Owner in a motion to exclude (if any) or in any 

other motion or paper filed by Owner concurrently with or subsequent to this 

Request; and iv) Owner's responses to Petitioner's Motion to Exclude Evidence. 

Petitioner requests the ability to use audio-visual equipment to display demonstrative 

exhibits, including the use of a projector and screen for PowerPoint display. 
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Dated: January 7, 2014 

Lead Counsel 
Mitchell G. Stockwell (Reg. No. 39,389) 
(mstockwell@kilpatricktownsend.com) 
T: 404 815 6046; F: 404 541 3213 

Postal and Hand-Delivery Address: 
Kilpatrick Townsend & Stockton LLP 
1100 Peachtree Street, Suite 2800 
Atlanta, GA 30309-4528 
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Respectfully submitted, 

By: /Vaibhav P. Kadaba/ 
Vaibhav P. Kadaba 
Reg. No. 45,865 
Back-Up Counsel for Petitioner 

Back-Up Counsel 
Vaibhav P. Kadaba (Reg. No. 45,865) 
(wkadaba@kil patricktownsend. com) 
T: 404 532 6959; F: 404 541 3258 

Tiffany L. Williams (Reg. No. 59,549) 
(tiwilliams@kilpatricktownsend.com) 
T: 404 815 6608; F: 404 541 4698 

Postal and Hand-Delivery Address: 
Kilpatrick Townsend & Stockton LLP 
1100 Peachtree Street, Suite 2800 
Atlanta, GA 30309-4528 
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CERTIFICATE OF SERVICE 

The undersigned certifies that on January 7, 2014, a complete and entire copy of this 

PETITIONER'S REQUEST FOR ORAL ARGUMENT was served on Patent Owner Nike, 

Inc. by emailing a copy to counsel at the email addresses listed below: 

Joseph M. Skerpon 
Email: jskerpon@bannerwitcoff.com 

H. Wayne Porter 
Email: wporter@bannerwitcoff.com 

J. Pieter van Es 
Email: pvanes@bannerwitcoff.com 

Thomas Pratt 
Email: tpratt@bannerwitcoff.com 

Dated: January 7, 2014 
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By: /Vaibhav P. Kadaba/ 
Vaibhav P. Kadaba 
Reg. No. 45,865 
Back-Up Counsel for Petitioner 
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UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

adidas AG 
Petitioner 

V. 

Nike, Inc. 
Patent Owner 

Patent No. 7,347,011 
Filing Date: March 3, 2004 
Issue Date: March 25, 2008 

Title: ARTICLE OF FOOTWEAR HAVING A TEXTILE UPPER 

Inter Partes Review No. 2013-00067 

PETITIONER'S MOTION TO EXCLUDE EVIDENCE 
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Nike, Inc. ("Owner") has relied upon deposition testimony from Dr. Edward C. 

Frederick ("Dr. Frederick"), an expert witness retained by adidas AG ("Petitioner"). Pursuant 

to 37 C.F.R. § 42.64(c), Petitioner moves to exclude certain portions of that testimony, 

because it was elicited by Owner during improper cross-examination. 

Specifically, Dr. Frederick submitted direct testimony in the form of a declaration (Ex. 

1001). His direct testimony was focused on the invalidity of issued claims 1-46 of U.S. 

Patent No. 7,347,011 ("the '011 patent"). Therefore, the scope of Dr. Frederick's direct 

testimony was premised upon and limited to the claim terms that were recited in the issued 

claims 1-46 of the '011 patent. 

37 C.F.R. § 42.53(d)(5)(ii) clearly states: "For cross-examination testimony, the 

scope of the examination is limited to the scope of the direct testimony." Therefore, the 

scope of Owner's cross-examination of Dr. Frederick was limited to his opinion regarding 

the invalidity of claims 1-46, and the appropriate construction of those claims, that were 

present in the issued '011 patent. 

However, at his deposition, Owner repeatedly questioned Dr. Frederick about 

matters outside the scope of his direct testimony in violation of 37 C.F.R. § 42.53(d)(5)(ii) by 

asking Dr. Frederick a series of questions related to "flat knit edges" -- a term that does not 

appear in claims 1-46 of the '011 patent and was only introduced by Owner in its 

subsequent Motion to Amend -- and how the physical properties of the edges of a textile 

element formed by flat knitting may differ from the physical properties of edges of a textile 
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element formed by removing the textile element from a larger textile element. (Ex. 2009, 

pp. 107-116.) 

Petitioner timely objected to these improper questions during the deposition in 

accordance with 37 C.F.R. §§ 41.155(a) and 42.64(a). (Ex. 2009, 107:19, 108:8, 108:21, 

109:15, 111:6, 112:1, 114:18, 116:24.) 

Owner's expert, Mr. Raymond Tonkel, in his declaration relied on a portion of this 

improper cross-examination testimony regarding flat knit edges as the only support for his 

opinion that "flat knit edges ... rather than being formed by cutting from a larger textile 

structure, are formed directly by the flat knitting machine. (E.g., Ex. 2009 at 116)." (Ex. 

2010, ~ 65 (emphasis added).) Owner also relied on this improper cross-examination 

testimony by citing to paragraph 65 of Mr. Tonkel's declaration in its Motion to Amend for 

support of its assertion that the phrase "flat knit edges free of surrounding textile structure 

such that the flat knit edges are not surrounded by textile structure from which the textile 

element must be removed" in proposed substitute claim 47 is supported by the '011 patent 

disclosure. (Paper 31, p. 4.) The relevant section of Owner's Motion to Amend is provided 

below: 

Support for this limitation is provided by the support cited in the previous 

paragraph for "flat knit" textile element, by Figures 8, 10, and 11 and by the 

portions of the specification associated with those figures. (E.g., Ex. 1003, pp. 
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192-95, p. 166, ~[35], pp. 179-84 (originally filed claims 19, 38 and 65); see 

also Tonkel Dec. (Ex 2010), ffll 40, 62-67). 

(Paper 31, p. 4 (emphasis added).) 

Petitioner now moves to exclude the portion of Dr. Frederick's improper cross­

examination testimony upon which Owner relies, in accordance with 37 C.F.R. § 42.64(c). 

In particular, Petitioner moves to exclude the following portions of Exhibit 2009 (cited 

by transcript page and line numbers): Ex. 2009, 116:3-25. The contents of Ex. 2009, 

116:3-25 is provided below. 
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Counsel for Petitioner properly objected on the record at 116:24. As described 

above, Petitioner objected on the record to this question, and the numerous questions 

related to the processing of the edges of the knitted material, because neither the term "flat 

knit edges" nor the concept of processing the edges of a knitted material are present in any 

of the issued claims 1-46 or the specification of the '011 patent and, therefore, embody a 

subject that is outside the scope of Dr. Frederick's direct testimony. 
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In accordance with Rule § 42.53(d)(5)(ii), Dr. Frederick's cross-examination 

testimony at 116:3-25, to which Petitioner properly and timely objected, should be excluded 

because it is outside the scope of Dr. Frederick's direct testimony. 

CONCLUSION 

The Board should exclude evidence secured through improper cross-examination, 

which includes Dr. Frederick's answers to questions that were outside the scope of his 

direct testimony. 

Dated: January 7, 2014 

Lead Counsel 
Mitchell G. Stockwell (Reg. No. 39,389) 
(mstockwell@kilpatricktownsend.com) 
T: 404 815 6046; F: 404 541 3213 

Postal and Hand-Delivery Address: 
Kilpatrick Townsend & Stockton LLP 
1100 Peachtree Street, Suite 2800 
Atlanta, GA 30309-4528 
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By: /Vaibhav P. Kadaba/ 
Vaibhav P. Kadaba 
Reg. No. 45,865 
Back-Up Counsel for Petitioner 

Back-Up Counsel 
Vaibhav P. Kadaba (Reg. No. 45,865) 
(wkadaba@kil patricktownsend. com) 
T: 404 532 6959; F: 404 541 3258 

Tiffany L. Williams (Reg. No. 59,549) 
(tiwilliams@kilpatricktownsend.com) 
T: 404 815 6608; F: 404 541 4698 

Postal and Hand-Delivery Address: 
Kilpatrick Townsend & Stockton LLP 
1100 Peachtree Street, Suite 2800 
Atlanta, GA 30309-4528 
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Exhibit 1001 

Exhibit 2009 

Exhibit 2010 

APPENDIX I 

Declaration of Edward C. Frederick 

Transcript of July 23, 2013, cross-examination deposition of 

Edward C. Frederick 

Declaration of Raymond F. Tonkel 
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CERTIFICATE OF SERVICE 

The undersigned certifies that on January 7, 2014, a complete and entire copy of this 

PETITIONER'S MOTION TO EXCLUDE EVIDENCE was served on Patent Owner Nike, 

Inc. by emailing a copy to counsel at the email addresses listed below: 

Joseph M. Skerpon 
Email: jskerpon@bannerwitcoff.com 

H. Wayne Porter 
Email: wporter@bannerwitcoff.com 

J. Pieter van Es 
Email: pvanes@bannerwitcoff.com 

Thomas Pratt 
Email: tpratt@bannerwitcoff.com 

Dated: January 7, 2014 
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37 of CFR to have an assignment recorded by the Office. 

EFS Web 2.2.12 

I 

Skechers EX1013-p. 7307 
Skechers v Nike 



SUPPLEMENTAL 
PTO/AIA/14 (11-15) 

Approved for use through 04/30/2017. 0MB 0651-0032 
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid 0MB control number. 

Attorney Docket Number NIKE.276100/081313US82CON 
Application Data Sheet 37 CFR 1. 76 

Application Number 15/610,089 

Title of Invention ARTICLE OF FOOTWEAR HAVING A TEXTILE UPPER 

Assignee 1 

Complete this section if assignee information, including non-applicant assignee information, is desired to be included on the patent 
application publication. An assignee-applicant identified in the "Applicant Information" section will appear on the patent application 
publication as an applicant. For an assignee-applicant, complete this section only if identification as an assignee is also desired on the 
patent application publication. 

If the Assignee or Non-Applicant Assignee is an Organization check here. • 
Prefix Given Name Middle Name Family Name Suffix 

Mailing Address Information For Assignee including Non-Applicant Assignee: 

Address 1 

Address 2 

City I State/Provi nee 

Countryi I Postal Code 

Phone Number Fax Number 

Email Address 

Additional Assignee or Non-Applicant Assignee Data may be generated within this form by 
selecting the Add button. 

Signature: 
NOTE: This Application Data Sheet must be signed in accordance with 37 CFR 1.33(b). However, if this Application 
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Attorney Docket Number NIKE.276100/081313US82CON 
Application Data Sheet 37 CFR 1. 76 

Application Number 15/610,089 

Title of Invention ARTICLE OF FOOTWEAR HAVING A TEXTILE UPPER 

This collection of information is required by 37 CFR 1.76. The information is required to obtain or retain a benefit by the public which 
is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This 
collection is estimated to take 23 minutes to complete, including gathering, preparing, and submitting the completed application data 
sheet form to the US PTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to 
complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and 
Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR 
COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 

EFS Web 2.2.12 Skechers EX1013-p. 7309 
Skechers v Nike 



SUPPLEMENTAL 

Privacy Act Statement 

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of the attached form related to a patent 
application or patent. Accordingly, pursuant to the requirements of the Act, please be advised that: (1) the general authority for the collection of this information 
is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and 
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not furnish the requested information, the U.S. 
Patent and Trademark Office may not be able to process and/or examine your submission, which may result in termination of proceedings or abandonment of 
the application or expiration of the patent. 

The information provided by you in this form will be subject to the following routine uses: 

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act (5 U.S.C. 552) and the Privacy 
Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the Department of Justice to determine whether the Freedom of 
Information Act requires disclosure of these records. 

2. A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a court, magistrate, or administrative 
tribunal, including disclosures to opposing counsel in the course of settlement negotiations. 

3 A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a request involving an individual, to whom 
the record pertains, when the individual has requested assistance from the Member with respect to the subject matter of the record. 

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for the information in order to perform 
a contract. Recipients of information shall be required to comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 
552a(m). 

5. A record related to an International Application filed under the Patent Cooperation Treaty in this system of records may be disclosed, as a routine use, 
to the International Bureau of the World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty. 

6. A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of National Security review (35 U.S.C. 181) 
and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)). 

7. A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, or his/her designee, during an 
inspection of records conducted by GSA as part of that agency's responsibility to recommend improvements in records management practices and 
programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of 
records for this purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make determinations about 
individuals. 

8. A record from this system of records may be disclosed, as a routine use, to the public after either publication of the application pursuant to 35 U.S.C. 
122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, 
to the public if the record was filed in an application which became abandoned or in which the proceedings were terminated and which application is 
referenced by either a published application, an application open to public inspections or an issued patent. 

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law enforcement agency, if the US PTO becomes 
aware of a violation or potential violation of law or regulation. 
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Electronic Patent Application Fee Transmittal 

Application Number: 15610089 

Filing Date: 31-May-2017 

Title of Invention: ARTICLE OF FOOTWEAR HAVING A TEXTILE UPPER 

First Named Inventor/Applicant Name: BHUPESH DUA 

Filer: Elizabeth Ashley Lucas/Cheryl Neeley 

Attorney Docket Number: NIKE.276100/081313US82CON 

Filed as Large Entity 

Filing Fees for Utility under 35 USC 111 (a) 

Description Fee Code Quantity Amount 
Sub-Total in 

USO($) 

Basic Filing: 

Pages: 

Claims: 

Miscellaneous-Filing: 

PROCESSING FEE, EXCEPT PROV. APPLS. 1830 1 140 140 

Petition: 

Patent-Appeals-and-Interference: 

Post-Allowance-and-Post-Issuance: 
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Description Fee Code Quantity Amount 
Sub-Total in 

USO($) 

Extension-of-Time: 

Miscellaneous: 

Total in USO($) 140 
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Electronic Acknowledgement Receipt 

EFSID: 29920618 

Application Number: 15610089 

International Application Number: 

Confirmation Number: 4757 

Title of Invention: ARTICLE OF FOOTWEAR HAVING A TEXTILE UPPER 

First Named Inventor/Applicant Name: BHUPESH DUA 

Customer Number: 78342 

Filer: Elizabeth Ashley Lucas 

Filer Authorized By: 

Attorney Docket Number: NIKE.276100/081313US82CON 

Receipt Date: 28-JUL-2017 

Filing Date: 31-MAY-2017 

Time Stamp: 15:48:13 

Application Type: Utility under 35 USC 111 (a) 

Payment information: 

Submitted with Payment yes 

Payment Type CARD 

Payment was successfully received in RAM $140 

RAM confirmation Number 073117INTEFSW15493100 

Deposit Account 

Authorized User 

The Director of the USPTO is hereby authorized to charge indicated fees and credit any overpayment as follows: 
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File Listing: 

Document 
Document Description File Name 

File Size(Bytes}/ Multi Pages 
Number Message Digest Part /.zip (if appl.) 

673599 

1 Application Data Sheet 
2761 00_Supplemental_ADS. 

PDF 
no 9 

9c0d9c941 b2027948933e34499162dd6b4 
6f916b 

Warnings: 

Information: 

This is not an USPTO supplied ADS fillable form 

30729 

2 Fee Worksheet (SB06) fee-info.pdf no 2 
Sa90194b001 f3eb0beb939a8712253d48a 

2c2c7 

Warnings: 

Information: 

Total Files Size (in bytes) 704328 

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents, 
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a 
Post Card, as described in MPEP 503. 

New Agglications Under 35 U.S.C. 111 
If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR 
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this 
Acknowledgement Receipt will establish the filing date of the application. 
National Stage of an International Agglication under 35 U.S.C. 371 
If a timely submission to enter the national stage of an international application is compliant with the conditions of 35 
U.S.C. 371 and other applicable requirements a Form PCT /DO/EO/903 indicating acceptance of the application as a 
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course. 
New International Agglication Filed with the USPTO as a Receiving Office 
If a new international application is being filed and the international application includes the necessary components for 
an international filing date (see PCT Article 11 and MPEP 181 O), a Notification of the International Application Number 
and of the International Filing Date (Form PCT/RO/1 OS) will be issued in due course, subject to prescriptions concerning 
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of 
the application. 
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UNITED STA IBS p A IBNT AND TRADEMARK OFFICE 
UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 

P.O. Box 1450 
Alexandria., Virginia 22313-1450 
www.uspto.gov 

NOTICE OF ALLOWANCE AND FEE(S) DUE 

78342 7590 08/08/2017 

SHOOK, HARDY & BACON L.L.P. 
(NIKE, INC.) 
INIBLLECTUAL PROPERTY DEPARTMENT 
2555 GRAND BLVD. 
KANSAS CITY, MO 64108-2613 

APPLICATION NO. FILING DATE 

15/610,089 05/31/2017 

FIRST NAMED INVENTOR 

BHUPESHDUA 

TITLE OF INVENTION: ARTICLE OF FOOTWEAR HAVING A TEXTILE UPPER 

EXAMINER 

BAYS, MARIE D 

ART UNIT PAPER NUMBER 

3765 

DATE MAILED: 08/08/2017 

ATTORNEY DOCKET NO. CONFIRMATION NO. 

NIKE.276100/081313US82CON 4757 

APPLN. TYPE ENTITY STATUS ISSUE FEE DUE PUBLICATION FEE DUE PREV. PAID ISSUE FEE TOTAL FEE(S) DUE DATE DUE 

nonprovisional UNDISCOUNTED $960 $0 $0 $960 11/08/2017 

THE APPLICATION IDENTIFIED ABOVE HAS BEEN EXAMINED AND IS ALLOWED FOR ISSUANCE AS A PATENT. 
PROSECUTION ON THE MERITS IS CLOSED. THIS NOTICE OF ALLOWANCE IS NOT A GRANT OF PATENT RIGHTS. 
THIS APPLICATION IS SUBJECT TO WITHDRAWAL FROM ISSUE AT THE INITIATIVE OF THE OFFICE OR UPON 
PETITION BY THE APPLICANT. SEE 37 CFR 1.313 AND MPEP 1308. 

THE ISSUE FEE AND PUBLICATION FEE (IF REQUIRED) MUST BE PAID WITHIN THREE MONTHS FROM THE 
MAILING DATE OF THIS NOTICE OR THIS APPLICATION SHALL BE REGARDED AS ABANDONED. THIS 
STATUTORY PERIOD CANNOT BE EXTENDED. SEE 35 U.S.C. 151. THE ISSUE FEE DUE INDICATED ABOVE DOES 
NOT REFLECT A CREDIT FOR ANY PREVIOUSLY PAID ISSUE FEE IN THIS APPLICATION. IF AN ISSUE FEE HAS 
PREVIOUSLY BEEN PAID IN THIS APPLICATION (AS SHOWN ABOVE), THE RETURN OF PART B OF THIS FORM 
WILL BE CONSIDERED A REQUEST TO REAPPLY THE PREVIOUSLY PAID ISSUE FEE TOWARD THE ISSUE FEE NOW 
DUE. 

HOW TO REPLY TO THIS NOTICE: 

I. Review the ENTITY STATUS shown above. If the ENTITY STATUS is shown as SMALL or MICRO, verify whether entitlement to that 
entity status still applies. 

If the ENTITY STATUS is the same as shown above, pay the TOTAL FEE(S) DUE shown above. 

If the ENTITY STATUS is changed from that shown above, on PART B - FEE(S) TRANSMITTAL, complete section number 5 titled 
"Change in Entity Status (from status indicated above)". 

For purposes of this notice, small entity fees are 1/2 the amount of undiscounted fees, and micro entity fees are 1/2 the amount of small entity 
fees. 

IL PART B - FEE(S) TRANSMITTAL, or its equivalent, must be completed and returned to the United States Patent and Trademark Office 
(USPTO) with your ISSUE FEE and PUBLICATION FEE (if required). If you are charging the fee(s) to your deposit account, section "4b" 
of Part B - Fee(s) Transmittal should be completed and an extra copy of the form should be submitted. If an equivalent of Part B is filed, a 
request to reapply a previously paid issue fee must be clearly made, and delays in processing may occur due to the difficulty in recognizing 
the paper as an equivalent of Part B. 

III. All communications regarding this application must give the application number. Please direct all communications prior to issuance to 
Mail Stop ISSUE FEE unless advised to the contrary. 

IMPORTANT REMINDER: Utility patents issuing on applications filed on or after Dec. 12, 1980 may require payment of 
maintenance fees. It is patentee's responsibility to ensure timely payment of maintenance fees when due. 
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PART B - FEE(S) TRANSMITTAL 

Complete and send this form, together with applicable fee(s), to: Mail Mail Stop ISSUE FEE 
Commissioner for Patents 
P.O. Box 1450 

or Fax 
Alexandria, Virginia 22313-1450 
(571)-273-2885 

INSTRUCTIONS: This form should be used for transmitting the ISSUE FEE and PUBLICATION FEE (if required). Blocks I through 5 should be completed where 
appropriate. All further correspondence including the Patent, advance orders and notification of maintenance fees will be mailed to the current correspondence address as 
indicated unless corrected below or directed otherwise in Block I, by (a) specifying a new correspondence address; and/or (b) indicating a separate "FEE ADDRESS" for 
maintenance fee notifications. 

CURRENT CORRESPONDENCE ADDRESS (Note: Use Block I for any change of address) 

Note: A certificate of mailing can only be used for domestic mailings of the 
Fee(s) Transmittal. This certificate cannot be used for any other accompanying 
papers. Each additional paper, such as an assignment or formal drawing, must 
have its own certificate of mailing or transmission. 

78342 7590 08/08/2017 

SHOOK, HARDY & BACON L.L.P. 
(NIKE, INC.) 
INIBLLECTUAL PROPERTY DEPARTMENT 
2555 GRAND BLVD. 
KANSAS CITY, MO 64108-2613 

APPLICATION NO. FILING DATE 

15/610,089 05/31/2017 

Certificate of Mailing or Transmission 
I hereby certify that this Fee(s) Transmittal is being deposited with the United 
States Postal Service with sufficient postage for first class mail in an envelope 
addressed to the Mail Stop ISSUE FEE address above, or being facsimile 
transmitted to the USPTO (571) 273-2885, on the date indicated below. 

(Depositor's name) 

(Signature) 

(Date) 

FIRST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION NO. 

BHUPESHDUA NIKE.276100/081313US82CON 4757 

TITLE OF INVENTION: ARTICLE OF FOOTWEAR HAVING A TEXTILE UPPER 

APPLN. TYPE ENTITY STATUS ISSUE FEE DUE 

nonprovisional UNDISCOUNTED $960 

EXAMINER ART UNIT 

BAYS, MARIE D 3765 

I. Change of correspondence address or indication of "Fee Address" (37 
CFR 1.363). 

0 Change of correspondence address ( or Change of Correspondence 
Address form PTO/SB/122) attached. 

0 "Fee Address" indication (or "Fee Address" Indication form 
PTO/SB/47; Rev 03-02 or more recent) attached. Use of a Customer 
Number is required. 

PUBLICATION FEE DUE PREV. PAID ISSUE FEE TOTAL FEE(S) DUE DATE DUE 

$0 $0 

CLASS-SUBCLASS 

012-14600C 

2. For printing on the patent front page, list 

(I) The names of up to 3 registered patent attorneys 
or agents OR, alternatively, 

(2) The name of a single firm (having as a member a 
registered attorney or agent) and the names of up to 
2 registered patent attorneys or agents. If no name is 
listed, no name will be printed. 

$960 11/08/2017 

2 ______________ _ 

3 ______________ _ 

3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print or type) 

PLEASE NOTE: Unless an assignee is identified below, no assignee data will appear on the patent. If an assignee is identified below, the document has been filed for 
recordation as set forth in 37 CFR 3.11. Completion of this form is NOT a substitute for filing an assignment. 

(A) NAME OF ASSIGNEE (B) RESIDENCE: (CITY and STATE OR COUNTRY) 

Please check the appropriate assignee category or categories (will not be printed on the patent) : 0 Individual O Corporation or other private group entity O Government 

4a. The following fee(s) are submitted: 

0 Issue Fee 

0 Publication Fee (No small entity discount permitted) 

0 Advance Order - # of Copies _________ _ 

5. Change in Entity Status (from status indicated above) 

0 Applicant certifying micro entity status. See 37 CFR 1.29 

0 Applicant asserting small entity status. See 37 CFR 1.27 

0 Applicant changing to regular undiscounted fee status. 

4b. Payment ofFee(s): (Please first reapply any previously paid issue fee shown above) 

0 A check is enclosed. 

0 Payment by credit card. Form PTO-2038 is attached. 

0 The director is hereby authorized to charge the required fee( s ), any deficiency, or credits any 
overpayment, to Deposit Account Number ( enclose an extra copy of this form). 

NOTE: Absent a valid certification of Micro Entity Status (see forms PTO/SB/15A and 15B), issue 
fee payment in the micro entity amount will not be accepted at the risk of application abandonment. 

NOTE: If the application was previously under micro entity status, checking this box will be taken 
to be a notification of loss of entitlement to micro entity status. 

NOTE: Checking this box will be taken to be a notification of loss of entitlement to small or micro 
entity status, as applicable. 

NOTE: This form must be signed in accordance with 37 CFR 1.31 and 1.33. See 37 CFR 1.4 for signature requirements and certifications. 

Authorized Signature _______________________ _ 

Typed or printed name ______________________ _ 

PTOL-85 Part B (10-13) Approved for use through 10/31/2013. 
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UNITED STA IBS p A IBNT AND TRADEMARK OFFICE 

APPLICATION NO. FILING DATE 

15/610,089 05/31/2017 

78342 7590 08/08/2017 

SHOOK, HARDY & BACON L.L.P. 
(NIKE, INC.) 
INIBLLECTUAL PROPERTY DEPARTMENT 
2555 GRAND BLVD. 
KANSAS CITY, MO 64108-2613 

FIRST NAMED INVENTOR 

BHUPESHDUA 

UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 

P.O. Box 1450 
Alexandria., Virginia 22313-1450 
www.uspto.gov 

ATTORNEY DOCKET NO. CONFIRMATION NO. 

NIKE.276100/081313US82CON 4757 

EXAMINER 

BAYS, MARIE D 

ART UNIT PAPER NUMBER 

3765 

DATE MAILED: 08/08/2017 

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b) 
(Applications filed on or after May 29, 2000) 

The Office has discontinued providing a Patent Term Adjustment (PTA) calculation with the Notice of Allowance. 

Section l(h)(2) of the AIA Technical Corrections Act amended 35 U.S.C. 154(b)(3)(B)(i) to eliminate the 
requirement that the Office provide a patent term adjustment determination with the notice of allowance. See 
Revisions to Patent Term Adjustment, 78 Fed. Reg. 19416, 19417 (Apr. 1, 2013). Therefore, the Office is no longer 
providing an initial patent term adjustment determination with the notice of allowance. The Office will continue to 
provide a patent term adjustment determination with the Issue Notification Letter that is mailed to applicant 
approximately three weeks prior to the issue date of the patent, and will include the patent term adjustment on the 
patent. Any request for reconsideration of the patent term adjustment determination ( or reinstatement of patent term 
adjustment) should follow the process outlined in 37 CPR 1.705. 

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the Office of 
Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee payments should be 
directed to the Customer Service Center of the Office of Patent Publication at 1-(888)-786-0101 or (571 )-272-4200. 
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0MB Clearance and PRA Burden Statement for PTOL-85 Part B 

The Paperwork Reduction Act (PRA) of 1995 requires Federal agencies to obtain Office of Management and 
Budget approval before requesting most types of information from the public. When 0MB approves an agency 
request to collect information from the public, 0MB (i) provides a valid 0MB Control Number and expiration 
date for the agency to display on the instrument that will be used to collect the information and (ii) requires the 
agency to inform the public about the 0MB Control Number's legal significance in accordance with 5 CFR 
1320.5(b). 

The information collected by PTOL-85 Part B is required by 37 CFR 1.311. The information is required to obtain 
or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is 
governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete, 
including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary 
depending upon the individual case. Any comments on the amount of time you require to complete this form 
and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and 
Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, Virginia 22313-1450. DO NOT 
SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 
1450, Alexandria, Virginia 22313-1450. Under the Paperwork Reduction Act of 1995, no persons are required to 
respond to a collection of information unless it displays a valid 0MB control number. 

Privacy Act Statement 

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your 
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the 
requirements of the Act, please be advised that: (1) the general authority for the collection of this information is 
35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; and (3) the principal purpose for which 
the information is used by the U.S. Patent and Trademark Office is to process and/or examine your submission 
related to a patent application or patent. If you do not furnish the requested information, the U.S. Patent and 
Trademark Office may not be able to process and/or examine your submission, which may result in termination of 
proceedings or abandonment of the application or expiration of the patent. 

The information provided by you in this form will be subject to the following routine uses: 
1. The information on this form will be treated confidentially to the extent allowed under the Freedom of 

Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records 
may be disclosed to the Department of Justice to determine whether disclosure of these records is required 
by the Freedom of Information Act. 

2. A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence 
to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of 
settlement negotiations. 

3. A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a 
request involving an individual, to whom the record pertains, when the individual has requested assistance 
from the Member with respect to the subject matter of the record. 

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having 
need for the information in order to perform a contract. Recipients of information shall be required to 
comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m). 

5. A record related to an International Application filed under the Patent Cooperation Treaty in this system of 
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property 
Organization, pursuant to the Patent Cooperation Treaty. 

6. A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes 
of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C. 
218(c)). 

7. A record from this system of records may be disclosed, as a routine use, to the Administrator, General 
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's 
responsibility to recommend improvements in records management practices and programs, under authority 
of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations 
governing inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce) directive. 
Such disclosure shall not be used to make determinations about individuals. 

8. A record from this system of records may be disclosed, as a routine use, to the public after either publication 
of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a 
record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the 
record was filed in an application which became abandoned or in which the proceedings were terminated 
and which application is referenced by either a published application, an application open to public 
inspection or an issued patent. 

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law 
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation. 
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Notice of Allowability 

Application No. 
15/610,089 
Examiner 
MARIE BAYS 

Applicant(s) 
DUA ET AL. 
Art Unit 
3765 

AIA (First Inventor to File) 
Status 

No 

-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address-­
All claims being allowable, PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application. If not included 
herewith (or previously mailed), a Notice of Allowance (PTOL-85) or other appropriate communication will be mailed in due course. THIS 
NOTICE OF ALLOWABILITY IS NOT A GRANT OF PATENT RIGHTS. This application is subject to withdrawal from issue at the initiative 
of the Office or upon petition by the applicant. See 37 CFR 1.313 and MPEP 1308. 

1. 1:8] This communication is responsive to claims filed 6/1/17 and interview of 7/20/17. 

DA declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filed on ___ . 

2. D An election was made by the applicant in response to a restriction requirement set forth during the interview on __ ; the restriction 
requirement and election have been incorporated into this action. 

3. 1:8] The allowed claim(s) is/are 21-40. As a result of the allowed claim(s), you may be eligible to benefit from the Patent Prosecution 
Highway program at a participating intellectual property office for the corresponding application. For more information, please see 
http://www.uspto.gov/patents/init_events/pph/index.jsp or send an inquiry to PPHfeedback@uspto.gov. 

4. D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

Certified copies: 

a) D All b) D Some *c) D None of the: 

1. D Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. __ . 

3. D Copies of the certified copies of the priority documents have been received in this national stage application from the 

International Bureau (PCT Rule 17.2(a)). 

* Certified copies not received: __ . 

Applicant has THREE MONTHS FROM THE "MAILING DATE" of this communication to file a reply complying with the requirements 
noted below. Failure to timely comply will result in ABANDONMENT of this application. 
THIS THREE-MONTH PERIOD IS NOT EXTENDABLE. 

5. D CORRECTED DRAWINGS ( as "replacement sheets") must be submitted. 

D including changes required by the attached Examiner's Amendment/ Comment or in the Office action of 
Paper No./Mail Date __ . 

Identifying indicia such as the application number {see 37 CFR 1.84{c)) should be written on the drawings in the front {not the back) of 
each sheet. Replacement sheet{s) should be labeled as such in the header according to 37 CFR 1.121{d). 

6. • DEPOSIT OF and/or INFORMATION about the deposit of BIOLOGICAL MATERIAL must be submitted. Note the 
attached Examiner's comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL. 

Attachment(s) 
1. 1:8] Notice of References Cited (PTO-892) 

2. 1:8] Information Disclosure Statements (PTO/SB/08), 
Paper No./Mail Date __ 

3. D Examiner's Comment Regarding Requirement for Deposit 
of Biological Material 

4. D Interview Summary (PTO-413), 
Paper No./Mail Date __ . 

U.S. Patent and Trademark Office 

PTOL-37 (Rev. 08-13) 
20170801 

5. D Examiner's Amendment/Comment 

6. 1:8] Examiner's Statement of Reasons for Allowance 

7. D Other __ . 

Notice of Allowability Part of Paper No./Mail Date 
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Application/Control Number: 15/610,089 

Art Unit: 3765 

1. The present application is being examined under the pre-AIA first to invent 

provisions. 

Page 2 

2. The following is an examiner's statement of reasons for allowance: It is noted 

that applicant has argued and stated that the phrase "flat knit edges" does require 

structure and is not merely a statement of how the textile element is made. "Flat knit 

edges" have a finished edge that would be present in a finished article and therefore 

this phrase has been treated as requiring such. Also, the phrase "ribs integrally knitted" 

has a definition in the art of knitting (as applicant has informed the Examiner) of a 

"structure made of face wales and back wales" and the lengthwise ridges are formed on 

both sides of the fabric by pulling stitches first to the face and next to the back of the 

fabric in adjacent stitches or groups of stitches and therefore the Examiner has treated 

the claims including this phrase to require such structure. 

Any comments considered necessary by applicant must be submitted no later 

than the payment of the issue fee and, to avoid processing delays, should preferably 

accompany the issue fee. Such submissions should be clearly labeled "Comments on 

Statement of Reasons for Allowance." 

3. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). Other useful information can be 
obtained at the PTO Home Page at www.uspto.gov. 

In order to avoid potential delays, Technology Center 3700 is encouraging 
FAXing of responses to Office Actions directly into the Center at (571 )273-8300 
(FORMAL FAXES ONLY). Please identify Examiner Marie Bays of Art Unit 3765 at the 
top of your cover sheet. 
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Application/Control Number: 15/610,089 

Art Unit: 3765 

Page 3 

Any inquiry concerning the MERITS of this examination from the examiner 
should be directed to Marie Bays whose telephone number is (571) 272-4559. The 
examiner can normally be reached from 6AM - 4PM Mon-Wed. 

/Marie Bays/ 
Primary Examiner 
Art Unit 3765 
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Application Number 15610089 

Filing Date 2017-05-31 

INFORMATION DISCLOSURE First Named Inventor I BHUPESH DUA 
STATEMENT BY APPLICANT 

Art Unit 3765 
( Not for submission under 37 CFR 1.99) 

Examiner Name I MARIE D. BAYS 

Attorney Docket Number NIKE.276100/081313US82CON 

1 Petitioner's Reply to Patent Owner's Response for Inter Partes Review IPR2016-00921 dated April 21, 2017, 32 pages 

2 
Petitioner's Updated Mandatory Notices Pursuant to 37 C.F.R. § 42.8 for Inter Partes Review IPR2016-00921, dated 
l\pril 21, 2017, 5 pages_ 

Koester, AW., "Analyzing the Color, Design and Texture of Fabric", Oregon State University Extension Service, 1993, 

3 
g pages, and submitted to the US Patent and Trademark Office on April 21, 2017 as Exhibit 1013 to the Petitioner's 
Reply to Patent Owner's Response for Inter Partes Review IPR2016-00921 dated April 21, 2017 and for Inter Partes 
Review IPR2016-00922. 

'Definition of 'Impart"', Merriam-Webster, printed on April 10, 2017 from the internet: hltgs://vvwvv.rnerriarn-webster. 

4 
::orn/diciionary/imQarl, 11 pages, and submitted to the US Patent and Trademark Office on April 21, 2017 as Exhibit 
1014 to the Petitioner's Reply to Patent Owner's Response for Inter Partes Review IPR2016-00921 dated April 21, 
2017 and for Inter Partes Review IPR2016-00922. 

5 
Patent Owner's Objections to Admissibility of Evidence Served With Petitioner's Reply to Patent Owner's Response 
Pursuant to 37 C.F.R. § 42.64(b) for Inter Partes Review IPR2016-00921 dated April28, 2017, 4 pages. 

6 Petitioner's Reply to Patent Owner's Response for Inter Partes Review IPR2016-00922 dated April 21, 2017, 34 pages 

7 
Petitioner's Updated Mandatory Notices Pursuant to 37 C.F.R. § 42.8 for Inter Partes Review IPR2016-00922, dated 
l\pril 21, 2017, 5 pages_ 

8 
Patent Owner's Objections to Admissibility of Evidence Served With Petitioner's Reply to Patent Owner's Response 
Pursuant to 37 C.F.R. § 42.64(b) for Inter Partes Review IPR2016-00922 dated April 28, 2017, 4 pages. 

If you wish to add additional non-patent literature document citation information please click the Add button I Add I 
EXAMINER SIGNATURE 

Examiner Signature 11 /MARIE D BAYS/ I Date Considered 11 08/01/2017 

*EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through a 
citation if not in conformance and not considered. Include copy of this form with next communication to applicant. 

1 See Kind Codes of USPTO Patent Documents at www.USPTO.GOV or MPEP 901.04. 2 Enter office that issued the document, by the two-letter code (WIPO 
Standard ST.3). 3 For Japanese patent documents, the indication of the year of the reign of the Emperor must precede the serial number of the patent document. 
4 Kind of document by the appropriate symbols as indicated on the document under WI PO Standard ST.16 if possible. 5 Applicant is to place a check mark here i1 
English language translation is attached. 
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Application Number 15610089 

Filing Date 2017-05-31 

INFORMATION DISCLOSURE First Named Inventor I BHUPESH DUA 
STATEMENT BY APPLICANT 

Art Unit 3765 
( Not for submission under 37 CFR 1.99) 

Examiner Name I MARIE D. BAYS 

Attorney Docket Number NIKE.276100/081313US82CON 

CERTIFICATION STATEMENT 

Please see 37 CFR 1.97 and 1.98 to make the appropriate selection(s): 

OR 

That each item of information contained in the information disclosure statement was first cited in any communication 
from a foreign patent office in a counterpart foreign application not more than three months prior to the filing of the 
information disclosure statement. See 37 CFR 1.97(e)(1 ). 

That no item of information contained in the information disclosure statement was cited in a communication from a 
foreign patent office in a counterpart foreign application, and, to the knowledge of the person signing the certification 
after making reasonable inquiry, no item of information contained in the information disclosure statement was known to 

D any individual designated in 37 CFR 1.56(c) more than three months prior to the filing of the information disclosure 
statement. See 37 CFR 1.97(e)(2). 

See attached certification statement. 

X The fee set forth in 37 CFR 1.17 (p) has been submitted herewith. 

X A certification statement is not submitted herewith. 
SIGNATURE 

A signature of the applicant or representative is required in accordance with CFR 1.33, 10.18. Please see CFR 1.4(d) for the 
form of the signature. 

Signature /ELIZABETH A. LUCAS/ Date (YYYY-MM-DD) 2017-07-24 

Name/Print Elizabeth A. Lucas Registration Number ~4247 

This collection of information is required by 37 CFR 1.97 and 1.98. The information is required to obtain or retain a benefit by the 
public which is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 
1.14. This collection is estimated to take 1 hour to complete, including gathering, preparing and submitting the completed 
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you 
require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. 
Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND 
FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, 
VA 22313-1450. 
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Privacy Act Statement 

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of the 
attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be advised 
that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited 
is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark Office is to 
process and/or examine your submission related to a patent application or patent. If you do not furnish the requested 
information, the U.S. Patent and Trademark Office may not be able to process and/or examine your submission, which may 
result in termination of proceedings or abandonment of the application or expiration of the patent. 

The information provided by you in this form will be subject to the following routine uses: 

1. The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act 
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the 
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records. 

2. A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a 
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement 
negotiations. 

3. A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a 
request involving an individual, to whom the record pertains, when the individual has requested assistance from the 
Member with respect to the subject matter of the record. 

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for 
the information in order to perform a contract. Recipients of information shall be required to comply with the 
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m). 

5. A record related to an International Application filed under the Patent Cooperation Treaty in this system of records 
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization, pursuant 
to the Patent Cooperation Treaty. 

6. A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of 
National Security review {35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)). 

7. A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, or 
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to 
recommend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and 
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this 
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make 
determinations about individuals. 

8. A record from this system of records may be disclosed, as a routine use, to the public after either publication of 
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record 
may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in 
an application which became abandoned or in which the proceedings were terminated and which application is 
referenced by either a published application, an application open to public inspections or an issued patent. 

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law 
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation. 
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Application Number 15610089 

Filing Date 2017-05-31 

INFORMATION DISCLOSURE First Named Inventor I BHUPESH DUA 
STATEMENT BY APPLICANT 

Art Unit 3765 
( Not for submission under 37 CFR 1.99) 

Examiner Name I MARIE D. BAYS 

Attorney Docket Number NIKE.276100/081313US82CON 

1 
Petitioner Adidas AG's Notice of Supplemental Evidence in Response to Patent Owner's Objections to Evidence Under 
37 C.FR § 42_64(8)(1) for Inter Partes Review IPR2016-00921 dated May 12, 2017, 4 pages. 

2 Petitioner's Exhibit List (as of May 12, 2017) for Inter Partes Review IPR2016-00921, dated May 12, 2017, 4 pages. 

Declaration of Tiffany L Williams, and submitted to the US Patent and Trademark Office on May 12, 2017 as Exhibit 

3 
1015 to the Petitioner Adidas AG's Notice of Supplemental Evidence in Response to Patent Owner's Objections to 
:=vidence Under 37 C_F_R. § 42.64(8)(1) for Inter Partes Review IPR2016-00921 dated May 12, 2017 and for Inter 
Partes Review IPR2016-00922_ 

4 
Petitioner Adidas AG's Notice of Supplemental Evidence in Response to Patent Owner's Objections to Evidence Under 
37 C_F_R. § 42_64(8)(1) for Inter Partes Review IPR2016-00922 dated May 12, 2017, 4 pages. 

5 Petitioner's Exhibit List (as of May 12, 2017) for Inter Partes Review IPR2016-00922, dated May 12,2017, 4 pages. 

If you wish to add additional non-patent literature document citation information please click the Add button I Add I 
EXAMINER SIGNATURE 

Examiner Signature 11 /MARIE D BAYS/ I Date Considered 11 08/01/2017 

*EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through a 
citation if not in conformance and not considered. Include copy of this form with next communication to applicant. 

1 See Kind Codes of USPTO Patent Documents at www.USPTO.GOV or MPEP 901.04. 2 Enter office that issued the document, by the two-letter code (WIPO 
Standard ST.3). 3 For Japanese patent documents, the indication of the year of the reign of the Emperor must precede the serial number of the patent document. 
4 Kind of document by the appropriate symbols as indicated on the document under WI PO Standard ST.16 if possible. 5 Applicant is to place a check mark here i1 
English language translation is attached. 
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Application Number 15610089 

Filing Date 2017-05-31 

INFORMATION DISCLOSURE First Named Inventor I BHUPESH DUA 
STATEMENT BY APPLICANT 

Art Unit 3765 
( Not for submission under 37 CFR 1.99) 

Examiner Name I MARIE D. BAYS 

Attorney Docket Number NIKE.276100/081313US82CON 

CERTIFICATION STATEMENT 

Please see 37 CFR 1.97 and 1.98 to make the appropriate selection(s): 

OR 

That each item of information contained in the information disclosure statement was first cited in any communication 
from a foreign patent office in a counterpart foreign application not more than three months prior to the filing of the 
information disclosure statement. See 37 CFR 1.97(e)(1 ). 

That no item of information contained in the information disclosure statement was cited in a communication from a 
foreign patent office in a counterpart foreign application, and, to the knowledge of the person signing the certification 
after making reasonable inquiry, no item of information contained in the information disclosure statement was known to 

D any individual designated in 37 CFR 1.56(c) more than three months prior to the filing of the information disclosure 
statement. See 37 CFR 1.97(e)(2). 

See attached certification statement. 

X The fee set forth in 37 CFR 1.17 (p) has been submitted herewith. 

X A certification statement is not submitted herewith. 
SIGNATURE 

A signature of the applicant or representative is required in accordance with CFR 1.33, 10.18. Please see CFR 1.4(d) for the 
form of the signature. 

Signature /ELIZABETH A. LUCAS/ Date (YYYY-MM-DD) 2017-07-24 

Name/Print Elizabeth A. Lucas Registration Number ~4247 

This collection of information is required by 37 CFR 1.97 and 1.98. The information is required to obtain or retain a benefit by the 
public which is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 
1.14. This collection is estimated to take 1 hour to complete, including gathering, preparing and submitting the completed 
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you 
require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. 
Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND 
FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, 
VA 22313-1450. 
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Privacy Act Statement 

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of the 
attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be advised 
that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited 
is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark Office is to 
process and/or examine your submission related to a patent application or patent. If you do not furnish the requested 
information, the U.S. Patent and Trademark Office may not be able to process and/or examine your submission, which may 
result in termination of proceedings or abandonment of the application or expiration of the patent. 

The information provided by you in this form will be subject to the following routine uses: 

1. The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act 
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the 
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records. 

2. A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a 
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement 
negotiations. 

3. A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a 
request involving an individual, to whom the record pertains, when the individual has requested assistance from the 
Member with respect to the subject matter of the record. 

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for 
the information in order to perform a contract. Recipients of information shall be required to comply with the 
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m). 

5. A record related to an International Application filed under the Patent Cooperation Treaty in this system of records 
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization, pursuant 
to the Patent Cooperation Treaty. 

6. A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of 
National Security review {35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)). 

7. A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, or 
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to 
recommend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and 
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this 
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make 
determinations about individuals. 

8. A record from this system of records may be disclosed, as a routine use, to the public after either publication of 
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record 
may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in 
an application which became abandoned or in which the proceedings were terminated and which application is 
referenced by either a published application, an application open to public inspections or an issued patent. 

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law 
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation. 
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1 
Decision Denying Institution of Inter Partes Review Under 37 C.F.R § 42.108 for Inter Partes Review IPR2017-00263 
:tated June 7, 2017, 11 pages. 

2 
Decision Denying Institution of Inter Partes Review Under 37 C.F.R § 42.108 for Inter Partes Review IPR2017-00264 
:tated June 7, 2017, 12 pages. 

3 
Patent Owner Nike lnc.'s Request for Oral Argument for Inter Partes Review IPR2016-00921 dated June 12, 2017, 4 
:>ages_ 

4 Petitioner's Request for Oral Argument for Inter Partes Review IPR2016-00921 dated June 12, 2017, 4 pages. 

5 
Patent Owner Nike lnc.'s Request for Oral Argument for Inter Partes Review IPR2016-00922 dated June 12, 2017, 4 
:>ages_ 

6 Petitioner's Request for Oral Argument for Inter Partes Review IPR2016-00922 dated June 12, 2017, 4 pages. 

7 
:)RDER Oral Hearing Under 37 C_F_R. § 42.70 for Inter Partes Review IPR2016-00921 and for Inter Partes Review 
PR2016-00922 dated June 14, 2017, 6 pages_ 

If you wish to add additional non-patent literature document citation information please click the Add button I Add I 
EXAMINER SIGNATURE 

Examiner Signature 11 /MARIE D BAYS/ I Date Considered 11 08/01/2017 

*EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through a 
citation if not in conformance and not considered. Include copy of this form with next communication to applicant. 

1 See Kind Codes of USPTO Patent Documents at www.USPTO.GOV or MPEP 901.04. 2 Enter office that issued the document, by the two-letter code (WIPO 
Standard ST.3). 3 For Japanese patent documents, the indication of the year of the reign of the Emperor must precede the serial number of the patent document. 
4 Kind of document by the appropriate symbols as indicated on the document under WI PO Standard ST.16 if possible. 5 Applicant is to place a check mark here i1 
English language translation is attached. 
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Application Number 15610089 

Filing Date 2017-05-31 

INFORMATION DISCLOSURE First Named Inventor I BHUPESH DUA 
STATEMENT BY APPLICANT 

Art Unit 3765 
( Not for submission under 37 CFR 1.99) 

Examiner Name I MARIE D. BAYS 

Attorney Docket Number NIKE.276100/081313US82CON 

CERTIFICATION STATEMENT 

Please see 37 CFR 1.97 and 1.98 to make the appropriate selection(s): 

OR 

That each item of information contained in the information disclosure statement was first cited in any communication 
from a foreign patent office in a counterpart foreign application not more than three months prior to the filing of the 
information disclosure statement. See 37 CFR 1.97(e)(1 ). 

That no item of information contained in the information disclosure statement was cited in a communication from a 
foreign patent office in a counterpart foreign application, and, to the knowledge of the person signing the certification 
after making reasonable inquiry, no item of information contained in the information disclosure statement was known to 

D any individual designated in 37 CFR 1.56(c) more than three months prior to the filing of the information disclosure 
statement. See 37 CFR 1.97(e)(2). 

See attached certification statement. 

X The fee set forth in 37 CFR 1.17 (p) has been submitted herewith. 

X A certification statement is not submitted herewith. 
SIGNATURE 

A signature of the applicant or representative is required in accordance with CFR 1.33, 10.18. Please see CFR 1.4(d) for the 
form of the signature. 

Signature /ELIZABETH A. LUCAS/ Date (YYYY-MM-DD) 2017-07-24 

Name/Print Elizabeth A. Lucas Registration Number ~4247 

This collection of information is required by 37 CFR 1.97 and 1.98. The information is required to obtain or retain a benefit by the 
public which is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 
1.14. This collection is estimated to take 1 hour to complete, including gathering, preparing and submitting the completed 
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you 
require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. 
Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND 
FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, 
VA 22313-1450. 
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Privacy Act Statement 

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of the 
attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be advised 
that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited 
is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark Office is to 
process and/or examine your submission related to a patent application or patent. If you do not furnish the requested 
information, the U.S. Patent and Trademark Office may not be able to process and/or examine your submission, which may 
result in termination of proceedings or abandonment of the application or expiration of the patent. 

The information provided by you in this form will be subject to the following routine uses: 

1. The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act 
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the 
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records. 

2. A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a 
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement 
negotiations. 

3. A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a 
request involving an individual, to whom the record pertains, when the individual has requested assistance from the 
Member with respect to the subject matter of the record. 

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for 
the information in order to perform a contract. Recipients of information shall be required to comply with the 
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m). 

5. A record related to an International Application filed under the Patent Cooperation Treaty in this system of records 
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization, pursuant 
to the Patent Cooperation Treaty. 

6. A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of 
National Security review {35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)). 

7. A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, or 
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to 
recommend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and 
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this 
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make 
determinations about individuals. 

8. A record from this system of records may be disclosed, as a routine use, to the public after either publication of 
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record 
may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in 
an application which became abandoned or in which the proceedings were terminated and which application is 
referenced by either a published application, an application open to public inspections or an issued patent. 

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law 
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation. 
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Examiner Name I MARIE D. BAYS 

Attorney Docket Number I NIKE.276100/081313US82CON 
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Application Number 15610089 

Filing Date 2017-05-31 

INFORMATION DISCLOSURE First Named Inventor I BHUPESH DUA 
STATEMENT BY APPLICANT 

Art Unit 3765 
( Not for submission under 37 CFR 1.99) 

Examiner Name I MARIE D. BAYS 

Attorney Docket Number NIKE.276100/081313US82CON 

1 
Petitioner Adidas AG's Request for Rehearing Under 37 C.F.R. § 42.71 On The Decision Not to Institute Inter Partes 
Review for Inter Partes Review IPR2017-00263, dated July 7, 2017, 17 pages. 

2 
Petitioner Adidas AG's Request for Rehearing Under 37 C.F.R. § 42.71 On The Decision Not to Institute Inter Partes 
Review for Inter Partes Review IPR2017-00264, dated July 7, 2017, 17 pages. 

3 
Petitioner's Demonstratives for Inter Partes Review IPR2016-00921, dated July 10, 2017 and for Inter Partes Review 
PR2016-00922, 84 pages. 

4 
Patent Owner NIKE's Exhibit List (As of July 11, 2017) for Inter Partes Review IPR2016-00921, dated July 11,2017, 3 
:>ages_ 

5 
Petitioner's Updated Exhibit List (As of July 11, 2017) for Inter Partes Review IPR2016-00921, dated July 11,2017, 4 
:>ages_ 

6 
Patent Owner NIKE lnc.'s Demonstratives for Inter Partes Review IPR2016-00921, dated July 11, 2017 and for Inter 
Partes Review IPR2016-00922, 27 pages_ 

7 
Patent Owner NIKE's Exhibit List (As of July 11, 2017) for Inter Partes Review IPR2016-00922, dated July 11, 2017, 3 
:>ages_ 

8 
Petitioner's Updated Exhibit List (As of July 11, 2017) for Inter Partes Review IPR2016-00922, dated July 11, 2017, 4 
:>ages_ 

If you wish to add additional non-patent literature document citation information please click the Add button I Add I 
EXAMINER SIGNATURE 

Examiner Signature 11 /MARIE D BAYS/ I Date Considered 110010112011 

*EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through a 
citation if not in conformance and not considered. Include copy of this form with next communication to applicant. 

1 See Kind Codes of USPTO Patent Documents at www.USPTO.GOV or MPEP 901.04. 2 Enter office that issued the document, by the two-letter code (WIPO 
Standard ST.3). 3 For Japanese patent documents, the indication of the year of the reign of the Emperor must precede the serial number of the patent document. 
4 Kind of document by the appropriate symbols as indicated on the document under WI PO Standard ST.16 if possible. 5 Applicant is to place a check mark here i1 
English language translation is attached. 
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Application Number 15610089 

Filing Date 2017-05-31 

INFORMATION DISCLOSURE First Named Inventor I BHUPESH DUA 
STATEMENT BY APPLICANT 

Art Unit 3765 
( Not for submission under 37 CFR 1.99) 

Examiner Name I MARIE D. BAYS 

Attorney Docket Number NIKE.276100/081313US82CON 

CERTIFICATION STATEMENT 

Please see 37 CFR 1.97 and 1.98 to make the appropriate selection(s): 

OR 

That each item of information contained in the information disclosure statement was first cited in any communication 
from a foreign patent office in a counterpart foreign application not more than three months prior to the filing of the 
information disclosure statement. See 37 CFR 1.97(e)(1 ). 

That no item of information contained in the information disclosure statement was cited in a communication from a 
foreign patent office in a counterpart foreign application, and, to the knowledge of the person signing the certification 
after making reasonable inquiry, no item of information contained in the information disclosure statement was known to 

D any individual designated in 37 CFR 1.56(c) more than three months prior to the filing of the information disclosure 
statement. See 37 CFR 1.97(e)(2). 

See attached certification statement. 

X The fee set forth in 37 CFR 1.17 (p) has been submitted herewith. 

X A certification statement is not submitted herewith. 
SIGNATURE 

A signature of the applicant or representative is required in accordance with CFR 1.33, 10.18. Please see CFR 1.4(d) for the 
form of the signature. 

Signature /ELIZABETH A. LUCAS/ Date (YYYY-MM-DD) 2017-07-24 

Name/Print Elizabeth A. Lucas Registration Number ~4247 

This collection of information is required by 37 CFR 1.97 and 1.98. The information is required to obtain or retain a benefit by the 
public which is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 
1.14. This collection is estimated to take 1 hour to complete, including gathering, preparing and submitting the completed 
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you 
require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. 
Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND 
FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, 
VA 22313-1450. 
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Privacy Act Statement 

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of the 
attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be advised 
that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited 
is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark Office is to 
process and/or examine your submission related to a patent application or patent. If you do not furnish the requested 
information, the U.S. Patent and Trademark Office may not be able to process and/or examine your submission, which may 
result in termination of proceedings or abandonment of the application or expiration of the patent. 

The information provided by you in this form will be subject to the following routine uses: 

1. The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act 
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the 
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records. 

2. A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a 
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement 
negotiations. 

3. A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a 
request involving an individual, to whom the record pertains, when the individual has requested assistance from the 
Member with respect to the subject matter of the record. 

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for 
the information in order to perform a contract. Recipients of information shall be required to comply with the 
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m). 

5. A record related to an International Application filed under the Patent Cooperation Treaty in this system of records 
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization, pursuant 
to the Patent Cooperation Treaty. 

6. A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of 
National Security review {35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)). 

7. A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, or 
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to 
recommend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and 
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this 
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make 
determinations about individuals. 

8. A record from this system of records may be disclosed, as a routine use, to the public after either publication of 
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record 
may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in 
an application which became abandoned or in which the proceedings were terminated and which application is 
referenced by either a published application, an application open to public inspections or an issued patent. 

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law 
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation. 
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Application Number 15610089 

Filing Date 2017-05-31 

INFORMATION DISCLOSURE First Named Inventor I BHUPESH DUA 
STATEMENT BY APPLICANT 

Art Unit 3765 
( Not for submission under 37 CFR 1.99) 

Examiner Name I MARIE D. BAYS 

Attorney Docket Number NIKE.276100/081313US82CON 

1 :)rder- Conduct of the Proceeding - 37 CFR 42.5 dated August 2, 2013, in IPR2013-00067. 

2 :)rder- Case Transfer to Administrative Patent Judge Josiah C. Cocks dated August 12, 2013, in IPR2013-00067. 

3 Motion to Amend dated August 19, 2013, in IPR2013-00067. 

4 Patent Owner Exhibit List dated August 19, 2013, in IPR2013-00067. 

5 :;orrected Certificate of Service dated August 19, 2013, in IPR2013-00067. 

6 NIKE 29Aug13 Ex List dated August 29, 2013, in IPR2013-00067. 

7 Decision Motion to Withdraw§ 42.10(e) dated October 30, 2013, in IPR2013-00067. 

8 
Petitioner adidas AG's Amended Notice of Cross Examination of Raymond Tonkel dated November 1, 2013, in 
PR2013-00067. 

9 Petitioner Opposition to Patent Owner Motion to Amend dated November 12, 2013, in IPR2013-00067. 

10 Petitioner Exhibit List dated November 12, 2013, in IPR2013-00067. 

11 Patent Owner NIKE, lnc.'s Notice of Cross-Examination of Sabit Adanur dated November 26, 2013, in IPR2013-00067. 
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Patent Owner NIKE, lnc.'s Notice of Second Cross Examination of Edward Frederick dated November 26, 2013, in 
PR2013-00067. 

Submission of Power of Attorney dated November 26, 2013, in IPR2013-00067. 

Petitioner's Power of Attorney dated November 26, 2013, in IPR2013-00067. 

Mandatory Notice Information (Addition of Back-Up Counsel) dated November 26, 2013, in IPR2013-00067. 

Patent Owner's Reply to Petitioner's Opposition to Motion to Amend dated December 11, 2013, in IPR2013-00067. 

Patent Owner Exhibit List (December 11, 2013) dated December 11, 2013, in IPR2013-00067. 

Patent Owner Exhibit List (as of 1-7-14) dated January 7, 2014, in IPR2013-00067. 

Patent Owner Request for Oral Argument dated January 7, 2014, in IPR2013-00067. 
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1 See Kind Codes of USPTO Patent Documents at www.USPTO.GOV or MPEP 901.04. 2 Enter office that issued the document, by the two-letter code (WIPO 
Standard ST.3). 3 For Japanese patent documents, the indication of the year of the reign of the Emperor must precede the serial number of the patent document. 
4 Kind of document by the appropriate symbols as indicated on the document under WI PO Standard ST.16 if possible. 5 Applicant is to place a check mark here i1 
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Art Unit 3765 
( Not for submission under 37 CFR 1.99) 

Examiner Name I MARIE D. BAYS 

Attorney Docket Number NIKE.276100/081313US82CON 

CERTIFICATION STATEMENT 

Please see 37 CFR 1.97 and 1.98 to make the appropriate selection(s): 

OR 

That each item of information contained in the information disclosure statement was first cited in any communication 
from a foreign patent office in a counterpart foreign application not more than three months prior to the filing of the 
information disclosure statement. See 37 CFR 1.97(e)(1 ). 

That no item of information contained in the information disclosure statement was cited in a communication from a 
foreign patent office in a counterpart foreign application, and, to the knowledge of the person signing the certification 
after making reasonable inquiry, no item of information contained in the information disclosure statement was known to 

D any individual designated in 37 CFR 1.56(c) more than three months prior to the filing of the information disclosure 
statement. See 37 CFR 1.97(e)(2). 

See attached certification statement. 

X The fee set forth in 37 CFR 1.17 (p) has been submitted herewith. 

X A certification statement is not submitted herewith. 
SIGNATURE 

A signature of the applicant or representative is required in accordance with CFR 1.33, 10.18. Please see CFR 1.4(d) for the 
form of the signature. 

Signature /ELIZABETH A. LUCAS/ Date (YYYY-MM-DD) 2017-07-24 

Name/Print Elizabeth A. Lucas Registration Number ~4247 

This collection of information is required by 37 CFR 1.97 and 1.98. The information is required to obtain or retain a benefit by the 
public which is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 
1.14. This collection is estimated to take 1 hour to complete, including gathering, preparing and submitting the completed 
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you 
require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. 
Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND 
FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, 
VA 22313-1450. 
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Privacy Act Statement 

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of the 
attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be advised 
that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited 
is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark Office is to 
process and/or examine your submission related to a patent application or patent. If you do not furnish the requested 
information, the U.S. Patent and Trademark Office may not be able to process and/or examine your submission, which may 
result in termination of proceedings or abandonment of the application or expiration of the patent. 

The information provided by you in this form will be subject to the following routine uses: 

1. The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act 
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the 
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records. 

2. A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a 
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement 
negotiations. 

3. A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a 
request involving an individual, to whom the record pertains, when the individual has requested assistance from the 
Member with respect to the subject matter of the record. 

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for 
the information in order to perform a contract. Recipients of information shall be required to comply with the 
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m). 

5. A record related to an International Application filed under the Patent Cooperation Treaty in this system of records 
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization, pursuant 
to the Patent Cooperation Treaty. 

6. A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of 
National Security review {35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)). 

7. A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, or 
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to 
recommend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and 
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this 
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make 
determinations about individuals. 

8. A record from this system of records may be disclosed, as a routine use, to the public after either publication of 
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record 
may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in 
an application which became abandoned or in which the proceedings were terminated and which application is 
referenced by either a published application, an application open to public inspections or an issued patent. 

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law 
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation. 
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1 :)rder Trial Hearing dated January 13, 2014, in IPR2013-00067. 

2 Patent Owner Opposition to Motion to Exclude dated January 21, 2014, in IPR2013-00067. 

3 :)rder Conduct of the Proceeding§ 42.5 dated January 23, 2014, in IPR2013-00067. 

4 Mandatory Notice Information (Addition of Back-Up Counsel) dated January 28, 2014, in IPR2013-00067. 

5 
Petitioner's Reply to Patent Owner's Opposition to Petitioner's Motion to Exclude Evidence dated January 28, 2014, in 
PR2013-00067. 

6 Petitioner's Exhibit List (As of February 6, 2014) dated February 6, 2014, in IPR2013-00067. 

7 Submission of Patent Owner's Trial Hearing Demonstratives dated February 6, 2014, in IPR2013-00067. 

8 :)ral Hearing Transcript dated March 5, 2014, in IPR2013-00067. 
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9 .=-inal Written Decision dated April 28, 2014, in IPR2013-00067. 

10 Notice of Appeal dated June 30, 2014, in IPR2013-00067. 

11 :;ross Examination Deposition of Raymond Tonkel dated November 12, 2013, in IPR2013-00067. 

12 Declaration of Sabut Adanur Ph.• dated November 12, 2013, in IPR2013-00067. 

13 Excerpt of Knitted Fabrics dated November 12, 2013, in IPR2013-00067. 

14 Excerpt of Bharat J_ Gaijar, Wrap Knit Fabrics Technologies dated November 12, 2013, in IPR2013-00067. 

15 
J. Watel, the Milanese Machine: Little Progress Made in Development of Milanese Fabric dated November 12, 2013, in 
PR2013-00067. 

16 Supplemental Declaration Edward C. Frederick, Ph.D. dated November 12, 2013, in IPR2013-00067. 

17 
Billy Hunter, Editor Viewpoint: Nike Flyknit: Quantum Leap for Flat Knitting dated November 12, 2013, in 
PR2013-00067. 

18 Billy Hunter, Editor Viewpoint: Nike Flyknit: Ready, Steady, Go dated November 12, 2013, in IPR2013-00067. 

19 Petitioner's Oral Hearing Demonstratives dated February 6, 2014, in IPR2013-00067. 
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20 Edward C. Frederick, Ph.• Declaration dated August 19, 2013, in IPR2013-00067. 

21 :;hapter 16 of Textiles in Sport dated August 19, 2013, in IPR2013-00067. 

22 US Patent 2147197 with markings dated August 19, 2013, in IPR2013-00067. 

23 US Patent 7347011 with markings dated August 19, 2013, dated August 19, 2013, in IPR2013-00067. 

24 Decision on Appeal dated August 19, 2013, in IPR2013-00067. 

25 Edward C. Frederick, Ph.• Deposition Transcript dated August 19, 2013, in IPR2013-00067. 

26 Raymond F. Tonkel Declaration dated August 19, 2013, in IPR2013-00067. 

27 Excerpts from Man-Made Fiber and Textile Dictionary dated August 19, 2013, in IPR2013-00067. 

28 R-H Websters Dictionary Excerpt dated August 19, 2013, in IPR2013-00067. 

29 Edward C. Frederick, Ph.• Deposition Errata Sheet dated August 29, 2013, in IPR2013-00067. 

30 Exhibit 2015 dated December 11, 2013, in IPR2013-00067. 
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31 Exhibit 2016 dated December 11, 2013, in IPR2013-00067. 

32 Exhibit 2017 dated December 11, 2013, in IPR2013-00067. 

33 Exhibit 2018 dated December 11, 2013, in IPR2013-00067. 

34 Exhibit 2020 dated December 11, 2013, in IPR2013-00067. 

35 Exhibit 2021 dated December 11, 2013, in IPR2013-00067. 

36 Exhibit 2022 dated January 7, 2014, in IPR2013-00067. 

37 Exhibit 2023 dated January 7, 2014, in IPR2013-00067. 

38 Exhibit 3001 dated April 28, 2014, in IPR2013-00067. 

39 Exhibit 3002 dated April 28, 2014, in IPR2013-00067. 

40 .=-arm PTO SB 42 dated November 28, 2012, in IPR2013-00067. 

41 .=-arm PTO SB 42 dated November 12, 2013, in IPR2013-00067. 
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If you wish to add additional non-patent literature document citation information please click the Add button I Add I 
EXAMINER SIGNATURE 

Examiner Signature 11 /MARIE D BAYS/ I Date Considered 11 08/01/2017 

*EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through a 
citation if not in conformance and not considered. Include copy of this form with next communication to applicant. 

1 See Kind Codes of USPTO Patent Documents at www.USPTO.GOV or MPEP 901.04. 2 Enter office that issued the document, by the two-letter code (WIPO 
Standard ST.3). 3 For Japanese patent documents, the indication of the year of the reign of the Emperor must precede the serial number of the patent document. 
4 Kind of document by the appropriate symbols as indicated on the document under WI PO Standard ST.16 if possible. 5 Applicant is to place a check mark here i1 
English language translation is attached. 

EFS Web 2.1.17 

ALL REFERENCES CONSIDERED EXCEPT WHERE LINED THROUGH. /M.D.B/ Skechers EX1013-p. 7350 
Skechers v Nike 



Application Number 15610089 

Filing Date 2017-05-31 
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Art Unit 3765 
( Not for submission under 37 CFR 1.99) 

Examiner Name I MARIE D. BAYS 

Attorney Docket Number NIKE.276100/081313US82CON 

CERTIFICATION STATEMENT 

Please see 37 CFR 1.97 and 1.98 to make the appropriate selection(s): 

OR 

That each item of information contained in the information disclosure statement was first cited in any communication 
from a foreign patent office in a counterpart foreign application not more than three months prior to the filing of the 
information disclosure statement. See 37 CFR 1.97(e)(1 ). 

That no item of information contained in the information disclosure statement was cited in a communication from a 
foreign patent office in a counterpart foreign application, and, to the knowledge of the person signing the certification 
after making reasonable inquiry, no item of information contained in the information disclosure statement was known to 

D any individual designated in 37 CFR 1.56(c) more than three months prior to the filing of the information disclosure 
statement. See 37 CFR 1.97(e)(2). 

See attached certification statement. 

X The fee set forth in 37 CFR 1.17 (p) has been submitted herewith. 

X A certification statement is not submitted herewith. 
SIGNATURE 

A signature of the applicant or representative is required in accordance with CFR 1.33, 10.18. Please see CFR 1.4(d) for the 
form of the signature. 

Signature /ELIZABETH A. LUCAS/ Date (YYYY-MM-DD) 2017-07-24 

Name/Print Elizabeth A. Lucas Registration Number ~4247 

This collection of information is required by 37 CFR 1.97 and 1.98. The information is required to obtain or retain a benefit by the 
public which is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 
1.14. This collection is estimated to take 1 hour to complete, including gathering, preparing and submitting the completed 
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you 
require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. 
Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND 
FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, 
VA 22313-1450. 
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Privacy Act Statement 

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of the 
attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be advised 
that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited 
is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark Office is to 
process and/or examine your submission related to a patent application or patent. If you do not furnish the requested 
information, the U.S. Patent and Trademark Office may not be able to process and/or examine your submission, which may 
result in termination of proceedings or abandonment of the application or expiration of the patent. 

The information provided by you in this form will be subject to the following routine uses: 

1. The information on this form will be treated confidentially to the extent allowed under the Freedom of Information Act 
(5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the 
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records. 

2. A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a 
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement 
negotiations. 

3. A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a 
request involving an individual, to whom the record pertains, when the individual has requested assistance from the 
Member with respect to the subject matter of the record. 

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need for 
the information in order to perform a contract. Recipients of information shall be required to comply with the 
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m). 

5. A record related to an International Application filed under the Patent Cooperation Treaty in this system of records 
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization, pursuant 
to the Patent Cooperation Treaty. 

6. A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of 
National Security review {35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)). 

7. A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services, or 
his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to 
recommend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and 
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this 
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make 
determinations about individuals. 

8. A record from this system of records may be disclosed, as a routine use, to the public after either publication of 
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record 
may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in 
an application which became abandoned or in which the proceedings were terminated and which application is 
referenced by either a published application, an application open to public inspections or an issued patent. 

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law 
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation. 
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1 
Declaration of Dr. Edward C. Frederick from the US Patent and Trademark Office Inter Partes Review of US Patent 
No. 7,347,011 (178 pp)_ 

2 
David J. Spencer, Knitting Technology: A Comprehensive Handbook and Practical Guide (Third ed., Woodhead 
Publishing Ltd_ 2001) (413 pp). 

3 
t=xcerpt of Hannelore Eberle et at, Clothing Technology (Third Englished_, Beuth-Ver1ag GmnH 2002) (book cover 
~nd back; pp2-3, 83) . 

4 .=-ile History for U.S. Patent No. 7,347,011 (202 pgs.), filed November 28,2012, as Exhibit 1003 in IPR2013-00067. 

5 OS Under 37 C.FR 1.501 (2 pgs.), filed November 28, 2012, as Exhibit 1004 in IPR2013-00067. 

6 
Notice of Filing Date accorded to Petition and Time for Filing Patent Owner Preliminary Response in IPR2013-00067 
8 pgs_), December 4, 2012. 

7 
Petition for Inter Partes Review Under 35 U.S.C. §§ 311-319 and 37 C.FR § 42.100 et seq. (65 pgs.), filed November 
28, 2012, in IPR2013-00067_ 

8 Petitioner Power of Attorney dated November 22, 2012 (2 pgs.), and filed November 28, 2012, in IPR2013-00067. 

9 
Revised Petition for Inter Partes Review Under 35 U.S.C. §§ 311-319 and 37 C_F_R. § 42.100 et seq. (64 pgs.), filed 
December 10, 2012, in IPR2013-00067. 

10 jst of Related Matters filed December 14, 2012, in IPR2013-00067. 

11 Mandatory Notice Information filed January 25, 2013, in IPR2013-00067. 
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12 Submission of Power of Attorney filed January 25, 2013, in IPR2013-00067. 

13 Mandatory Notice Information filed February 28, 2013, in IPR2013-00067. 

14 Patent Owner's Preliminary Response to Petition filed February 28, 2013, in IPR2013-00067. 

15 Decision Institution of Inter Partes Review 37 C.F.R. § 42.108, entered May 17, 2013, in IPR2013-00067. 

16 Scheduling Order dated May 17, 2013, in IPR2013-00067. 

17 Notice of Stipulation dated June 14, 2014, in IPR2013-00067. 

18 Patent Owner's List of Proposed Motions dated June 14, 2014, in IPR2013-00067. 
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enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation. 
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