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of Section 337; Issuance and Suspension of Limited Exclusion Order
and Cease and Desist Order; Termination of the Investigation (March
23,2026)

vi




Following the ITC’s March 23, 2026 termination of Investigation No. 1408
and its rare suspension of enforcement of the remedial orders in that case due
entirely to the March 29, 2026 expiration of the *287 patent (EX1098), the ITC
Respondents will enjoy unfettered ability to contest the validity of the *287 patent
in their district court litigation against Patent Owner—including based on the same
prior art references they used at the ITC.

This ITC action has been unique from the start.! Because it was known from
the outset that the ITC could not provide meaningful relief given the impending
expiration of the *287 patent, it is hardly surprising that the ITC Respondents failed
to fully litigate patent validity and even waived important arguments as discussed
in Petitioner’s motion for reconsideration (Paper 42, 4-5). The ITC’s decision,

based on a record that Patent Owner concedes was incomplete,?> does not represent

' While ITC rulings do not have preclusive effect, Hyosung TNS Inc. v. Int’l Trade
Comm’n, 926 F.3d 1353, 1358-59 (Fed. Cir 2019), Petitioners are not seeking a
broad exception for all ITC cases. Rather, based on the near-complete stage of this
IPR, coupled with the incomplete ITC record and looming re-litigation of all issues
across different courts by unrelated parties, that a holistic approach weighs
strongly in favor of IPR completion. See also Revision to Rules of Practice Before
the Patent Trial and Appeal Board, 90 Fed. Reg. 48335, 48341 (proposed Oct. 17,
2025) (agency preliminary rule proposal recognizing unusual circumstances
exception to one and done).

2 Patent Owner concedes that the ITC case “involved different briefing choices,
different waiver positions, and an incomplete record on certain merits questions.”
Paper 43, 3



a meaningful prior assessment (a “one and done” assessment) of the validity of the
’287 patent claims.

This IPR, by contrast, would be a meaningful assessment of the 287
patent’s validity because Petitioners have the appropriate motivation to fully
litigate the *287 patent claims’ patentability over the prior art references relied
upon herein and have been doing exactly that for well over a year before the
agency. Thus, this IPR, unlike the ITC case,’ can provide the nearest-term “one
and done” validity assessment and can do so efficiently given the advanced stage
of the IPR proceeding and the resources already invested by the parties and the
agency. By contrast, it would be highly inefficient to de-institute and thus set aside
this IPR, with its near-complete record, particularly given that the agency already
identified “material error” in the examination of similar claims of an ancestor
patent in the same family as the *287 patent. [IPR2025-00445, Paper 14, 3. Doing
so would force multiple unrelated parties to litigate the same patent, anew, across

multiple district courts. Similar instances have been recognized as a worthwhile

3 Patent Owner does not contest that the ITC Respondents waived key technical
arguments as well as key claim construction arguments, nor does Patent Owner
muster any response to Petitioners’ explanation that the ITC ALJ’s nexus finding
in her commercial success analysis was only possible because she was never
presented with earlier, contradictory sworn testimony from the inventors (and co-
founders). Paper 42, 5.



use of agency resources. Tesla, Inc. v. Intellectual Ventures Il LLC, IPR2025-
00340, Paper 18 (Director, Nov. 5, 2025) (informative).

Further, the ITC Respondents appealed the termination decision to the
Federal Circuit on March 26, presumably for the purpose of making all underlying
orders and findings not only practically moot, but formally vacated and thus legally
void ab initio in any event. The Federal Circuit docketed the appeal on March 30,
2026 (Fed. Cir. Appeal No. 26-1582). The ’287 patent expired on March 29, 2026.
The Federal Circuit routinely vacates underlying ITC decisions rendered moot by
patent expiration, and it is expected that such will be ordered either sua sponte, or
more likely, by motion of the Respondents/Appellants in the near term. Hyosung,
926 F.3d at 1359; INVT SPE LLC v. International Trade Comm ’'n, 46 F.4th 1361,
1369-70 (Fed. Cir. 2022); Tessera, Inc. v. Int’l Trade Comm 'n, 646 F.3d 1357,
1371 (Fed. Cir. 2011). Vacatur would, in turn, moot the grounds for the Director’s
Order. Palo Alto Networks, Inc. v. Centripetal Networks, Inc., IPR2022-00182,
Paper 75, 3-4 (Mar. 17, 2026).

Given that in this unique circumstance the ITC Respondents failed to fully
litigate the validity issues, while in contrast the IPR record and proceedings are
nearly complete, administrative efficiency and the public interest both weigh

strongly in favor of the agency finalizing its existing work.
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