IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF DELAWARE

CLEVELAND MEDICAL DEVICES INC.,
an Ohio Corporation,

Plaintiff,
C.A. No. 22-794-GBW-CJB
V.

RESMED INC., a Delaware Corporation,

Defendant.
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DEFENDANT RESMED INC.’S INITIAL INVALIDITY CONTENTIONS
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rejection for obviousness under § 103 can be based on a reference which happens to anticipate
the claimed subject matter.” In re Meyer, 599 F.2d 1026, 1031 (C.C.P.A. 1979).

C. The HST Patents (The 399 Patent, 535 Patent, 937 Patent, 603 Patent,
’698 Patent, and 637 Patent)

1. Identification of Prior Art

The following prior art patents and published patent applications relate to the invalidity
of the asserted claims of the *399 Patent, *535 Patent, 937 Patent, 603 Patent, 698 Patent, and
’637 Patent (collectively, the “HST Patents”). Each of the following may qualify as prior art as
of an earlier date than the listed date, e.g., an earlier publication or filing date. ResMed reserves

the right to supplement the priority dates for the below listed references as discovery continues.

Prior Art Patents and Published Applications Filed Date Issue/li)u;)tlécatlon
United States Patent No. 9,801,589 to Schwaibold 04/04/2007 10/31/2017
PCT Pub. No. WO 2007/115553 to Schwaibold 04/04/2007 10/18/2007
United States Patent Application Publication No.

2003/0199945 to Ciulla 02/10/2003 10/23/2003
United States Patent No. 7,967,760 to Lang 04/29/2005 11/09/2006
United States Patent Application Publication No.

2002/0022973 to Sun 03/21/2001 02/21/2002
United States Patent Application Publication No.

2002/0165462 to Westbrook 12/28/2001 11/07/2002
United States Patent No. 6,167,258 to Schmidt 10/09/1998 12/26/2000

The following prior art non-patent publications relate to the invalidity of the asserted

claims of the HST Patents.
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there are not “additional features” (as the Alice Court cited) that make this claim more than a

recitation of the abstract idea. For example, the claims recite no non-routine components or

unique steps. Lastly, the dependent claims add nothing inventive and fail to offer any

meaningful limitation over the abstract idea claimed in the independent claims.

II. PRIOR ART DOCUMENT PRODUCTION

Pursuant to Paragraph 3(d) of the Scheduling Order, ResMed is concurrently producing

prior art references herewith. Some of the produced prior art documents are highly confidential

and are being produced on an outside attorneys’ eyes only basis (HIGHLY CONFIDENTIAL —

ATTORNEYS’ EYES ONLY) pursuant to the Stipulated Protective Order entered in this matter.

(See D.I. 46).

Dated: February 21, 2023

Sean Cunningham

Tiffany Miller

David Knudson

DLA PIPER LLP (US)

401 B Street Suite 1700

San Diego, California 92101-4297
Telephone: 619-699-4787
Facsimile: 619-764-6787
sean.cunningham@dlapiper.com
tiffany.miller@dlapiper.com
david.knudson@dlapiper.com

Nancy Braman

DLA PIPER LLP (US)

33 Arch Street 26th Floor

Boston, Massachusetts 02110-1447
Telephone: 617-406-6000
Facsimile: 617-406-6100
nancy.braman@dlapiper.com

Respectfully submitted,

/s/ Brian A. Biggs

Brian A. Biggs (Bar No. 5591)
Angela C. Whitesell (Bar No. 5547)
DLA PIPER LLP (US)

1201 North Market Street, Suite 2100
Wilmington, DE 19801-1147
Telephone: 302.468.5700
Facsimile: 302.394.2341
brian.biggs@us.dlapiper.com
angela.whitesell@us.dlapiper.com

Attorneys for Defendant ResMed Inc.
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CERTIFICATE OF SERVICE

I, Brian A. Biggs, do hereby certify that on this 21st day of February, 2023, the attached

DEFENDANTS’ INVALIDITY CONTENTIONS was served upon the following counsel of

record via electronic mail:

Philip A. Rovner

Jonathan A. Choa

POTTER ANDERSON & CORROON LLP
Hercules Plaza

1313 North Market Street, 6™ Floor

P.O. Box 951

Wilmington, Delaware 19801

(302) 984-6000

provner@potteranderson.com
jchoa@potteranderson.com

Benu Wells

KRAMER LEVIN NAFTALIS &
FRANKEL LLP

1177 Avenue of the America

New York, NY 10036

(212) 715-7590
bwells@kramerlevin.com

Paul J. Andre

Lisa Kobialka

James Hannah

Timothy Layden

Sabah Khokhar

KRAMER LEVIN NAFTALIS &
FRANKEL LLP

333 Twin Dolphin Drive, Suite 700
Redwood Shores, CA 94065

(650) 752-1700
pandre@kramerlevin.com
lkobialka@kramerlevin.com
jhannah@kramerlevin.com
tlayden@kramerlevin.com
skhokhar@kramerlevin.com

/s/ Brian A. Biggs

Brian A. Biggs (DE Bar No. 5591)
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