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I. INTRODUCTION 

Patent Owner DH International Ltd. (“DHI” or “Patent Owner”) submits the 

following Patent Owner Preliminary Response (“POPR”) pursuant to 37 C.F.R. 

 § 42.107(a). See also 37 C.F.R. § 42.107(b). 220. Petitioner Apple 

Inc. (“Apple” or “Petitioner”) filed a Petition for Inter Partes Review of U.S. Patent 

No. 9,022,294 (the ’294 Patent”) on December 3, 2024. (IPR2025-00172, Paper No. 

1 (“Petition”)). Patent Owner respectfully requests that the Board deny institution 

of Inter- Partes Review because Apple has failed to meet its burden to show a 

reasonable likelihood that at least one of the challenged claims is unpatentable. 

Specifically, Apple failed to demonstrate a reasonable likelihood that any claim of the 

’294 Patent would be rendered obvious in view of the single asserted Ground. Thus, 

institution1 (“Petition”)) and a Decision granting institution under 35 U.S.C. § 314 

on June 25, 2025. 

of Inter-Partes Review should be denied. 
 

Contrary to the Petition, nothing in the prior art anticipated or rendered 

obvious the claims of the ’294 Patent. The Petitioner is based upon flawed assertions 

of the Petitioner’s Expert who equates prioritizing network connection and 

prioritizing network use to the ’294 Patent’s selection based upon an activation cue 

in response to an “invariable activation cue.” 
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II. MANDATORY NOTICES (37 C.F.R. § 42.8) 

A. Real Party in Interest 

Patent Owner DH International Ltd. is the real party-in-interest. 

B. Related Matters 

The U.S. Patent 9,022,294 is a continuation-in-part of U.S. Patent No. 

7,628,333, for which Apple has filed IPR2025-00173. The Grounds in IPR2025- 

00173 are based on different prior art references from this IPR. 
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C. Counsel and Service Information 
 

 

Counsel for DH International Ltd. 

Lead Counsel Back-Up Counsel 

Robert Hart Meredith Martin Addy 
Reg. No. 35,184 Reg. No. 37,883 
robert@addyhart.com meredith@addyhart.com 

ADDYHART P.C. ADDYHART P.C. 
2025 Guadalupe Street 10 Glenlake Parkway 
Suite 260 Suite 130 
Austin, TX 78705 Atlanta, Georgia 30328 
949.337.0568 T 312.320.4200 T 
312.264.2547 F 312.264.2547 F 

 Gregory B. Gulliver 
 Reg. No. 44,138 
 gbgulliver@addyhart.com 

 ADDYHART P.C. 
 401 N. Michigan Ave. 
 Suite 1200-1 
 Chicago, Illinois 60611 
 847.984.3020 T 
 312.264.2547 F 
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Counsel for Apple Inc. 

Lead Counsel Back-Up Counsel 

Paul R. Hart (Reg. No. 59,646) 
Paul.Hart@eriseip.com 

Erise IP, P.A. 
 

717 17th Street 
Suite 1400 
Denver, Colorado 80202 
Telephone: (913) 777-5600 

Adam P. Seitz (Reg. No. 52,206) 
Adam.Seitz@eriseip.com 

Erise IP, P.A. 
 

7015 College Blvd. 
Suite. 700 
Overland Park, Kansas 66211 
Telephone: (913) 777-5600 

 
D. 37 C.F.R. § 42.28(b)(4): Service Information 

DHI submitted its Mandatory Notices, Paper 3, and Power of Attorney, Paper 

5. DHI consents to electronic service directed to the following email address: 

DHI-IPR@addyhart.com 

 
III. PROCEDURAL ERRORS 

A. Translation Affidavit fails to meet the requirements of 37 C.F.R. § 
42.63 

Trial practice before the Board requires: “When a party relies on a document 

or is required to produce a document in a language other than English, a translation 

of the document into English and an affidavit attesting to the accuracy of the 

translation must be filed with the document.” 37 C.F.R. § 42.63. Japanese Patent 

No. 2003110751 (“Suga”) (Exh. 1005) was filed on October 1, 2001, and published 
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on April 11, 2003, and is in Japanese.The Board indicated in the ID that the affidavit 

for the translation was inadequate. See ID 18, Footnote 6. Exh. 2001, ¶39. The actual 

English translation document has a date of July 29, 2024 (see Exh. 1005, 20), and 

Andrew Raia, Project Manager in the translation company, only provide an affidavit 

attesting “[t]o the best of my knowledge, the aforementioned documents are a true, 

full and accurate translation of the specified documents.” Exh. 1005, 20. 

An affidavit attesting to the accuracy of the translation MUST be filed with 

the document. Mr. Andrew Raia did not attest to his personal knowledge, rather only 

“to the best of my knowledge.” Mr. Andrew Raia’s attestation is limited to only the 

“best of my knowledge” and has no indication of what that “knowledge” is, that he 

had any personal knowledge of the actual translation, or that he had even seen the 

translation. The attestation fails to meet the requirements of 37 C.F.R. § 

42.63 and is simply a written document created after the priority date of the 

’333 Patent. The English translation should have July 29, 2024, as a priority date 

and is not a prior art reference. Furthermore, without the attestation for the Suga 

reference, the Board cannot rely on the foreign reference Suga. The POPR will use 

an analysis as if the document has a priority date of April 11, 2003, in case the Board 

disagrees that the attestation does not meet the requirements of 37 C.F.R. § 42.63. 

A completely different attestation signed by a different person was submitted 

in an attempt to correct the attestation. However, that filing is a new attestation, not 
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a corrected attestation, and the reference filed with the IPR is not prior art, and the 

new attestation constitutes new matter. 

B. THE PETITION MUST SPECIFY WHERE EACH ELEMENT 
OF THE CLAIM IS FOUND IN THEPRINTED PRIOR ART 

The Petition fails to meet the requirements of 35 U.S.C. § 312(a) and 37 

C.F.R. § 42.104311(b)(4), because it relies on Expert speculation and lacks 

specificity as to where each element of 
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the claims, for example claim elements [1.b], [1.c], [12.c], [19.c], and claim 

14 of the ’294 Patent, is found in the relied upon prior art.“prior art patents or printed 

publications” of Ground I. See 35 U.S.C. 

§ 311(b). Vague and conclusory expert declarations are entitled to little or no weight  
 

under 37 C.F.R. § 42.65(a). A recent precedential opinion issued from a sua sponte  
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Director Review emphasizes this requirement. See Xerox Corp. v. Bytemark, Inc., 

IPR2022-00624, Paper No. 12, at 4 (PTAB Feb. 10, 2023) (the expert declaration 

“merely repeats, verbatim, the conclusory assertion for which it is offered to 

support” and therefore it is “entitled to little weight”) (citing 37 C.F.R. § 42.65(a)). 

Such is the case here, the expert declaration of Michael Buehrer (Exh. 1004) 

parrots the same assertion for which it is offered with unsupported assertions as 

found in the Petition. For example, when citing Suga for analogous art, Buehrer 

makes the unsupported assertion that prioritizing the selection of a data 

transmission path through networks is the same as accomplishing a financial 

transaction through one of different means. See Exh. 1004, ¶65. 

The ’333 Patent is directed at establishing a secure transaction that is not even 

required to go over a network and may use a direct link. See Exh. 1001, Claim 8, 

11, 16. Similarly, conclusion statements are made about Gorsuch. See Exh. 4001, 

 ¶71. Element [1.e] is discussed with relationship to selecting network paths (Exh. 

4001, ¶¶92-93), but for independent claims 8, 11, and 16 makes conclusory 

statements to show a “direct link” taught by the references (which teach 

prioritizing network links). 

(which teach prioritizing network links).
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IV. BACKGROUND OF U.S. PATENT NO. 9,022,294 

The ’294 Patent, titled “Portable Electronic Device and Method for Alternate 

Data Conveyance Operations Responsive to an Invariable Activation Command,” 

issued on May 5, 2015, as a continuation-in-part of U.S. Patent 7,628,333, that was  
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application No. 10/552,912, filed as a National Stage Filing of PCT/IB03/01523, on 

April 14, 20031.1. See Exh. 1001, cover page; 1002, ¶32. 

The use of portable electronic devices such as electronic cards for security 

was known at the time of the ’294 Patent. “However, what was not known was the 

added security that both the validation/authentication of a user and “an activation 

cue” used to enable switching with a switching element between data on the 

electronic card.” Exh. 2001, ¶¶31-32. Prosecution of the parent ’333 Patent further 

reinforced this novel and nonobvious characteristic. During the prosecution ’333 

Patent, the patent applicant stated: 

Thus, the contact switch 24 of the card of [prior art] 

document D1 has the effect of only activating the read 
mode portion of the card, and has a quite different 

function than the control device2 claimed in the present 

patent application, which must necessarily be triggered 

to initiate any data flow towards or out of the electronic 

circuit. 
 
 
 
 
 
 
 
 

 
1 Patent Owner disagrees with Petitioner’s assertion regarding the ’294 Patent’s 

priority claim, but Petitioner’s references predate the earliest possible priority date. 
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function than the 2 A “control device2 claimed in the present patent application, 

which must necessarily …. can be triggered to initiate any data flow towards or 

out of thesuitable device allowing the portable electronic circuitdevice holder to 

selectively trigger a data conveyance operation.” Exh. 1001, 8:29- 31. 
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Exh. 2002, p. 218-219; 2001, ¶33. Thus, as claimed in the ’333 Patent, no data 

flow towards or out of the electronic circuit occurs without being triggered to 

initiate a data flow. 

Once the portable electronic device is activated, a first set of data is accessible 

in an inactive state. See Exh. 1001, 9:49. Upon receiving the “activation cue” by the 

control device, the data accessible is switched to a second set of data by the switching 

element. See id., 9:28-30; Exh. 2001, ¶34. The “activation cue” is a predetermined 

indication for switching what data will be accessed. It is an indicator, “for example, 

a predetermined bit sequence.” Id., 9:24-27; Exh. 2001, ¶35. 

Stored data is transmitted in response to: 
 

a cue receiver operatively linked to the electronic circuit, a data 

conveyance switching element operatively linked to the electronic 

circuit and capable of being in either one of a first and a second state, 

and power means for providing power to the portable electronic device. 
 

 

2 A “control device …. can be any suitable device allowing the portable electronic 

device holder to selectively trigger a data conveyance operation.” Exh. 1001, 8:29- 

31. 
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 The method of data conveyance includes awaiting for an activation cue 

to be received at the cue receiver; if an activation cue is received at the 

cue receiver, assigning its first state to the switching element, while if 

no activation cue is received at the cue receiver, assigning its second 

state to the switching element; and selectively triggering the control 

device to issue an invariable activation command. Upon the control 

device being triggered, if the switching element is in its first state, first 

data will be forwarded to the first data transceiver for initiating a data 

exchange operation with a first external data exchange device; while if  
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the switching element is in its second state, second data will be 

forwarded to the second data transceiver for initiating a data exchange 

operation with a second external data exchange device. 

Exh. 1001, Abstract. 
 
 

V. PERSON OF ORDINARY SKILL IN THE ART 

Patent Owner agrees with the Petitioner on the level of ordinary skill in the 

art. A person with ordinary skill in the relevant art at the time of invention - April 

14, 2003 - would have a bachelor’s degree in electrical engineering or a similar 

discipline and at least two years of relevant industry or research experience in 

wireless communication between devices. This definition is approximate, and more 

education may substitute for industry experience or vice versa. See Exh. 2001, ¶¶26- 

29. 
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VI. THE CHALLENGED CLAIMS 

Petitioner challenged claims 1-20 of the ’294 Patent. See Pet., p. 28. 

Independent claims 1, 10, 11, 12, and 19 each recite features distinguishing the ’294 

Patent from the asserted prior art, either directly or by dependency. Exh. 2001, ¶36, 

58. 

Ground Basis Challenged Claims 

1. 35 U.S.C. § 103(a) | Suga and Gorsuch 1-20 
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VII. CLAIM CONSTRUCTION 

In an inter partes review proceeding, “a claim of a patent ... shall be construed 

using the same claim construction standard that would be used to construe the claim 

in a civil action under 35 U.S.C. § 282(b), including construing the claim in 

accordance with the ordinary and customary meaning of such claim as understood 

by one of ordinary skill in the art and the prosecution history pertaining to the 

patent.” 37 C.F.R. § 42.100(b); Exh. 2001, ¶¶47-48. 

A. “Invariable Activation Command” 

The Petitioner asserts the “invariable activation command” where “the 

command ‘activates’ a data transfer and is ‘invariable’ in that the user cannot control 
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 which path the data transfer follows.33” Pet. 29. The definition is nonsensical. 

That definition is not how the specification of the ’294 Patent describes “invariable 

activation command.” The specification states, “upon an activation cue received by 

portable electronic device 10, switching element 44b switches to its activated state. 

If control device 12 is selectively triggered by the portable electronic device holder 

while switching element 44b is in this activated state, a data exchange will be 

initiated between portable electronic device 10 and the external data exchange device 

9.” Exh. 1001, 10:14-20. “Upon control device 12 selectively triggered to 

 

3 Petitioner’s Suga reference describes a user controlled interface to select network 

paths using rules which is the opposite of Petitioner’s construction. 
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 issue an activation command by the portable electronic device holder, one of two 

alternate data conveyance operations will be initiated with portable electronic device 

10. Exh. 1001, 10:26-29. The state of the switching element determines which of 

the two alternate data conveyance operations is initiated, not the “activation 

command” as asserted by Petitioner. Furthermore, it is the “activation cue” that sets 

the state that ultimately results in data being conveyed to a display or transmitted to 

the data exchange device. Exh. 2001, ¶49. Many of Petitioner’s intentionally 

truncated cites on pages 30-31 of the Petition leave the “activation cue” out of the 

 
 
 
 

 

 3 Petitioner’s Suga reference describes a user controlled interface to select network 

paths using rules which is the opposite of Petitioner’s construction. 
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cites. The “activation cue” is crucial to the functioning of the “invariable activation 

command,” as claimed in the ’294 patent. Exh. 2001, ¶50. 

The Petitioner has the burden of persuasion in an IPR. Dynamic Drinkware, 

LLC v. Nat’l Graphics, Inc., 800 F.3d 1375, 1378–79 (Fed. Cir. 2015) (in an IPR, 

the petitioner bears the ultimate burden of persuasion on invalidity, which otherwise 

does not shift to the patent owner), but persuasion does not mean partially presenting 

facts by truncating cites to misrepresent what the reference is actually teaching. 

Petitioner’s definition of “a command to transmit data through either a first or 

second communication link, where the decision of which link is used is independent 

of the command issued,” (Pet. 32,) fails even to address the term invariable. 

Furthermore, Petitioner’s definition ignores its dependency on the activation cue and 

the state of the switching element. Exh. 2001, ¶51. 
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The definition of “invariable activation command” is an activation command 

issued by a control device in response to a user that relies on the state of the switching 

element to determine a data conveyance path. Once issued, the portable electronic 

device holder cannot select to issue different activation commands. Exh. 2001, ¶52. 

Invariable means not changing or not capable of change4. 

B. Activation Cue 

The claim term “activation cue” means a predetermined indicator, such as “a 

predetermined bit sequence” (Exh. 1001, 6:1-3), that is “recognized by the electronic 

device as an activation cue” Id. A POSITA would understand that the “activation 

cue” must be intended as a predetermined indicator. Patent Owner IS NOT saying 
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cue” must be intended as a predetermined indicator. I am not saying the “activation 
 cue” has to be a predetermined bit sequence; as insinuated in the ID, ID, p.14-155; 

instead, the “activation cue” has to be designed or created for use in a  

device to cause activation.  Not simply a message that is transmitted over a 

communication path. See Exh. 2001, ¶53. The ’294 Patent describes that a “[d]ebit 

 
 

4 https://www.merriam-webster.com/dictionary/invariable. 
 

5 Patent Owner did not assert in IPR2024-01322 that the “activation cue” had to be 

a predetermined bit pattern, rather the “activation cue” must be predetermined to be 

an activation cue when sent to be received by the receiver, otherwise predetermined 

is being read out of the claims. The claim language is not receiving a signal that is 

interpreted to be an “activation cue.” 
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machine 9 would continuously, or at regular time intervals, or when prompted to do so, 

emit an activation cue in the form of a predetermined contactless data transmission.” 

Exh. 1001, 11:19-22. 

C. “data conveyance switching element” 

The term “data conveyance switching element” should be given its plain 

meaning, which is the switching of the data. It is the data that is switched by the 

switching element between data paths; specifically, the switching element switches 

the data path for conveyed data. States are not switched by the “data conveyance 

switching element; rather, states are assigned to what the switch is conveying. “[I]f 

an activation cue is received at the cue receiver, assigning its first state to the 

switching element, while if no activation cue is received at the cue receiver, 

assigning its second state to the switching element; and selectively triggering the 

control device to issue an invariable activation command.” Exh. 1001, Abstract. The 

actual switching element is described in the ’294 Patent as a “[s]witching element 

44b [that] can be any type of device allowing data to be conveyed according to 

alternate data conveyance operations in response to an activation cue being received 

by transceiver 18 or not.” Id. 9:28-31. The switching element is for switching data, 

i.e., data conveyance operations. Exh. 2001, ¶54. 
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D. “data exchange device” and “external data exchange device” 

The data exchange device, by its plain meaning, is a device or node on a 

network or a device that is directly linked without a network connection, which is 

consistent with the specification. It is shown in Figures 1, 3, and 4 of the ’294 patent. 

In Figure 1, item 9 is a “data exchange device” (id., Fig. 1,) and “can be any sort of 

data exchange device comprising an electronic circuit (not shown) therein and a data 

transceiver 9a” (id., 9:4-6). Similarly, item 9’ in Figure 3 is a “data exchange 

device” (id., 12:62), and also item 104 in Figure 4 (id., 13:28). An external data 

exchange device is not a transceiver but a device with a transceiver. Exh. 2001, ¶55. 

E. “Close Proximity” 

Close proximity means within a several-meter range [or less]. See Exh. 1001, 

15:55-57. The electronic device is described as communicating with a data exchange 

device, such as an automatic teller machine, computer, or interface machine. See 

Exh. 1001, 9:8-11. The ’294 Patent also describes “a proximity transaction wherein 

devices 102 and 104 are physically close to one another. Exh. 1001, 13:36-37. In all 

of these examples, a person is physically close to the machines to view the interface 

and operate the machine. Therefore, a POSITA would consider close proximity to be 

one meter or less. Exh. 2001, ¶56. 

Petitioner has made no claim construction for “activation cue,” “data conveyance 

switching element,” “data exchange device,” and “close proximity,” and has waived 

IPR2025-00172 
Apple EX1018 Page 38



  

 

 

IPR2025-00172 
U.S. Patent No. 9,022,294 

Paper No. 6 

PATENT OWNER’S PRELIMINARY RESPONSE 

24 

 

 

 
 

its right to make new claim construction arguments by failing to include them in its 

Petition. To the extent Petitioner states that no express construction is required and 

then later advocates for a specific interpretation during the course of any instituted IPR, 

such action would be contrary to federal regulation, this Board’s guidelines, and settled 

law. See 37 C.F.R. § 41.104(b)(3) (“The statement [of relief requested] must identify 

… [h]ow the challenged claim is to be construed.”); Microsoft Corp. v. Uniloc, 

IPR2019-01188, Paper 27 at 19, 2020 Pat. App. LEXIS 12698 (PTAB Nov. 4, 2020) 

(on reply, Petitioner “cannot raise new claim construction issues that were not 

previously raised in its petition”) (quoting Consolidated Trial Practice Guide 44-45 

(Nov. 2019) available at https://www.uspto.gov/TrialPracticeGuide). 

Hence, all other claim terms should be given their plain and ordinary meaning 

as used in the ’294 Patent specification and file history. Exh. 2001, ¶57. If the Board 

does construe any other claim terms, Patent Owner reserves the right to provide 

constructions for those terms or other terms if they become material to the Board’s 

decision. 

 
VIII. OVERVIEW OF THE PRIOR ART 

A. Suga 

Japanese Patent No. 2003110751 (“Suga”) (Exh. 1005) was filed on October 

1, 2001, and published on April 11, 2003. The actual English document has a date 

of July 29, 2024 (see Exh. 1005, 20).  Exh. 1005, 20. Exh. 2001, ¶39.  The Suga 
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translation (Exh. 1005) describes a wireless device having two communication 

paths, one for data (wireless LAN) and one for voice (Wireless phone line). See Exh. 

1005, Abstract. Data transfers are prohibited or prioritized from transmission on 

wireless phone lines. However, wireless LAN lines are prioritized for data 

transmission. Id. The advantage of such restrictions is to use “wireless LAN lines 

… on in-house dedicated lines 7, [so] the company system can be used to reduce 

communication costs.” Id. Suga “is not expected to be limited to textual information, 

but will also include video and audio information with large amounts of data.” Id., 

4. Furthermore, the problem addressed by Suga is “information exchanges via 

wireless phone lines pose problems in terms of transfer speeds and communication 

costs. Specifically, as the volume of data transferred and the number of transfers 

increases, continued use of wireless phone lines will not allow for smooth 

information exchanges.” Exh. 2001, ¶40. 

The purpose of the Suga is “to address these circumstances by providing a 

portable information device that has a wireless phone function and a line switching 

method, therefore, it can realize low-cost, high-speed wireless communication.” Id., 

4. Suga switches between networks (e.g., switching equipment, public network, 

access point) depending on whether the data is transferred between nodes (e.g., cell 

phone, server, PCs). See Exh. 1005, FIG. 1. Exh. 2001, ¶41. 
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The invention of Suga “is a portable information device comprising: a 

wireless phone line (wireless cellular network) connecting means that enables 

connection to a wireless phone line; a wireless LAN (wireless local area network) 

line connecting means that enables connection to a wireless LAN line; a switching 

means for selectively performing switching to use one of the wireless phone line and 

the wireless LAN line; and a setting means that enables a setting to prohibit reception 

of data sent via the wireless phone line.” Id. Exh. 2001, 42. 

B. Gorsuch 

International Patent Application Publication No. WO 2001/22662 

(“Gorsuch”) (Exh. 1006) was filed on August 28, 2000, and published on March 29, 

2001. Gorsuch claims priority to U.S. Patent Application 09/400,136 with a 

September 21, 1999 filing date. Exh. 2001, ¶43. 

Gorsuch describes: 

A technique for communicating with a local area network (LAN) via a 

wireless connection determines whether a first short-range, high-speed, 

wireless communication path is available and connects to the LAN 

using a longer range, lower speed wireless communication path if the 

short-range, high-speed wireless communication path is not available. 

The low-range, high-speed wireless communication path is a wireless 

LAN connection such as an IEEE 802.11-compliant wireless LAN and 

the long-range, low-speed wireless communication mode is a cellular 

CDMA-type connection. Determining whether the first IEEE 802.11 

mode is available can be done by detecting a beacon signal, or by 
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transmitting a probe request message and detecting a probe response 

message in response to the probe request, indicating the presence or 

availability of the short-range, high-speed wireless communication 

path. Alternatively, the availability of short-range, high-speed wireless 

communication path can be detected by simply detecting activity on it. 

Exh. 1006, 1. What is described is using a first communication path for data to be 

carried between nodes. If another more appropriate path is determined to exist, then 

that path is used. Exh. 2001, ¶44. 

Gorsuch relies on a newly accepted standard, IEEE 802.11, which specifies a 

protocol for a wireless LAN's media access control (MAC) and physical (PHY) 

layers. As with cellular systems, a W-LAN connection can hand off from one area 

of coverage (a "basic service set" in IEEE 802.11 parlance) to the next. Id. 3-4. Exh. 

2001, ¶45. 

The Gorsuch reference describes its purpose as: 

to have a device which can automatically select the cheaper and faster 

W-LAN when possible, e.g., when within its range, and to resort to the 

long range cellular network when access to the W-LAN is not possible 

or practical. Previously, two devices would have been required, one for 

accessing the W-LAN and one for accessing the long range network. 

At best, these two devices could fit into two slots in, for example, a 

laptop computer, requiring the user to select, either through software or 

hardware, which device, and hence, which network to access. The user 
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might typically then have to disconnect one of the devices to install the 

other, and manually reconfigure the computer. 

The present invention, on the other hand, is a single device which 

connects directly to a W-LAN using a protocol such as IEEE 802.11 

when such a connection is possible and automatically reverts to 

connecting to the long range network only when out of range of the W- 

LAN base stations. 

Exh. 1006, 4. Gorsuch aims to select a cheaper and faster network to route data 

between nodes (e.g., 615, 617 of Exh. 1006, FIG. 5). Exh. 2001, ¶46. 

 
IX. RESPONSE TO SPECIFIC IPR GROUNDS 

In addition to the reasons for denial outlined in Section III supra, Apple’s 

Petition should be denied for failing to show a reasonable likelihood that the 

challenged claims are unpatentable. The combination of Suga and Gorsuch, as 

presented by Petitioner, fails to identify at least one, if not more of the claim 

elementelements, in each claim of the ’294 Patent, such as the switching element, 

activation cue, receiving an activation. 

A. GROUND 1: Obviousness Based on Suga and Gorsuch. 

Claims 1-20 are not obvious under 35 U.S.C. § 103(a) based on Suga (Exh. 

1005) and Gorsuch (Exh. 1006). See Exh. 1002, ¶¶23-24. Petitioner has failed to 

make a prima facie case of obviousness as detailed subsequently.  Suga in view of 
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 Gorsuch fails to teach or disclose at least one claim element of each of the 

claims 1- 

20. Exh. 2001, ¶59. 
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1. No Motivation to Combine Suga in view of Gorsuch 

Suga’s approach teaches the selection of a communication path rather than 

switching based on a trigger, e.g., an invariable activation command, in response to 

an invariable activation cue. The flowchart of Suga Fig. 6 describes the operation 

performed during data transmission. 

 

 

Exh. 1005, Fig. 6. The specification of Suga explains that: 
 

First, the operations performed during data transmission will be 

described with reference to Fig. 6. 

IPR2025-00172 
Apple EX1018 Page 45



  

 

 

IPR2025-00172 
U.S. Patent No. 9,022,294 

Paper No. 6 

PATENT OWNER’S PRELIMINARY RESPONSE 

31 

 

 

 
 

[0047] 
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When the user gives instructions to send data such as an e-mail, the 

controller determines whether or not the "Priority use of wireless LAN" 

setting has been enabled (step A1). 

[0048] 
 

If not enabled, the user attempts to communicate with a counterparty 

using a manually selected line (step A2). If enabled, the controller 

determines whether the type and volume of data to be transmitted meet 

set conditions (step A3). 

[0049] 
 

If set conditions are not met, the user attempts to communicate with a 

counterparty using a manually selected line (step A2). If set conditions 

are met, the user attempts to communicate with a counterparty using a 

wireless LAN line (step A4). 

Exh. 1005, 9. Exh. 2001, ¶60. 
 

What is described is that communication path selection is based upon the type 

and volume of data to be transmitted and cost considerations, not on an activation 

cue as claimed in the ’294 Patent. The settings screen of Suga describes the users 

setting the path selection parameters: 

In the settings screen, ‘Prioritize use of wireless LAN’ and 

“Automatically switch to phone line if wireless LAN line cannot be 

used” are provided under the settings for “During Transmission,” and 

the user can enable or disable either of them. When ‘Prioritize use of 
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the user can enable or disable either of them. When ‘Prioritize use of 

wireless LAN,’ is selected, conditions can be set, namely, “When type 

of content is XXXX” and ‘When content volume exceeds XXXX.’ 

Exh. 1005, 9. The automatic switching is to automatically default to a phone line 

(cell phone network) if wireless LAN (wireless local area network) is not available. 

The alternative is manually selecting the data path if a wireless LAN is unavailable. 

The switching is for selecting a transmission data path to access a network over 

which the data is carried. Exh. 2001, ¶61. 

A separate setup occurs to block the reception of data. 
 

… because the cell phone is switched so that one of the wireless phone 

line and the wireless LAN line is selectively used, and is set to prohibit 

the reception of data transmitted via a wireless phone line or to 

prioritize use of a wireless LAN line during data transmissions, 

communication can be easily carried out via an in-house dedicated line 

such as a LAN set up in a company, enabling low-cost, high-speed 

communication. 

Exh. 1005, 10. To be selectively used, both the wireless cell phone network and the 

wireless LAN network must be both available and active in Suga. Exh. 2001, ¶62. 

Even the abstract supports that if any switching occurs, it is between phone 

lines and wireless LAN lines used to access the different networks, where the 

wireless LAN network may be prioritized.  See Exh. 1005, Abstract.  Exh. 2001, 

¶63. 
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The Gorsuch reference describes a similar approach of having a preferred data 

path. The Summary of the Invention of Gorsuch states: 

In one embodiment, the step of determining whether the first wireless 

communication mode is available is performed by passive scanning, 

such as by detecting a beacon signal. In another embodiment, active 

scanning is used, for example, by transmitting a probe request message 

and detecting a probe response message in response to the probe request 

which indicates the presence of the first wireless communication path. 

In yet another embodiment, determining whether the first wireless 

communication path is available comprises simply detecting activity on 

the first wireless communication path. 

If the first wireless digital communication mode is available, a 

communication session between the first and second sites using the first 

wireless digital communication path is established. On the other hand, 

if the first wireless digital communication path is not available, a 

communication session between the first and second sites using the 

second wireless digital communication path is established. In this case, 

the local wireless transceiver is controlled to make it appear to the 

second wireless digital communication path as though the bandwidth 

were continuously available during the communication session, 

irrespective of any actual need to transport data communication signals 

between said first and second sites. In the absence of such a need to 

transport data communication signals between the first and second 

sites, the bandwidth is made available for wireless communication by 

other wireless transceivers. In one preferred embodiment, the second 

wireless digital communication path is provided by establishing a 
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logical connection using a higher layer protocol, such as a network layer 

protocol, from a subscriber unit, such as may be connected to a portable 

computer node, to an intended peer node, such as another computer. 

The network layer logical connection is made through a wireless 

channel which provides a physical layer connection between the 

portable computer node, through a base station, and the intended peer 

node. In response to relatively low utilization of the wireless channel, 

the physical layer channel is released while maintaining the appearance 

of a network layer connection to the higher level protocols. 

Exh. 1006, 5-6. A path selection based on path availability to a network is described 

in Gorsuch. The paths are depicted in Fig. 6 of Gorsuch: 

 
 

Exh. 1006, FIG. 6. Exh. 2001, ¶64. 
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Suga and Gorsuch describe path selection as an approach to accessing a 

network and prioritizing a LAN rather than a cellular network. There is no 

motivation to combine the references to achieve the ’294 Patent’s claim elements of 

claims 1-20. Neither Suga nor Gorsuch teaches or describes an “invariable 

activation cue” in addition to other elements. If the combination fails to describe all 

elements, there can be no motivation to makeexpectation of successfully making 

such a combination. See Elekta Ltd. v. ZAP Surgical Sys., Inc., 81 F.4th 1368, 1375, 

(Fed. Cir. 2023). Furthermore, the ’294 Patent is directed to data transfer security, 

and the combined references do not pertain to security. Exh. 2001, ¶65. 

The selection of which data path occurs in the user interface of Suga. This 

contrasts Gorsuch’s approach, which prioritizes reception over the LAN by default. 

A POSITA skilled in the art would not look to modify Suga with the teachings of 

Gorsuch. Exh. 2001, ¶66. 

Suga and Gorsuch are from different fields of endeavor than the ’294 Patent. 

The ’294 Patent is directed to accessing data securelyuse of portable electronic 

device to facilitate financial transactions, and both Suga and Gorsuch are directed 

towards selecting data paths between a cellular network and LAN to reduce the 

expense of data transmission. Therefore, the references are from a different field than 

the ’294 Patent. Exh. 2001, ¶67. 

¶67. 
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The problem solved by the ’294 Patent is creating a secure wireless 

transmission between a handheld device and a transceiver and facilitate financial 

transactions. Selecting a data path based on its ability to carry large amounts of data 

cheaply, as in the Suga and 
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 Gorsuch references, is irrelevant and not pertinent as their only consideration 

is the cost of data transmission, not the data’s security. Exh. 2001, ¶68. 

¶68. 

To rely on a reference under 35 U.S.C § 103(a) it must be analogous art to the 

claimed invention. See In re Bigio, 381 F.3d 1320, 1325 (Fed. Cir. 2004). A 

reference is analogous art to the claimed invention if: (1) the reference is from the 

same field of endeavor as the claimed invention (even if it addresses a different 

problem); or (2) the reference is reasonably pertinent to the problem faced by the 

inventor (even if it is not in the same field of endeavor as the claimed invention). 

Note that "same field of endeavor" and "reasonably pertinent" are two separate tests 

for establishing analogous art; it is not necessary for a reference to fulfill both tests 

in order to qualify as analogous art. See id. at 1325. The Suga reference is not related 

to the same “field of endeavor” or “reasonably pertinent” of transmitting secure data 

as claimed in the ’333 Patent. The field of endeavor for Suga is selecting a network 

path based on the cost of transmission of the data over each path. Selecting a 

transmission in path in Suga is based on predetermined priorities that are not  
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“reasonably pertinent” to securely transmitting data, even if directly linked and no 

network paths are involved as claimed in the ’333 patent. 

There is no motivation to combine the references to teach or describe the 

elements of the ’294 Patent because the ’294 Patent creates a secure wireless 
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transmission systemis for facilitating finance transactions while the 

combination of Suga and Gorsuch teaches low-cost data transmission. Exh. 2001, 

¶69. 

2. Independent Claim 1 

Suga in view of Gorsuch does not render claim 1 obvious because at least one 

claim element is not found in the combined references. Exh. 2001, ¶70. 

a. [1.a] “an electronic circuit capable … storing data … 
processing data, and … data input and output;” 

The Petition asserts: Suga discloses this limitation: 
 

For example, Suga discloses that the cell phone includes, among other 

parts, MPU 40, a memory card 35, flash memory 36, and SRAM 37, 

which comprise an electronic circuit. Suga, [0035]-[0037]. A power 

supply 41 supplies power to the components of the cell phone 1, 

including the electronic circuit, as shown in Fig. 2 … The memory card 

35 ‘is used to store content handled by the cell phone 1’ such as ‘e- 

mails, audio information, and video information.” Suga, [0035]. Flash 

memory 36 ‘is a memory built into the cell phone 1 and is used to store 

various types of data’ and SRAM 37 ‘is a memory that provides a work 

area for the MPU 40.’ 

Pet. 33-35. Exh. 2001, ¶71. 
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Data is a specific claim element used throughout the ’294 Patent’s claims. 

Simply establishing some type of data that is stored, processed, input, and output 

fails to establish that it is the specific “data” element used in the ’294 Patent’s claims. 

The stored data of the claim is the same data later exchanged in a later claim element. 
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 Petitioner does not identify what “data” the Petitioner is referring to in order to 

meet the element of this and other claims that utilize this element. Exh. 2001, ¶72. 

For example, claim 1 of the ’294 Patent uses “data” in elements [1.a], [1.h.i], 

and [1.h.ii]. The stored data must also be the data that is sent in element [1.h.i] and 

[1.h.ii]. Petitioner makes no such data identification for element [1.a]. Exh. 2001, 

¶73. 

The Petition fails to identify what data in the combined references is the “data” 

used in elements [1.a], [1.h.i], and [1.h.ii]. The Petition generally states that cell 

phones can store, transmit, and receive data, including email and videos, without 

specifying what data is stored, transmitted, or received. Exh. 2001, ¶74. 

The data used to meet an element of a claim cannot change to a different type 

of data each time it is cited. Exh. 2001, ¶75. 

b. [1.b] “a user-triggered control device operatively 
linked to said electronic circuit …;” 

Nowhere in the claims or specification does the word keyboard appear. 

Petitioner is reading into the claim element a keyboard. Furthermore, the term 

keypad is used in the ’294 patent, not for email but for a “validation means in the  
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form of a keypad allowing the portable electronic device holder to type in a 

personal identification number (PIN).” See Exh. 1001, 8:45-47. There is no 

description in Suga suggesting that the keyboard of Suga is used for activating a 

security feature as “a button, a keypad, a tactile screen, and a biometric parameter 

detector, and after 
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 being operated, issues an invariable activation command.” Exh. 1001, 19:1-6. Exh. 

2001, ¶76. 

Further, keyboard 39 is mentioned only once in the specification of Suga and 

twice in the listings of the figures: 

The flash memory 36 is a memory built into the cell phone 1 and is used 

to store various types of data. The SRAM 37 is a memory that provides 

a work area for the MPU 40. The LCD panel is used to display various 

types of information on a screen. The keyboard 39 is used by the user 

to perform input operations related to settings, etc. 

Exh. 1005, 8 [0036]. The description of a keyboard in Suga is for use in entering 

settings. There is no suggestion or indication that a keyboard is used to enter a PIN 

as described in the specification of the ’924 Patent. Exh. 2001, ¶77. This element is 

only asserted in Petitioner’s expert declaration and fails to comply with 35 U.S.C. § 

311(b), where patents or printed publications are required to show each and every 

element. 

Further, the purpose of the ’294 patent is security.for facilitating financial 

transactions. That is why a keypad and PIN are described in the specification of the 

’294 patent.  
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An email application sending an email has nothing to do with security. Exh. 2001,  

¶78. 
 

Suga does mention transmitting and receiving email, but there is no 

description of the process and activities that occur when an email is sent. Petitioner 

admits as much and states, “Suga is silent in describing the process for a user to 

initiate sending an email.” Pet. 35. No information about the messaging to the 

controller, interaction between the email application and the cell phone’s operating 

system, or whether the cell phone even has an operating system.  Is the email 
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 application part of the cell phone, or is it a separate application? It would be 

impossible for a POSITA to understand how the email of the cell phone of Suga 

operates and how messages from the email application to the controller operate 

without knowing more than the cell phone is email-capable. The Petition fails to 

comply with 35 U.S.C. § 311(b) where patents or printed publications are required 

to show each and every element. Additionally, there is no description or example of 

the email application used. Is it a separate application or device or integrated with 

the cell phone? Stating a cell phone has email does not identify how it has email. A 

POSITA would require more information than the reference provides to understand 

the messaging between the controller and the email application. Exh. 2001, ¶79. 

An email is only sent if a communication link is already established. Petitioner 

asserts that “a POSITA would have understood that to send an email a  
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user would trigger the device by pressing one or more buttons on the keyboard 39 to 

initiate the transmission.” Pet. 35. A POSITA would understand that just because 

a person sends an email, no triggering of a device occurs. A POSITA knows (1) 

transmission of email only occurs if a network connection exists; otherwise, nothing 

can be sent; and (2) a connection to a network is not affected or influenced by an 

email application, and no “invariable activation command” would be sent. No 

evidence of an email selecting a network path is disclosed in any of the references 

or the ’294 patent. Exh. 2001, ¶80. This is Expert commentary making assertions 

and not identifying in the reference where the elements are found in the prior art as 

required by 35 U.S.C. § 311(b). 
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Petitioner’s statement that “Suga’s device transmits an email either via W- 

Lan or cellular based on W-Lan’s ability, providing the user no option to vary which 

connection is used for a given transmission” makes no sense. Pet. 3. First, a POSITA 

would understand that the statement is inaccurate, as the user in Suga ‘s settings sets 

up the options. Second, email is only sent if a connection to a network exists; the 

application does not know which connection it is using or if the connection changes 

after it is sent but before actual transmission. A POSITA would understand that a 

device’s network layer (the selection of a network path) differs from the application 

layer (such as an email application). ThisThe fact that a POSITA would understand 

the different layers is supported by the teachings of both Suga and  
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Gorsuch. Suga has a MAC46 processing unit to control the MAC communication 

layer. See Exh. 1005, 8. The Gorsuch reference also discusses the different layers: 

[I]n one preferred embodiment, the second wireless digital 

communication path is provided by establishing a logical connection 

user a higher layer protocol, such as a network layer protocol. 

Exh. 1006, 6. The sending of an email does not RESULT in one of two data 

conveyance operations. Sending an email at the application layer requires an active 

data path. The email application does not know of more than a single active data 

 

4  The medium access control (MAC) is a sublayer of the data link layer of the open 

system interconnections (OSI) reference model for data transmission. 
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path and lacks control over that data path or the selection of an alternative data path. 

A POSITA knows that is the point of having different OSI model layers. Each layer 

is distinct from the layers above it. If any other interpretation is used, then a POSITA 

would have to have conflicting interpretations of the Suga and Gorsuch. Exh. 2001, 

¶81. 

A sent mail will sit in an outbox if no communication link is available. Further, 

if the application is shut down before the email is sent, it sits in the outbox. Send mail 

does not operate as an activation message, as it has no control over what is activated. 

Email uses whatever communication link is active when messages are sent. Exh. 

2001, ¶82. 

 
 

 

6 The medium access control (MAC) is a sublayer of the data link layer of the open 

system interconnections (OSI) reference model for data transmission. 
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sent. Exh. 2001, ¶82. Applications sit in the application layer not the network or 

MAC layer. 

It is impossible for a keyboard using email to meet claim element 1.b of claim 

1, where a keypad used for verification of PIN is claimed in the ’294 Patent and the 

email application of Suga is executed in the application level, and has no information 

other than a communication path is available or not. Exh. 2001, ¶83. 

In the ID, the Board stated: 

[t]he Petition further asserts that “the device’s command to transmit an 

email (‘activation command’) is ‘invariable[,]’ as claimed,” because 

“the choice between wireless networks is based on the availability of 

W-LAN and cannot be influenced by the user (at the time of 

transmission).” Id. at 35, 37-39 (citing Ex. 1004 ¶¶ 82-85; Ex. 1005 

¶¶ 43, 47-52, Figs. 5, 6. 
 

ID, 28. The choice is not being made with an activation command. When the 

actually reference is examined, it describes: 

[0043] 
 

In the settings screen, “Prioritize use of wireless LAN” and 

“Automatically switch to phone line if wireless LAN line cannot be 

used” are provided under the settings for “During Transmission,” and 

the user can enable or disable either of them. When “Prioritize use of 

wireless LAN,” is selected, conditions can be set, namely, “When type 

of content is XXXX” and when content volume exceeds XXXX.” 
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… 

[0047] 

When the user gives instructions to send data such as an e-mail, the 

controller determines whether or not the “priority use of wireless LAN” 

setting has been enabled (step A1). 

Exh. 1005, ¶¶43-47. The user sets the priority use for the communication path. The 

user can affect the transmission of the data, by simply setting different priority and 

resending the email. The purpose of the ’294 patent is security for transmitted data. 

The reading of Suga’s data path priority as the selection of a secure transmission 

path that cannot be altered fails to recognize that it is the user who sets up the path 

priority. Further, Suga simply sends an email, the user priorities (which are 

changeable) result in whether the email is sent and over what type of communication 

link. 

c. [1.c]  “a first data transceiver ……. linked to 
said electronic circuit …” 

The data exchange device is defined in the specification as: 
 

As illustrated in FIG. 1, a communication link can be established 

between the electronic device transceiver 18 and the transceiver 9a of 

data exchange device 9, Data exchange device 9 can be any sort of data 

exchange device comprising an electronic circuit (not shown) therein 

and a data transceiver 9a therein able to cooperate with transceiver 18 

of device 10. In one embodiment, data exchange device 9 is another 
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of device 10. In one embodiment, data exchange device 9 is another 

portable electronic device 10. Data exchange device 10 can alternately 

be a computer, an interface machine such as an automatic teller 

machine, or any other suitable data exchange device. 

Exh. 1001, 9:1-11. Exh. 2001, ¶84. 

The “data exchange device” is the device identified as the data’s end 

destination, not a network access point or network infrastructure that passes the data. 

A POSITA would know the “activation cue” would have to come from the actual 

device expecting to receive the data (e.g., “data exchange device”). Exh. 2001, ¶85. 

The Gorsuch’s W-LAN detection circuit 201 provides information on W-The 

Petition is mixing apples and oranges. The ’294 patent is for sending data to a data 

exchange device, a device that is expecting to receive the data, not intermediary 

devices that support creating a network connection that routes packets blindly at a 

network level. 

Gorsuch’s W-LAN detection circuit 201 provides information on W-LAN 

availability, not the data exchange device. A POSITA would understand that simply 

because the availability of the W-Lan is detected does not mean a data exchange 

device of the ’294 Patent is active. Networking devices, such as access points or 

cellular base stations, carry data for other devices and are not the endpoint or node 

for receiving the data.  After all, the purpose of the ’294 Patent is to secure 

transactions between a handheld device and a data exchange device. Exh. 2001, ¶86. 
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In the ID, the Board stated that “[o]n the present record, Suga and Buehrer 

Declaration adequately support Petitioner’s contention that Suga discloses 

IPR2025-00172 
Apple EX1018 Page 69



  

 

 

IPR2025-00172 
U.S. Patent No. 9,022,294 

Paper No. 6 

PATENT OWNER’S PRELIMINARY RESPONSE 

55 

 

 

 
 

Limitations [1(c)].” ID, 31. Suga and Petitioner describe transmitting email. There 

is no “first data transceiver being for exchanging data between said electronic circuit 

and first external data exchange device over a first communication link” as required 

in claim element 1[c]. An email is sent. The email may or may not be received by 

another device. The claim language is “first external data exchange device,” 

meaning data must be exchanged and not simply received. No data is being 

exchanged; at most, data is transmitted according to the user's priority parameters 

from one device and eventually, if the device is on the network, received. Reliance 

on Petitioner’s expert for claim elements not shown or described in the printed patent 

or prior art is impermissible under 35 U.S.C. § 311(b). 

In summary, the W-LAN is a pipe used to carry data. A notification that the 

pipe is in place does not mean a data exchange device is active and an activation cue 

has not been sent by a data exchange device. Exh. 2001, ¶87. 
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d. [1.d] “a second data transceiver operatively linked to 
said electronic circuit …;” 

No second external data exchange device is described in the combination of 

Suga in view of Gorsuch. A connection to a network does not establish a connection 

to a second external data exchange device. Establishing a network connection only 

provides a path that may or may not be connected with a second data transceiver for 

exchanging data. A POSITA understands that a network is only a pipe and sending 

data to a network is meaningless, as the network is not a device to which data is  
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intended; instead, a device connected to the network must be the device to which 

data is intended. See Exh. 2001, ¶¶84-85, 88. The device that is identified in internet 

transmission as the receiving device for the data. 

e. [1.e] “a cue receiver operatively linked to said 
electronic circuit …” 

The ’294 patent identifies an activation cue “in the form of a data 

communication of a specific type which will be recognized by the electronic device 

10 as an activation cue, for example, a predetermined bit sequence.” Exh. 1001, 

9:24-27. The electronic device must recognize the " activation cue " as an activation 

cue. (it does not need to be a bit sequence, but it does need to be predetermined). 

Thus, simply calling something an “activation cue” is improper if the electronic 

device does not explicitly recognize it as an “activation cue.” For example, if a 

receiver comes into range of a transmitter and processes data received at that receiver 

when a signal carrying that data from the transmitter is strong enough to be processed 

at the receiver. The receiver is not waiting for a specific or predetermined 

“recognizable activation 
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 cue.” Instead, the receiver tried to receive and process a signal., something 

would have to be predetermined to be an “activation cue.” Further, “upon an 

activation cue being received by portable electronic device 10, switching element 

44b switches to its activated state.” Exh. 1001, 10:14-16. Exh. 2001, ¶89. 
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The Petition asserts that Suga incorporating Gorsuch’s W-LAN detection 

circuit 201 to provide information on the availability of W-LAN is a “cue receiver” 

as claimed in element [1.e] of the ’294 patent. First, Suga only describes creating 

rules for selecting communication paths when available are defined by the user using 

a user interface (settings screen): 

In the settings screen, “Prioritize use of wireless LAN” and 

“Automatically switch to phone line if wireless LAN line cannot be 

used” are provided under the settings for “During Transmission,” and 

the user can enable or disable either of them. When “Prioritize use of 

wireless LAN,” is selected, conditions can be set, namely, “When type 

of content is XXXX” and “When content volume exceeds XXXX. 

See Exh. 1005 [0043]. Further, Suga describes trying to use the different 

communication paths because of the settings to determine if they are available or 

not: 

First, the operations performed during data transmission will be 

described with reference to Fig. 6. 

When the user gives instructions to send data such as an e-mail, the 

controller determines whether or not the "Priority use of wireless 

LAN" setting has been enabled (step A1). 
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If not enabled, the user attempts to communicate with a counterparty 

using a manually selected line (step A2). If enabled, the controller 

determines whether the type and volume of data to be transmitted meet 

set conditions (step A3). 
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If set conditions are not met, the user attempts to communicate with a 

counterparty using a manually selected line (step A2). If set conditions 

are met, the user attempts to communicate with a counterparty using a 

wireless LAN line (step A4). 

Communication is attempted, and it is determined whether 

communication is possible If communication is possible, 

communication is performed (step A6) and the process is terminated. If 

communication is not possible, it is determined whether or not the 

“Automatically switch to phone line if wireless LAN line cannot be 

used” setting is enabled (step A7). 

If the setting is not enabled, a transmission failure message is displayed 

on the LCD panel 38 (step A8) and the process is terminated. If the 

setting is enabled, the controller switches to a phone line and attempts 

to communicate with the counterparty (step A9). 

Communication is attempted, and it is determined whether 

communication is possible (step A10). If communication is possible, 

communication is performed (step A6) and the process is terminated. If 

communication is not possible, a transmission failure message is 

displayed on the LCD panel 38 (step A8) and the process is terminated. 

Exh. 1005, 9-10 [0046-0056]. Exh. 2001, ¶90. 
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The connection to a wireless LAN is not related to “an activation cue,” as 

described in the specification of the ’294 patent as “in the form of a data 

communication of a specific type which will be recognized by the electronic device  

IPR2025-00172 
Apple EX1018 Page 77



  

 

 

IPR2025-00172 
U.S. Patent No. 9,022,294 

Paper No. 6 

PATENT OWNER’S PRELIMINARY RESPONSE 

63 

 

 

 
 

10 as an activation cue, for example, a predetermined bit sequence.” What is claimed 

is not data communication; rather, data communication that has to be of a specific 

type., it has to be predetermined. The specific type is the “activation cue” coming 

“from [a] data exchange device transceiver.” Exh. 1001, 12:60-62. See Exh. 2001, 

¶¶84-85, 91. 

The activation cue is not described in Suga in view of Grosuch because: (1) 

the activation cue must originate at a data exchange device and identify 

that a data exchange device is ready to receive data, (2) a POSITA 

would understand that connection to a network does not mean a data 

exchange device is connected to the network, and (3) a POSITA would 

understand that a network ready to receive data is different than a 

network receiving data for a device connected to the network. Exh. 

2001, ¶92. Routing packets based on headers does not involve higher 

layers decoding the packets and retrieving data, i.e., exchanging data. 

All the data is never present in wireless access points, routers, and 

switches. The ’294 Patent claims more than just connecting to a 

network. Exh. 2001, ¶93. In simple terms, just because you are 

connected to a network does not mean the device you want to receive 

is connected and ready to receive that data. 
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f. [1.f] “a data conveyance switching element operatively 
linked to said electronic circuit …” 

The “activation cue” does not originate in a device supporting the network 

106 of the ’294 Patent; rather, it originates from a specific device claimed in claim 

element [1.e], namely a source external to said cellular phone. See Exh. 2001 ¶¶89- 

94. 
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The assignment of the switching element states does not occur due to an 

“activation cue” as required in claim element [1.f]. Rather, the Suga has a user 

identify a priority for selecting communication paths. Those priorities are set by the 

user as depicted in the flowchart of Fig. 6: 
 

 

Exh. 1005, 10. Exh. 2001, ¶95. 
 

Rather than relying on the state of the switching element of the ’294 Patent,  

Suga relies on processing its priorities set in the graphical user interface. “When the  
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user give instructions to send data such as an e-mail, the controller determines 

whether or not the ‘Priority use of wireless LAN’ setting has been enabled (step A1). 

Exh. 1005, 9 [0047]. The explanation in Suga goes on to use terms like “if not 

enabled,” id., [0048]; “if set conditions are not met,” id., [0049]; “[i]f 

communication is not possible, it is determined whether or not the ‘Automatic switch 
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 to phone line if wireless LAN line cannot be used,” id., [0050]; “If the setting is not 

enabled,” id., [0051]; and “communication is attempted, and it is determined whether 

the communication is possible,” id., [0052]. These terms demonstrate that a state is 

not set. A POSITA would understand from reading the flowchart with the associated 

explanation that a plurality of user created rules is applied to every transmission 

request. Exh. 2001, ¶96. 

There is no “switching element being assigned a first state upon an activation 

cue assigned a second state when no activation cue was received by said cue 

receiver.” Exh. 1001, 19:23-28. Simply calling something a state is not the same as 

assigning a state within a cell phone as claim 1 of the ’294 Patent requires. If states 

were assigned, then the flowchart of Fig. 6 would not need to be run every time a 

transmission occurs, checking each parameter set by the user for prioritizing a 

communication link, as the state of the switching element would have been known. 

Exh. 2001, ¶97. 
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In the ID, the Board indicated that “Patent Owner, however, does not 

undermine Petitioner’s showing that, in the modified Suga-Gorsuch cell phone, the 

MPU is operatively connected to a W-Lan detection circuit and acts as a data 

conveyance switch depending on whether or not a beacon frame has been received 

from the access point.” ID, 35. The access point is part of the network and not an 

end device. Packets are sent through the access point, but payloads are not examined. 

No data is exchanged with the access point. Once again, the Petitioner is mixing 

apples and oranges. i.e., a mail message is not exchanged with the access point. Bits 

of the email may be encoded and contained in packets that pass through the access 

point, but the email is not exchanged with the access point. The email never resides 

in the Access Point, as only bits of encoded data are in each packet. Further, the 

access point of Gorsuch would reside in network 106 of the ’294 Patent as it only 

routes packets through the network and is part of a wireless network. No external 

data exchange device is shown within network 106. A POSITA would understand 

the difference between devices 104, 108, 109, 110, and a network 106, along with 

types of networking devices that make up network 106. 

The Suga reference in view of the Gorsuch does not describe element [1.e] 

because no states are assigned in addition to no disclosure of an “activation cue.” 

Exh. 2001, ¶98. 
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g. [1.h.i] “wherein upon said control device being 
selectively triggered by the user to issue said invariable 
activation command …” 

The claim element [1.e] establishes the only way to be assigned a first state is 

upon receipt of an activation cue, which is impossible because there is no activation 

cue and there are no states assigned. See supra ¶¶89-98. Finally, there is no external 

data exchange device. See supra ¶¶84-85, 99. 

h. [1.h.ii] “if said switching element is in said second state, 
a second data conveyance operation ...” 

The claim element [1.e] establishes the only way to be assigned a first state is 

upon receipt of an activation cue, which is impossible because there is no activation 

cue. See supra ¶¶89-93. There are no states assigned in the combined teachings of 

Suga and Gorsuch, and thus, there can be no “second state.” See supra ¶¶94-98. 

Finally, there is no external data exchange device. See supra ¶¶84-85, 100. 

Claim 1 of the ’294 patent is not obvious in light of the combination of Suga 

in view of Gorsuch, as the combined references do not provide the claim elements 

associated with an activation cue, invariable activation command, data exchange 

device, and other elements as discussed above. Exh. 2001, ¶101. 
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3. Claim 2 – “A cellular phone as defined in claim 1, further 
comprising a display screen operatively linked to said 
electronic circuit.” 

Claim 2 is a dependent claim and incorporates all the elements of claim 1. All 

the elements of claim 1 are not disclosed in the Suga and Gorsuch references. See 

Exh. 1002, ¶¶71-100, 102-103. 

All of the claim elements of claim 2 are not found in the combined references 

of Suga and Gorsuch references because at least an “activation cue” and “switching 

element” of claim 1 are relied on and not disclosed. Exh. 2001, ¶104. 

4. Claim 3 – “A cellular phone as defined in claim 1, wherein 
said first data transceiver includes said cue receiver.” 

Claim 3 is a dependent claim and incorporates all the elements of claim 1. All 

the elements of claim 1 are not disclosed in the Suga and Gorsuch references. See 

Exh. 2001, ¶¶71-100, 105-106. 

All of the claim elements of claim 3 are not found in the combined references 

of Suga and Gorsuch references because elements of claim 1 are relied on and not 

disclosed such as the “activation cue” and “switching element.” Exh. 2001, ¶107. 

5. Claim 4 – “A cellular phone as defined in claim 1, wherein 
said control device is one of a manually activated button, 
a keypad for receiving a PIN code, a biometric parameter 
detector and a combination thereof.” 

Claim 4 is a dependent claim and incorporates all the elements of claim 1. As 

discussed previously, no keyboard is in the control device list for this claim element. 
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See Exh. 2001, ¶¶76-86, 108. AllThus, all the elements of claim 14 are not disclosed in  
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the 
 Suga and Gorsuch references. for at least this reason. See Exh. 2001, ¶¶71-100, 109. 

 
All ofAdditionally, all the claim elements of claim 4 are not found in the 

combined references of Suga and Gorsuch references because elements of claim 1 

are relied on and not disclosed, such as the “activation cue” and “switching element.” 

Exh. 2001, ¶110. 

6. Claim 5 – “A cellular phone as defined in claim 1, wherein 
said electronic circuit includes said switching element.” 

Claim 5 is a dependent claim and incorporates all the elements of claim 1. All 

the elements of claim 1 are not disclosed in the Suga and Gorsuch references. See 

supra ¶¶71-100, 111-112. 

All of the claim elements of claim 5 are not found in the combined references 

of Suga and Gorsuch references because elements of claim 1 are relied on and not 

disclosed, such as the “activation cue” and “switching element.” Exh. 2001, ¶113. 

7. Claim 6 – “A cellular phone as defined in claim 5, wherein 
said electronic circuit comprises a microchip, and wherein 
said switching element is a series of instructions 
programmed onto said microchip.” 

Claim 6 is a dependent claim and incorporates all the elements of independent 

claim 1 and dependent claim 5. All the elements of claim 1 and dependent claim 5 

are not disclosed in the Suga and Gorsuch references. See Exh. 2001, ¶¶71-100, 114-

115. 
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All of the claim elements of claim 6 are not found in the combined references 

of Suga and Gorsuch references because elements of claims 1 and 5 are relied on 

and not disclosed, such as the “activation cue” and “switching element.”  Exh. 

2001, 

¶116. 

8. Claim 7 – “A cellular phone as defined in claim 1, wherein 
said switching element comprises a logical circuit.” 

Claim 7 is a dependent claim and incorporates all the elements of claim 1. All 

the elements of claim 1 are not disclosed in the Suga and Gorsuch references. See 

Exh. 2001, ¶¶71-100, 117-118. 

Petitioner asserted that the MPU 40 executed software that acted as a 

switching element. The Suga reference states that “MPU 40 controls the operations 

of the entire cell phone 1. For example, the MPU 40 executes in the SRAM 37 a 

control program that realizes the line switching controls of the present embodiment 

and that controls switching between the circuit for phone line connections and the 

wireless LAN controller 31 for wireless LAN line connections.” Exh. 1005, 8 

[0037]; 2001, ¶119. 

Furthermore, Fig. 2 of Suga shows that only the MPU 40 has no logical circuit 

between the cellular transceiver and the W-LAN transceiver. A POSITA 

understands that an MPU is a processor that executes firmware to operate and 

enables it to execute higher-level software. There is a difference between a logic 
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circuit acting as a switch and an MPU executing software, which serves as a 
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switching unit. It is the higher-level software that is programmed to perform the 

switching function, i.e., switching element. In the current claim, the Petitioner is 

now using the same element and trying to argue that the firmware and circuits that 

the MPU operates on are the switching elements. If such an interpretation is used, 

then there is no difference between the claim element of claims 6 and 7. Exh. 2001, 

¶120. 

All of the claim elements of claim 7 are not found in the combined references 

of Suga and Gorsuch references because elements of claim 1 are relied on and not 

disclosed, such as the “activation cue” and “switching element.” Exh. 2001, ¶121. 

9. Claim 8 – “A cellular phone as defined in claim 1, wherein 
said first data transceiver comprises a proximity 
transceiver …”…through a direct link …” 

Claim 8 is a dependent claim and incorporates all the elements of claim 1. All 

the elements of claim 1 are not disclosed in the combination of Suga and Gorsuch 

or provided by what a POSITA would know. See Exh. 2001, ¶¶71-100, 122-123. 

Petitioner asserts that connecting to a network is a direct data link between a 

data transceiver and a first external data exchange device. Data sent from one 

network node is only intended to be received by the other node. A POSITA would 

know that a direct link means direct node-to-node communication without going 

through a network. Communication with an access point to establish a network 

connection to a Wi-Fi (W-LAN) is not a direct link, as the connection is not for direct 

IPR2025-00172 
Apple EX1018 Page 90



  

 

 

IPR2025-00172 
U.S. Patent No. 9,022,294 

Paper No. 6 

PATENT OWNER’S PRELIMINARY RESPONSE 

76 

 

 

 
 

node-to-node communication but for any communication directed to a node on the 

network. Exh. 2001, ¶124. 

The ’294 patent specification demonstrates that there is a differentdifference 

between direct linked devices and a connection to a network: 

portable electronic device 102 will communicate with data exchange 

device 104 through a direct link, for example in a proximity transaction 

wherein devices 102 and 104 are physically close to one another; while 

portable electronic device 102 will communicate with second data 

exchange device 108, 109 or 110 through a communication network 

106 wherein devices 102 and 108, 109 or 110 may be physically distant 

from one another. 

Exh. 1001, 13:33-41. Portable electronic device 102 is physically close to 104 and 

distant from 108, 109, or 110. The communication network 106 is described as: 
 

Network 106 may be for example the Internet or any other suitable data 

exchange communication network that may include operative 

communication protocols. The electronic circuit 116 of portable 

electronic device 102 may be equipped with suitable resident network 

interface applications such as WEB or WAP (Wireless Application 

Protocol) applications, including WEB browsers or the like, in order to 

communicate through transceiver 122 and network 106 with a remote 

server 108 and/or a remote terminal 109 and/or a remote portable device 

110 and/or any other suitable remote electronic apparatus. 
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Exh. 1001, 14:27-37. Network 106 is a wireless network. Suga or Gorsuch’s access 

points are network infrastructure devices. A POSITA would know that the access 

point is a network device, not a direct link or proximity device for direct 

communication, as described in the specification of the ’294 Patent.  Exh. 2001, 

¶125. 
 

Gorsuch describes establishing a communication path from a subscriber unit, 

(e.g., connected to a portable computer node, to an intended peer node such as 

another computer, etc.). Exh. 1006, 6. The “addressing of the messages” limitation 

in the combination of Suga and Gorsuch both use IEEE 802.11.57 For WiFi 

communication paths, such as those taught in IEEE 802.11, “a direct connection” 

occurs when two nodes communicate directly, and which does not occur over a 

communication network. Exh. 2001, ¶126. 

POSITA would also understand from Suga that emails sent or received from 

one node to another pass through the communication network and access point (or 

base station, depending on the communication path); the nodes are not directly 

linked. Furthermore, when working with the internet, a direct link is a direct 

connection that allows for data exchange without a network. Exh. 2001, ¶127. 

 

57 IEEE 802.11 is a family of standards for wireless local area networks (WLANs), 

commonly known as Wi-Fi, that define the protocols for wireless communication, 

including medium access control (MAC) and physical layer (PHY). 
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The claim language does not simply state proximity; rather, it has tomust be in 

close proximity of the first external data exchange device. See Exh. 1001, 19:67. 

Close proximity is described in the ’294 patent as “a proximity transceiver that 

allows data transmission within a limited range, such as within several meters 

for example.” Exh. 1001, 15:55-57. Close proximity is one meter or less. See Exh. 

2001, ¶49, 128. 

Close proximity is also within a limited range through a corresponding direct 

link. See Exh. 1001, 15:61-63. The cellular telephone of Suga and Gorsuch only has 

to be in the range to establish a network connection. 

[E]ach wireless LAN hub 611 has a region of coverage 613A, 613 B. 
 

… The regions of coverage 613A, 613B are generally of the order of 

tens or hundreds of feet.” 

Exh. 1006, 13; 2001, ¶129. 
 

A POSITA would know the range of coverage in a wireless network is for 

enabling multiple devices to make a connection with the network. A direct linked 

device must be closer to allow one device to connect directly with another. Further, 

the specification highlighted a difference between a network-connected device and 

a direct link-connected device. See Exh. 2001, ¶¶124-128, 130. 

All of the claim elements of claim 8 are not found in the combination of Suga 

 and Gorsuch because devices having a “direct link” have a communication link not 
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 connected to network devices, and close proximity requires the directly 

linked  
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devices to be near to each other and less than tens of or hundreds of feet apart. Exh. 

2001, ¶131. 

10. Claim 9 – “A cellular phone as defined in claim 8, wherein 
said second data transceiver ...” 

Claim 9 is a dependent claim and incorporates all the elements of claims 1 and 
 

8. All the elements of claims 1 and 8 are not disclosed in the combined Suga and 
 

Gorsuch patents, such as the “activation cue” and “switching element.”. See Exh. 

¶¶71-100, 122-133. 
 

All of the claim elements of claim 9 are not found in the combination of Suga 
 

in view of Gorsuch. Exh. 2001, ¶134. 
 

11. Independent claim 10 

a. [10.a] “an electronic circuit capable of storing data 
therein, capable of processing data, and capable of data 
input and output;” 

As previously discussed, the combination of Suga in view of Gorsuch, does 

not describe this claim element. See Exh. 2001, ¶¶ 71-100, 135. 

b. [10.b] “a user-triggered control device operatively 
linked to said electronic circuit, said user-triggered 
control device …” 

As previously discussed, the combination of Suga in view of Gorsuch, does 

not describe this claim element. See Exh. 2001, ¶¶76-86, 136. 
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c. [10.d] “a first data transceiver operatively linked to 
said electronic circuit, said first data transceiver… 
being operable for data exchange over a first 
communication link;” 

As previously discussed, the combination of Suga, in view of Gorsuch, does 

not describe this claim element. See Exh. 2001, ¶¶84-85, 137. 

d. [10.e] “a second data transceiver operably linked to 
said electronic circuit …” 

As previously discussed, the combination of Suga, in view of Gorsuch, does 

not describe this claim element. See Exh. 2001, ¶¶88, 138. 

e. [10.f] “a cue receiver operatively linked to said 
electronic circuit… for receiving an activation cue from 
a source external to said cellular phone; and” 

As previously discussed, the combination of Suga, in view of Gorsuch, does 

not describe this claim element. See Exh. 2001, ¶¶89-92, 139. 

f. [10.h.i] “wherein upon said control device being 
selectively triggered by the user to issue said invariable 
activation command: if an activation cue was received 
…” 

As previously discussed, the combination of Suga, in view of Gorsuch, does 

not describe this claim element. See Exh. 2001, ¶¶99, 140. 

g. [10.h.ii] “wherein upon said control device being 
selectively triggered by the user to issue said invariable 
activation command: if no activation cue was received 
…” 

As previously discussed, the combination of Suga, in view of Gorsuch, does 

not describe this claim element. See Exh. 2001, ¶¶100, 141. An activation cue and 
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invariable activation command are not described in the combination of Suga, in view 

of Gorsuch. Exh. 2001, ¶142. 

12. Independent claim 11 

a. [11.c.i] “an electronic circuit capable of storing data 
therein, capable of processing data, and capable of 
data input and output;” 

As previously discussed, the combination of Suga in view of Gorsuch, does 

not describe this claim element. See Exh. 2001, ¶¶ 71-75, 143. 

b. [11.c.ii] “a user-triggered control device operatively 
linked to said electronic circuit, said user-triggered 
control device… configured to be operated by a user 
…” 

As previously discussed, the combination of Suga in view of Gorsuch, does 

not describe this claim element. See Exh. 2001, ¶¶ 76-86, 144. 

c. [11c.iii] “a first data transceiver operatively linked to 
said electronic circuit …” 

An “activation cue” and a “direct link” are not described in the combination 

of Suga in view of Gorsuch as discussed for independent claim 1 and dependent 

claim 8. See Exh. 2001, ¶¶ 124-131, 145. At least a direct link is not described in 

the combination of Suga and Gorsuch. Exh. 2001, ¶146. 

d. [11.c.iv] “a second data transceiver operatively linked 
to said electronic circuit, said second data transceiver 
…;” 

An “activation cue” and “direct link” are not described in the combination of 
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Suga in view of Gorsuch as discussed for independent claim 1 and dependent claims 
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8 and 9. See Exh. 2001, ¶¶ 132-124, 147. At least a direct link is not described in 

the combination of Suga and Gorsuch. Exh. 2001, ¶148. 

e. [11.c.v] “a cue receiver operatively linked to said 
electronic circuit… for receiving an activation cue 
from said first data exchange device;” 

An “activation cue” and “direct link” are not described in the combination of 

Suga in view of Gorsuch as discussed for claim element [1.e]. See Exh. 2001, ¶¶ 89-

92, 149. At least a “direct link” is not described in the combination of Suga and 

Gorsuch. Exh. 2001, ¶150. 

f. [11.c.vi] “a data conveyance switching element 
operatively linked to said electronic circuit, said 
switching element… being assigned a first state upon 
an activation cue …; and” 

An “activation cue” is not described in the combination of Suga in view of 

Gorsuch as discussed for claim element [1.f]. See Exh. 2001, ¶¶94-98, 151. At least 

a “direct link” is not described in the combination of Suga and Gorsuch. Exh. 2001, 

152. 

g. [11.c.viii.A] “wherein upon said control device being 
selectively triggered by the user to issue said invariable 
activation command: if said switching element is in 
said first state …” 

An “activation cue” is not described in the combination of Suga in view of 

Gorsuch as discussed for claim element [1.h.i]. See Exh. 2001, ¶¶99, 153. At least 

the “direct link” is also not described in the combination of Suga and Gorsuch. Exh. 
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 2001, ¶154. 
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h. [11.c.viii.B] “if said switching element is in said second 
state …” 

An “activation cue” is not described in the combination of Suga in view of 

Gorsuch as discussed for claim element [1.h.ii]. See Exh. 2001, ¶¶100, 155. An 

“activation cue” and “direct link” is not described the combination of Suga in view 

of Gorsuch. Exh. 2001, ¶156. Also, all elements of independent claim 11 are not 

disclosed by the combination of Suga in view and Gorsuch. Exh. 2001, ¶157. 

13. Independent claim 12 

a. [12.pre] “A method for data conveyance with a cellular 
phone of the type comprising: an electronic circuit 
capable of storing data …” 

The “electronic circuit capable of storing data therein, capable of processing 

data, and capable of data input and output” claim element is addressed previously in 

claim 1 elements and not described in the combination of Suga and Gorsuch. See 

Exh. 2001, ¶¶ 71-101, 158. 

b. [12.a] “awaiting for an activation cue to be received at 
said cue receiver;” 

An “activation cue” and “direct link” are not described in the combination of 

Suga in view of Gorsuch as discussed for claim element [1.e]. See Exh. 2001, ¶¶ 89-

92, 159. At least the “direct link” is not described in the combination of Suga and 

Gorsuch. Exh. 2001, ¶160. 
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c. [12.b] “if an activation cue is received at said cue 
receiver, assigning said first state to said switching 
element, while if no activation cue is received at said 
cue receiver, assigning said second state to said 
switching element; and;” 

An “activation cue” is not described in Suga in view of Gorsuch as discussed 

for claim element [1.f]. See Exh. 2001, ¶¶94-98, 161. At least the “direct link” is 

not described in the combination of Suga and Gorsuch. Exh. 2001, ¶162. 

d. [12.c] “a user selectively triggering said control device 
to issue an invariable activation command whereby: if 
said switching element is in said first state …” 

An “activation cue” is not described in the combination of Suga in view of 

Gorsuch as discussed for claim elements [1.b], [1.h.i], and [1.h.ii]. See Exh. 2001, 
 

¶¶76-86, 99-100, 163. At least the “direct link” is not described in the combination 

of Suga and Gorsuch. Exh. 2001, ¶164. Also, the combination of Suga and Gorsuch 

failfails to teach or describe at least one of the claim elements of claim 12. Exh. 

2001, 

¶165 
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14.  Claim 13 – “A method as defined in claim 12, further 
comprising the following step before the step of 
forwarding first data to said first data transceiver for 
initiating a data exchange operation with a first external 
data exchange device: 

forwarding third data to and displaying said third data 
on a display screen provided on said cellular phone, 
wherein said third data is representative of the content of 
said first data.” 

 
14. Dependent Claim 13 

Claim 13 is a dependent claim and incorporates all the elements of 

independent claim 12. See Exh. 2001, ¶¶158-165. The combined Suga and Gorsuch 

references do not disclose all the elements of independent claim 12. See Exh. 2001, 

¶¶158-165, 166. 
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The first data transceiver is exchanging data with an external data exchange 

device. An external data exchange device is a node in a network where data 

originates or terminates as described in the specification and figures of the ’294 

Patent (see Exh. 1001, FIGs. 1-4). In the specifications and figures, especially in 

Figure 3, a remote portable electronic device communicates through a network. A 

POSITA would understand network hardware, such as an access point or base 

station, which is part of network 106. The claim element requires “initiating a data 

exchange operation with a first external data exchange device, not a network 

infrastructure device that simply routes the data to the first external data exchange 

device. See Exh. 1001, FIG. 3; 2001, ¶167. 
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All of the claim elements of claim 13 are not found in the combination of Suga 

in view of Gorsuch references. Exh. 2001, ¶168. 
 

15. Claim 14 – “A method as defined in claim 13, wherein 
after the step of forwarding said third data to the display 
screen, the method comprises the following step: 

awaiting for an authorization command to be inputted 
through a user confirmation input device provided on 
said cellular phone before forwarding said first data to 
said first data transceiver.” 

15. Dependent Claim 14 

Claim 14 is a dependent claim and incorporates all the elements of claims 12 

and 13. The combined Suga and Gorsuch references do not disclose all the elements 

of independent claim 12 and dependent claim 13. See Exh. 2001, ¶¶158-165, 167- 

168, 169-170. 

Petitioner’s expert’s unsupported assertions in the Petition are all that is 

provided for this element, and it makes no sense: 

Suga in combination with Gorsuch teaches this element. … Suga does 

not disclose the process to initiate sending an email, but these processes  
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were well known in the art. A POSITA would have interpreted Suga to teach or suggest 

that the email is displayed by the LCD panel until a user wishes to send the email. A 

POSITA would further have interpreted Suga to teach or suggest waiting for user 

authorization before sending the email. Namely, once the user desires the email to be sent, 

the user presses a button on the keyboard 39. It was established in the art that this can trigger 

a confirmation message, where the device waits for further input from a user before sending 

the email. See Ex. 
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 1010, [0032]-[0037], Figs. 4 and 5 (describing a user pressing a key to 

send an email, a confirmation option message presented alongside the 

email, and a user optionally confirming the user wishes to send the 

email); Sorotzkin, 4:34-49 (describing that after clicking the send 

button, a confirmation dialog is presented to the user, allowing the user 

an additional option to send or not send the email); Meister, 3:14-56 

(describing a user requesting a message to be sent, a dialog box is 

displayed to the user in response, providing the user the options to send, 

modify, or erase the email). Finally, if a user confirms they wish the 

email to be sent, the email is forwarded by the MPU 40 to the relevant 

transceiver. When a confirmation is required, the email is not sent to 

any transceiver prior to receipt of the user confirmation. After pressing 

the initial send button, the device is “awaiting for an authorization 

command[,]” waiting for the user to confirm they want to send the 

email. 

See Exh. 1004, ¶145 (emphasis added); 2001, ¶171. 
 

Neither the combination of Suga or Gorsuch teach or even mention 

authorization as a security measure as claimed in the ’294 Patent. A POSITA knows  
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security authorization is not found in an email application. Having to enter a PIN 

every time you access an email or send an email would be detrimental to an email 

application. But that is exactly what Petitioner’s expert asserts. Exh. 2001, ¶172. 

Simply relying on Petitioner’s expert for this element is improper under 35 U.S.C. § 

311(b). 

If the Board accepted such an interpretation, then this operation would be a 

significant reason not to combine the teachings of the combination of Suga and 

 Gorsuch because Gorsuch is directed toward selecting a network for carrying data, 
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 not an email application that requires every data transfer to be authenticated. 

Exh. 2001, ¶173. 

The ’294 patent uses authentication, i.e., the entry of a PIN after an activation 

command and reception of the “activation cue” for security, and not as confirmation 

of sending every email or piece of data from a handheld device. Exh. 2001, ¶174. 

Responding to a confirmation prompt is not authorization. Authorization is a 

security approach that requires the input of security data, as discussed in the ’294 

Patent. See Exh. 1001, 15:14-18. Confirmation is responding to a prompt that 

confirms an action or provides additional actions that can be selected. No security 

data is described in any of the examples cited by the Petitioner’s expert (and not 

found in the combination of Suga or Gorsuch). Exh. 2001, ¶175. 
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The Petition is void of any facts from the references or the Petitioner’s expert 

support to explain why a POSITA would believe “confirmation” is equivalent to 

“authorization,” as none can be made. The ’294 Patent is directed towards an 

approach for securely transferring financial data rather than an application for 

generating transferred data, such as an email, word processor, spreadsheet, or other 

data creation application, and a POSITA would understand the difference. Exh. 

2001, ¶176. 

The ’294 Patent explains triggering control device 114 “may be accomplished 

by entering a PIN code (security data), pressing an authorization button, … or the 

like.” Exh. 1001:14-18. Security data is entered for authorization. Exh. 2001, ¶177. 

All of the claim elements of claim 14 are not found in the combination of Suga and 

Gorsuch references. Exh. 2001, ¶178. 

IPR2025-00172 
Apple EX1018 Page 110



  

 

 

IPR2025-00172 
U.S. Patent No. 9,022,294 

Paper No. 6 

PATENT OWNER’S PRELIMINARY RESPONSE 

96 

 

 

 
 

All of the claim elements of claim 14 are not found in the combination of Suga and 
16. Gorsuch references. Dependent Claim 15 

Exh. 2001, ¶178. 
 

16. Claim 15 – “A method as defined in claim 12, wherein 
said first and second data are identical.” 

Claim 15 is a dependent claim and incorporates all the elements of 

independent claim 12. All the elements of claim 12 are not disclosed in the 

combination of Suga and Gorsuch references. See Exh. 2001, ¶¶ 158-165, 179-180. 

All of the claim elements of claim 15 are not found in the combination of Suga and 

Gorsuch references. Exh. 2001, ¶181. 

17. Claim 16 – “A method as defined in claim 12, wherein said 
first data transceiver is a proximity transceiver and the 
step of forwarding said first data to said first transceiver 
is for initiating a wireless data exchange operation with a 
proximate first external data exchange device through a 
direct link representing said first communication link 
where the cellular phone is conveyed toward a close 
proximity of the first external data exchange device and 
within a range to receive the activation cue to initiate the 
wireless data exchange.” 
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17. Dependent Claim 16 

Claim 16 is a dependent claim and incorporates all the elements of 

independent claim 12. All the elements of claim 12 are not disclosed in the Suga 

and Gorsuch references. See Exh. 2001, ¶¶ 158-165, 182-183. 

The Petition only cites claim 5, which is a dependent claim of independent 

claim 1. Petitioner’s expert does not discuss claim 16 at all.  Independent claim 12 
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 elements are not addressed or cited in the Petition for dependent claim 16. Exh. 

2001, ¶184. 

All of the claim elements of claim 16 are not found in the combination of Suga 

and Gorsuch references, including a “direct link,” and “close proximity of the first 

external data exchange device.” Exh. 2001, ¶185 

18. Claim 17 – “A method as defined in claim 12, wherein said 
second data transceiver is a communication network 
transceiver and the step of forwarding said second data to 
said second data transceiver is for initiating a wireless 
data conveyance operation through a communication 
network representing said second communication link, 
with one of a remote portable electronic device, a remote 
server, a remote terminal and a combination thereof.” 

18. Dependent Claim 17 

Claim 17 is a dependent claim and incorporates all the elements of 

independent claim 12. All the elements of claim 12 are not disclosed in the 

combination of Suga and Gorsuch references. See Exh. 2001, ¶¶ 158-165, 186-187. 

The Petition only cites claim 6, which is a dependent claim of independent 

claim 1. Petitioner’s expert does not discuss claim 17 at all. Independent claim 12 

elements are not addressed and are not cited in the Petition at all. Exh. 2001, ¶188. 
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All of the claim elements of claim 17 are not found in the combination of Suga 

and Gorsuch references, including a “direct link,” and “close proximity of the first 

external data exchange device.” Exh. 2001, ¶189. 
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19. Claim 18 – “A method as defined in claim 12, wherein the 
step of selectively triggering said control device to issue the 
invariable activation command comprises selectively 
triggering one of the manually activated button, the 
keypad for receiving a PIN code ….” 

19. Dependent Claim 18 

Claim 18 is a dependent claim and incorporates all the elements of 

independent claim 12. All the elements of claim 12 are not disclosed in the Suga 

and Gorsuch references. See Exh. 2001, ¶¶ 158-165,190-191. 

The Petition only cites claim 4, which is a dependent claim of independent 

claim 1. Petitioner’s expert does not discuss claim 18 at all. Independent claim 12 

elements are not addressed and are not cited in the Petition at all. Exh. 2001, ¶192. 

All of the claim elements of claim 18 are not found in the combination of the 

combination of Suga and Gorsuch references, including a “direct link,” and “close 

proximity of the first external data exchange device.” Exh. 2001, ¶193. 
 

20. Independent Claim 19 

a. [19.pre] “A method for data conveyance with a cellular 
phone of the type comprising: an electronic circuit 
capable of storing data therein, capable of processing 
data …” 

The “an electronic circuit capable of storing data therein, capable of 

processing data, and capable of data input and output” claim element is addressed 

previously in independent claims 1 and 12 elements and are not described in the 

combination of Suga and Gorsuch. See Exh. 2001, ¶¶ 71-101, 158, 194. 
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b. [19.a] “awaiting for an activation cue to be received at 
said cue receiver;” 

An “activation cue” and “direct link” are not described in the combination of 

Suga in view of Gorsuch as discussed for claim elements [1.e] and [12.a]. See Exh. 

2001, ¶¶ 89-92, 159-160, 195. At least the direct link is not described in the 

combination of the combination of Suga and Gorsuch. Exh. 2001, ¶196. 

c. [19.b] “if an activation cue is received at said cue 
receiver, assigning said first state to said switching 
element, while if no activation cue is received at said 
cue receiver, assigning said second state to said 
switching element; and” 

An “activation cue” is not described in the combination of Suga in view of 
 

Gorsuch as discussed claim element [1.f], [12.b]. See Exh. 2001, ¶¶94-98, 161-162, 

197. At least the “direct link” is not described in the combination of Suga and 

Gorsuch. Exh. 2001, ¶198. 
 

d. [19.c, 19.c.i, 19.c.ii] “selectively triggering said control 
device to issue an invariable activation command 
whereby: if said switching element is in said first state, 
forwarding first data to said first data transceiver for 
initiating a data exchange operation with a first 
external data exchange device over a first 
communication link; and is aid switching element is in 
said second state, forwarding second data to said 
second data transceiver for initiating a data exchange 
operation with a second external data exchange device 
over a second communication link that is distinct from 
said first communication link;”…;” 

An “activation cue” is not described in the combination of Suga in view of 
 

 Gorsuch as discussed claim elements [1.b], [1.h.i], and [1.h.ii]. See Exh. 2001, ¶¶76- 
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 8699-101, 163-165, 199. Furthermore, the data is sent to an external data 

exchange device, which is not a device that supports the network infrastructure for 

network 103 of the ’294 Patent. See Exh. 2001, ¶¶167, 200. 

The combination of the combination of Suga and Gorsuch fails to teach or  
 

describe at least one of the claim elements. Exh. 2001, ¶201. 
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e. [19.d.i] “wherein said method further comprises the 
following steps before the step of forwarding first data 
to said first data transceiver for initiating a data 
exchange operation with a first external data exchange 
device:” 

f. [19.d.ii] “forwarding third data to and displaying said 
third data on a display screen provided on said 
cellular phone, wherein said third data is 
representative of the content of said first data; and” 

For claim elements [19.d.i] and [19.d.ii], an “activation cue” is not described 

in the combination of Suga in view of Gorsuch as discussed claim elements [1.b], 

[1.h.i], and [1.h.ii]. See Exh. 2001, ¶¶76-86, 99, 101. The “activation cue” has to 

occur before the forwarding first data to said first data transceiver, so these elements 

can never be met. Furthermore, the data is sent to an external data exchange device, 

which is not a device that supports the network infrastructure for network 103 of the 

’294 Patent. See Exh. 2001, ¶167, 202-203. 

The combination of Suga and Gorsuch fails to teach or describe at least one 

of the claim elements. Exh. 2001, ¶204. 
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g. [19.e.ii] “awaiting for an authorization command to be 
inputted through said user confirmation input device 
before forwarding said second data to said second data 
transceiver.” 

Furthermore, the data is sent to an external data exchange device by the second 

data transceiver, not to a network infrastructure device for network 103 of the ’294 

Patent. See Exh. 2001, ¶¶167, 205. 
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The combination of Suga and Gorsuch fails to teach or describe at least one 

of the claim elements. Exh. 2001, ¶¶174, 206. 

21. Claim 20 – “wherein said control device includes said user 
confirmation input device.” 

Claim 20 is a dependent claim and incorporates all the elements of claim 19. 

All the elements of claim 19 are not disclosed in the combination of Suga and 

Gorsuch. See Exh. 2001, ¶¶ 194-206. See also claim 14. See Exh. 2001, ¶¶169- 178, 

207-208. 

The combination of Suga and Gorsuch fails to teach or describe at least one 

of the claim elements. Exh. 2001, ¶209. 

 
X. SECONDARY CONSIDERATIONS 

As the Petitioner has failed to meet its burden of establishing a prima facie 

case for any of the claims of the ’294 Patent, much less identify a motivation to 

modify Suga and Gorsuch in Ground 1, Patent Owner reserves the right to address 

secondary considerations, if needed, later in these proceedings. 
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XI. DENIAL OF INSTITUTION IS APPROPRIATE 

“[T]he decision whether to institute an inter partes review is discretionary.” 

Unified Patents Inc. v. C-Cation Techs., LLC, IPR2015-01045, Paper 15 at 3 (PTAB 

Oct. 7, 2015) (citing 37 C.F.R. § 42.108 (a)). Denial of institution (Discretionary or 

otherwise) appropriate in this case for the following reasons: 

(1) Parties are litigating this patent in U.S. District Court for the Northern 

District of California. On January 8, 2025, the Parties filed a Joint Stipulation 

to dismiss without prejudice Patent Owner’s lawsuit against Petitioner while 

tolling the damages period during the IPR. See Exh. 2002. The lawsuit will 

be refiled pending the outcome of the IPR. Exh. 2002, ¶¶ 2-3. 

(2) No post-petition stipulation to not pursue grounds raised or that 

reasonably could have been raised in parallel litigation has been filed. 

(3) There are no “compelling merits” for having the PTAB decide this case. 

Congress specifically contemplated that regulations implementing IPRs might 

include “a safety valve that allows the Office to decline to institute further 

proceedings if a high volume of pending proceedings threatens the Office’s ability 

to timely complete all proceedings.” 157 Cong. Rec. S1377 (daily ed. Mar. 8, 2011). 
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CONCLUSION 

Petitioner Apple has failed to establish that claims 1-20 are rendered obvious 

by any combination of the asserted prior art references. Therefore, institution by the 

Board of inter partes review is not appropriate, and the Board should deny the 

Petitionhold that claims 1-20 are not invalid under Ground I. 

 

Respectfully submitted, 

April 15September 17, 

2025 

/s/ Robert Hart 
Robert Hart 
Reg. No. 35,184 
ADDYHART P.C. 
2025 Guadalupe Street, Suite 260 
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robert@addyhart.com 
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