Filed on behalf of: Yangtze Memory Technologies Company, Ltd.

Entered: April 28, 2025

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

MICRON TECHNOLOGY, INC.,
Petitioner,

V.

YANGTZE MEMORY TECHNOLOGIES COMPANY, LTD.,
Patent Owner.

Case IPR2025-00190
Patent 11,568,941

PATENT OWNER’S BRIEF ON DISCRETIONARY DENIAL



IPR2025-00190 (USP 11,568,941) PO’s Brief on

II.

I1I.

Discretionary Denial
TABLE OF CONTENTS

INErOAUCHION. ...ttt et 1
Background...........ooooviiiiiiiee et 4
A.  The 941 Patent (EX.1001) ....ccooviiieiiiiieiee e 4
B.  Parallel District Court Litigation..........cccceeeveiiiieiiieeeiee e 5
C.  Petitioner’s Pattern of IPR/PGR Filings .......c.ccccccevvvieviiiniiiiniieiennne, 7
ATZUINIENE Lttt e ettt e e s et e e e e sttt e e e ssabbeeeesenaneeeeas 9

A. Substantial Burden on the Board Militates in Favor of Denial of
TS EIEUEION. . e e e e e e e eeeaaeeeees 9

1. Petitioner’s [PRs Will Impose a Substantial Burden on
the PTAB .. ..o 10

2. The Burden on the PTAB Will Not Result in a
Commensurate Simplification of Issues Before the
DIStIICt COUIt..ccuiiiiiiiiiieciie ettt aee e e e eaaee e 11

B.  Petitioner’s Invalidity Challenges Are More Appropriately

Resolved in District COUTt.......cocuiiiiiieiiieiiieeiie e 13
C Fintiv Weighs In Favor of Denial of Institution ...........ccccceeevveennnnne. 16
1. ALY ettt ettt sttt et ettt eareas 16
2. Projected Trial Date ........cceeevvveeeiieiiieeieecee e 16
3. Investment in the Parallel Proceedings by the Court and
the Parties . ....oeiiiiiiieeiie e 17
4. [SSUE OVETIaAP.....eviieeiiieeeee et 19
5. Party OVErlap .....c.oeveeeiiiieiieeeee e 21
6. Other CirCumSIaANCEeS .......vvveeeeiieeeieeeeieeeereeeereeeeereeeeeree e 21



IPR2025-00190 (USP 11,568,941) PO’s Brief on
Discretionary Denial

D.  Further Supporting Discretionary Denial Petitioner Relies
Extensively on Expert Testimony Indicating its Assertions Are

Better Resolved in District Court.........cceveveeriieniieeiieeie e 22

E.  Petitioner’s Weak Unpatentability Challenge Favors
Discretionary Denial...........coccveeeiiiiiiieiiiiiiecieeeeeeee e 23
IV, CONCIUSION ...tiiiiiiciie ettt ettt et e et e e aaeessbeesaneeenseas 25

11



IPR2025-00190 (USP 11,568,941) PO’s Brief on
Discretionary Denial

TABLE OF AUTHORITIES

Page(s)
CASES

10x Genomics, Inc. v. President & Fellows of Harvard Coll.,

IPR2023-01299, Paper 15, 2024 WL 993828 (PTAB Mar. 7, 2024)................. 19
Apple Inc. v. Fintiv, Inc.,

[PR2020-00019, Paper 11 (PTAB Mar. 20, 2020) (precedential)...................... 19
Apple Inc. v. Fintiv, Inc.,

IPR2020-00019, Paper 15 (PTAB May 13, 2020) ...cccveeeviveeieecieecieeeeeeeene, 21
BOE Tech. Grp. Co. v. Element Cap. Com. Co. Pte. Ltd,

IPR2023-00808, Paper 9, 2023 WL 7715885 (PTAB Nov. 15,

2023) 1ttt et ettt e ettt e ta et e e nbeebe e neenaaeenaeenbeenbeenneenneas 18
Cellwitch Inc. v. Tile, Inc.,

No. 19-cv-01315-JSW, 2023 WL 8813524 (N.D. Cal. Dec. 20,

2023 ) et ettt et ettt sh e sha e et b e nbeenaees 12
Columbia Ins. Co. v. Simpson Strong-Tie Co.,

Nos. 2021-2145, 2021-2157, 2023 WL 2733427 (Fed. Cir. Mar.

31, 2023 et ettt st st ettt e b e saee 25
Comcast Cable Commc 'ns, LLC v. Touchstream Techs., Inc.,

[PR2024-00323, Paper 13, 2024 WL 3530021 (PTAB July 24,

2024) ettt et e et bt et e et e e nteebe et e enaeeeateenteenneas 18
Harmonic Inc. v. Avid Tech., Inc.,

815 F.3d 1356 (Fed. Cir. 2016) ..ocveeiieiieeieeieeiteee ettt 24
In re Micron Tech., Inc.,

No. 2025-117 (Fed. Cir. Feb. 26, 2025) ..ccuvviieiieeieeeeeeeee et 7
In re Smith Int’l, Inc.,

871 F.3d 1375 (Fed. Cir. 2017) cuvieeiieeiie ettt 25
IOENGINE, LLC v. PayPal Holdings, Inc.,

607 F. Supp. 3d 464 (D. Del. 2022)...ccccuuiiiiieeiieeiee ettt 13

111



IPR2025-00190 (USP 11,568,941) PO’s Brief on
Discretionary Denial

Motorola Sols., Inc. v. Stellar, LLC,
IPR2024-01205, Paper 19 (PTAB Mar. 28, 2025) ...ccccvveeerieeeieeeeeeen. 13, 16, 20

Net MoneylN, Inc. v. VeriSign, Inc.,
545 F.3d 1359 (Fed. Cir. 2008) ..ccuveeiiiiienieeieeteieeeee ettt 24

Nystrom v. TREX Co.,
424 F.3d 1136 (Fed. Cir. 2005) ..oooiiiiiiieeiieieeeeeeeeeeiee st 25

Omnitracs, LLC v. Platform Sci., Inc.,
No. 20-cv-958-CAB-DDL, 2024 WL 1626664 (S.D. Cal. Apr. 15,

2024 ) ettt ettt ettt et e e bt e bt e et e e eabeesbeeea 12
Phillips v. AWH Corp.,

415 F.3d 1303 (Fed. Cir. 2005) .ooueiiiiieeiieeie ettt 25
SAP Am., Inc. v. Cyandia, Inc.,

IPR2024-01496, Paper 13 (PTAB Apr. 7, 2025) ..oovveeiiiieiieieeieeeeeeeeee, 20
SAS Inst. Inc. v. lancu,

584 ULS. 357 (2018 ittt s 15
Yangtze Memory Techs. Co., Ltd. v. Micron Tech., Inc.,

IPR2025-00098, Paper 8 (Mar. 12, 2025) .....cooiiiiiiiiiieeiieeeeeeeeeeeeeeeeeee 7

STATUTES

35 U.S.C.

B ettt et ettt e st e sbee s 24

§ BTA(@) ettt ettt et 15

§ BIS(E)(2) coueteeite ettt ettt et e et en 2

OTHER AUTHORITIES

157 Cong. Rec. S936 (daily ed. Feb. 28, 2011) (statement of Sen.
GTASSICY) evtieiiiiie et ettt e et e e et e e s taeeesateee s sbeeessseeesssbeeeassaeeenssaeessaeeens 3

PTAB Memorandum, Interim Processes for PTAB Workload
Management (Mar. 26, 2025) ......oiiiiiiiiiieeeeeeee e e 15

v



IPR2025-00190 (USP 11,568,941) PO’s Brief on
Discretionary Denial

PTAB, FAQs for Interim Processes for PTAB Workload Management,
at question 21, https://www.uspto.gov/patents/ptab/fags/interim-
processes-workload-management (last visited Apr. 26, 2025) ...cccceevvevvernennee. 22



IPR2025-00190 (USP 11,568,941) PO’s Brief on
Discretionary Denial

Exhibit List
Exhibit Description
2001 Defendants’ Preliminary Invalidity Contentions and Document

Production Accompanying Invalidity Contentions re YMTC II
Asserted Patents (Patent Local Rules 3-3 and 3-4), Yangtze
Memory Technologies Company, Ltd. v. Micron Technology,
Inc., No. 3:23-cv- 05792-RFL (N.D. Cal. Nov. 25, 2024)
(excerpts)

2002 Civil Minutes, Yangtze Memory Technologies Company, Ltd. v.
Micron Technology, Inc., No. 3:23-cv-05792-RFL (N.D. Cal.
Sept. 18, 2024), ECF No. 141

2003 Order Granting Stipulation to Extend Certain Deadlines
Pursuant to Patent L.R. 4-2 and the Scheduling Order (ECF No.
141) Pursuant to Civil Local Rule 6-1(b), Yangtze Memory
Technologies Company, Ltd. v. Micron Technology, Inc., No.
3:23-cv-05792-RFL (N.D. Cal. Jan. 8, 2025), ECF No. 194

2004 Order Granting Motion to Stay Case Pending Inter Partes
Review, Yangtze Memory Technologies Company, Ltd. v.
Micron Technology, Inc., No. 3:23-cv-05792-RFL (N.D. Cal.
Mar. 14, 2025), ECF No. 243

2005 Plaintiff/Counterclaim Defendant Yangtze Memory
Technologies Company, Ltd.’s and Counterclaim Defendant
Yangtze Memory Technologies, Inc.’s Opposition to Micron’s
Motion to Stay Case Pending Inter Partes Review and Post-
Grant Proceedings, Yangtze Memory Technologies Company,
Ltd. v. Micron Technology, Inc., No. 3:23-cv-05792-RFL (N.D.
Cal. Feb. 3, 2025), ECF No. 221

2006-2017 | RESERVED

2018 Order Granting Motion to Consolidate, Yangtze Memory
Technologies Company, Ltd. v. Micron Technology, Inc., No.
3:23-cv-05792-RFL (N.D. Cal. Aug. 21, 2024), ECF No. 106

vi



IPR2025-00190 (USP 11,568,941) PO’s Brief on
Discretionary Denial

I. Introduction

Patent Owner Yangtze Memory Technologies Company, Ltd. (“YMTC” or
“Patent Owner”) respectfully submits this brief on discretionary denial in response
to the Petition by Micron Technology Inc. (“Micron” or “Petitioner”) for inter partes
review of U.S. Patent No. 11,568,941 (“the 941 Patent” (Ex.1001)).

The ’941 Patent IPR Petition is part of an immense campaign waged by
Petitioner against Patent Owner. Petitioner has wielded a barrage of 26 petitions
challenging 251 claims across 19 of Patent Owner’s patents, harassing and punishing
Patent Owner for asserting duly-issued, thoroughly examined, patents in the parallel
district court proceeding. Petitioner’s attempt to leverage the PTAB to gain tactical
advantage in district court imposes a substantial burden not only on Patent Owner,
but also on the Board and its finite resources. These petitions require the Board to
adjudicate hundreds of challenged claims, the majority of which have already been
withdrawn from the district court litigation. Indeed, fewer than a third of all the
challenged claims are presently asserted in the parallel litigation—including only 2
of the 12 challenged claims in this proceeding—and the court has ordered the parties
to streamline the litigation further, down to 8 claims at trial from the 19 originally
asserted patents. Notably, this streamlining of the litigation will occur regardless of

whether the PTAB institutes review.
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Even for the claims actually asserted in district court, the PTAB’s substantial
investment of time and resources is unlikely to simplify the issues nor will it provide
a true alternative to litigation. Instead, Patent Owner will be forced to defend its
patents against similar and overlapping invalidity arguments twice: once before the
PTAB and again in district court. This benefits only Petitioner, giving it two bites
at the apple, but wastes the PTAB’s precious resources and imposes an unreasonable
burden on Patent Owner.

To explain, Petitioner will be estopped from raising arguments before the
district court that it made or reasonably could have made at the PTAB following a
final written decision. 35 U.S.C. § 315(e)(2). But Petitioner’s district court
invalidity arguments include combinations of prior art publications with unpublished
system art, including system art that is cumulative of art asserted in these
proceedings under Petitioner’s interpretation. Ex.2001 (Micron’s Preliminary
Invalidity Contentions (Nov. 25, 2024)) at 166-167, 172. And courts have held that
the estoppel that attaches after a final written decision does not extend to
combinations of prior art publications with unpublished system art. As a result,
following a final written decision, Petitioner may only reframe its arguments
slightly, substituting unpublished cumulative system art for a printed publication to
try to re-litigate invalidity and force Patent Owner to defend its patent again against

the same party and similar (if not identical) arguments.
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Rather than providing a “faster, less costly alternative[] to civil litigation to
challenge patents,” 157 Cong. Rec. S936, S952 (daily ed. Feb. 28, 2011) (statement
of Sen. Grassley), Petitioner’s campaign exponentially increases the cost and time
required to litigate the dispute between the parties. This is a waste of the PTAB’s
finite resources, imposes an unreasonable burden on Patent Owner, and harms the
integrity and efficiency of the patent system. The PTAB should deny institution and
allow Petitioner’s invalidity arguments to be resolved in district court.

The Board should also discretionarily deny institution because Petitioner’s
grounds are particularly weak and rely extensively on expert testimony rather than
the prior art to read a missing limitation into its primary reference. As described in
the Patent Owner Preliminary Response, each of Petitioner’s grounds fail for a basic
reason—horizontal is the opposite of vertical. Each independent claim requires a
memory having vertical structures of word lines arranged “from bottom to top.”
Petitioner relies exclusively on Dong (Ex.1005) for this claim element, but Dong
only discloses word lines arranged horizontally. Petitioner identifies no teaching or
suggestion to reorient Dong’s word lines vertically and does not even contend that
it would have been obvious to do so, instead relying on its expert’s testimony to fill
this missing disclosure in the prior art. Because Dong’s horizontal word line
arrangement is the opposite of the claimed vertical word line arrangement, Petitioner

fails to show a reasonable likelihood of prevailing as to any claim.



IPR2025-00190 (USP 11,568,941) PO’s Brief on
Discretionary Denial

Patent Owner respectfully requests that the Director exercise discretion to
deny the Petition.

II. Background
A.  The 941 Patent (Ex.1001)

The *941 Patent, filed on September 10, 2021, and claiming priority to a PCT
application filed on February 10, 2020, discloses and claims ““a solution for reducing
program disturbance and pass voltage disturbance when operating a three-
dimensional memory.” Ex.1001 at 1:39-41, 1:19-22. In particular, as “the number
of layers is increased” for three-dimensional NAND, pass voltage disturbance occurs
and program disturbance “becomes more significant,” resulting in “a higher failure
rate of programming.” Id. at 1:34-38. These issues were especially problematic in
three-dimensional NAND memory with a plurality of layers wherein memory cells
or word lines are in close proximity. /d. at 1:30-41. By applying specific voltages
to specific word lines of the 3D NAND memory, the 941 Patent provides a solution
to reduce program disturbance and pass voltage disturbance. Id. at 6:39-43. The
’941 Patent describes this solution with reference to Figure 8, which illustrates a 3D
memory including a “first portion 710 (yellow) including word lines “WL(m+1)”
to “WLn” arranged “from bottom to top.” Id. at 4:29-34. The 3D memory also has

a “second portion 720” (orange), which is “formed below the first portion 710,” and
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includes word lines “WL(k+1)” to “WLm” arranged “from bottom to top.” Id. at

4:34-36; see also id. at 6:55-60 (claim 1), 7:23-28 (claim 5), 8:15-20 (claim 11).

A WLn—+
V71
WL(x+2)—F
7101 WLk+D—F < V72
WLx—+ <~Vp%m
WLgx-l 8 <—V7
WLx-2)—
V74
Y WLm+1)—F 2
WLm—¢
= 5 fvm
Y WLk+D)—E
190 — Controller
FIG. 8

Id. at Fig. 8. Controller 190 applies voltages V71, V72, Vpgm, V73, V74, and V75
to specific word lines of a three-dimensional memory to reduce the effect of program
voltage Vpm and pass voltage disturbances. Id. at 1:30-41, 4:51-61, 6:39-43, Fig. 8.

B.  Parallel District Court Litigation

On July 12, 2024, Patent Owner filed a patent infringement action against
Petitioner, asserting the 941 Patent and U.S. Patent Nos. 10,672,711, 10,879,164,
10,879,254, 10,886,291, 11,101,276, 11,145,666, 11,450,604, 11,482,532,

11,581,322, and 12,010,838, Yangtze Memory Technologies Company, Ltd. v.
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Micron Technology, Inc. and Micron Consumer Products Group, LLC, No. 3:24-cv-
04223-RFL (N.D. Cal. filed July 12, 2024). This action followed an earlier patent
infringement action filed against Petitioner on November 9, 2023, asserting U.S.
Patent Nos. 10,950,623, 10,868,031, 10,861,872, 10,658,378, 10,937,806,
11,468,957, 11,501,822, and 11,600,342, Yangtze Memory Technologies Company,
Ltd. v. Micron Technology, Inc. and Micron Consumer Products Group, LLC, No.
3:23-cv-05792-RFL (N.D. Cal. filed Nov. 9, 2023). The Court consolidated the
action into a single co-pending litigation with 19 asserted patents. In its infringement
contentions, Patent Owner identified 231 asserted claims among all 19 patents.

On September 18, 2024, the Court ordered that Patent Owner reduce its
number of asserted claims to a total of 70. Ex.2002. On January 24, 2025, Patent
Owner narrowed its asserted claims to 70 in accordance with the Court’s first phase
of claim narrowing. Ex.2002, Ex.2003. The Court also scheduled additional phases
of claim narrowing over the life of the case, including a second phase of narrowing
to 40 claims after receiving a claim construction order, a third phase of narrowing
after the close of fact and expert discovery to 10 claims, and a fourth phase of
narrowing to 8 claims before trial. Ex.2002.

Fact discovery opened, and the parties served requests for production on each
other and produced responsive documents, resulting in around 113,000 documents

produced. The parties have heavily litigated multiple discovery disputes, investing
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substantial resources into what in other litigations would be unobjectionable
discovery. For instance, Petitioner filed a failed Petition for Writ of Mandamus to
the Federal Circuit seeking review of a routine discovery order related to source code
based on alleged national security concerns. In denying the petition for mandamus,
the Federal Circuit found that Petitioner’s alleged national security arguments
opposing discovery were “unsupported by anything other than speculation.” In re
Micron Tech., Inc., No. 2025-117, *4-5 (Fed. Cir. Feb. 26, 2025).!

In addition, the parties have completed claim construction briefing and
discovery, including two expert depositions. On March 14, 2025, the Court granted
Petitioner’s “motion to stay the case pending IPR.” Ex.2004 at 2.

C.  Petitioner’s Pattern of IPR/PGR Filings

Between April and December 2024, Petitioner filed 26 petitions against the
19 patents YMTC asserted in the consolidated co-pending litigation, including 25
IPR petitions and 1 PGR petition. Petitioner filed two petitions to attack seven of

the 19 patents, resulting in seven more petitions than challenged patents. The Board

! Petitioner raised similar arguments in IPR2025-00098, -00099, and -00500, this
time asserting (falsely) and without evidence, that Patent Owner is owned or

controlled by the Chinese government. See, e.g., Yangtze Memory Techs. Co., Ltd.

v. Micron Tech., Inc., IPR2025-00098, Paper 8 at 1 (Mar. 12, 2025).
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has instituted trial in nine proceedings and denied institution in three proceedings.
Fourteen petitions remain pending institution.

Across its 26 petitions, Petitioner has challenged 251 of the claims in YMTC’s
19 asserted patents, exceeding the 231 claims originally asserted by YMTC, and
greatly exceeding the 70 total asserted claims that currently remain after YMTC
narrowed its case. Notably, even the 70 currently asserted claims greatly exceed the
eight claims that the litigation will be reduced to before trial. The chart below shows
the 19 asserted patents, YMTC’s currently asserted claims, and the claims Petitioner
has challenged with its IPR/PGR petitions. The Petition here seeks review of 12
claims even though only 2 are currently asserted in litigation, and as shown below,
the petitions collectively challenge a vastly larger set of claims than are currently

asserted in litigation.

Patent Currently Proceeding(s) Challenged Claims
Asserted Claims
10,950,623 | 1,2,4,9 IPR2024-00794 | 1-11
10,868,031 | 1,4 IPR2024-00790 | 1-5
10,861,872 | 1,2,3,7,8,9, 10, | IPR2024-00789 1-6 and 11-13
11 IPR2024-00910 | 7-10
10,658,378 | 1,7,15,17, 18 IPR2024-00788 15-17 and 19-20
1PR2024-00909 1-7 and 18
10,937,806 | 8,9, 10 IPR2024-00791 8-9and 11-12
IPR2024-00911 10
11,468,957 | 1,4,5 1PR2024-00792 1-6
11,501,822 | 1,2 1IPR2024-00795 1-9 and 11-19
11,600,342 | 1,4,9, 10, 16, 18, | IPR2024-00793 1-6 and 8-20
19 IPR2024-00912 |7
10,879,164 | 1,5, 8 IPR2025-00118 1-14
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11,568,941 | 4,10 [PR2025-00190 |1, 3-11, and 13-14
12,010,838 | 3, 14, 15, 18 [PR2025-00229 |1, 3-7, and 12-20
PGR2025-00021 |1, 3-7, and 12-20
11,145,666 | 19 IPR2025-00189 | 17,19, and 20
11,450,604 | 1,9 IPR2025-00035 1-5, 8-13, and 15
10,886,291 | 11, 18, 19 IPR2025-00294 | 6-7, 10, and 20
IPR2025-00244 | 1-5,8-9,11-12, and 14-19
11,482,532 | 11,16,17,20 IPR2025-00245 1-3, 11, 13, 15-18, and 20
10,879,254 | 2,3,4,7,11,17 | IPR2025-00034 | 1-15, 17-18, and 20
IPR2025-00119 | 1-15, 17-18, and 20
11,581,322 |3,8,11,14,19 IPR2025-00191 1-20
10,672,711 | 1,2,10,13,17 IPR2025-00117 | 1-19
11,101,276 |7 IPR2025-00228 1-18

III. Argument

A. Substantial Burden on the Board Militates in Favor of Denial of
Institution

Petitioner has filed 26 petitions challenging 19 patents and 251 claims. The
number of petitions filed and number of challenged claims creates a substantial
burden on the Board’s finite time and resources. However, that immense burden
will not result in a commensurate simplification of the issues before the district court.
In district court, Petitioner relies on combinations of prior art references that include
non-published duplicative system prior art, which Petitioner will try to use to
circumvent the statutory estoppel that attaches to the PTAB’s final written decisions.

The Board should use its discretion to deny institution of IPR for the *941 Patent.
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1. Petitioner’s IPRs Will Impose a Substantial Burden on the
PTAB

This Petition should be denied to limit the burden Petitioner has imposed on
the Board. The Board has already instituted trial in nine proceedings filed by
Petitioner against Patent Owner, which include 67 total challenged claims. 2
Petitioner has 14 petitions pending institution challenging 160 additional claims,
requiring the Board to assess the validity of up to 227 challenged claims. In addition,
Petitioner has imposed an undue burden on the Board by filing more than one
petition challenging seven of Patent Owner’s patents.> And for two of those seven
patents, U.S. Patent Nos. 12,010,838 and 10,879,254, Petitioner challenged identical
claims in each of the petitions.* Petitioner should not be permitted to monopolize

such a large proportion of the Board’s finite resources, particularly where, as

2 TPR2024-00794, TPR2024-00790, IPR2024-00789, IPR2024-00788, IPR2024-

00909, IPR2024-00791, IPR2024-00911, IPR2024-00792, IPR2024-00795.

3 U.S. Patent Nos. 10,861,872; 10,658,378; 10,937,806; 11,600,342; 12,010,838;

10,886,291, 10,879,254.

4+ Additional reasons exist to deny these duplicative petitions, as established in Patent

Owner’s response to Petitioner’s Ranking statements.

10
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described below, the immense investment by the Board is unlikely to result in a
commensurate simplification of the district court litigation.
2. The Burden on the PTAB Will Not Result in a

Commensurate Simplification of Issues Before the District
Court

The Petition should also be denied because the burden imposed on the PTAB
by Petitioner’s aggressive campaign is unlikely to result in a commensurate
simplification of the issues before the District Court. Indeed, under the District
Court’s order requiring the parties to narrow the litigation, Patent Owner must limit
its case to assert only eight claims prior to trial—fewer than even the number of
claims that the PTAB has already declined to review in other IPRs involving patents
asserted in the same litigation. The narrowing of asserted claims imposed by the
Court’s order is likely to subsume any additional simplification that might come
from institution. Ex.2002. Further, as discussed in detail in the Patent Owner
Preliminary Response, the Petition’s challenge fails on the merits, rendering any
simplification unlikely. Instead, Petitioner would seek to force Patent Owner to
defend the challenged claims against similar and overlapping arguments first before
the PTAB and once again in district court, imposing a substantial burden on Patent
Owner and exponentially increasing the cost and time required for litigation.

Petitioner’s district court invalidity contentions are much more expansive than

its arguments before the PTAB. Its contentions include and incorporate by reference

11
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the arguments made in the Petition, but they also include other published prior art
references, unpublished prior art systems/devices, and various combinations thereof.
See Ex.2001 (Micron’s Preliminary Invalidity Contentions (Nov. 25, 2024)) at 165,
166, 171. Petitioner’s proposed combinations of unpublished prior art systems and
printed publications substantially overlap with the arguments made in the IPR
Petition. Id. For instance, just as Petitioner relies on Dong I in view of US
2018/0012667 (“Costa”) and US 2019/0214405 (“Shirai”) in its Petition,
Petitioner’s invalidity contentions assert obviousness based on Petitioner’s
unpublished system art in view of Costa and Shirai. /d. at 165-66, 171-74. Similarly,
Petitioner identifies Dong II (Ex.1006) as a primary reference that could be
combined with Costa and Shirai in a manner similar to the arguments in the IPR
Petition. Id. at 165, 171.

Because Petitioner’s invalidity arguments in district court rely on unpublished
system/device art, Petitioner will seek to avoid the estoppel that attaches to a final
written decision by relying on system art that tracks the references raised before the
PTAB. Indeed, courts have held that the estoppel triggered by PTAB final written
decisions does not encompass combinations of printed publications and prior art
systems. See, e.g., Cellwitch Inc. v. Tile, Inc., No. 19-cv-01315-JSW, 2023 WL
8813524, at *3 (N.D. Cal. Dec. 20, 2023) (estoppel does not apply to combinations

of printed publications and system art); see also Omnitracs, LLC v. Platform Sci.,

12
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Inc., No. 20-cv-958-CAB-DDL, 2024 WL 1626664, at *1 (S.D. Cal. Apr. 15, 2024)
(“IPR estoppel does not apply to device or system art because a petitioner cannot
use an IPR to challenge the validity of a patent claim based on prior art products or
systems.”); IOENGINE, LLC v. PayPal Holdings, Inc., 607 F. Supp. 3d 464, 511 (D.
Del. 2022) (“[1]n general, IPR estoppel does not apply to device art”).

Even if Petitioner can no longer present the exact same grounds it presented
in its Petition in the district court, Petitioner can be expected to rely on its system
prior art to try to force the district court to grapple with the same (or overlapping)
obviousness arguments. In addition to wasting the PTAB’s resources, this also
creates a substantial risk of duplication and inconsistent decisions between the two
proceedings. See, e.g., Motorola Sols., Inc. v. Stellar, LLC, IPR2024-01205, Paper
19 at 4 (PTAB Mar. 28, 2025) (Director Review Decision) (denying institution on
Director Review, explaining that “Petitioner’s invalidity arguments in the district
court are more expansive and include combinations of the prior art asserted in these
proceedings with unpublished system prior art” thus creating the risk of duplication
between the parallel district court proceeding and the IPRs).

B.  Petitioner’s Invalidity Challenges Are More Appropriately
Resolved in District Court

The size of the dispute between the parties—as illustrated by the 26 IPR/PGR

petitions—makes it far better suited for district court, where the court can use the

13
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many levers available to it to streamline and resolve the litigation. Indeed,
recognizing the immense scope of the litigation, the district court has already
implemented four phases of claim narrowing, requiring both parties to narrow their
case multiple times before trial. Ex.2002. In accordance with this narrowing plan,
Patent Owner reduced its originally 231 asserted claims to 70 prior to the case being
stayed. Id. As the case progresses, the district court’s narrowing plan requires Patent
Owner to narrow the case further to 40 claims after the claim construction order
issues, ten claims after discovery closes, and eight claims before trial. /Id.
Significantly, this narrowing process will occur regardless of the PTAB’s decisions
on these patents. Even if every challenged claim is upheld in the PTAB’s final
written decisions, the district court litigation will nevertheless be narrowed down to
eight claims for trial. While the district court can control the scope of the dispute
through claim limits, the PTAB’s mechanism for controlling the scope of the dispute
before it is discretionary denial of institution.

Furthermore, litigating the 19 challenged patents together in one district court
litigation offers significant economies of scale that are lost by assessing validity of
the patents in isolation in individual PTAB proceedings. The District Court
appreciated these efficiencies and decided to consolidate two different litigations
into one, emphasizing the “[cJommon questions of law and fact” that exist “due to

the overlap in accused products and claim terms.” Ex.2018. The Court’s visibility
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and cumulative knowledge over the entire case will allow it to assess validity issues
uniformly and efficiently, for instance, enabling it to assess claim construction of
common terms and overlapping prior art references together. This will ensure
consistent treatment of these issues across patents and will conserve judicial (and
PTAB) resources.

In contrast, the PTAB has far more limited options for managing its workload:
it can only discretionarily deny institution. 35 U.S.C. § 314(a) (authorizing
institution of an inter partes review under particular circumstances but not requiring
institution under any circumstances); see also PTAB Memorandum, Interim
Processes for PTAB Workload Management (Mar. 26, 2025). It has no ability to
narrow the scope of what is challenged or pick and choose issues to resolve. The
institution decision is binary: the PTAB can either institute on all challenged claims
or deny institution. SAS Inst. Inc. v. lancu, 584 U.S. 357 (2018).

Here, if review is instituted, the PTAB will necessarily waste resources
deciding validity of claims that are not asserted against Petitioner in district court.
Indeed, already, only two of the 12 claims challenged in the instant IPR Petition
remain in dispute in the parallel district court proceeding after just the district court’s
first round of narrowing. The immense amount of time and resources the PTAB will
invest in resolving this Petition, and the rest of the petitions in Petitioner’s campaign

against Patent Owner, may ultimately have no impact on the district court litigation.
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In contrast, by denying institution, the PTAB will allow the district court to move
forward with its plan to streamline the litigation and expeditiously resolve the
dispute between the parties.

C.  Fintiv Weighs In Favor of Denial of Institution
1. Stay

While a stay has been issued, this factor is not dispositive, and other factors
weigh in favor of denying institution of IPR for the 941 Patent. See Motorola Sols.,
[PR2024-01205, Paper 19 at 3-4 (denying institution despite the district court
issuance of a temporary stay). Indeed, should the PTAB decide not to institute
review the claims currently asserted in District Court, Patent Owner intends to seek
to lift the District Court stay and resume the litigation.

2. Projected Trial Date

Prior to the district court staying the case pending resolution of the IPR/PGR
proceedings, trial was projected to start on June 15, 2026. This would have been
before the PTAB could issue final written decisions addressing the patentability of
the challenged claims of the *941 Patent. See Motorola Sols., IPR2024-01205, Paper
19 at 3 (determining that scheduled trial date prior to the case being stayed was
before the anticipated date for final written decision). While there is currently no set

trial date, should the PTAB decide not to institute review the claims currently
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asserted in district court, Patent Owner intends to seek to lift the stay and resume the
litigation.

3. Investment in the Parallel Proceedings by the Court and the
Parties

The parties extensively invested in the district court litigation prior to the court
staying the case, warranting a discretionary denial of the Petition. Ex.2004. While
the District Court’s order granting a motion to stay found that the “litigation is in an
early stage,” the Court acknowledged that the case was only fifteen months from
trial, with trial scheduled in June 2026. Ex.2004 at 1-2. The trial would have been
completed at least a month before the PTAB could render a final written decision in
this IPR.

Prior to the stay, the parties collectively propounded, responded to, and
supplemented responses to 38 interrogatories and 117 requests for production. The
parties have already produced over 113,000 pages of documents. Ex.2005 at 012.
They have also engaged in extensive source code discovery, which has involved 14
days of Patent Owner expert and/or attorney review of code in the Northern District
of California and, more recently, three weeks of code review at Petitioner’s
headquarters in Boise, ID. Ex.2005 at 012. Additionally, Petitioner filed, and Patent
Owner was forced to defend against, a failed Petition for a Writ of Mandamus to the

Federal Circuit seeking review of a routine discovery order. Micron Tech, No. 2025-
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117, *4-5. And upon Order of the Court, Patent Owner narrowed its claims of
infringement to 70 asserted claims, which has required extensive analysis of
infringement, validity, and damages issues. Ex.2005 at 012.

The parties also devoted substantial effort to claim construction, including
exchanging claim terms and proposed constructions and filing a Joint Claim
Construction and Prehearing Statement. The parties exchanged expert declarations
in connection with claim construction and conducted two claim construction expert
depositions before the Court issued its stay. Thus, while the Court has not yet issued
a claim construction order, the parties have expended substantial effort on claim
construction.

The significant effort in the parallel litigation favors discretionary denial of
institution. See, e.g., BOE Tech. Grp. Co. v. Element Cap. Com. Co. Pte. Ltd,
IPR2023-00808, Paper 9 at 23, 2023 WL 7715885, at *§ (PTAB Nov. 15, 2023)
(finding “the parties and the District Court ha[d] invested substantial resources in
th[e] litigation” because, among other things, “[s]ignificant discovery ha[d] been
completed, including the exchange of infringement and invalidity contentions,
document requests and interrogatories, and proposed claim terms for construction”);
see also Comcast Cable Commc 'ns, LLC v. Touchstream Techs., Inc., IPR2024-
00323, Paper 13 at 9-10, 2024 WL 3530021, at *4 (PTAB July 24, 2024) (“Factor 3

favor[ed] denial” where “substantial work on claim construction [had] happened,”
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and “the related district court litigation ha[d] progressed in other aspects as well,”
including with respect to contentions); /0x Genomics, Inc. v. President & Fellows
of Harvard Coll., IPR2023-01299, Paper 15 at 18, 2024 WL 993828, at *8 (PTAB
Mar. 7, 2024) (similar, noting that the parties had exchanged contentions,
“completed claim construction briefing,” and that the “district court ha[d] also
considered two motions to dismiss and presided over several discovery disputes”)
(citations omitted).

4. Issue Overlap

There is substantial overlap between the claims, arguments, and evidence
raised in the co-pending district court litigation and the IPR Petition. Each of the
two claims of the 941 Patent asserted in district court is challenged in this Petition.
While the Petition challenges additional claims, it is still “inefficient to proceed
because the district court may resolve validity of enough overlapping claims to
resolve key issues in the petition.” Apple Inc. v. Fintiv, Inc., IPR2020-00019, Paper
11 at 13 (PTAB Mar. 20, 2020) (precedential). Indeed, the two asserted claims in
the litigation, claims 4 and 10, recite limitations that substantially overlap with each
of the challenged claims. For instance, claim 4 depends from claim 1, as does
challenged claim 3. Claim 10 depends from claim 5, as do challenged claims 6-10.

Further, Petitioner has asserted the same prior art references in district court

as raised in this PR Petition. Pet. 7 (identifying four grounds based on Dong, Costa,
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and Shirai); Ex.2001 (Micron’s Preliminary Invalidity Contentions (Nov. 25, 2024))
at 165, 171-74 (identifying the Dong, Costa, and Shirai references for obviousness).
The estoppel that attaches to a final written decision will not substantially
reduce the overlap between the proceedings. Petitioner’s invalidity contentions rely
on unpublished system art in addition to printed publications to raise nearly identical
arguments as those currently asserted in the Petition. See Ex.2001 (Micron’s
Preliminary Invalidity Contentions (Nov. 25, 2024)) at 165-66, 171-74 (asserting
obviousness based on an unpublished system in view of Costa and Shirai, similar to
Dong I in view of Costa and Shirai as set forth in the Petition). “Petitioner’s
invalidity arguments in the district court are more expansive” than those asserted in
its IPR “and include combinations of the prior art asserted in these proceedings with
unpublished system prior art.” Motorola Sols., IPR2024-01205, Paper 19 at 4.

As a result, Petitioner is likely to raise system-based prior art invalidity
arguments in seeking to circumvent the estoppel that attaches to a final written
decision, which substantially increases the risk of duplication between the parallel
proceeding and this one. See SAP Am., Inc. v. Cyandia, Inc., IPR2024-01496, Paper
13 at 8-9 (PTAB Apr. 7, 2025) (concluding that, despite petitioner’s Sotera
stipulation, “a majority of the parties’ work that would be done [in IPR] will also be
required in the Litigation regardless of whether we institute review” because of

duplicative asserted system art); Motorola Sols., IPR2024-01205, Paper 19 at 4.
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This factor therefore favors discretionary denial of institution.

S. Party Overlap

“Because the petitioner and the defendant in the parallel proceeding are the
same party, this factor weighs in favor of discretionary denial.” Apple Inc. v. Fintiv,
Inc., IPR2020-00019, Paper 15 at 15 (PTAB May 13, 2020). Petitioner does not
dispute that it is a defendant in the co-pending district court litigation. This factor
therefore favors discretionary denial of institution.

6. Other Circumstances

As described above, this Petition is part of Petitioner’s effort to weaponize the
PTAB to leverage Petitioner’s position in the ongoing district court litigation.
Petitioner has filed numerous petitions and has challenged many more claims than
those asserted against it. Petitioner is using the PTAB to impose a substantial burden
on Patent Owner, forcing Patent Owner to defend its patents in 26 different
proceedings. And by doing so, Petitioner is also imposing a substantial burden on
the PTAB.

In addition, and as described in Section III.E below, the Petition is weak on

the merits, which weighs in favor of discretionary denial.
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D.  Further Supporting Discretionary Denial Petitioner Relies

Extensively on Expert Testimony Indicating its Assertions Are
Better Resolved in District Court

Petitioner’s extensive reliance on expert testimony indicates that its assertions
are better resolved in district court. “[P]etitions” are “require[d] to be based on prior
art patents and printed publications.” PTAB, FAQs for Interim Processes for PTAB
Workload Management, at question 21, https://www.uspto.gov/patents/ptab/faqs/
interim-processes-workload-management (last visited Apr. 26, 2025). The failure
to provide focused expert testimony here weighs against institution. Id. In the
absence of persuasive prior art, Petitioner relies extensively on its expert declaration,
citing its 125 page declaration around 150 times throughout the Petition. See
generally Pet.

Petitioner relies on conclusory expert testimony to try to fill in disclosure that
is critically missing from the prior art. For instance, Petitioner relies on its expert to
assert that “it was (and is) common in NAND flash memory devices to refer to the
source end of a memory string as the ‘bottom,” and the drain end as the
‘top.” ... That common usage will be applied here.” Ex.1004 9120 (cited by Pet.
35). But Petitioner’s expert cites no evidence after this statement to support this
interpretation was “common.” Ex.1004 9120; see also id. 4213 (declaring, without
support or further analysis that “implementing Costa’s teachings would require only

minimal software tweak to the algorithms implemented by Dong’s controller” and
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that “[s]Juch changes were well within the knowledge and skill of skill [sic] of a
POSITA and would have involved nothing more nothing more [sic] than routine
application of known techniques™); id. 135 (“[T]his convention would have been
well-known to a POSITA, and is especially common in systems involving digital
logic where binary is used, including NAND memory devices.”). Reliance on such
hindsight-driven expert testimony reflects the weaknesses in the Petition—Petitioner
did not identify actual evidence that the claimed inventions would have been obvious
given the disclosure in the cited art.

E. Petitioner’s Weak Unpatentability Challenge Favors
Discretionary Denial

The Board should deny the Petition because the unpatentability challenge is
weak, and Petitioner fails to show a reasonable likelihood of prevailing as to any
claim. Each independent claim requires a memory having vertical structures of word
lines arranged “from bottom to top.” All Petitioner’s grounds fail for a basic
reason—horizontal is the opposite of vertical. For all four grounds of purported
invalidity, Petitioner relies exclusively on a single prior art reference for this claim
element (Dong, Ex.1005), but this reference only discloses word lines arranged
horizontally.

Petitioner points to Dong’s voltage diagrams (e.g., Ex.1005 at Fig. 5a), but

these voltage diagrams do not show the physical structure of Dong’s memory, let
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alone disclose vertical word lines as recited in the independent claims of *941 Patent.
See Pet. 29-38 (claim 5), 52-53 (claim 1), 68 (claim 11). Moreover, Dong’s single
reference to “three-dimensional” storage is insufficient for anticipation (Ground 1)
or obviousness (Ground 2) because it does not disclose the specific three-
dimensional memory as claimed with word lines arranged vertically “from bottom
to top,” and therefore is insufficient for anticipation. See Pet. 34-35; Net MoneyIN,
Inc. v. VeriSign, Inc., 545 F.3d 1359, 1371 (Fed. Cir. 2008) (“[U]nless a reference
discloses within the four corners of the document not only all of the limitations
claimed but also all of the limitations arranged or combined in the same way as
recited in the claim, it cannot be said to prove prior invention of the thing claimed
and, thus, cannot anticipate.”) (emphasis added). Notably, Petitioner does not argue
that it would have been obvious to turn Dong’s horizontally arranged word lines into
vertically arranged word lines. See Pet. 35; Harmonic Inc. v. Avid Tech., Inc., 815
F.3d 1356, 1363 (Fed. Cir. 2016) (citing 35 U.S.C. § 312) (Petitioner bears “the
burden from the onset to show with particularity why the patent it challenges is
unpatentable™). Instead, Petitioner seeks to treat Dong’s horizontally arranged word
lines as if they were vertically arranged when they simply are not. Petitioner
proposes no such modification Dong, provides no reason to modify Dong to have
vertical word lines, and offers no basis to support that a POSITA would have had a

reasonable expectation of success in doing so. Because Dong’s horizontal word
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lines are the opposite of the claimed vertical word lines, Petitioner fails to show a
reasonable likelihood of prevailing as to any claim.

Petitioner also argues that the plain meaning of “from bottom to top” is from
“source end” to “drain end,” to try to warp the claims to cover a horizontal
arrangement of word lines. Pet. 35. But the plain meaning of “bottom” is not
“source” and the plain meaning of “top” is not “drain.” Petitioner’s rewrite of the
claim language is contrary to the intrinsic evidence, the extrinsic evidence, and basic
principles of the English language. See Nystrom v. TREX Co., 424 F.3d 1136, 1144-
46 (Fed. Cir. 2005) (construing a term at odds with the intrinsic record “violates the
principles articulated in Phillips™) (citing Phillips v. AWH Corp., 415 F.3d 1303
(Fed. Cir. 2005)); In re Smith Int’l, Inc., 871 F.3d 1375, 1383 (Fed. Cir. 2017)
(correct claim construction must “correspond[] with ... how the inventor describes
his invention in the specification, i.e., an interpretation that is ‘consistent with the

299

specification’ (citation omitted)); Columbia Ins. Co. v. Simpson Strong-Tie Co.,
Nos. 2021-2145, 2021-2157, 2023 WL 2733427, at *7 (Fed. Cir. Mar. 31, 2023)
(recognizing the correct construction should “not depart from the natural reading of

a phrase”).

IV. Conclusion

For the reasons set forth above, the Director should exercise discretion to

deny the Petition for Inter Partes Review.
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