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Petitioner Arm Ltd (“Arm Petitioner”) respectfully requests the Director 

vacate the Decision Granting Patent Owner’s Request for Discretionary Denial and 

Denying Institution of Inter Partes Review (Paper 10, May 16, 2025) (“Decision”) 

of U.S. Patent No. 8,984,228 (“the ’228 Patent”) and institute review on all grounds.  

Vacatur of the Decision is warranted in view of the settlement of the related 

litigation which was the sole basis for discretionary denial of the Petition.  Late on 

May 15, Patent Owner Daedalus Prime LLC and MediaTek filed a joint motion to 

stay the litigation pending settlement.  See Motion to Stay, Daedalus Prime LLC v 

Mediatek, Case No 2:24-cv-00235-JRG Dkt. 70 (E.D. Tex, May 15, 2025).  The 

Decision issued on May 16, 2025.  See Paper 10.  The Eastern District of Texas court 

granted the parties’ motion to stay on May 20 and then dismissed the litigation with 

prejudice on May 22.  See Order granting motion to stay, Daedalus Prime LLC v 

Mediatek, Case No 2:24-cv-00235-JRG Dkt. 71 (E.D. Tex, May 20, 2025); Order 

dismissing case, Daedalus Prime LLC v Mediatek, Case No 2:24-cv-00235-JRG 

Dkt. 73 (E.D. Tex, May 22, 2025). 

As noted in the Petition (at 80), the Arm Petitioner is/was not a party to the 

litigation and has separate interests that were not vindicated by the dismissed district 

court proceedings.  The stated basis for the Decision denying institution was the 

existence of the related litigation and the possibility of trial in the District Court.  

There is no pending litigation and thus there is no possibility of trial.   
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Further, as noted in the Petition and Petitioners’ Response To Patent Owner’s 

Request for Discretionary Denial (Paper 9, April 28, 2025), the Petition 

demonstrates compelling merits for multiple reasons including that the Board has 

already held substantially identical claims in the child patent to the challenged ‘228 

patent.  As noted in the Petition.   

The ‘895 patent’s claim 1 includes all elements of the ‘228 patent’s 

claim 1 largely verbatim.  (Ex-1003 ¶¶46-48.)  Thus, if IPR2023-01344 

invalidates claim 1 of the ‘895 patent based on Sinharoy, the Board may 

institute on that basis alone. 

Petition, at 1, n.1.  Subsequently, the Board held all challenged claims of the child 

‘895 patent as invalid over Sinharoy.  IPR2023-01344, Final Written Decision 

(“FWD”), Paper 31 (January 24, 2025).  Invalidity was so overwhelming in 

IPR2023-01344 that the Board issued the FWD six weeks before the statutory 

deadline.  Thus, not only is there no district court litigation on which to base a 

discretionary denial, but also there is overwhelming compelling merits, and the 

PTAB is uniquely positioned to address the patentability of the ‘228 Patent based on 

the collateral estoppel effects of the final written decision for the related ’895 Patent. 

The Arm Petitioners thus respectfully request that the Decision be vacated and 

IPR be instituted on all grounds asserted in the litigation.    

Respectfully submitted, 
 
DUANE MORRIS LLP 
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BY: /Kevin P. Anderson/  
Kevin P. Anderson 
USPTO Reg. No. 43,471 
Duane Morris LLP 
901 New York Ave NW, Suite 700 
East 
Washington, D.C. 20001 

Dated:  June 11, 2025 

  



 

4 

CERTIFICATION OF WORD COUNT 

Pursuant to 37 C.F.R. § 42.24(d), the undersigned certifies that this Request 

for Director Review complies with the 15-page limit exclusive of the parts 

exempted as provided in 37 C.F.R. § 42.24(a). 

Respectfully Submitted, 

BY: /Kevin P. Anderson/  
Kevin P. Anderson 
USPTO Reg. No. 43,471 
 

Counsel for Arm Petitioner 

 



Request for Director Review for Inter Partes Review of U. S. Patent No. 8,984,228 
 

 

CERTIFICATION OF SERVICE ON PATENT OWNER  

Pursuant to 37 C.F.R. §§ 42.6(e), 42.8(b)(4) and 42.105, the undersigned 

certifies that on the 11th of June, 2025, a complete and entire copy of this Request 

was served in its entirety by filing this document through the PTAB P-TACTS 

System, as well as by email to counsel of record for the Patent Owner. 

Concurrently, notification is being provided to the Director of the USPTO at 

Director_PTABDecision_Review@uspto.gov. 

 
 
BY: /Kevin P. Anderson/  
Kevin P. Anderson 
USPTO Reg. No. 43,471 
901 New York Ave., N.W., Suite 700 East 
Washington, D.C. 20001 
P: (202) 776-7800 
F: (202) 776-7801 
KPAnderson@duanemorris.com 
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