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U.S. Patent No. 9,196,385
IPR2025-00213

I. Patent Owner’s Supplemental Brief Regarding “Settled Expectations”

Patent Owner submits this supplemental brief pursuant to the Court’s June 12,
2025 email. See Ex. 3101. U.S. Patent No. 9,196,385 (the “Challenged Patent”) is
part of an established patent family including U.S. Patent Nos. 8,891,298 (the “298
Patent”); 9,196,385; 9,997,240; 10,950,300; 11,830,546; 11,854,612; 11,967,369;
and 11,967,370 (the “Vervain Patents”). All share a common specification and are
continuations of the 298 Patent, which issued in 2014.

In similar cases, the Board has found that “Petitioner’s awareness of Patent
Owner’s applications and failure to seek early review of the patents favors denial,”
particularly where the Petitioner “cited the then-pending application ... in an
Information Disclosure Statement Petitioner filed in its own patent application,”
resulting in “settled expectations.” iRhythm Techs., Inc. v. Welch Allyn, Inc., No.
IPR2025-00363, 2025 WL 1605274, at *1 (P.T.A.B. June 6, 2025).

Here, Petitioner Phison has been aware of the Vervain Patents since at least
2019. During prosecution of U.S. Patent No. 10,824,340—assigned to Phison—the
Examiner cited the 298 Patent as prior art and provided a detailed explanation of its
relevance. See Ex. 2045, Cover Page 2; Ex. 2046 (May 9, 2019 Office Action), 31-
32 (“Rao (Pat 8,891,298) discloses...””). Phison was aware of the 298 Patent in 2019
but chose not to seek early review. Accordingly, the settled expectations of all the

Vervain Patents—including the Challenged Patent—favor denial of institution.
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