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I. INTRODUCTION 

Pursuant to the Memorandum by the Acting Director dated March 26, 2025, 

setting forth the “Interim Processes for PTAB Workload Management” (the 

Memorandum), Patent Owner hereby sets forth the applicable bases for discretionary 

denial of institution. This filing is being made within one month of the issuance of 

the Memorandum. As explained more fully below, all of the Fintiv factors 

established in Apple Inc. v. Fintiv, Inc., IPR2020-00019, Paper 11 (PTAB March 20, 

2020) (“Fintiv”), as well as several additional factors set forth in the Memorandum 

and the Advanced Bionics framework established in Advanced Bionics, LLC v. Med-

El Elektromedizinische Geräte GMBH, IPR2019-01469, Paper 6 at 7-9 (PTAB Feb. 

13, 2020) (precedential) (“Advanced Bionics”), favor the discretionary denial of 

institution in this case. 

With respect to the Fintiv factors, Petitioner filed a Counterclaim on June 20, 

2024 challenging the validity of U.S. Patent No. 11,206,670 (“‘670 Patent,” Ex. 

1001) in Intellectual Ventures II LLC v. Tesla, Inc., C.A. 1:24-cv-00884-ADA (W.D. 

Tex.) (the “Parallel Litigation.”) Ex. 2001, 89-90 and Ex. 2002, 6-7. As discussed in 

detail below, the Parallel Litigation has already progressed significantly, including 

completion of Preliminary Infringement and Invalidity Contentions, and the filing 

of all claim construction briefing. The Court is scheduled to hold the Markman 

Hearing in a few days (on April 10, 2025). By the anticipated date of the institution 
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decision in this matter (July 9, 2025), the parties will be well into fact discovery, 

service of Final Infringement and Invalidity Contentions will be complete, and the 

Court will in all likelihood have issued its claim construction ruling. Ex. 2003, 2-3. 

The Trial is scheduled for May 14, 2026, about 2 months before the statutory 

deadline for issuing a Final Written Decision in this matter on July 9, 2026. Ex. 

2003, 4.1

With respect to other factors identified in the Memorandum, the Petition relies 

heavily on expert testimony that largely parrots verbatim the wording of the Petition. 

These aspects of the Petition also weigh in favor of a discretionary denial. 

Finally, discretionary denial is appropriate under the Advanced Bionics

framework and the factors established in Becton, Dickinson & Co. v. B. Braun 

Melsungen AG, IPR2017-01586, Paper 8 (PTAB Dec. 15, 2017) (precedential as to 

§ III.C.5, first para.) (“Beckton, Dickinson”). The Examiner was specifically directed 

to the pertinence of Wallen, which  is the base reference in the current IPR,  and 

which was subjected to detailed analysis in a parent case. The Petition has not come 

close to demonstrating that the Examiner erred.   

1 The Petition (at 76, note 4) incorrectly asserts that “[t]he district court has not 
entered an order scheduling a trial date.”  As shown on the last page of the Court’s 
Scheduling Order, a jury trial is scheduled for May 14, 2026.  Ex. 2003, 4. 
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For all of these reasons, and as explained more fully below, the Director 

should exercise her discretion to deny institution. 

II. THE FINTIV FACTORS FAVOR DISCRETIONARY DENIAL 

The precedential order in Fintiv identifies six factors for the Board to consider 

in deciding whether to exercise discretion to deny institution based on parallel 

proceedings involving the same Patent. Application of the present facts to these 

factors demonstrates that there are strong reasons for exercising discretion to deny 

institution here. 

A. Factor 1 Weighs Against Institution Because A Stay Has Not Been 
Granted In The Parallel Litigation And There Is No Evidence 
That A Stay Would Be Granted If This IPR Was Instituted 

No stay has even been requested in the Parallel Litigation. Pet., 76. In addition, 

even if this IPR was instituted (which would not occur until on or around July 9, 

2025) it is unlikely that the Court (Judge Albright) would grant a stay. See, generally, 

Continental Intermodal Grp. v. Sand Revolution LLC, No. 7:18-cv-00147 (W.D. 

Tex. July 22, 2020) (Judge Albright) Multimedia Content Mgmt. LLC v. Dish 

Network, No. 6:18-CV-00207-ADA, 2019 U.S. Dist. LEXIS (W.D. Tex. May 30, 

2018) (Judge Albright) (denying stay).  

Thus, the first factor weighs against institution. 
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B. Factor 2 Weighs Against Institution Because The Parallel 
Litigation Has A Trial Date Scheduled Before The Projected 
Statutory Deadline For The Board’s Final Written Decision 

The Trial in the Parallel Litigation is scheduled for May 14, 2026, about 2 

months before the statutory deadline for issuing a Final Written Decision in this 

matter on July 9, 2026. Rather than looking at the actual date the trial is scheduled; 

the Petition relies on the median time from filing to case disposition in the Western 

District of Texas. However, on February 28, 2025, the Office rescinded former 

Director Vidal’s 2022 memorandum on discretionary denials which had directed that 

such statistics be considered. The announcement rescinding former Director Vidal’s 

2022 memorandum went on to state that decisions relying on the 2022 memo will 

be “neither binding or persuasive on the PTAB.” In view of the above, Petitioner’s 

arguments based on the time to trial statistics cannot be considered persuasive and 

must be rejected. 

Given that the actual trial date is before the due date for the Final Written 

Decision, the second factor favors discretionary denial. 

C. Factor 3 Weighs Against Institution Because The Parties Will 
Have Invested Significant Effort In The Parallel Litigation By 
The Time The Board’s Institution Decision Is Due 

Factor 3 relates to investment in the Parallel Litigation by the District Court 

and the parties. Fintiv, Paper 11 at 9. This factor is judged from the date of the 

institution decision, which is expected to be no later than July 9, 2025. Id. By the 
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time the Board’s institution decision is due, the following will have been completed 

in the Parallel Litigation: 

 PO’s Preliminary Infringement Contentions (served August 1, 2024); 

 Petitioner’s Preliminary Invalidity Contentions (served October 24, 2024); 

 Parties exchanged claim terms for construction (November 14, 2024); 

 Parties exchanged proposed claim constructions (December 5, 2024); 

 Parties disclosed extrinsic evidence for claim construction (December 12, 
2024); 

 Petitioner’s Opening Claim Construction Brief (January 9, 2025); 

 PO’s Responsive Claim Construction Brief (February 10, 2025); 

 Petitioner’s Reply Claim Construction Brief (March 3, 2025); 

  PO’s Sur-Reply Claim Construction Brief (March 24, 2025); 

 Parties technical tutorials submitted to Court (March 31, 2025); 

 Markman Hearing (scheduled for April 10, 2025); 

 Fact discovery (opens April 11, 2025); and 

 Final Infringement and Invalidity Contentions (due May 22, 2025). 

Ex. 2003, 1-2. Clearly, the parties and the Court will have made a substantial 

investment in the Parallel Litigation by the expected date of the institution decision 

on July 9, 2025. 
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The Petition was filed on November 25, 2024. At that time, Petitioner asserted 

that “[t]he investment in the co-pending litigation has been minimal.”  Pet., at 75. 

Patent Owner disagrees that the investment in the co-pending litigation was minimal 

as of November 25, 2024. However, even if Petitioner’s assertion about the state of 

affairs on November 25, 2024 was accurate, it is irrelevant. As explained in Fintiv,   

the investment in the Parallel Litigation by the District Court and the parties is 

judged from the date of the anticipated institution decision, which is expected to be 

about July 9, 2025 -- rather than November 25, 2024.  Fintiv, Paper 11 at 9.  There 

can be no argument that by July 9, 2025, the District Court and the parties will have 

made a substantial investment in the Parallel Litigation. 

Thus, the third factor weighs against institution. 

D. Factor 4 weighs against institution because there is substantial 
overlap between the Parallel Litigation and this IPR 

As mentioned above Petitioner filed a Counterclaim in the Parallel Litigation 

challenging the validity of ‘670 Patent as a whole. Ex. 2001, 89-90. The 

Counterclaim is not limited to any particular claim(s) of the ‘670 Patent, and 

therefore covers all claims of the ‘670 Patent -- including the claims challenged in 

this IPR. 

On January 9, 2025, Petitioner filed its Second Supplemental Preliminary 

Invalidity Contentions in the District Court. As explained below, there is almost 
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complete overlap between the prior art references advanced by the Petitioner in this 

IPR and those advanced by the Petitioner in the Parallel Litigation. Set forth below 

is a summary of the grounds raised in the Petition, and the prior art asserted in each 

ground:  

Pet., 16. Set forth below is an excerpt from Petitioner’s Second Supplemental 

Preliminary Invalidity Contentions in the Parallel Litigation showing the prior art 

relied on by Petitioner for the challenging the ‘670 Patent in the District Court:    
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Ex. 2004, 26; 191-194. Thus, both Wallen and Berggren – the references cited in the 

sole ground in this IPR – are also being asserted in the Parallel Litigation. There are 

no references unique to the IPR. 

At the time the Petition was filed on November 25, 2024, Petitioner argued 

that “[t]he extent of overlap is ... speculative at this point in time.”  Pet., 77. 

However, on January 9, 2025, Petitioner filed its Second Supplemental Preliminary 

Invalidity Contentions in the Parallel Litigation setting forth in detail Petitioner’s 

invalidity contentions for the ‘670 Patent in the Parallel Litigation, which rely on 

essentially the same references asserted in this IPR. At this point in time, the high 

degree of overlap between the proceedings is far from being “speculative.” 

Because there is a significant overlap between this IPR and the Parallel 

Litigation, there are particularly strong “concerns of inefficiency and the possibility 

of conflicting decisions” if this IPR is instituted. Fintiv, Paper 11 at 12. 

Thus, the fourth factor weighs against institution. 
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E.  Factor 5 weighs against institution because the patent owner is the 
same and the Petitioner are the same parties as in the Parallel 
Litigation 

Patent Owner and Petitioner are the same parties as in the Parallel Litigation. 

Thus, the fifth factor weighs against institution. 

F.  Factor 6 weighs against institution because the merits of 
Petitioner’s challenge is weak 

The challenges set forth in the Petition are flawed. For example, the Petition 

extensively relies on an expert declaration that largely parrots verbatim the wording 

of the Petition. Ex. 1003. For example, the following paragraphs of the expert 

declaration essentially parrot the Petition word-for-word, with little additional 

information:  Ex. 1003, ¶¶ 29-46, 50-143, 145.2  The differences between the 

wording of these paragraphs from the declaration and that of the Petition are 

insubstantial. For example, in cases where the Petition provides a point citation to a 

given reference, the declaration includes a quotation from the reference 

corresponding to the point citation. For these reasons, the declaration is entitled to 

little if any weight. Xerox Corp. v. Bytemark, Inc., IPR2022-00624, Paper 9 at 15-

17 (PTAB August 24, 2022) (designated precedential) (according “little weight” to 

2 The portions of the expert declaration that do not parrot the Petition include 
information such as the expert’s background, the materials he considered, and 
boilerplate describing application legal standards. (Ex. 1003, ¶¶ 1-2 and 47-498.) 
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declaration testimony that contains a verbatim restatement of a petition’s conclusory 

assertions without additional supporting evidence or reasoning). The Petition’s 

extensive reliance on expert testimony that is mostly a verbatim restatement of the 

Petition is a further factor that favors discretionary denial. See also, Facebook v. 

Windy City Innovations, LLC, 973 F.3d 1321, 1340-41 (Fed. Cir. 2020) (affirming 

the Board’s holding that claim was not unpatentable when “the Board considered 

Facebook’s expert’s testimony but determined that it did not add materially to 

Petitioner’s unpersuasive attorney argument,” “because it merely repeated 

Petitioner’s argument, nearly verbatim, without citation to the basis for his 

testimony.”) 

Thus, the sixth factor weighs against institution. 

In summary, all of the Fintiv factors weigh against institution. Under §314(a) 

and, based on the totality of the Fintiv factors, institution should be denied. 

III. DISCRETIONARY DENIAL IS ALSO APPROPRIATE UNDER THE 
ADVANCED BIONICS AND BECTON, DICKINSON FRAMEWORKS 

Section 325(d) provides that the Director may elect not to institute a 

proceeding if the challenge to the Patent is based on matters previously presented to 

the Office. 35 U.S.C. § 325(d) states, in pertinent part,  

In determining whether to institute or order a proceeding under 
this chapter, chapter 30, or chapter 31, the Director may take into 
account whether, and reject the petition or request because, the same or 
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substantially the same prior art or arguments previously were presented 
to the Office. (emphasis added). 

A. The Advanced Bionics Framework  

Under 35 U.S.C. § 325(d), the Director has discretion to deny institution 

because the same or substantially the same prior art or arguments were previously 

presented to the Office. Advanced Bionics, 7-9. In Advanced Bionics, the Board 

applied a two-part framework in considering whether to exercise discretion to deny 

institution under § 325(d): “(1) whether the same or substantially the same art 

previously was presented to the Office or whether the same or substantially the same 

arguments previously were presented to the Office; and (2) if either condition of the 

first part of the framework is satisfied, whether the petitioner has demonstrated that 

the Office erred in a manner material to the patentability of challenged claims.” 

Advanced Bionics, 8.  

Within the two-part framework of Advanced Bionics, the Board considers a 

number of non-exclusive factors in evaluating whether to exercise its discretion 

under § 325(d). See Becton, Dickinson; see also Advanced Bionics at 9–11. 

B. The Becton Dickinson Factors  

The precedential section of Becton, Dickinson sets forth the following non-

exclusive factors (“BD Factors”) for consideration: 

(a) The similarities and material differences between the asserted art and 
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the prior art involved during examination; 

(b) The cumulative nature of the asserted art and the prior art evaluated 

during examination; 

(c) The extent to which the asserted art was evaluated during examination, 

including whether the prior art was the basis for rejection 

(d) The extent of overlap between the arguments made during examination 

and the manner in which petitioner relies on the prior art; 

(e) Whether petitioner has pointed out sufficiently how the examiner erred 

in its evaluation of the asserted prior art; and 

(f) The extent to which additional evidence and facts presented in the  

petition warrant reconsideration of the prior art or arguments. 

Becton, Dickinson, 17-18. 

BD Factors (a), (b) and (d) can be applied broadly to determine whether 

“substantially the same art” or the “same or substantially the same arguments 

previously were presented to the Office” under Part 1 of the two-part Advanced 

Bionics framework (“Advanced Bionics Part 1”). Advanced Bionics, 18-20.  

If it is determined that Advanced Bionics Part 1 is met, Becton Dickinson 

Factors (c), (e), and (f) can be applied broadly to determine whether “petitioner has 

demonstrated that the Office erred in a manner material to the patentability of 
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challenged claims” under Part 2 of the two-part Advanced Bionics framework 

(“Advanced Bionics Part 2”) is met. Id.

Here, each factor weighs in favor of denying institution. “At bottom, this 

framework reflects a commitment to defer to previous Office evaluations of the 

evidence of record unless material error is shown.” [Id., 9]. 

As a result, the Board should exercise its discretion under 35 U.S.C. § 325(d) 

to deny institution of inter partes review of the challenged claims of the ‘670 Patent.  

The prior art references and arguments relied upon in the Petition are 

substantially identical to, or cumulative with, those already considered and rejected 

by the USPTO during prosecution. Under the Advanced Bionics framework and the 

Becton Dickinson factors, the Petitioner has failed to establish any material error in 

the Office’s prior evaluation of Wallen, or the cumulative nature of Berggren. The 

lack of new evidence or compelling reasoning to revisit these prior determinations 

supports deferring to the USPTO’s original conclusions, ensuring that the integrity 

and efficiency of the patent examination process are upheld. Accordingly, the 

Petition does not warrant institution of review. 

1. The Similarities Between The Asserted Art And The Prior 
Art Considered During Examination Favors Discretionary 
Denial Under Factor (A)  

The only prior art references asserted in the Petition, in the sole ground 

(Ground 1) raised against the Challenged Claims of the ‘670 Patent, are Wallen (Ex. 
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1005) and Berggren (Ex. 1007). Petitioner concludes that § 325(d) denial is 

inappropriate, but each of Petitioner’s statements regarding the basis for § 325(d) 

denial is misleading, patently false, or both. See Petition, 73-74.  

Wallen 

For example, regarding Wallen, petitioner argues that “[a]lthough Wallen is 

listed on the face of the ‘670 patent, it was not relied upon during prosecution to 

reject the pending claims.”  Petition, 73. 

Petitioner correctly states that Wallen is listed on the face of the ‘670 Patent: 

However, Petitioner misleadingly states that Wallen was not relied upon 

during prosecution to reject the pending claims. See Petition, 73. This is not the 

standard for discretionary denial under § 325(d). Under § 325(d) “...the Director may 

take into account whether, and reject the petition or request because, the same or 
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substantially the same prior art or arguments previously were presented to the Office. 

(emphasis added) which is incontrovertibly true in this case. 

Further to Wallen being listed on the face of the ‘670 Patent, there is 

unambiguous evidence that the Examiner was not only aware of, but expressly 

considered Wallen during prosecution. 

For example, Patent Owner expressly cited Wallen in an IDS filed May 28, 

2021. See Ex.1002, 28-36, 76-84. 

Petitioner acknowledges that “Wallen was submitted in an Information 

Disclosure Statement (IDS) along with over 50 other references, see Ex.1002, 76-

84”, but argues that “...there is no Examiner signature on the IDS, see id., 82.” 

Petition, 73. This statement by Petitioner is both misleading and false for several 

reasons.   

First, Petitioner’s statement that the IDS filed May 28, 2021 was unsigned is 

entirely false. Petitioner misleadingly cites to an as-filed, unsigned version of the 

IDS at Ex.1002, 76-84. However, the signed copy of this same IDS, attesting that 

the Examiner duly considered all of the listed references, appears in Petitioner’s own 

exhibit at Ex.1002, 28-36. Thus, it is clear that Wallen was presented to the Office, 

and that the Examiner acknowledged having considered this reference by signing 

the IDS. 
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Second, Petitioner attempts to minimize the significance of Wallen by 

implying that Patent Owner buried the Wallen reference among many other 

references cited in the IDS filed May 28, 2021. See Petition, 73. However, contrary 

to this insinuation, the evidence clearly shows that the Office had retrieved and 

considered Wallen several times, and in great detail, well before Wallen was cited 

by Patent Owner in the IDS filed May 28, 2021.   

For example, Wallen appears clearly, and individually, in the EAST search 

history3‘ for the ‘670 patent, which is also a part of Petitioner’s own exhibit at 

Ex.1002, 37-44, at 37 and 41, and 109-116 at 110 and 113: 

3 The EAST Search history is a record of patent search queries run by Examiners during patent 
examination using the Examiners’ Automated Search Tool (EAST), and is of record in the file 
wrapper of the ‘670 patent.  
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This clearly evidences that not only was the Examiner aware of Wallen, but 

that Wallen was individually selected for retrieval via the EAST system at least on 

August 13, 2019. 

In fact, before Patent Owner cited Wallen in the IDS filed May 28, 2021, 

Wallen was first cited by the Office during prosecution of US Pat. App. No. 

14/372,363, (“the ‘363 Application”), of which the ‘670 Patent is a continuation, in 

Office Actions dated August 18, 2017 and June 14, 2018. See Ex. 2005 at 72-86, at 

86, and 97-111, at 111. 
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Further, there is clear evidence that not only was Wallen presented to the 

Office and considered by the Examiner during prosecution, but that Wallen was in 

fact treated in great depth by the Office in several Office Actions during prosecution 

of the ‘363 Application. See Ex. 2005 72-86, at 75-83, and 97-111, at 100-108. 
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For example, in the Office Action of August 18, 2017, the Office provided 

detailed arguments directly regarding aspects of Wallen that were relied upon 

heavily in the Petition, such as, inter alia, the Master Information Block (MIB), 

System Information Blocks (SIBs), M-PDCCH, and Figure 9 of Wallen. See e.g., 

See Ex. 2005 97-111, at 100-108. These arguments span nine pages of the Office 

Action of August 18, 2017. See id. Later, the Office again provided similarly detailed 

arguments in the Office Action of June 14, 2018. See Ex. 2005 72-86, at 75-83. 

Still further, in addition to citing Wallen in the IDS filed May 28, 2021, Patent 

Owner in fact cited these specific Office Actions themselves in the IDS filed May 

28, 2021. See Ex.1002, 28-36 at 33.   It is noted that regardless of the IDS, while the 

specific Examiner changed from prosecution of the ‘363 Application to prosecution 

of the ‘670 Patent, “The Examiner will consider information which has been 

considered by the Office in a parent application ... when examining ... a continuation 

application... [and] a listing of the information need not be resubmitted in the 

continuing application...”  MPEP 609.2 II. A. 2. However, by signing the IDS, the 

Examiner expressly acknowledged both having considered Wallen when examining 

the Contested Claims, and having also considered these Office Actions and the 

detailed arguments involving Wallen therein when examining the Contested Claims. 

See Ex.1002, 28-36 at 33. 
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From the foregoing, it is clear that the Office was entirely aware of Wallen, 

that the Office engaged in a detailed analysis of Wallen, that Wallen was neither 
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obscured by Patent Owner nor glossed over by the Office during prosecution of the 

‘670 Patent, and that Wallen was explicitly acknowledged as considered by the 

Office during prosecution of the Contested Claims. 

2. The Cumulative Nature Of The Asserted Art And The Prior 
Art Considered During Examination Favors Discretionary 
Denial Under Factor (B)  

Berggren 

In Becton, Dickinson, the court found that references were cumulative where 

the petitioner has articulated no substantive difference between the prior art, and 

there is no disparity, stating that “[p]etitioner has not articulated any substantive 

differences between the prior art alone or in combination, nor do we discern any 

significant disparity based on our review of these references.”  Becton, Dickinson p. 

22.  

Petitioner applies Berggren solely for the purpose of arguing that it would be 

obvious to carry the MIB of Wallen on a physical broadcast channel (PBCH) as, for 

example, in claim 1 “...receive ... (PBCH) including a master information block 

(MIB)...”:   
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Petition pp. 41-46.   
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Ex. 1007, [0073]-0074]. During prosecution of the ‘670 Patent, Xu was applied 

essentially for this purpose:  
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See e.g., Ex. 1002 pp. 97-98  

Ex. 1019 [0062]-[0066].   

In Advanced Bionics, the court found that a reference cited in the petition was 

cumulative with a reference cited during prosecution where “...Petitioner relies on 
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[a first reference] in substantially the same manner as the Examiner cited [a second 

reference] during prosecution, such that [the first reference] discloses substantially 

the same information as [the second reference] in relevant part. Advanced Bionics, 

p. 15. In the instant case, Petitioner relies upon Berggren to teach that MIB can be 

carried on PBCH, and the Examiner relied on Xu for essentially the same purpose.   

In Becton, Dickinson, the court found that references were cumulative where 

petitioner has articulated no substantive difference between the prior art, and there 

is no disparity, stating that “[p]etitioner has not articulated any substantive 

differences between the prior art alone or in combination, nor do we discern any 

significant disparity based on our review of these references.”  Becton, Dickinson p. 

22. In the instant case, Petitioner has not articulated any differences between the way 

that Berggren and Xu were applied.   

Thus, factors (a) and (b) from Becton, Dickinson support discretionary denial.

3. The Extent To Which The Asserted Art Was Evaluated 
During Examination, Including Whether The Prior Art Was 
The Basis For Rejection; The Extent Of The Overlap 
Between The Arguments Made During Examination And 
The Manner In Which Petitioner Relies On The Prior Art 
Favor A Discretionary Denial Under Factors (C) And (D)  

As set forth above, Wallen was extensively evaluated during prosecution of 

the ‘363 Application, of which the ‘670 Patent is a continuation, and was also clearly 

considered by the Examiner during prosecution of the ‘670 Patent.   
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In this context, it is clear that Wallen not being argued as the basis for rejection 

during prosecution of the ‘670 Patent is not evidence that Wallen was not 

substantively considered – rather, it is evidence that Wallen was indeed substantively 

considered but was found to be unsuitable by the Examiner (or merely cumulative 

of the existing Xu reference). Accordingly, given the application of Wallen in the 

Petition and the evident view of the Examiner that Wallen was unsuitable for 

establishing a rejection, along with the cumulative and minimal application of 

Berggren, factors (c) and (d) from Becton, Dickinson support discretionary denial. 

4. Whether Petitioner Has Pointed Out Sufficiently How The 
Examiner Erred In Its Evaluation Of The Asserted Prior Art 
And The Extent To Which Additional Evidence And Facts 
Presented In The Petition Warrant Reconsideration Of Prior 
Art Or Arguments Favor A Discretionary Denial Under 
Factors (E) And (F) 

The burden is on the Petitioner to demonstrate that the Office erred in a 

manner material to the patentability of the challenged claims. See Advanced Bionics, 

Paper 8, at 20-23. The Board in Advanced Bionics stressed the significance of the 

Petitioner’s burden in this regard. As the Board stated in Advanced Bionics: 

If a condition in the first part of the framework is 
satisfied and the petitioner fails to make a showing of 
material error, the Director generally will exercise 
discretion not to institute inter partes review. If 
reasonable minds can disagree regarding the purported 
treatment of the art or arguments, it cannot be said that 
the Office erred in a manner material to patentability. At 
bottom, this framework reflects a commitment to defer to 
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previous Office evaluations of the evidence of record 
unless material error is shown 

Advanced Bionics, Paper 6 at 8-9 (emphasis added). 

Regarding alleged material error, the petition makes no comment whatsoever 

regarding the cumulative nature of Berggren, and makes a single, conclusory 

statement that “[t]o the extent the Examiner considered Wallen with respect to the 

Challenged Claims, it was material error for the Examiner to have allowed the 

Challenged Claims for the reasons presented in the Grounds above.”  Petition, p. 73.   

This statement by Petitioner fails to demonstrate that the Office erred in a 

manner material to the patentability of challenged claims as required by Advanced 

Bionics. According to BD factor (e), for example, “Petitioner must demonstrate that 

the Examiner erred in the evaluation of the prior art, for example, by showing that 

the Examiner misapprehended or overlooked specific teachings in the relevant prior 

art such that the error by the Office was material to the patentability of the challenged 

claims.” Advanced Bionics, at 21.  

Instead of the identification of specific misapprehensions or specific teachings 

by the Examiner, Petitioner offers only the conclusory statement that the Examiner 

erred because he did not reject the claims on the same basis as Petitioner now wishes 

he had. However, it is fundamental that “conclusory expert testimony and attorney 
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argument cannot constitute substantial evidence.” Acoustic Tech., Inc. v. Itron 

Networked Sols., Inc., 949 F.3d 1366, 1375 (Fed. Cir. 2020). 

Accordingly, for Ground 1, it is clear that, with respect to Advanced Bionics, 

the Petitioner has failed to demonstrate that the Office erred in a manner material to 

the patentability of the challenged claims. 

In sum, all six Becton, Dickinson factors—(a) through (f)—support 

discretionary denial of institution under 35 U.S.C. § 325(d).  

This is precisely the type of case § 325(d) and Becton, Dickinson are intended 

to address: a Petition that merely repackages art already vetted by the Office, without 

identifying error or providing sufficient justification for further consideration. 

Accordingly, the Board should decline to institute inter partes review in the exercise 

of its discretion under § 325(d). 

IV. CONCLUSION 

Institution of inter partes review should be denied under 35 U.S.C. § 314(a) 

based on the totality of the circumstances presented in this case. All six Fintiv factors 

weigh against institution, including the advanced stage of the Parallel Litigation, the 

scheduled trial date occurring months before the projected Final Written Decision, 

the parties’ substantial investment in the litigation, and the complete overlap of 

parties, issues, and prior art between the district court and this IPR. These factors 
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raise serious concerns about duplicative proceedings, inefficiency, and the risk of 

conflicting outcomes.   

In addition, the Petition’s excessive and improper reliance on expert testimony 

also favors a discretionary denial. As explained above, Petitioner is attempting to 

use its expert to rewrite the prior art to meet the claim limitations. Use of expert 

testimony for this type of gap-filling is particularly inappropriate where, as here, the 

expert declaration largely mirrors the Petition’s language without offering 

independent analysis.  

Discretionary denial is also warranted under 35 U.S.C. § 325(d) and the 

Advanced Bionics framework. The Petition relies on Wallen – a reference that was 

repeatedly and substantively considered by the Examiner over a lengthy prosecution 

history in the priority chain, and minimal cumulative further art. The Petitioner has 

not identified any error in the Examiner’s evaluation, nor has it presented new 

evidence or materially different arguments. The Petition is precisely the type of 

duplicative challenge that § 325(d) was designed to prevent. 

Further, every factor of the Becton Dickinson framework weighs in favor of 

discretionary denial under § 325(d). As such, this case exemplifies the circumstances 

where discretionary denial under § 325(d) is appropriate: a petition based on art and 

arguments previously and thoroughly evaluated by the Office, with no showing of 

error. As the Becton Dickinson decision makes clear, when the same or substantially 
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the same art and arguments were already presented, and the Petitioner fails to 

identify any error in the Office’s evaluation, institution should be denied. 

In view of the cumulative application of the Fintiv, Advanced Bionics, and 

Becton Dickinson frameworks—each of which independently supports discretionary 

denial—the Director should decline to institute inter partes review. 

Respectfully submitted, 

Dated: April 7, 2025 By: /Brandon R. Theiss/  
Brandon R. Theiss 

Registration No. 70,507 

Counsel for Patent Owner 
Intellectual Ventures II LLC
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