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The ’670 Patent

Ex.1001, Figure 2
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Ex.1038

Ex.1038, 308; 
Ex.1037, ¶26; 
Reply, 3, 9-10
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The ’670 Patent

Ex.1001, Figure 3

Ex.1001, 17:22-26
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’670 patent problem – “essential” SIBs transmitted in existing networks using 
frequencies where MTC devices cannot receive them

Ex.1001, 12:52-67; POR, 5; Reply, 3-4; Ex.1037, ¶27 

’670 patent
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Disputed limitation [1.6]

 Independent claims 7 and 13 have limitations identical to [1.6].
6

Dispute
[1.6]
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Overview

1. Wallen renders obvious SIB1:
A. Wallen renders obvious SIB1 under the plain and 

ordinary meaning, and Patent Owner’s claim 
construction that imports a negative limitation into 
“SIB1” should be rejected.

B. Wallen also renders obvious SIB1 under Patent 
Owner’s construction.  

2. Wallen is prior art
A. Patent Owner has not satisfied its burden to show 

that the ’670 patent is entitled to the filing date of its 
foreign priority application.

B. Wallen provisional supports the cited portions of 
Wallen. 
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Wallen – same problem and solution as 670 patent
• Same problem – enable MTC devices to connect to LTE system:

Ex.1005, [0016]; 
Petition, 30-31 

• Same solution – use MIB to convey control information for MTC devices to 
receive SIBs:

Ex.1005, [0072]; 
Petition, 46-53

Wallen, [0016]

Wallen, [0072]
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1.A Wallen renders obvious SIB1 under the plain 
and ordinary meaning, and Patent Owner’s claim 
construction that imports a negative limitation into 
“SIB1” should be rejected.
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Ex.1005, [0072]; Petition, 50-52

Wallen renders obvious SIB1

[1.6]

10

Dispute

Wallen, [0072] (“example 5”)
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Wallen confirms SIB1 is “the first system information 
block” and is received by MTC devices

Ex.1005, [0068]; Petition, 31-32, 51-52; 
Reply, 7, 11  

11

Wallen, [0068]
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Both experts agree that receiving SIB1 is “essential” for a device 
to connect to an LTE network

Ex. 1036, 8:4-7; 
Reply, 10-11; 
Ex.2010, ¶35

Ex.1003, ¶91; 
Petition, 51; Reply, 10

12

Petitioner’s expert declaration

Deposition of Patent Owner’s expert
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Wallen’s example 5 renders obvious SIB1

Petition, 51-52
13

Wallen confirms SIB1 
is “the first system 
information block”

SIB1 is essential.

Obvious that Wallen’s 
example 5 “SIBs” 
include SIB1.

Petition
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Patent Owner is wrong that Petition proposes bodily 
incorporating Wallen’s embodiments and that Petitioner 

Reply pivoted to a “new theory”

Sur-reply, 9

14

Sur-reply

Sur-reply, 10

Sur-reply
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Construction of SIB1 

Petition, 16; POR, 27; Reply, 4

15

[1.6] “the indicated frequency resources and the time 
resources include control information for use by the UE to 
acquire a system information block 1”

Petitioner’s construction Patent Owner’s construction

No construction necessary. “System information block 1 
(SIB1) is an ordinary, legacy 
SIB, is not an MTC-specific SIB, 
and is not intended for an 
MTC device.” 
(Emphasis in POR.)
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1. Patent Owner’s expert contradicts its construction – MTC 
devices can receive “legacy” SIB1:

Ex.2010, ¶48; 
Reply, 5

16

Patent Owner expert declaration
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2. Patent Owner’s proposed construction excludes MTC devices 
but the ’670 patent includes MTC devices.

Ex.1037, ¶27; Reply, 4

17

. . .

Patent Owner expert declaration
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3. SIB1 refers to a type of information, not the intended receiver.

Ex.1003, ¶26; Reply, 3

18

Petitioner expert
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Patent Owner (in Sur-reply) leans into incorrect 
understanding of SIB1 as only for use by “legacy” device

Sur-reply, 9

Ex.1005, [0068]

Wallen, [0068]

Sur-reply
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1.B  Wallen also renders obvious SIB1 under 
Patent Owner’s construction.  
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Wallen also renders obvious SIB1 under narrow 
construction of SIB1 requiring “legacy SIBs”

Ex.1005, [0072]; Reply, 12-13

21

Wallen, [0072]
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2.  Wallen is prior art
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’670 patent and Wallen dates

’670 
non-provisional

Wallen 
non-provisional

Jan. 21, 2013Feb. 16, 2012

’670 foreign 
priority 

application

Jan. 20, 2012

Wallen
provisional

June 27, 2011
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2.A The ’670 patent is not entitled to the filing date 
of its foreign priority application.
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There is no presumption that 670 patent is entitled to the 
filing date of its foreign priority application 

Marvell Semiconductor, Inc. v. Uniloc 2017 LLC, IPR2019-01350, Final 
Written Decision

“[B]ecause the PTO does not examine priority claims unless 
necessary, the Board has no basis to presume that a 
reference patent is necessarily entitled to the filing date of 
its provisional application.”

“Under the reasoning of Dynamic Drinkware, the same would 
be true for a foreign application the priority of which has been 
claimed.”

Dynamic Drinkware

Dynamic Drinkware, LLC v. Nat’l Graphics, Inc., 800 F.3d 1375, 
1379–1380 (Fed. Cir. 2015); Reply, 14 
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Petitioner: ’670 patent not entitled to filing date of its 
foreign priority application

Petition, 17, n.3

Petition
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Marvell Semiconductor, Inc. v. Uniloc 2017 LLC, IPR2019-01350, Paper 24 at 12-13 (Feb. 1, 
2021) (citing In re Gosteli, 872 F.2d 1008, 1011 (Fed. Cir. 1989)); Reply,14-15

Burden of production shifted to Patent Owner
Marvell Semiconductor, Inc. v. Uniloc 2017 LLC, IPR2019-01350, 

Final Written Decision
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Patent Owner did not satisfy burden
• Patent Owner only addressed whether “SIB1” is in the foreign priority 

application, and even that showing is deficient. 

[1.6]

[1.4]
Claim 1

Response

POR, 57-58; 
Reply 15-16 
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’670 
non-provisional

Wallen 
non-provisional

Jan. 21, 2013Feb. 16, 2012

’670 foreign 
priority 

application

Jan. 20, 2012

Wallen
provisional

June 27, 2011

X

Therefore, Wallen is prior art at least as of this date

Reply, 15-16 
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2.B Wallen provisional provides written description 
support for cited portions of Wallen.

 Disputed portions of Wallen:
1. Figure 13 and related excerpts
2. Wallen, [0072]
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Wallen Figure 13 disclosure

Ex.1005, Figure 13; Ex.1003, p. 90; Petition, 39-41, 69-70
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Wallen Figure 13 Wallen provisional Figure 6

Wallen provisional Figure 6 and associated disclosure 
provides written description support for Wallen Figure 13

Ex.1003, pp. 89-90
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Patent Owner alleges Wallen-Prov is limited to existing 
“cellular telephones”

“Rather than depicting an example of an MTC 
device, Figures 5 and 6 of Wallen-Prov only 
depicted UEs in the form of cellular 
telephones.”

POR, 47
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Wallen provisional is about MTC devices

Ex.1006, p. 9

Ex.1006, p. 11

Ex.1006, Title

Reply, 16-19; Ex.1003, pp. 75-90  
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…

35

Wallen provisional’s Figure 6 is an MTC device

Ex.1006, p. 12; Reply, 16-19

. . .
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Wallen-Prov, p. 9

Wallen, [0072]

Disputed disclosure

POR, 48; Ex.1003, 79-
82; Ex.1037, ¶¶51-52; 

Reply, 19-20
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Patent Owner Response

Patent Owner admits that the disputed passages in 
Wallen and Wallen-Prov mean the same thing

POR, 48; Ex.1003, 79-
82; Ex.1037, ¶¶51-52; 

Reply, 19-20
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Conclusions

 It would have been obvious that Wallen’s “SIBs” include the 
essential first system information block, or SIB1, thereby 
rendering obvious disputed limitation [1.6]. 

 Wallen is prior art because (1) Patent Owner has not shown 
the ’670 patent is entitled to the filing date of the foreign 
priority application; and (2) even assuming the ’670 is 
entitled to its foreign priority filing date, there is no serious 
dispute that Wallen provisional provides written description 
support for Wallen.  
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Backup slides
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Wallen’s examples 1 and 5 are different alternatives

Ex.1037, ¶42; Reply, 10-11

POR, 38

Reply

Patent Owner Response
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Patent Owner does not have a credible position regarding 
written description support for Wallen, [0072]

Sur-reply

Sur-reply, 25
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No dispute that Wallen renders obvious [1.4]

[1.4]

Ex.1005, [0072]; Petition 46-49

Wallen
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No dispute that Wallen discloses [1.4] (cont.)
[1.4]

Ex.1005, Figure 9; 
Petition 48; 

Ex.1003, ¶84 

43

Petition (annotated Wallen, Figure 9)
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Pat

44

Patent Owner’s expert acknowledged that MTC devices could not 
receive the wide bandwidth SIB1 of existing networks

Ex.2010, ¶35 

Patent Owner expert declaration
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Wallen

Ex.1005, [0020]-[0021]

Sur-reply, 12

Sur-reply

Wallen
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