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I. STATEMENT OF THE PRECISE RELIEF REQUESTED 

Petitioners request rehearing of the Board’s June 12, 2025 Decision Granting 

Patent Owner’s Request for Discretionary Denial and Denying Institution of Inter 

Partes Review.  Paper 9, “Decision.”  The Board based its denial under 35 U.S.C. 

§ 314(a), relying on the purportedly advanced stage of the parallel district court 

litigation1—including a then-scheduled June 25, 2025 Markman hearing date 

(preceding the institution deadline) and a then-scheduled trial date of June 29, 2026 

(slightly preceding the projected FWD deadline).  Decision at 2.  At the time of the 

Decision, Petitioners’ motion to transfer the district court litigation from WDTX to 

NDCA was pending.  Exs-1049, 1036 (Dkt. Nos. 33, 58 in Case Docket).  The 

Decision stated that Petitioners could request rehearing if transfer was granted 

within 30 days of the Decision.  Decision at 3.   

Much has changed since the Decision issued, warranting a different result.  

Judge Albright cancelled the Markman hearing with no new scheduled date (Ex-

1050 (Dkt. 88)), vacated the magistrate judge’s transfer recommendation, and 

stayed all deadlines in the case until after the parties complete venue discovery, 

and the motion to transfer is fully briefed.  Ex-1051 (Dkt. 89).  Briefing of the 

 
1 Concurrent Ventures, LLC v. Advanced Micro Devices, Inc, No. 1:24-cv-00335 

(W.D. Tex. filed March 29, 2024). 
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transfer motion will not be completed before October 1, 2025. There is no deadline 

for when Judge Albright will rule on the motion to transfer.  Ex-1051.  Under the 

new circumstances, the motion to transfer will not be addressed until at least 

several weeks after full venue briefing, meaning at least several weeks past 

October 1, 2025.  As a result of this stay, any trial will take place more than three 

months later than the previously scheduled date of June 29, 2026—meaning trial 

will now occur after the Board’s July 15, 2026 FWD deadline.2  

Because the factors underlying the Board’s denial have materially changed, 

the Fintiv3 analysis now overwhelmingly weighs against discretionary denial.  For 

these reasons, and as discussed below, Petitioners respectfully request rehearing of 

the denial of institution. 

 
2 Similar analysis applies for IPR2025-00479, whose FWD deadline will now 

occur before any scheduled trial here and whose discretionary denial decision is 

still pending. 

3 Apple Inc. v. Fintiv, Inc., IPR2020-00019, Paper 11 (PTAB Mar. 20, 2020) 

(precedential). 
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II. LEGAL STANDARD 

“A party dissatisfied with a decision may file a single request for rehearing,” 

“identify[ing] all matters the party believes the Board misapprehended or 

overlooked.”  37 C.F.R. § 42.71(d). 

III. STATEMENT OF REASONS FOR RELIEF REQUESTED 

A. Factor 1: Likelihood of stay pending IPR 

This factor weighs against discretionary denial.  Factor 1 evaluates whether 

a stay would be granted pending resolution of the PTAB trial.  Apple Inc. v. Fintiv, 

Inc., IPR2020-00019, Paper 11 at 6 (PTAB Mar. 20, 2020) (precedential).   

Judge Albright’s new venue discovery order stayed all deadlines in the 

district court case and ensures the case will remain stayed for over three months.  

Ex-1051.  A stay pending IPR is also plausible.  Judge Albright regularly grants 

stays pending instituted IPRs, having granted nine and denied three motions to stay 

pending IPR in 2024, and having granted fourteen and denied six in 2023.  Ex-

1040 (Docket Navigator statistics for WDTX).   

If the case transfers to NDCA, a stay pending the IPRs in NDCA is highly 

likely, as NDCA judges are overwhelmingly willing to grant motions to stay 

pending IPR.  Demaray LLC v. Samsung Elecs. Co., No. 6:20-CV-00636-ADA, 

2021 WL 5316455, at *5 (W.D. Tex. July 29, 2021) (WDTX court recognizing in 

case where four IPRs have been filed, “if this case is transferred to NDCA, it will 

likely be stayed pending the IPRs, and the stay would delay the trial for this case 
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for years.”); see Paper 8 at 5-6 (citing Ex-1038 (Docket Navigator statistics for 

NDCA)). 

B. Factor 2: Proximity of the court’s trial date to the Board’s 
projected statutory deadline for a final written decision 

This factor now strongly weighs against discretionary denial because the 

district court trial date will occur well after the Board’s projected statutory 

deadline for a FWD.  If the trial date is earlier than the projected statutory deadline, 

factor 2 favors denial.  Fintiv at 9.  Here, that is no longer the case. 

With the stay of the case, all district court case deadlines have already been 

pushed back until the parties complete venue briefing by October 1, 2025 (over 

three months later), and the court resolves Petitioners’ motion to transfer.  As a 

result, the earliest possible trial date will be several weeks after October 5, 2026—

well past the projected FWD date for this IPR (July 15, 2026). 

Further trial delay is also likely even if the court denies transfer after the 

parties complete venue discovery and briefing.  Judge Albright frequently 

schedules multiple trials on the same day and moves trial dates when there are 

conflicts.  Additionally, Judge Albright recently relocated from Waco to Austin, 

Texas (see Paper 8 at 12), and on January 31, 2025, was assigned 40% of the 

Austin Division’s DII Docket—hundreds of cases, including this one.  Ex-1042 

(Order Regarding DII Docket).  He continues to manage the Waco docket until a 

successor is appointed.  See Ex-1036, 16 (Magistrate Judge Lane’s 
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Recommendation); see also Ex-1041 (Judge Albright’s May 2025 Calendar 

Printout).  This significantly increased caseload further increases the likelihood of 

additional trial delays. 

If the case transfers to NDCA, even greater delays are likely, as the trial date 

will likely be reset according to NDCA’s slower scheduling practices.  See Paper 8 

at 5-7.  In LED Wafer Sols. LLC v. Samsung Elecs. Co,4 the case was originally in 

WDTX before Judge Albright, who set a trial date of February 16, 2023 by third 

amended scheduling order.  Ex-1046, 7 (Dkt. 57 in Case Docket).  After transfer to 

NDCA and reassignment to Judge Chhabria on August 22, 2022, the trial date was 

reset to October 7, 2024—over 1.5 years later.  Ex-1046, 11-12, 14 (Dkt. Nos. 94, 

116, 133).  Moreover, NDCA’s liberal policy in favor of granting motions to stay 

pending IPR is illustrated in Parus Holdings, Inc. v. Google LLC,5 where after 

transfer from WDTX on December 12, 2022, the NDCA granted a stay pending 

IPR a month later, and the case remains stayed.  Ex-1047, 11, 13, 15 (Dkt. Nos. 79, 

94, 109 in Case Docket). 

4 No. 3-22-cv-04809 (N.D. Cal. filed Mar. 25, 2021).  

5 No. 22-cv-07830-VC (N.D. Cal. filed June 4, 2021). 
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C. Factor 3: Investment in the parallel proceeding by the court and 
the parties 

Factor 3 now weighs strongly against discretionary denial.  Judge Albright’s 

cancelled the Markman hearing referenced in the Decision and stayed all case 

deadlines until the court resolves Petitioners’ transfer motion.  This will not occur 

until full briefing is completed no earlier than October 1, 2025 (Exs-1050, 1051)—

the district court litigation will remain at an early stage by the July 15, 2025 

statutory institution deadline.   

To date, no depositions have occurred, no expert reports have been 

exchanged, no claim construction hearing occurred, all case deadlines have been 

stayed more than three months, fact discovery will now not close until after April 

21, 2026, and expert discovery will now not close until after June 18, 2026.  Ex-

1051; see Ex-2002 (First Amended District Court Scheduling Order).  Moreover, 

Judge Albright will not hold a claim construction hearing or issue a claim 

construction order before the July 15, 2025 institution deadline.  Ex-1051; Br. 13.  

As reflected in Judge Albright’s OGP, Judge Albright will rule on any transfer 

motion before having a Markman hearing, or otherwise postpone the hearing.  See 

Paper 8 at 5-7 (discussing Ex-1037, 6 (Judge Albright’s OGP, March 5, 2025)).  

This approach was confirmed here when Judge Albright cancelled the June 25, 

2025 scheduled Markman hearing that the Board cited in its original decision. 
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IV. CONCLUSION 

With the significant developments that have occurred since the original 

decision, Petitioners respectfully request that the Board reconsider its Decision and 

institute inter partes review of the ’943 patent. 

 
 Respectfully submitted, 

 
SHEPPARD, MULLIN, 
RICHTER & HAMPTON LLP 

  
 /Harper Batts/ 

 Harper Batts (Reg. No. 56,160) 
Attorneys for Petitioners 
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