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I. Introduction 

The ’838 Patent was not eligible for inter partes review when this Petition 

was filed.  In an email to the Board, Petitioner acknowledged the prematureness of 

its filing and requested that the Board withdraw the Petition.  Ex. 2001.  The Board 

has not responded to that request.  Petitioner also filed a petition for post-grant 

review acknowledging that the ’838 Patent is an AIA patent.  See PGR2025-00021.   

Because it is undisputed that the Petition was filed during within nine months 

of issuance of the ’838 Patent, the Board should deny institution.   

II. Argument 

“A petition for inter partes review shall be filed after the later of either – 

(1) the date that is 9 months after the grant of a patent; or (2) if a post-grant review 

is instituted under chapter 32, the date of the termination of such post-grant review.”  

35 U.S.C. § 311(c).  Similarly, the PTAB’s rules require that, for patents described 

in section 3(n)(1) of the Leahy-Smith America Invents Act, Pub. L. No. 112-29, 125 

Stat. 284 (Sept. 16, 2011) (“AIA”), a petition for inter partes review must be filed 

no earlier than nine months after the date of the grant of the patent.  37 C.F.R. 

§ 42.102(a)(1).  Patents subject to the AIA first-inventor-to-file provisions are those 

that issue from applications “that contain or contained at any time— 
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(A)  a claim to a claimed invention that has an effective filing date as defined 

in section 100(i) of title 35, United States Code, that is on or after [March 

16, 2013]; or  

(B)  a specific reference under section 120, 121, or 365(c) of title 35, United 

States Code, to any patent or application that contains or contained at any 

time such a claim.  

AIA § 3(n)(1).   

The ’838 Patent is subject to the AIA first-inventor-to-file provisions because 

its earliest effective filing date is after March 16, 2013.  The filing date of the ’838 

Patent is September 13, 2021, and its earliest priority date is August 28, 2017—both 

of which are after the cutoff date for AIA governance.  Ex. 1001 at 1-2.  Indeed, 

Petitioner “assume[s]” for the purposes of its Petition that “the ’838 Patent is entitled 

to the benefit of this August 28, 2017 date.”  Pet. 9.   

Because the ’838 Patent is subject to the AIA first-inventor-to-file provisions, 

no inter partes review may be filed challenging the patent until nine months after 

issuance of the patent.  35 U.S.C. § 311(c).  The ’838 Patent issued on June 11, 2024 

and was thus not eligible for inter partes review until March 11, 2025.  However, 

the Petition was filed on November 29, 2024, just over five months after issuance, 

and received a Notice of Filing Date on January 30, 2025, just over seventh months 
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after issuance.  Pet. at 1; Paper 6 at 1.  Because the ’838 Patent was not eligible for 

inter partes review at the time of filing, the Board should deny institution.   

The Board should also deny institution on the merits, as Patent Owner will 

address in detail in its Patent Owner Preliminary Response to PGR2025-00021.  
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III. Conclusion 

For the reasons set forth above, the Board should deny the Petition for Inter 

Partes Review.  

             

Respectfully submitted, 
 

Dated:  April 30, 2025   By: / Inge A. Osman / 
 
Inge A. Osman (Reg. No. 74,480) 
inge.osman@lw.com 
Latham & Watkins LLP 
555 Eleventh Street, NW, Ste. 1000 
Washington, DC 20004-1304 
Tel.: 202.637.2200 
Fax: 202.637.2201 

 
Counsel for Patent Owner 
Yangtze Memory Technologies  
Company, Ltd. 
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