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From: Herman, K. Patrick <pherman@orrick.com>
Sent: Thursday, April 24, 2025 12:31 PM
To: Trials
Cc: Osman, Inge (DC); Wheeler, Kevin (DC); ~Naples, Clement; Danek, Brenda (CH); ~Yeh, Thomas; 

Peters, Steven (DC); Bobrow, Jared; Lang, Jason
Subject: RE: IPR2025-00229 (838 Patent) - Proposed Motion to Terminate

Dear Board, 

Now that filing dates have been accorded in IPR2025-00229 (see Paper 6, dated 1/30/25) and PGR2025-
00021 (see Paper 6, 3/6/2025), Petitioner in IPR2025-00229 respectfully renews its request set forth in the 
email below for leave to file a motion to terminate IPR2025-00229 in favor of PGR2025-00021. 

Best regards, 
Patrick Herman 
Counsel for Petitioner 

From: Trials <Trials@USPTO.GOV>  
Sent: Thursday, January 23, 2025 2:27 PM 
To: Herman, K. Patrick <pherman@orrick.com>; Trials <Trials@USPTO.GOV> 
Cc: Inge.Osman@lw.com; kevin.wheeler@lw.com; clement.naples@lw.com; brenda.danek@lw.com; 
thomas.yeh@lw.com; Steven.Peters@lw.com; Bobrow, Jared <jbobrow@orrick.com>; Lang, Jason <jlang@orrick.com> 
Subject: RE: IPR2025-00229 (838 Patent) - Proposed Motion to Terminate 

 [EXTERNAL] 

Counsel, this case is not yet paneled, your correspondence will be forwarded to the panel once assigned. 

Best regards, 
Eric W. Hawthorne 
Supervisory Paralegal Specialist 
Patent Trial and Appeal Board 

From: Herman, K. Patrick <pherman@orrick.com>  
Sent: Thursday, January 23, 2025 2:21 PM 
To: Trials <Trials@USPTO.GOV> 
Cc: Inge.Osman@lw.com; kevin.wheeler@lw.com; clement.naples@lw.com; brenda.danek@lw.com; 
thomas.yeh@lw.com; Steven.Peters@lw.com; Bobrow, Jared <jbobrow@orrick.com>; Lang, Jason <jlang@orrick.com> 
Subject: IPR2025-00229 (838 Patent) - Proposed Motion to Terminate 

CAUTION: This email has originated from a source outside of USPTO. PLEASE CONSIDER THE SOURCE before responding, clicking on 
links, or opening attachments. 
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Dear Board, 
 
Petitioner respectfully requests leave to file a motion to terminate IPR2025-00229.  The petition in this inter 
partes review proceeding was filed November 29, 2024 and relates to U.S. Patent No. 12,010,838 (the “’838 
patent”).  Petitioner filed another petition for post grant review of the ‘838 patent in PGR2025-00021 on 
January 6, 2025.  Both the IPR and the PGR petition are substantively identical: they address the same ’838 
patent claims and include the same grounds of invalidity.  As of the sending of this email, neither petition has 
been accorded a filing date.  No Patent Owner preliminary response has been filed and no institution decision 
has been rendered.  The ‘838 patent issued June 11, 2024.  To avoid an unnecessary dispute regarding the 
timing of the filing of Petitioner’s IPR petition, and to eliminate the need for the potential duplication of efforts 
on the part of Patent Owner and the Board, Petitioner requests leave to move to terminate IPR2025-
00229.  PGR2025-00021 will remain pending.  Petitioner and Patent Owner have conferred.  Patent Owner 
indicates that it does not oppose this proposed motion. 
 
Best regards, 
Patrick Herman 
Counsel for Petitioner 
 
 
K. Patrick Herman 

Attorney at Law 
 

Orrick  
New York 
T +1-212-506-3596  
pherman@orrick.com 

  

 

 

  
NOTICE TO RECIPIENT | This e-mail is meant for only the intended recipient of the transmission, and may be a communication privileged by law. If you 
received this e-mail in error, any review, use, dissemination, distribution, or copying of this e-mail is strictly prohibited. Please notify us immediately of 
the error by return e-mail and please delete this message from your system. Thank you in advance for your cooperation.  
 
For more information about Orrick, please visit http://www.orrick.com.  
 
In the course of our business relationship, we may collect, store and transfer information about you. Please see our privacy policy at 
https://www.orrick.com/Privacy-Policy to learn about how we use this information.  

 

  
NOTICE TO RECIPIENT | This e-mail is meant for only the intended recipient of the transmission, and may be a communication privileged by law. If you 
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In the course of our business relationship, we may collect, store and transfer information about you. Please see our privacy policy at 
https://www.orrick.com/Privacy-Policy to learn about how we use this information.  
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