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I. INTRODUCTION

ClickFunnels’s (“PO”) Preliminary Response (“POPR”) does not argue the
Petition’s merits. Instead, it requests that the Board discretionarily deny institution
under 35 U.S.C. §325(d).! PO’s request should be denied because none of the
references relied upon in the Petition were previously presented to the Office. Nor
are the Petition’s references (“the new references”) substantially similar or
cumulative of art previously considered during prosecution (“the prosecution-
applied references”). In fact, the new references specifically provide disclosures that
the applicant argued were missing from the prosecution-applied references, and that
the Examiner identified as reasons for allowance.?

II. EXERCISING §325(D) DISCRETION WOULD PREVENT HEARING
THESE INVALIDITY ISSUES FOR THE FIRST TIME

A. The New References Were Not Previously Considered.

None of the five new references were previously before the Office in any way.
Pet., 2, 7. A reference that “‘was neither applied against the claims nor discussed by
the Examiner’ does not weigh in favor of exercising discretion under § 325(d).”
Cisco Sys., Inc. v. Netsocket, Inc., IPR2023-00607, Paper 11 at 21-22 (PTAB Sept.

26, 2023); see also K/S HIMPP v. Bragi GmbH, 1PR2023-01205, Paper 8 at 20

! The Board authorized this paper on March 21, 2025. Ex-1033.

2 Because the 047 patent is a continuation (Ex-1001, (63)) of U.S. Patent No.
10,846,357 (357 patent), Petitioner additionally analyzes the *357 patent file history
(Ex-2001).
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(PTAB Mar. 19, 2024) (“Because neither of those references was before the office,
Patent Owner has not satisfied the first prong of the Advanced Bionics test.””). The
vast weight of PTAB cases make clear that the Board will not discretionarily deny
institution where, as here, a petition presents entirely new references. This should
end the analysis.

B. The New References Are Not Cumulative of the Prosecution-
Applied References.

PQO’s arguments also fail at the first prong of Advanced Bionics. New prior art
references are not “substantially the same” as prosecution-applied references when
there are materials differences between them. See Wolfspeed, Inc. v. Trs. of Purdue
Univ., IPR2022-00761, Paper 13 at 7-8 (Vidal Mar. 30, 2023). As may be expected,
there are superficial similarities between all the references because they are directed
to analogous technology, such as improving “traditional websites.” POPR, 1-3, 31,
36-37. But this superficial analysis ignores disclosures in the new references that PO
argued were missing from the prosecution-applied references. These material
differences should end the inquiry. See Nokia of Am. Corp. v. Soto, IPR2023-00680,
Paper 18 at 7-8 (Vidal Mar. 28, 2024); Paper 30 at 6 (Vidal Dec. 3, 2024) (“Each
[new] reference includes disclosures that are not present in [a prosecution-applied
reference], i.e., disclosures addressing the alleged deficiencies in [a prosecution-
applied reference] that the applicants presented during patent prosecution.”).

For example, new reference Coursol includes disclosures that PO argued were
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missing from prosecution-applied Shaposhnikov. During prosecution, PO argued
that Shaposhnikov did not teach a “series of directional webpages configured to
cause a particular user interaction” or webpage tabs representing a series of
directional webpages because Shaposhnikov’s tabs are not webpage tabs of a
“launched generic website.” Ex-2001, 268-271. But, as noted in the Petition, Coursol
initializes a “website containing default set of web pages” (Pet., 27-28, 33) that can
be edited using webpage tabs. Pet., 43-44. These webpage tabs represent actual
webpages of a launched website, which corresponds to what PO argued was missing
from Shaposhnikov.

New references Karidi and Sayed also include disclosures that PO argued
were missing from prosecution-applied Olliphant. PO argued that Olliphant did not
teach that “the series of directional webpages ... comprises a unique plurality of
sequential webpages configured to be provided sequentially one after another.” Ex-
2001, 271. But, as noted in the Petition, Karidi teaches a typical interaction on a
generated website (such as retail.com) of webpages being sequentially presented, to
go from browsing products to viewing a product, adding to cart, continue shopping,
and completing a purchase. Pet., 28-33, 34-35 (citing Ex-1006 9443, 45-47, Figs.
3C-3H). Sayed also expressly teaches webpages presented in a sequential order by
having a “parent-child relationship” and linking to each other sequentially: “Page A

links only to page B, and page B links only to page C.” Pet., 61-62 (citing Ex-1009,
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10:44-49, 10:50-56). Again, the new references specifically teach what PO argued
was missing in the prior art during prosecution.

PO next asserts that Karidi’s and Sayed’s series of directional webpages are
cumulative of Grosz. POPR, 31-36, 49-60. But Grosz was not even applied during
prosecution; it was merely listed on an Information Disclosure Statement (IDS).
POPR, 8, 31-32; Ex-2001, 251. The Board has consistently found that a reference
listed on an IDS, without more, has not been meaningfully considered.’ See
Advanced Energy Indus. Inc. v. Reno Techs. Inc., IPR2021-01397, Paper 7 at 6-9
(PTAB Feb. 16, 2022); K/S HIMPP, Paper 8 at 20. Moreover, PO relies on disparate
teachings of Grosz to cobble together a vague suggestion that Grosz could possibly
suggest a series of linked webpages for a user to make a purchase. POPR, 32-33.
But, as explained in the Petition, Karidi explicitly discloses how its webpages are
linked together. Pet., 28-33, 34-35 (citing Ex-1006 9943, 45-47, Figs. 3C-3H). Sayed
also expressly teaches that webpages are presented in a sequential order. Pet., 61-62
(citing Ex-1009, 10:32-38, 10:44-49, 10:50-56). Karidi and Sayed thus include
material differences from Grosz, a reference that went undiscussed during

prosecution, to teach elements 1[c]/14[c]/18[c] and 1[d]/14[d]/18[d].

3 Under the April 19, 2024 Notice of Proposed Rulemaking, §325(d) is not applied
to references not “meaningfully considered,” such as merely being listed on an IDS,
without more. 89 Fed. Reg. 28693, 28700 (Apr. 19, 2024).

4
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C. The Examiner Erred.

After failing the first Advanced Bionics prong (which should end the analysis),
PO’s arguments also fail the second. The Examiner erred in overlooking the
existence of references that contradict the provided rationale for allowance. In
allowing the claims, the Examiner identified “a series of directional webpages
configured to cause an end user interaction with a website, wherein the series of
directional webpages ... comprises a unique plurality of sequential webpages ...
provided sequentially one after another,” providing a “plurality of website templates
for selection” and “receiving a selection of a website template” as reasons for
allowance. Ex-2001, 223; see also Ex-1004, 254. The new references teach exactly
these features. Pet., 27-35, 37-39, 59-62. It was thus material error for the Examiner
to not have identified new references, such as Coursol, Karidi, Lyon, Thomas, and

Sayed, which plainly teach these simple claim elements.

III. CONCLUSION

The Board should not exercise its discretion under § 325(d) to deny institution
because the Petition presents brand-new references that were never previously
considered by the Office. Moreover, the new references each contain disclosures that
the PO specifically argued were missing from the prosecution-applied references, so
they are not “cumulative” of those references. This IPR should be instituted, and

these new invalidity issues should be addressed for the first time on the merits.
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