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Patent Owner Yangtze Memory Technology Company, Ltd. (“YMTC” or
“Patent Owner”) submits its Response to Petitioner’s Ranking and Explanation for
Two Petitions Challenging U.S. Patent No. 10,886,291 (“’291 Patent”) (Paper 3),
filed by Petitioner Micron Technology, Inc. (“Micron” or “Petitioner”).

No exceptional circumstances exist to warrant the rare granting of two
petitions on the same patent. Between the two petitions, Petitioner challenges only
19 claims, less than the typical 20. The challenged claims include several
overlapping limitations, as reflected in Petitioner’s analysis. Petitioner defends its
decision to file two petitions by pointing to “the depth of analysis presented in the
petitions, and the petition word limit,” but most of its second petition repeats the
material from the first—or in Petitioner’s own words, “repeating the claim 1
analysis.” Petitioner also submitted a single expert declaration for both petitions,
signifying significant overlap.

Petitioner fails to justify the burden imposed on the Board and Patent Owner
by filing two petitions on the *291 patent. Two petitions require two institution
decisions, two sets of briefs, two cross-examinations of declarants, two oral hearings,
and two final written decisions. That increased burden is not warranted here, and

Petitioner should not be entitled to two petitions for the *291 Patent.
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L. Background

Absent exceptional circumstances, only one petition should be filed against a
single patent. SolarEdge Techs. Ltd., v. SMA Solar Tech., AG., IPR2020-00966,
Paper 9 at 10 (Jan. 11, 2021). The Patent Trial and Appeal Board Consolidated Trial
Practice Guide (Nov. 2019) (“CTPG”) provides that “one petition should be
sufficient to challenge the claims of a patent in most situations.” CTPG, 59. Thus,
“multiple petitions by a petitioner are not necessary in the vast majority of cases.”
Id. The CTPG recognizes that multiple petitions filed against the same patent at the
same time “may place a substantial and unnecessary burden on the Board and the
patent owner and could raise fairness, timing, and efficiency concerns.” Id.
However, the CTPG recognizes that more than one petition may be necessary when
the patent owner has asserted a large number of claims in litigation. /d.

11. More Than One Petition Is Not Warranted

Petitioner has failed to show that this is one of those “rare” circumstances
where the Board should allow two petitions on the same patent. The CTPG provides
that petitioners should provide “a succinct explanation of the differences between
the petitions, why the issues addressed by the differences are material, and why the
Board should exercise its discretion to institute additional petitions if it identifies
one petition that satisfies petitioner’s burden under 35 U.S.C. § 314(a).” CTPG, 60

(encouraging “‘petitioner to use a table to aid in identifying the similarities and
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differences between petitions”). Petitioner has failed to provide a meaningful
explanation, relying instead on conclusory assertions: (1) Patent Owner has
allegedly “asserted a large number of claims in litigation,” “i.e., 19 of 20 claims of
the *291 patent,” (2) “the depth of the analysis presented in the petitions,” and (3)
“the petition word limit.” IPR2025-00244 (“-244”) Paper 3, 1-2. Petitioner is wrong.

First, Petitioner’s two petitions challenge a total of 19 claims.! But the
assertion that Petitioner’s 19 challenged claims “is a quantum of claims that could
not be addressed in a single petition strains credibility.” Apple Inc. v. Koss Corp.,
IPR2021-00686, Paper 12, 13 (Oct. 12, 2021) (characterizing a request for multiple
petitions for 20 total claims). The Board “routinely receives petitions challenging
more than 18 claims.” 1d.; see also Fitbit, Inc. v. Koninklijke Philips N.V., IPR2020-
00772, Paper 14, 26 & n.8 (Oct. 19, 2020) (describing on average 16 claims were
challenged per patent in fiscal year 2019). Indeed, the basic filing fee for an inter
partes review contemplates challenging up to 20 claims. See 37 C.F.R. § 42.15(a)(1),

(3). Notably, Petitioner was able to address 18-20 challenged claims in single

! The petition for the instant IPR challenges 15 claims, and the petition for IPR2024-
00294 challenges 4 claims. Only three claims of the 291 Patent are presently

asserted against Petitioner.
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petitions against patents asserted by Patent Owner in the same litigation.?

Moreover, due to the case narrowing requirements ordered by the Court in the
district court litigation, Patent Owner now asserts just three claims from the 291
Patent against Petitioner, claims 11, 18, and 19. All three of these claims are
challenged by the instant Petition (-244), and none of the claims challenged by the
IPR2025-00294 (“-294”) Petition are asserted in the district court litigation.

Second, Petitioner asserts that two petitions are necessary “in order to address
each of the challenged claims in sufficient detail” in light of the word limit. -244
Paper 3, 2. But Petitioner points to nothing about the “subject matter at issue” (id.
at 2) in the ’291 Patent’s claims that would distinguish it from many cases where
one petition is sufficient. See Apple Inc., IPR2021-00686, Paper 12, 13.

And while Petitioner says it needs two petitions to complete the analysis, it
fails to mention the significant overlap in its analysis across the two petitions, which
is partly due to the overlap in limitations between the challenged claims. For
example, Petitioner admits that its “analysis of claim 1 is identical in both petitions”
(-244 Paper 3, 2), resulting in a majority of the content of the two petitions being
nearly identical. See Ex. 2009, 16-25, 28-35, and 38-82 (redline showing portions

of the second petition (-294) are nearly identical to the first (-244)). Petitioner’s

2TPR2025-00191, IPR2025-00117, IPR2025-00228.
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analysis of claim 11 consists almost entirely of references back to claim 1. See -244
Pet., 92; see also -244 Pet., 95 (similar for claims 14-17). Similarly, Petitioner
addresses claim 7 on a single page by referring back to claim 6, stating that the
limitations of claim 7 are “substantively identical” to corresponding limitations of
claim 6. -294 Pet., 80. Likewise, Petitioner addresses fifteen of seventeen
limitations of claim 20 by simply referring back to claim 1. -294 Pet., 92-98.

Petitioner even states that claim 1 “limitations mirror many of those in
independent claim 20.” -294 Paper 3, 1-2. Indeed, Petitioner submitted a single
expert declaration for both petitions. Ex. 1003. Petitioner should not be rewarded
with two petitions on the same patent because it chose not to streamline its arguments.

Third, the petitions will impose additional burden on the Board and Patent
Owner. Two petitions on the same patent means two institution decisions, two sets
of briefs, two cross-examinations of declarants, two oral hearings, and two final
written decisions. See Dexcom, Inc. v. Abbott Diabetes Care Inc., IPR2023-01252,
Paper 9, 13-14 (Feb. 5, 2024). Petitioner’s repetition across the petitions cuts against
its reasoning: Petitioner could and should have raised all grounds in one petition.

For these reasons, Petitioner’s arguments that it should be entitled to two
petitions all fail.

III. Conclusion

The Board should not exercise its discretion to institute more than one petition.
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Respectfully submitted,
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Inge A. Osman (Reg. No. 74,480)
inge.osman@lw.com

Latham & Watkins LLP

555 Eleventh Street, NW, Ste. 1000
Washington, DC 20004-1304

Tel.: 202.637.2200

Fax: 202.637.2201

Counsel for Patent Owner
Yangtze Memory Technologies
Company, Ltd.
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