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l. INTRODUCTION

Patent Owner’s motion for additional discovery of alleged commercial
success rests on speculation, not evidence, and falls far short of the threshold
required under the Garmin framework to grant such discovery. Patent Owner
offers no proof of actual sales, let alone significant sales in a defined market as
required by precedent, and fails to establish any nexus between the claimed
inventions and Petitioner’s products. Its document requests (Nos. 1-4) are vague,
overly broad, and untethered to the issues in this proceeding. This is precisely the
type of fishing expedition the Board has rejected in similar cases. For these
reasons, Petitioner respectfully requests Patent Owner’s motion for additional
discovery regarding commercial success be denied.

II. ARGUMENT

Under Garmin, the Board considers several factors when evaluating
additional discovery requests, including whether the request is based on more than
speculation, whether the information sought is tied to litigation positions, whether
the information is obtainable through other means, whether the request is specific,
and whether it is unduly burdensome. Garmin Int’l, Inc. v. Cuozzo Speed Techs.
LLC, IPR2012-00001, Paper 26 at 6-7 (PTAB Mar. 5, 2013). The Board applies
these Garmin factors to determine whether additional discovery is in the “interest

of justice,” which is a higher standard than what is required “under the more liberal



‘good cause’ standard” and far less than what is available in district court
litigation. Garmin, Paper 26 at 5-6; Trial Practice Guide at 24 (Nov. 2019). Patent
Owner has made no such showing here.

A.  The Discovery Requests Rest on Mere Allegation and Possibility

In cases involving requests for discovery of commercial success, to satisfy
the first Garmin factor, the patent owner must first provide (1) a threshold showing
of significant sales in a relevant market, and (2) a nexus between those sales and
the claimed invention. Schott v. SSW, IPR2013-00358, Paper 43 at 4-5 (PTAB
Feb. 14, 2014); Schott v. SSW, IPR2014-00367, Paper 20 at 4-5 (PTAB Aug. 13,
2014) (“Schott 2014”); see also Garmin, Paper 26 at 8-9.

In Schott 2013, the Board denied additional discovery where patent owner
submitted a declaration alleging commercial success but included no sales figures.
The Board explained that the declaration lacked any data showing actual sales or
any indication that such sales were significant within the relevant market. Schott
2013, Paper 43 at 5-7. In Schott 2014, the patent owner submitted a new
declaration describing $11.9 million in sales data. Schott 2014, Paper 20 at 5-6.
And contrary to Patent Owner’s assertions that Schott is irrelevant because it
addresses patent owner sales (IPR2025-00248, Paper 17 (“Motion”) at 5, n.5), the
$11.9 million were petitioner’s sales. The Board still found the sales insufficient,

stating that it was patent owner’s burden to show that the sales were significant in



the relevant market. Schott 2014, Paper 20 at 5-6, 9.

In this case, Patent Owner fails to present evidence of either actual sales or
the relevant market, both of which are essential to support its discovery request.
Instead, it relies on unsworn statements from Embody’s former CEO regarding
potential or future sales prior to Zimmer’s acquisition, as well as the $155 million
purchase price. However, none of this constitutes proof of actual sales, their
significance, or the relevant market.

Patent Owner’s reliance on Merck and Brunswick is unpersuasive. (Motion
at 4-5.) In Merck, the patent owner submitted evidence that Merck’s Keytruda®
product generated billions of dollars in revenue. Merck Sharp & Dohme LLC v.
The Johns Hopkins Univ., IPR2024-00240, Paper 29 at 2, 6—7 (PTAB Aug. 29,
2024). In Brunswick, the record included a 10-K filing showing over a billion
dollars in sales. Brunswick Corp. v. Volvo Penta, IPR2020-01512, Paper 25 at 5
(PTAB May 12, 2021). Here, Patent Owner offers no sales data at all. Neither
Merck nor Brunswick supports the notion that the threshold showing for
commercial success can rest on speculation without any evidence of even a single
sale in a defined market.

Patent Owner references Zimmer’s acquisition of Embody; however, this
does not constitute evidence of product sales. Moreover, the milestone payments

are contingent on future regulatory and commercial achievements, not solely on



sales, as Patent Owner suggests, nor does Patent Owner assert that any milestone
payments were made. Pure speculation concerning future milestones cannot be
relied upon to demonstrate current commercial success. See B/E Aerospace, Inc. v.
MAG Aerospace Indus., LLC, IPR2014-01511, Paper 104 at 48 (PTAB Mar. 18,
2016) (explaining that “[p]rojections of sales are only estimates of future activity
and do little or nothing to show the actual commercial success”).

In addition, Patent Owner fails to demonstrate a nexus between the claimed
inventions and Petitioner’s product sales. Its only support is a claim chart from the
district court complaint stating that the accused products contain “aligned fibers.”
Patent Owner argues this is sufficient, but it is not. Initially, only claim 1 of the
’223 patent is alleged to be infringed by Tapestry, and only claim 1 of the *227
patent is alleged to be infringed by ActivBraid. (Exs. 2006, 2007; see also EX.
1100 at 25, 27, 38-41.) Although Tapestry RC is mentioned in the complaint, it is
not linked to any infringement allegations and therefore its sales are not relevant.
These are the only claims asserted in the district court litigation. There is no
evidence connecting any other challenged claims to an accused product, and Patent
Owner has not provided sufficient evidence to establish a nexus for those
additional claims. Further, Petitioner has denied infringement of both asserted
claims at the district court. (1d.) An assessment of infringement is outside the scope

of this IPR proceeding under 35 U.S.C. 8 311(b).



Even for claim 1, Patent Owner provides no FFT data showing the required
180-degree peak separation. It relies only on the presence of “aligned fibers,”
which contradicts its own prior argument that alignment alone does not meet the
FFT requirement. (E.g., IPR2025-00248, Paper 9, 2, 16, 36.) Although Petitioner
disputes this, Patent Owner’s inconsistency further undermines its nexus argument.

The Board has also found no nexus when the claimed feature is only one
among many unrelated product features and such features are covered by other
patents. Garmin, Paper 26 at 8-9; Schott 2013, Paper 43 at 5-6; Schott 2014, Paper
20 at 7; Douglas Dynamics LLC v. Meyer LLC, IPR2015-01839, Paper 29 at 5, 7
(PTAB July 26, 2016). Petitioner’s products include many features not claimed in
the ’223 or *227 patents. Tapestry, for example, is covered by Petitioner’s patents,
including U.S. Patent Nos. 11,116,870; 10,617,787; and 11,213,610. (Ex. 1101.)
As noted above, Tapestry RC is not included in Patent Owner’s claim charts.
Further, Patent Owner’s own evidence emphasizes features like fluid infiltration,
pore structure, instrumentation, and material properties that are not claimed in the
asserted patents. (Exs. 2009, 2010, 2011.) Ex. 2011 in particular comments on
ActivBraid’s braided structure. Patent Owner has not shown any evidence linking
commercial success solely to claim 1 of either the *223 or *227 patents.

Discovery into Tapestry and Tapestry RC is also unwarranted for another

reason. These products are only alleged to relate to claim 1 of the *223 patent,



which is challenged on three grounds. Two are based on anticipation, where
commercial success is not relevant. The Board has already found that the feature of
aligned fibers with peaks 180 degrees apart is likely disclosed in the prior art.
(E.g., IPR2025-00248, Paper 14 at 24.) And for the obviousness ground, success is
irrelevant if the feature was already known. Schott 2013, Paper 43 at 5-6.

Because Patent Owner has not shown any actual sales, has failed to define
the relevant market, and has not established a nexus between the claimed
inventions and sales of any product, its discovery falls short of the standard.

B.  Garmin Factors 2-5 Weigh Against Discovery

Patent Owner’s discovery is based on speculation and should be denied
under the first Garmin factor. The remaining Garmin factors also support denial.
First, commercial success requires a nexus between the claimed invention and the
alleged success. Establishing such a nexus would require an infringement analysis,
and Petitioner has denied infringement of both asserted claims at the district court.
See Ex. 1101 at 38-41. Because the nexus argument depends on disputed litigation
positions, this weighs against granting discovery under Factor 2.

Next, Patent Owner asserts that the requested information is unavailable
because it has not been produced in litigation. Yet, at the same time, it also
contends that “the requested information does not relate to Petitioner’s litigation

positions.” (Motion at 6.) Thus, such documents would not be relevant, regardless



of whether discovery has commenced. In any event, without a threshold showing
of sales or nexus, the mere fact that the information is non-public does not justify
additional discovery. This alone is insufficient to support the request.

Finally, the requests are vague, overly broad, and unduly burdensome under
Garmin factors 4 and 5, as explained in Palo Alto Networks, Inc. v. Juniper
Networks, Inc., IPR2013-00369, Paper 36 at 3, 5-6. Each of Patent Owner’s
requests uses the phrase “documents sufficient to show” without specifying what
would qualify as “sufficient,” a formulation the Board has previously rejected. See
Schott 2013, Paper 43 at 7. Document Requests 3 and 4 are especially problematic.
They seek documents showing “reasons why healthcare providers in the United
States purchase” Petitioner’s products. (Ex. 2008 at 2.) Petitioner is not a
healthcare provider and cannot speak to third-party purchasing decisions. During
the meet-and-confer, Patent Owner suggested this could include surveys but
provided no indication that any such documents exist. These speculative requests
exemplify the type of fishing expedition the Board cautioned against in Garmin.
This weighs against discovery under Factors 4 and 5.

I11. CONCLUSION

Accordingly, Petitioner respectfully requests that the Board deny Patent

Owner’s request for additional discovery of commercial success.
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