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The Inventors Identified Problems with Existing Search 
Applications
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’035 patent (EX1001), 1:32-42; ‘035 Paper 21 (POR), 5-6
‘490 patent (EX1001), 1:43-53, ‘490 Paper 21 (POR), 5

‘139 patent (EX1001), 1:37-48, ‘139 Paper 21 (POR), 5-6

’035 patent (EX1001), 1:43-50; ‘035 Paper 21 (POR), 5-6
‘490 patent (EX1001), 1:54-61, ‘490 Paper 21 (POR), 5

‘139 patent (EX1001), 1:49-56, ‘139 Paper 21 (POR), 5-6

Problems with prior art search applications:
• Searches were cumbersome
• Searches took a significant amount of 

time to complete
• Searches would have to be redone 

each time if the search strings were 
not returning the desired results

2. Description of the Related Art 
Conventional search application prng.rams o [kn arc slow 

and cumbersome to use. For example, many search engin s 
require the user to type in a search term, click on a search 
button, and review the results. Uthe user is not satisfied with 
the results. as might be the case 11 too nwny items or items 
that arc not of interest arc found, then the user needs to edit 
the search 1,•rms click on an initiate search button. and ag:ai1 
re, icw n!sulL . In addit"ion, many search application 
programs only provide for limited search fi ltering, wherein 
the user is limited to filtering the search based on dates, file 
location, and file contents . 

.1\nothcr dra\.vback 01 sonic ~carcn 1..:1tµ.i11l:~ is that the 
actual seurc!1 process ta},es an annoy1ng amount oJ 
compktl' a search . Furthermore, some search engines do not 
include search features directed to specific types of search 
targets, such as email, Web pages, and files .. Alternatively 
and inconveniently, separate tools may be needed to search 
for email, Web pages, and files if the user desires corre­
sponding specific search features . 

XI 



Problem Address by the Challenged Patents
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 Consumers were acquiring more electronic files, making it difficult to locate 
what you were looking for

 Traditional search addressed this by using:

• Delimited search when searching across documents

• Search “builder” tools with multiple text boxes to help a user build its search

• Use of Booleans to help narrow results

 But these systems were still slow and cumbersome 
‘035 Paper 21 (POR), 2-5

‘035 EX2001 (Haeberli Decl.), ¶38
‘490 Paper 21 (POR), 2-5

‘490 EX2001 (Haeberli Decl.), ¶38
‘139 Paper 21 (POR), 2-5

‘139 EX2001 (Haeberli Decl.), ¶38 

XI 



How the Prior Art Search Systems Addressed the Problem
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Delimited search button
• A user types in a search string and must click a ‘search’ button 

or press the ‘enter’ key before results are returned
• Usually a single string per box or multiple strings with Booleans 

Wilcox (Lotus v.3) Query Builder Londergan (Lotus R5) Search Builder Wilcox (Lotus v.3) Search Bar

Entourage’s Advanced Find Tool

EX1059 (Wilcox), 163, 165 
EX1061 (Londergan), 142

EX1004 (Schwartz), 11

h...t dooumcnlf 

A.LL of !ho.., w0<da: 

t•b e 

One UI HIUlt! or thftrtt Nllfh 

_____ .._ .... ..., u 
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The Solution: the ’035, ’490, and ’139 Patents 
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The Invention Overcomes Problems Identified in the Art
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’035 patent (EX1001), 2:9-21
’035 Paper 21 (POR), 6

’490 patent (EX1001), 2:20-32
’490 Paper 21 (POR), 6

’139 patent (EX1001), 2:15-27
’139 Paper 21 (POR), 6

The inventors went in a new direction:

• A new way of incrementally 
searching for and locating 
documents, files, emails, etc. such 
that search results populate as the 
user types the search string

• Allows dynamic searching and 
viewing across files

SUMMARY OF THE INVENTION 

One example embodiment of the present imcntion advan­
ta\J.cousiv nrn;,i,.ks for incrcmcntai Dr reactive scarchin\J. ol 

'-,! "'1 

a vmictv of search tar>cts. For example, the search targets 
can include one or more of files , emails, email attachments, 
Web pages, specific databases, and/or the like. Because a 
search is performed incrementally, the search results are 
provided or narrowed substantially immediately after each 
character in a search string is entered by a user. Thus, the 
user is pnwid1xl with ~ub~Lw1Lially im1m:dia1.c k...:dbw.:k as 

strnw 1s hc1iw entered. and so can 
on the desirability of entering additional search characters, 
entering a new search string, or deleting one or more search 
string characters. 

XI 



The Invention 
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preview pane

search results pane

search field

’035 patent (EX1001), Figure 3A; ‘035 Paper 21 (POR), 6-7
’490 patent (EX1001), Figure 3A; ‘490 Paper 21 (POR), 6-7
’139 patent (EX1001), Figure 3A; ‘139 Paper 21 (POR), 6-7

• A unified user interface with a single search field that accommodates 
multiple search strings

• Searching for of groups of documents as you type characters of each 
of the two strings (incremental location/identification of documents)

• Results pane displays results as documents/files are 
located/identified (incrementally)

• Preview pane that displays a portion of the selected located 
document

XI 

........ F. IC,..c,~COD\. 
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“Incremental Search” Within Single Document Is Not the Same as 
Incrementally Locating Groups of Documents
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Prior Art uses the phrase “incremental search” as shorthand for searching within a single document

• This is fundamentally different than what is claimed.

The prior art’s disclosures of single-document “incremental search” (i.e., sequentially scanning the text 
of a single open document) and list filtering do not translate to searching for groups of documents as 
the user types characters (incremental location of groups of documents):

• Different approach to how to access document contents efficiently
• Different approach to managing memory and resource load
• Different approach to returning results at acceptable speed

No prior art disclosed incrementally locating groups of documents

‘035 Paper 21 (POR), 4-5
‘490 Paper 21 (POR), 4-5
‘139 Paper 21 (POR), 4-5
EX1021 (Raskin), 124-30 

XI 



Prior Art “Incremental Search” Is Brute Force Sequential Scanning 
of a Single Open Document
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EX1021 (Raskin), 125
‘035 EX2020 (Suppl. Haeberli Decl.), ¶11
‘490 EX2020 (Suppl. Haeberli Decl.), ¶11
‘139 EX2020 (Suppl. Haeberli Decl.), ¶11

Example: EMACS text editor 
• Single open document
• Scans text for matching text 

string
• Moves the cursor to the first 

instance
• NO list of search results returned

i th incremental earch, a p pular 
\: c 1 ou ft . an d1t r u. d \: th th U I r-

( tallman . In m t implem nt ti n of mer m ntal 
, ith th d !unit cod ar h th u r 1r t umm n a di I b . 

concams field in luch th u r c r ch p etern. Wh n h 
th fir·t haract r of th pare rn. h , . .., , 

lH.. 

~ . . . If ch next -----
that haract r i add d t th p ct m nd th ar nO\ 

I r n in tanc f he n \ c. ·c n d p tt rn. 
re ch charact r i added to the attern. 

XI 



The ’139 and ’035 Patents
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’035 patent (EX1001), claim 1

’139 patent (EX1001), claim 1

’139 Patent, Claim 1 ’035 Patent, Claim 1

1. • perfonning a sec : 
re partial earch tri1 c h field· 
re nd partial arch tring in t earch 

fi Id· 
wherein th first and cond partial earch trin s are 

parat d by a tring parat r charact r in th fi t 
earch field· 

in m ntally arching a t of docum nt in ord r to 
identify earch re ult wherein the i11crementally 
earching compri e : 
arching for a first r more 
including at I 1 that 
fir t partial • 

earching fl r a 11 or mor d cument each 
including at I Iring that correspond to th 
econd partia ng; a 

updatin t a 
of the fi earch • 
ear h i 
arch field by ident if i 

incl • both the first 
the ne or m r 
part arch triog an 1 

Iring are non-adjacent in f the identi-
fi . 

XI 

1. 
• • fir 1 trin in a fi t arch fi ld; 

t r 1vm th fir t • , in r m ntally 
atin a first group f d u t ha at lea t a 

first , ord that begin wi • o-· 
nn in ar h Id , h r in 
nd trio arat d b a tring 
r in th h fi Id· 

tring in r m nt 
1 cati p m nt that ha at I 
a • ns , ith t nd trino- and 
id n r m nt th tar in lud din 

of th fir t an d gr u um nt ; and 
di pla ing au indicatj n or • f th 

n rm at are in ]uded in 
first and 



The ’490 Patent
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’490 patent (EX1001), claim 1

’490 Patent, Claim 1

11pri ing: 
putcr p 
b a 

a computer read orage medium ring: 
an ind x d ture comp s a 

between ea a plurality f te 
a • a pluralit o in 
c t re in ludcd: and 

omputing 

oft e ecutabl b th on or m re 
cau ing the c mput-

in s tem to: 

XI 

' ud ing at lea t a fir b field; 
r ca first parti I ca g in th first arch 

nd partial ear h lring in th fir t 
h 
th rst and 

atcd b a tri 
h field: 

partial arch Iring ar 
rat r chara ter in th f u t 

• the index da fc r a first ne r 
mor of the plurality h including at lea t 
one tring that th first ~ rtial 

ar h tring: 

x data ·1n1ctur r 
ality of fiJ each including at lea t 

that c rrc -p nds to the cc nd partial 
tring: and 

up • · • lurality f 
first partial 
h rring • 

ch fi Id 
in ed 
li fiJ 

and ali 
be • ng and the 

ccond partial carch tring non-adjacent iJl at 
le t one of th matchiusi; fil 



Instituted Grounds

’139 Patent 
Claims

’490 Patent 
Claims

’035 Patent 
ClaimsBasisReferencesGround

1-271-201-1035 U.S.C. § 103Wilcox (EX1059), Londergan (EX1061), 
Raskin (EX1021), and Wu (EX1019)1

1-271-201-1035 U.S.C. § 103
Schwartz (EX1004), Sebastian (EX1005), 

Barber (EX1006), True (EX1009), and 
Baeza-Yates (EX1023)

2
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All Challenged Claims are Patentable 
Over Petitioner’s Grounds
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Petitioner’s Grounds Fail

15
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 None of Petitioner’s cited art discloses or renders obvious incrementally 
searching for and locating documents using multiple search strings for 
either Ground

• Petitioner’s combinations fail to disclose all limitations of the claims

• Petitioner fails to establish motivation to combine with a reasonable 
expectation of success for either Ground

– Petitioner changes its stated motivation to combine in Reply for both Grounds

• Petitioner improperly gap-fills for certain dependent claims in both Grounds  
with knowledge of a POSITA

XI 
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All Challenged Claims are Patentable over the 
Wilcox-Londergan-Raskin-Wu Combination
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The Lotus Notes References Describe Delimited Searching Across 
Multiple Documents

17
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

EX1059 (Wilcox), 163
‘035 Paper 21 (POR), 11
‘490 Paper 21 (POR), 11
‘139 Paper 21 (POR), 11

Search string in 
search boxes

strings separated by comma

Wilcox Query Builder

• The Query Builder search tool 
performs delimited searches only 
(must hit the search button to search).

• The Query Builder search tool does 
not incrementally search for and 
locate documents

Delimited
search button

XI 



Wilcox and Londergan Describe Multi-Document Search

18
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

EX1059 (Wilcox), 85
’035 Paper 37 (Sur-Reply), 4; ’490 Paper 38 (Sur-Reply), 4; ’139 Paper 37 (Sur-Reply), 4 

EX1061 (Londergan), 135
’035 Paper 1 (Petition), 17; ’490 Paper 1 (Petition), 21; ’139 Paper 1 (Petition), 24 

Wilcox and Londergan describe 

• indexed search systems/tools 
• designed to search for 

documents 

within databases containing large 
numbers of documents

Sometimes you might want to mark documents as read or unread. 
Say, for example, you add a new discussion database to your work­
space and it has 1 000 doc ... irr'e-Tts in it. Chances are you will not 
read all 1.000 documents. but rather will ioin new discussions as 

Before you try searching, you should understand full-text indexing. 
A search for text is much speedier and offers more options when 
you have a full-texl index, a behind-the-scenes list of text and 
documents that the search uses to containing the 
text you want. If you're a manager or designer of a database or if 
you have a copy of the database on your own computer you can 
create your own index. How about Indexing your e-mail databa e? 
That way, you can easily find that have 
your customer's names in them or qui kly put your hands on all 
the messages that are about a certain project. You don't absolutely 
have to create a databa e FTI (as the experts sometimes call a full­
text index), but an FTI does make searching easier. 

XI 



Raskin Describes Sequential Scanning of a Single Document

19
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Raskin’s search tool 
1. sequentially scans through the 

characters in the text of 
2. a single, open document
3. moves the cursor to the first 

instance of the search string 

Raskin’s search tool does not 
• incrementally search for and 

locate documents
• return search resultsEX1021 (Raskin), 125

’035 Paper 21 (POR), 19
’490 Paper 21 (POR), 19
’139 Paper 21 (POR), 19

mm n tr t 
,.; hi h 1 found in 

t m ( tallm n J 
, ith th d linut .. d 

ms 1eld in 

i th in remental earch, 
A , an di r u d \: 1th th 
n c i1 plem nt ti n 
a r 1r t umn 

r 

haract r o th pact rn. 
cm rn n 

r tt • n in tanc • 
n , that h race r I d d t t n ar h ntm 

I kin 6 r n in f he n . ·t nd d tt rn. Thi m th 1 

repeat d a e ch char ct r i added t the p ttcrn. 

XI 



Raskin Describes Sequential Scanning Within a Single Document

20
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

EX1021 (Raskin), 129

EX1021 (Raskin), 130
EX1021 (Raskin), 127

EX1021 (Raskin), 132

The speed of incremental searches is increased when a fe, imple­
mentation tnck are used; 

r 

tL. .. u 11, Ult. ;.t,..xt, which is highlighted and, if it is not th r Jre dy, 
m ed with its context in ow. This is u uall a 

" ' " 

In the m II cc.· • or v h1 h tnn ar he er· ngm Uy de 1gned, 

In larg r re. 't! . it is generaJJy a o contmuc th earch 1f lt 
ha not found a c rget b the time 1t ha. a h d the en 1rcul rl from th 
be inning back c ch cursor locari n, in c e th u er has forgotten that th 
d ired --~- , Unpublished t ting t lnfi nnation 

. Many systems cease operating in this event and remain unusable until 
a particular key-typically Enter or Return-ts pressed or a particular 
on- creen button is clicked. A modal message i placed on the display to 
let you know that you must make the required bei ance before y u will 
be allowed to continue using the computer. In multidisplay systems or if 
the screen is visually busy, this message may be nowhere near your locus of 
attention. You may not notice it at all. It then . eems co you that the 

com uter will not respon co the keyboard; it seems to have era hed. 1 

:he .. tlrm 

0 and additional key-
stroke do not have any e feet. A horl beep or a crcen flash can al o be 
helpful, c pecially if the search exceeded the duration of short-term mem­
ory; say, 10 seconds, so that the user has forgotten the appearance of the dis­
play prior ro the earch The beep i~ 3J o a u eful cue for visually impaired 
users. 

to review the be nning of, and any heading on, each document. ' .. th • ~ 

This gu rantees that the chosen docurnem 1 searched fir t· th advantage of 
thi is that you can t p1call , u e a borter pattern 1f che area to bl! . earchecl 1 

XI 

. mall er. ff you did not know m what document the tar et resided or if you 
did n t w,mt to look fc r the document, you ould perfc ~n1 a pecific earch 

from the beginning, which would find the target anyway. 



Wu Describes Intersecting Search Results

21
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Wu describes using “match lists” to 
generate search results by:
1. searching for each of two or more 

strings separately
2. generating a “match list” for each 

string
3. then performing an “AND” operation 

to determine which documents are in 
both match lists

EX1019 (Wu), 6:51-66, 8:66-11:32
’035 Paper 1 (Petition), 22-23

’490 Paper 1 (Petition), 17
‘139 Paper 1 (Petition), 20-21

EX1019 (Wu), Fig. 6

XI 
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Petitioner Fails to Establish Obviousness Over the 
Wilcox-Londergan-Raskin-Wu Combination

22
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

 None of the four references, alone or in combination, discloses or renders 
obvious incrementally searching for and locating documents
• The combination does not result in a system or method that “incrementally locat[es] … documents” 

(’035) / “incrementally search[es] … documents … to identify search results” (’139) / “search[es] [for 
files] … as each successive character is … received” (’490) 

• Petitioner has not articulated any reasoning with rational underpinnings for motivation to combine 
the distinct search tools disclosed in Wilcox and Londergan

• A POSITA would not be motivated to combine the Wilcox and Londergan delimited document search 
with Raskin’s disclosure of brute-force sequential scanning for text within a single document

• A POSITA would not have a reasonable expectation of success in the combination

• Petitioner improperly gap-fills with knowledge of a POSITA for certain dependent claims

XI 



Petitioner’s Picking and Choosing from Multiple References

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Wu’s “Intersection” Approach

Wilcox’s Query Builder

Raskin’s “Incremental” Scanning

Wilcox’s 
Results 
Display 

Exemplary Claim 1, ’035 Patent

EX1059 (Wilcox), 164

EX1059 (Wilcox), 163

EX1021 (Raskin), 125EX1019 (Wu), 6:51-62

‘035 patent (EX1001), claim 1

in re 
!Ioc 

herein 
t••ti•e 

tl strin 
On 01 nN.11 of lhen, -,,rlt 

! separator characte -..,Id .. ·..__ __ --. 
in res to recei ___ ....., ____ _, incrementall"►--------i-------. 

Joe second.__.,........,... _ _,...,.....,.....___. at has at least 
a secon word t 
identifying one or more document that are included i.------------, 
each of the first and second oups of documents· an 

displaying an indication of one or more of the identified 
one or mor ocument that are included in each of the 
first and second groups of documents. 

Ouc,v 

FuundDIKumunt1 

XI 
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The use of document rcpo itory 20 and word index 22 will 
now be d cribed with reference to an example. In thi 
example, a user is searching for documents and presents a 
search reque t with a query string "The game of Go". Search 
engine 36 looks up each of the terms in word index 22 . 
Ilecause they are so common, "the" and "or• are either 
ignored by search engine 36 or word index 22 returns 
instruct·ions to ignore those words, as described above. 
Search engine 38 then reads the document lists for "game" 
and "go", generates a match list for each term and applie an 
"AND" operator 10 the match lists a. de cribed below io 
connection with FIG. 6. 

The less common strategy is the incremental search , a popular 
example of which is found in £MAC , an editor u cd with the UNIX oper­
ating system (Stallman 1993). In most implementations of incremental 
searches, as with the delimited search, the user first ummons a dialog box 
chat contains a field in which the user can ence r the pattern. When he types 
the first character of the pattern, however, the system uses this character 
alone as a complete pattern and 11111ned1acel begons to search for the first 
instance of tllat c 1aracter m the chosen search d1rccnon. If an mstanc~ of 
tliat first character IS found liefore the next character of the pattern os m, 
the 111.Stance 1s selected and the cursor place 1mmediatcly after die cnO o 
the se ecaon. If the next character of the pattern is typed before an instance 
is found, that character is added to the pattern a.nd the search continues, now 
looking for an instance of the now extended pattern. This method is 
repeated as each character is added to the pattern. 



24

The Wilcox-Londergan-Raskin-Wu Combination Does Not 
Disclose Incrementally Locating Documents

DEMONSTRATIVE EXHIBIT – NOT EVIDENCEXI 



Petitioner Fails to Establish the Lotus Notes-Raskin-Wu 
Combination Teaches All Limitations of the Claims

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Wilcox’s Query Builder

Raskin’s “Incremental” Scanning

• Petitioner combines Raskin’s “incremental” scanning with Wilcox’s 
delimited search for the “incrementally locating … documents” (’035) / 
“incrementally searching … documents … to identify search results” (’139) / 
“searching [for files] … as each successive character is … received” (’490) 
limitations 

• Petitioner has not established the combination teaches these limitations

Exemplary Claim 1, ’035 Patent

25

EX1059 (Wilcox), 163

EX1021 (Raskin), 125

‘035 patent (EX1001), claim 1

1. A method of performing a search comprising: 
receiving a fir t string in a first earch field; --------in re pan to rece1v111 the first tring incrementallvi----- -------. 
I IocatingJa first u of document 
first word that begins with the first string· 

recei ing a econd tring in the first earch field, , herein 
th first and second tring are eparated by a string 
separator character in the first search fie_..,ld.....,· -----. 

in res onse to receivin the econd trin , incrementall"i----- -------1 
locatino- a second ou of documents lthM-~IIH'tt-k-+----......1 

a second word that begins with the second tring and 
identifying one or more document that are included in 
each of the first and second groups of documents· and 

displaying an indication of one or more of the identified 
one or mor document that are included in each of the 
first and second groups of documents. 

XI 

Query Builder 

I ~ml! doo1101cnl.t coft 

All of tho.., w0<da: 

t ••ti•e 

On 01 nN.11 of lhen, -,,rlt 

The less common strategy is the increm ental search , a popular 
example of which is found in £MAC , an editor u cd with the UN IX oper­
ating system (Stallman 1993). In most implementations of incremental 
searches, as with the delimited search, the user first ummons a dialog box 
chat contains a field in which the user can ence r the pattern . When he types 
the first character of the pattern, however, the system uses this character 
alone as a complete pattern and 11111ned1acel begons to search for the first 
instance of tllat c 1aracter m the chosen search d1rccnon. If an mstanc~ of 
tliat first character IS found liefore the next character of the pattern os m, 
the 111.Stance 1s selected and the cursor place 1111mediatcly after die cnO o 
the se ecaon. If the next character of the pattern is typed before an instance 
is fo und, that character is added to the pattern and the search continues, now 
looking for an instance of the now extended pattern. T his method is 
repeated as each character is added to the pattern. 



All Challenged Claims Require Incremental Search Across 
Documents

26
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Claim 1 of the ’035 Patent

Claim 1 of the ’490 Patent

Claim 1 of the ’139 Patent

‘035 patent (EX1001), claim 1

‘139 patent (EX1001), claim 1

‘490 patent (EX1001), claim 1

XI 

1. A m thod of p rforming a arch compri ing: 
recei ing a fir t string in a first earch field· 
in re p n e to receiving th first string irn:n.m1e111all 

loc;11inu. ;1 lir.-..t u.mun ,):· d,)curncnh that has at lea ta 
first word that begins with the first trino· 

r c i ing a cond tring in th first earch fl Id, \ h r in 
th fir t and second tring are parat d by a string 

parator character in the first s arch field· 
in r ons to rec iving th cond tring, i11<.:n.:mcntall:: 

iocatin>!: a "cc,)11<.l ~roun tl1at has at 1 a t 
a econd word that begins with the second trino and 
id ntifying on or mor d cum nt that ar includ d in 
each of th first and second groups of documents· and 

displaying an indication of one or more of the identified 
one or mor document that are included in each of the 
first and second groups of docum nts. 

s , rching the index a , . or 
1mm.>t fthL' 1 lurnlity t)ffilL' t!ac 1indu as 

un • rin~ th,at oorre~pund to the first partial 
arch tring· 

s ar h '_ ~ ____ :1.. __ : --'--'- __ J _____ fo.- rt s .ond on or 
rnorc of the ,)iml'liity of fiic-- each induding at lea t 
u e ·t iug ti.la ~orre ·p n<h; to th cond partial 

arch tring· and 

1. A method of performing a search comprising: 
rec iving a first partial earch tring in a first search field· 
receiving a second partial search string in the first search 

field· 
wherein the first and second partial search strings are 

eparated by a string eparator character in the first 
earch field; 

identify search results, wherein the incrementally 
searching comprises: 



Neither Wilcox/Londergan Nor Raskin Disclose Incremental Search 
Across Documents

27
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petitioner admits Wilcox and Londergan 
do not disclose incremental search across 
documents and instead relies on Raskin.

Raskin’s search tool 
• scans through the characters in the 

text of 
• a single, open document
• moves the cursor to the first instance 

of the search string 

Raskin’s search tool does not 
• incrementally search for and locate 

documents
• return search results

EX1021 (Raskin), 125
’035 Paper 21 (POR), 19
’490 Paper 21 (POR), 19
’139 Paper 21 (POR), 19
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repeat d a e ch char ct r i added t the p ttcrn. 

XI 



Petitioner Has Not Established How to Combine Raskin with 
Wilcox to Achieve Incrementally Locating Documents

28
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’035 Paper 1 (Petition), 25-26; ’490 Paper 1 (Petition), 19-20; ‘139 Paper 1 (Petition), 23-24

• Petitioner provides no 
explanation of how a POSITA 
would achieve the proposed 
combination

’035 Paper 1 (Petition), 25; ’490 Paper 1 (Petition), 19; ‘139 Paper 1 (Petition), 23

A POSIT.-\ ,n1nlcl hnYe been moti-rntecl to perform Lotus Xotes • nrnlti--,trin,? 

of use. EX1021 125-127. Indeed Raskin specifically points to the type of search 

taught by Lohls otes-a multi-string Boolean search-as a search that benefits 

from being perfonnecl incrementally. EX1021 , 127 ( '[B]uilding a Boolean search 

pattern is made more effective when the early results of the pattern appear as the 

user adds to the pattern s specificity."). EX1003, 75. 

A POSITA would have reasonably expected to succeed in combining these 

teachings from Raskin and Wu with Loh1s otes teachings because it \\·oulcl lrnYe 

required only simple mid strnif!:htfonrnrcl software modifications. 

XI 



Dr. Terveen Did Not Consider the Context of Raskin’s Disclosures

29
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

EX2021 (Terveen Tr., Vol. I), 114:10-19
’035 Paper 21 (POR), 20
’490 Paper 21 (POR), 20
’139 Paper 21 (POR), 20

• Dr. Terveen failed to consider 
whether Raskin’s “idea of 
incremental search” by 
sequential scanning within the 
text of a single open document 
was applicable to the Lotus 
Notes indexed, multi-document 
search system

1 0 Q So you would agree that ttus 

11 disclo ure in Raskin this is not a disclo ur 

12 of incr mental earch aero a et of documents. 

13 MR. THACKER: Objection. Form. 

14 A Well here R-H:l;in i ... iii)t o-\x11ii1•iih .. , ... .. ,." .... .. ,, •• , ' "" "' .I. '--• •• 

- ,. •• - • 'l _..., 15 taii~~i1n,2• ahnut ~.e:an~:h1i1i16 atrn•~,,~, a ~--et ot 

16 . . . . . ■ . • • , ■ . • •• • • 

(1()Cllllle11t,. l)llt tile te,1cl1ill!! til~lt i 1·e11eC1 ()Il Ill 

17 gc!neral frorn ]Raskin is the idea of inc~-rerne111tal 

18 ,earchhH!. That is the teaching that I relied 
19 on for m opinion. 

XI 



Dr. Terveen Did Not Consider the Entirety of Raskin’s Disclosures

30
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

EX2026 (Terveen Trans., Vol. II), 214:9-17

EX2026 (Terveen Trans., Vol. II), 216:18-22

I I 
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I 
1 I 
1 
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31

Petitioner Fails to Explain Why a POSITA Would Be 
Motivated to Combine With a Reasonable Expectation of 

Success Raskin’s Single-Document, Sequential Search in the 
Multi-Document, Indexed Lotus Notes System 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCEXI 



The Petition’s Motivation to Combine Raskin and 
Wilcox/Londergan

32
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’035 Paper 1 (Petition), 25; EX1003 (Terveen Decl.), ¶75
’490 Paper 1 (Petition), 19; EX1003 (Terveen Decl.), ¶78  
’139 Paper 1 (Petition), 23; EX1003 (Terveen Decl.), ¶75  

• Raskin’s benefits are limited to scanning within a single document
• Neither the Petition nor Dr. Terveen explain how the combination 

improves the speed, effectiveness, or ease of use of searching 
within Lotus Notes

PO IT ould ha e been 111oti ated to perfonn Lotu ore ' 111ulti- trin° 

earch incre1nentall for the rea on tated b Ra kin: 

. E 10 1. 1 -1 . Indeed. Ra kin pe ificall point to the pe of earch 

XI 



Petitioner’s Conclusory Statement of Expectation of Success

33
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’035 Paper 1 (Petition), 25-26; ’490 Paper 1 (Petition), 19-20 ; ’139 Paper 1 (Petition), 23-24 

In Keynetik, we held that expert testimony stating that certain software modifications were “straightforward” and “simple” 
was sufficient to establish a reasonable expectation of success. 2023 WL 2003932, at *1–2. However, in Keynetik there 
was no challenge to the expert's testimony as being conclusory or not credible, and the expert testimony was 
uncontradicted.

Juniper Networks, Inc. v. Correct Transmission, LLC, No. 2023-1046, 2024 WL 3517862, at *4 (Fed. Cir. July 24, 2024)

• Petitioner relies on Dr. 
Terveen’s conclusory 
statement 

• Dr. Terveen’s “simple and 
straightforward” opinion is 
rebutted by Mr. Haeberli’s
testimony

mbinino th 

t a hing fr m Ra kin and it" uld hav 

r quir d onl impl and traightfi rward K yn tik, Inc. 

"· am 1mg El o. . 2022-1127 2 2. 2 0.., 2 at *2 d. ir. b. 15, 

02 th fun ti n t b p r£ nn d b ft\ ar ha b n id ntifi d , riting 

d t a hi , that fun ti n i , ithin th kill f th art. ). 

XI 



Patent Owner Established These Motivations Fail

34
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’035 Paper 1 (Petition), 25; EX1003 (Terveen Decl.), ¶75
’490 Paper 1 (Petition), 19; EX1003 (Terveen Decl.), ¶78  
’139 Paper 1 (Petition), 23; EX1003 (Terveen Decl.), ¶75  

• Two options for Petitioner’s alleged 
combination:

• Sequential scanning across all 
documents

• Increasing index size

Both are slow, cumbersome and would 
lead to an ineffective search tool

X X X

’035 EX2020 (Supp. Haeberli Decl.), ¶117
’490 EX2020 (Supp. Haeberli Decl.), ¶87

’139 EX2020 (Supp. Haeberli Decl.), ¶122

A PO ITA, ould ha e been moti ated to perfo1m Lotu ote ' multi- rring 

earch incrementally for the rea on rated b Ra kill : "} 'cc:c dlcd1\ cnc-.-, . a11d c be 

of u c E 1021. 12 -L . Indeed. Ra kin pecifically point to the type of earch 

122. As I explained above regarding the Lotus otes-Ra kin combination. 

implementing incremental search in a multi-document earch system v. pnld require 

mcre,hed n11.kx -,,1ze. which would slow down searching or exceed the 

available computing power of a typical consumer computer at the time of rhe 

invention. r \\"ould require sequential search ;-icross all doctlllk'llb. which would be 

so slow as to no longer function as incremental search at all. (See supra §V.A.2.) 

XI 



Implementing Raskin’s Sequential Scanning in the 
Wilcox/Londergan System Would Be Slow

35
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner’s Expert – Mr. Haeberli

’035 EX2020 (Supp. Haeberli Decl.), ¶52
’490 EX2020 (Supp. Haeberli Decl.), ¶52
’139 EX2020 (Supp. Haeberli Decl.), ¶52

• Combination would be slow, 
cumbersome, and ineffectiveThe teclu1ical proble1n ith thi approach i one of cale. PO IT 

appl ing the incre1uental earch 111ethodology of Ra kin to Lotu earch 

te1n v ould under tand that rhe --heer Yolume o nrnre1 wl t mt \\·ould need to he 

___ . to the point that it ould cea e to be incre1nental (pro iding earch 

re ult a the u er pe ) at all. Dr. Ter een hi1n elf agree ith thi a e rnent 

XI 



Implementing Raskin’s Sequential Scanning in the 
Wilcox/Londergan System Would Be Slow

36
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’035 EX2023 (Suppl. Terveen Decl.), ¶148
’490 EX2023 (Suppl. Terveen Decl.), ¶148
’139 EX2023 (Suppl. Terveen Decl.), ¶148

• Raskin’s sequential scanning 
is slower and “consumes 
more computing resources” 
than using an indexed search 
system

Petitioner’s Expert – Dr. Terveen

a P IT oul ha und r to d r at l a found it ob 

that th ar h pro e 

nt urng ar hpr 1 ani d qui kl ' and ffi i utl ·, a , a , ll 

kno, 11 in th a11. E.g .. E..- 10_ , 6. 191. p ifi all , a P IT , uld ha b 11 

XI 



The Combination Requires Increased Index Size

37
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner’s Expert – Mr. Haeberli

’035 EX2020 (Supp. Haeberli Decl.), ¶53
’490 EX2020 (Supp. Haeberli Decl.), ¶53
’139 EX2020 (Supp. Haeberli Decl.), ¶53

XI 

..., Alten1ati el . one might attempt to c• ('!eel c the ...,J1.. t c. ~ in the 

Loni ote tern to accollllllodate all of the potential partial tring included 

ithin each ord in e e1 document in the databa e. Ho e er. thi approach face 

it o n technical hallenge . 



The Combination Requires Increased Index Size

38
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

EX2021 (Terveen Trans., Vol. I), 104:17-105:11

• To enable incremental search 
requires indexing prefixes, which 
increases index size as compared 
to an index for delimited search

Petitioner’s Expert - Dr. Terveen

XI 
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Larger Index Leads to Slower Searches

39
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’035 EX2020 (Supp. Haeberli Decl.), ¶33
’490 EX2020 (Supp. Haeberli Decl.), ¶33
’139 EX2020 (Supp. Haeberli Decl.), ¶33

Patent Owner’s Expert – Mr. Haeberli

’035 EX2020 (Supp. Haeberli Decl.), ¶49
’490 EX2020 (Supp. Haeberli Decl.), ¶49
’139 EX2020 (Supp. Haeberli Decl.), ¶49

• For efficient searching, the index should be 
loaded into the RAM

• The larger the index, the more RAM used
• As RAM usage increases, performance 

degrades

• Larger index = slower search

33. From a technical tandpoint. c ,tZL ot ihc 11dc·, l, 1 ., d,1 cL • .Hill 

,1c:ml11:a11t 1mpad on ,c:anJ1 pc:110111 .. lll\.c. ,rc:L:t1L,lll~. l.11::cc1 111tk,c, 1e, 11: lll 

,lower "~:uch o:'e:a'Ic' (See EX2022. 6 ('To improve performance. we built a 

reduced ver ion of the index·} EX202 l. 38: 1-39 : 1 .) Thi relation hip exi t 

because 

11.,,mlt , f, \·:111:lbk R--\ \' ·,, c•pc1;-,te dlJLicll' ' (See EX20_ l. 39: 1 S-16 (""if you 

add more information. you will be taking more memory·} EX10S9. 169 (explaining 

that including ca e- en itive entrie in the index increa e the ize by - -%): 

XI 

49. Thi leYel of re ource consmnption could lead to general perfonnance 

degradation aero the entire computer y tem. and could eYen re ult in earch 

operation lagging to uch an extent that the y tem would not be able to proYide 

earch re ult a the u er type . meaning it would no longer function a an 

incremental earch at all. 



Larger Index Leads to Slower Searches

40
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• Larger index = slower search

EX2021, (Terveen Trans., Vol. I) 38:12-39:4
‘035 Paper 21 (POR), 19
‘490 Paper 21 (POR), 19
‘139 Paper 21 (POR), 19

Petitioner’s Expert (Dr. Terveen) Agrees

’035 EX1100 (Supp. Terveen Decl.), ¶52
’490 EX1100 (Supp. Terveen Decl.), ¶52
’139 EX1100 (Supp. Terveen Decl.), ¶52

XI 

12 ould you also agree that increa ing 
I the ize of an index incrca c the amount of 
14 memory that is used? 
15 MR. TH R: bjcction. Fonn. 

16 A Well, a urning - v ith the a umption 
17 that OU hold e erything el e equal that OU 

18 ha e an ind x and ou impl maJ;..t• that 1imlle\ 

19 1arw:r. it1 rnuld increase tht· firm: it wok to 
20 . ran:hit butitwouldal od pendonho, that 
21 index i tructured. o th re could be 
22 increa e in ize that ou would mak that , ould 

1 I ad to little or no increa e in earch time. 
2 o ou kno, there are factors that 
3 ou v ould ha to consider to reaU an , er that 
4 qu tion pr c • el . 

problem. EXl00l. ;_6-3 . Thi would re ult in an , c;>11 •• :2t1 mde'\ there i no 

di cu ion of ho,Y exactly that index would be tored. and there certainly i no 

explanation a to , rh 1• 11hk'-: \hl"ld p1,1' 1 k :1; ult ,J11'.h tllo"_h It' p 1f11m .111 



Petitioner’s Shifting Motivation

41
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Acknowledging the deficiencies in its motivation, Petitioner pivots to focus justifying their 
motivation for a system limited to two documents
• Petitioner’s lead references (Lotus Notes and Entourage references) describe systems designed 

to work with large sets of documents
• A POSITA would not have been motivated to limit the functionality of Lotus Notes to two 

documents

’035 Paper 27 (Reply), 4; EX1100 (Terveen Supp. Decl.), ¶13
’490 Paper 28 (Reply), 4; EX1100 (Terveen Supp. Decl.), ¶13  
’139 Paper 27 (Reply), 4; EX1003 (Terveen Supp. Decl.), ¶13  

EX20_0_ ,i,;8-9. 4 -62. 114-118. The challenged claim . hov.ever. recite earching 

acros a ' group of documents 1.e. t\\ o 01 more). not a large volume. oreover. 

_002-era computer were entirely capable of incrementally earching aero a group 

of document . e pecially con idering that median ,1ze of. to1 exznnple. f\\•o 

-t .-t kilobyte -0.00044% of the one gigabyte 

databa ea urned by Mr. Haeberli. EX1099. 190: EXl 100. if 13-32. Indeed. e, eral 

XI 



42

The Wilcox-Londergan-Raskin-Wu Combination Does Not 
Render Obvious the Displaying and Highlighting Claims

DEMONSTRATIVE EXHIBIT – NOT EVIDENCEXI 



Claims 2-4 of the ’035 Patent Recite Displaying and Highlighting

43
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

“displaying a portion of 
a selected document”

“highlighting”

‘035 patent (EX1001), claims 2-4

XI 

f ~~~_µM~ ~~­
inc)ud d in ach f th first and ec nd g~ up 
m nt. 



Claims 3-5 and 24-26 of the ’139 Patent Recite a “User Interface”

44
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

“displaying a portion of 
a selected identified 

document”

“highlight … partial 
search strings”

“user interface”

‘139 patent (EX1001), claims 3-5 ‘139 patent (EX1001), claims 24-26

3. be m 
di pla i ....._ ______ a.1o.a~ r;::;-r1 e identi-

fi me u e 1n b th th first 
n or m r d cum nt and th nd on rm re 

d cmn nt. 
4. Th m thod of claim 3 further comprising 

r inter ace a ortmn o a sclccloo -====::------------
' . . . 

-
and 

XI 

24. The c mputing tern f claim 23 herein exec11ting 
th software further cau th computing ystem to: 

di play on a display d ic of th computing stem a 
user interfac including an indication of th id ntified 
on or mor docum nts included in both th first one or 
m re d cum nt and the ec nd ne or m r docu­
ment. 

25. The c m uti m f claim erein executing 
th 
~--- _.;_;_.;;;..;.=;;..;;_;;_..;..;;.;..;.;....;;._;....;;._;.==;..;..--.;;, 

. computin • f claim 25 wherein exe uting 

e first and econd partia earc mo 

document. 



Claims 1, 10-11 of the ’490 Patent Recite an 
“Interactive User Interface”

45
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

“highlight partial 
search strings”“interactive user interface”

“display a portion of 
the first file”

‘490 patent (EX1001), claims 10-11‘490 patent (EX1001), claim 1

a di 

mputi1 
or 

m· 

mpn m 
put r p 
b a u 

a ut r rcadabl 
an ind data tru tur mpn mg 

b tw n lurality f h ra 
a • ed fil plur • 

tring ar in I 
• ll ti 

hard com 

XI 

m uting 

rm r 
c mput-

mputu t 1n t Imm ~ h r m t tt-
i tru ti n fu u t mp 1tin 
• ti n f t fil • f 

• o claim 10 , h r in th 

first an 



Dispute Turns on Plain Meaning of “User Interface”

 Petitioner did not request construction of “user interface” in the Petition

• Petitioner’s alleged combination requires opening a document to view a 
portion of the document or see the search terms highlighted

 In Reply, Petitioner newly argues that a “user interface” in the abstract 
could include multiple windows

 This is inconsistent with how a POSITA would understand “user interface” in 
the context of the challenged claims

46
DEMONSTRATIVE EXHIBIT – NOT EVIDENCEXI 



Petition Mischaracterizes Wilcox and Londergan’s Displaying and 
Highlighting Capabilities

47
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Londergan: 
• user must open the document in a 

separate window and/or 
application to display the 
document and highlight search 
strings

• highlighting is not done as part of 
the search

’035 Paper 1 (Petition), 34; ’490 Paper 1 (Petition), 35-36; ’139 Paper 1 (Petition), 34  

EX1061 (Londergan), 146
’035 Paper 21 (POR), 32; ’490 Paper 21 (POR), 32, 34; ’139 Paper 21 (POR), 32 

Petitioner: selectively quotes 
Londergan to assert that Lotus 
Notes “displays a portion” of 
the document and highlights it 
as part of the search

XI 

The Lonis ote +Raskin+ u combination render the e claims obvious at 

least because the Lotus ote reference disclo e displaying a portion of a elected 

document and highlighting occurrence of onl the earched string . EX1059. 164 

Youl ·I the ame way that you 
p n any ther documf t; Qoybte:;dick it or s;I ct it w th your 

mouse and press Enter._ . _ 
I ' r , I l As you re d a d cum nt 

r trie ed by a full-text search, you can jump quickly to the next 
urr nee of the search text by pre ng Ctrl++ (th t' th Control 

key and the plus sign). You use CtrJ+- (Control and th minus si n) 
t jump qui kly t th pre eding f the word. 



Petitioner Improperly Gap-Fills with Knowledge of a POSITA

48
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’035 Paper 1 (Petition), 35; ’490 Paper 1 (Petition), 35-36; ’139 Paper 1 (Petition), 34-35, 45
• Petitioner and Dr. Terveen fall 

back on knowledge of a 
POSITA without pointing to 
where these elements are 
found in the prior art relied 
upon

’035 EX1003 (Terveen Decl.), ¶ 96
’490 EX1003 (Terveen Decl.), ¶¶ 112, 192

’139 EX1003 (Terveen Decl.), ¶¶97, 117, 172, 191 

oreoYer. it would haYe been obYiou to di pla a portion of a elected 

document becau e tt wn-:. \\·ell known m the n1 t ro do ,o to proYide the u er v;ith more 

infonnation about each of the earch re ult . Supra Section IV.B.3. E 100 . ' 93. 

document and highlight the text that ou wanted to find." . foreo,·er. a PO IT 

would have under tood or at lea t found it obviou to highlight a plurali of 

occull'ence of the earch tring to point the u er to more e.g .. all of the rele,·ant 

po11ion of the document. \\ cl \\ dl kill)\\ 11 m the .11 . Se supra ection I.B.3 . 

XI 



Petitioner Improperly Advances a New Claim Construction 
Argument for “User Interface” in its Reply

49
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petitioner: relies solely on extrinsic 
evidence, expert testimony taken out of 
context and divorced from the context of 
the patents

’035 Paper 27 (Reply), 24
’490 Paper 28 (Reply), 24 
’139 Paper 27 (Reply), 24  

For the highlighting claim , the POR al o attempt to di tingui h the prior a1t 

based on an improper implicit claim construction argument. Though the claim recite 

highlighting earch tring in the ame u er interface a the earch re ults, the POR 

improperly read in a requirement that they be di played in the ame window. E.g., 

EX1001 , _9 :-6-30:_8 (claim 1): Paper 21 , 3_-35, 49, 66. Consi tent with how a 

PO IT would have under tood the term 'u er interface, ' Haeberli admitted that a 

XI 



The Patents Describe a Unified User Interface

50
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’035 Patent (EX1001), Figure 3A; ’490 Patent (EX1001), Figure 3A; ’139 Patent (EX1001), Figure 3A
’035 Paper 21 (POR), 32; ’490 Paper 21 (POR), 33; ’139 Paper 21 (POR), 32   

’035 Patent (EX1001), 14:31-36
’490 Patent (EX1001), 14:43-48
’139 Patent (EX1001), 14:37-42

’035 Paper 21 (POR), 31
’490 Paper 21 (POR), 33
’139 Paper 21 (POR), 31 

The preview pane is in the same 
window as the search field

.JJ(U 

-------J24A 

F.IC. 3A 

.. 

XI 

,1<100 Ula 

ted item 
ch 

the 
document email Web page file, and the like, displayed in 
the view oane or area 324 . 



Patents Distinguish Between “Displaying” and Opening 
Documents

51
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’035 Patent (EX1001), 14:21-48; ’035 Paper 21 (POR), 31-32
’490 Patent (EX1001), 14:33-60; ’490 Paper 21 (POR), 33; 

’139 Patent (EX1001), 14:27-54; ’139 Paper 21 (POR), 31-32 

The specification describes a unified user interface:
• Search bar
• List pane displays search results
• View pane displays a portion of the selected item
• Double-clicking an item causes it to open

‘139 Patent (EX1001), claims 3-5

As illustrated in FIG. 3A, the search results are displayed 
n a list area or pane 324.-\, which includes a list of the search 
esults. induding relevant allributes incolulllll format. In the 

example illustrated in FIG. 3A, the attributes include a from 
(sender) attribute column, a to (addressee) attribute cohunn, 
date/time sent and/or received attribute columns, a folder 
path attribute column, a client attribute column, a cc attri­
bute column, a size attribute column, a bee attribute cohunn, 
and a subject field. In this example, each of the columns has 
a corres anding search field 330A-348A. 

In addition. a view area or pane ]26A 1:-- pro ·ided thc11 

tfo;pL.1\'S the cu .. 111.:·nt cf the fir~.( item or u~cr·-:;d1,:ckd 11cm 

f,·om the !isl mne or area }24. \. e user can print the search 
results displayed in the list pane or area 324A, as well as the 
document, email, Web page, file, and the like, displayed in 
the view pane or area 324A. 

h1rther, \Vhen the user clicks on a list pane entry, the 
·orrcspLrndirn1. contents arc <.lisplavcd in the vie¼ pane 

326~ \ Jf the: user 
~ . . . . . . 
11st pane entr,.r, tl1e searc11 appl1ccition causes 

to launch in its native a) )!ic::ition. For example, if the user 
double-clicks on a list pane entry corresponding to a Word 
file, the file will open in Word. Similarly, if the user 

XI 

3. he m th d of claim 1 furth r c 1npn mg: 
di playin 1 ce an indicati n of the identi-

fied one ent includ din both the first 
n or mor d cum nt and the c nd on or mor 

docu1n nt . 
4. Th m thod of claim 3 on1pnsmg __ ::__ ____ .....!'-=--..!:::!-,.=-:::;:!::==~ 

a selected 

ex • e een ccurrence 
ond partial earch • • 



No Obviousness of Display/Highlighting Claims Under Plain and 
Ordinary Meaning

 In Petitioner’s combination, the document must be opened to meet the 
display and highlighting claims

 Under the correct plain and ordinary meaning, the “user interface” is a 
single window with a preview pane

 Opening a document is fundamentally different from “display[ing] [in/via] 
the [interactive] user interface a portion of the [selected identified 
document/first file]” (’193, 4/’490, 10) / “displaying a portion of a selected 
document” (’035, 2)

52
DEMONSTRATIVE EXHIBIT – NOT EVIDENCEXI 



53

The Wilcox-Londergan-Raskin-Wu Combination Does Not 
Render Obvious the Field Claims

DEMONSTRATIVE EXHIBIT – NOT EVIDENCEXI 



The Field Claims Require Searching on Specific Fields

54
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Searching email fields:

• Claims 7 and 9 of the ’035 patent
• Claims 5-7 and 15-19 of the ’490 patent
• Claims 8, 13, and 18 of the ’139 patent

Searching contact and calendar fields:

• Claims 10-11, 15-16, and 20-21 of the 
’139 patent

Searching file/document fields:

• Claim 8 of the ’035 patent
• Claims 4 and 14 of the ’490 patent
• Claims 9, 12, 14, 17, and 19 of the ’139 

patent

’035 patent (EX1001), claim  7 

’139 patent (EX1001), claim 10 

’490 patent (EX1001), claim 14 

XI 

d 

l 

d 

7. th d 1 1n t 1 t f th 
um l t th ft 11 1n 

f th fir t nd nd trin n1 be 
lru11 .. cc. 1Kc. -...t.hLL"L 601.) . 

10. h m th d laim 1 wh r in a 
t l a t th fi 11 win 
f th fir t and 

t m f th 
·unt tl h f idd, in 

nd partial arch 

14. ]b t m r laim 1, v h r in r 1e fit -:t 
rL ',., , "i11 .. 1"· Ih.:1(1 t) nd -

matching fil ar id ntifi d ba d 111 on c th 
in l fi ld f th fil . 



Petitioner Fails to Establish Obviousness of the Field Claims

 Petitioner fails to articulate a sufficient motivation to combine the 
Searching by Form tool with Query Builder or Search Bar

 No disclosure of using the Searching by Form functionality to search email 
fields

 Petitioner improperly gap-fills with knowledge of a POSITA

55
DEMONSTRATIVE EXHIBIT – NOT EVIDENCEXI 



Petitioner Relies on a Different Search Tool From Wilcox and 
Londergan – Search by Form – to Show These Limitations

56
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Limited to searching 
documents/records created 
using that specific form

EX1059 (Wilcox), 168
’035 Paper 1 (Petition), 20
’490 Paper 1 (Petition), 15
’139 Paper 1 (Petition), 18

Searching by Form

Delimited
search button

Single search string 
in box for field to 

be searched

XI 

Searching using a form 

• 

Title: ·. 

Category '. 

•r I 

CDJ 



Petitioner Fails to Articulate Motivation to Combine Searching by 
Forms With Query Builder Which is Used for Claim 1

57
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

EX1059 (Wilcox), 168
’035 Paper 1 (Petition), 20
’490 Paper 1 (Petition), 15
’139 Paper 1 (Petition), 18

Searching by Form via Search Bar (Claim 1)

Delimited
search button

EX1059 (Wilcox), 164, 168

Query on 
specific field

Searching by Form (Field Claims)
Delimited
search button

Single search string 
in box for field to 
be searched

Figure 5.21 A query created using a form 

Query 

Found Documents 

3 doo.lnem IC>Jnd 

XI 

Searching using a form 

• 

C11tegory '-4-------­

'Fu1 ' e,. 

E erlhe \ex\ ol lhe doa,ment This is a rich text eld 

CDJ 



58
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

None of Petitioner’s Motivations Provide The Requisite Showing 
for a Motivation to Combine

’035 Paper 1 (Petition), 24
’490 Paper 1 (Petition), 18
’139 Paper 1 (Petition), 22 

Petition: no mention of combining 
different search tools; no reasons why it 
would be favorable to do so

Reply: new argument to combine search 
tools

• No explanation of why it was 
desirable

• Failed to meet the legal 
requirements for obvious to try’035 Paper 27 (Reply), 17

’490 Paper 28 (Reply), 16
’139 Paper 27 (Reply), 17 

A PO IT A would ha e been moti ated to combine the complementa1 

reaching on Loni ore from Londergan (EX1061 ) and ikox (EXl0 9) 1b• 11n 

-a 11101c v 1mpk1c and u):,1p1d1c11 1\ e unde1 ~: rnJm2 of the Lon,-, ), , c'> "· -:, c1.,1. 1b 

See RP.¥ C01p. l'. Rothschild Connected DeYic s 

field separated by a tring eparator character (a comma). Paper 21. 29-30. While 

the e imilar di clo ure for the earch Bar and earch Builder tool ce1tainl 

reinforce the obviou ne of the claim , they are not nece a1y. 3 

ud 01 1 ,ln 10th •o ll: Paper 1, l 0, 23-r , 27-29; E 1100, ' :: . 

XI 



Search by Form Cannot Search Emails, Contacts, or Calendar 
Events 

59
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

EX1059 (Wilcox), 168
’035 Paper 21 (POR), 13
’490 Paper 21 (POR), 13
’139 Paper 21 (POR), 13 

Neither Wilcox nor Londergan 
indicate that Search by Form can be 
used to search emails, contacts, or 
calendar events. The “Title” and 
“Category” fields do not correspond 
to these types of files.

XI 

Searching using a form 

• 

Tille:' , 

C81egory: ' • 

' F~IHin11. 

Entertte lext ol lne documenl """'Ii; 1s e rict; lexl e d 



Petitioner Improperly Gap-Fills with Knowledge of a POSITA

60
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petitioner and Dr. Terveen fail to articulate a combination that renders obvious the claims or a 
motivation to make a combination:
• The existence of the recited fields alone does not render obvious the claimed limitations of 

incrementally searching for and locating groups of documents using multiple string entered into 
a single search field corresponding to a single field

• Knowledge of a POSITA and/or “background art” not identified with particularity

’035 EX1003 (Terveen Decl.), ¶100-101; ’490 EX1003 (Terveen Decl.), ¶115-116
’139 EX1003 (Terveen Decl.), ¶104-105

Exemplary Gap-Filling: Dr. Terveen’s opinion for claims 12-16 of the ’139 patent:

104. explained above for claims 8-11 (supra Sections VIII.E. 7-

III.E.10), the I ,,tlh ,,tc, 1dc1c!llC' dhdo,,e the al.Hht) to ~carch \\llhm .i ~111...d 

fide! (lf thc clul 11111cir ( uch that the incremental searching i pe1fonned only on 

content of that fie ld of the document ) rnl di~cl ~" th 11 •hL cluu1111<.'llh comprhe 

he iicld, IClitcd Ill cL 1111', 12-1 . EX1059, 93-146, 159-168 321 , 323; EX1061 , 

21-73 , 141-144 146-1 4 7, 150-153, 160-161 , 186. 

XI 

10 . Thus. lain 1 -16 ar obviou for at lea t the rea on Jail -11 ar 

obviou . 11pra tio \'lIJ.E. - ·m.E. l 0. loreov r. a PO IT would hav 

fom1d it ob\'iou to pro\'ide thi targeted earch ability. gi\'en that it wa well 

known in th a Supra tiou .B.4. Thu . tb Lom ot Ra kin .... ~ u 

ombination r nd th lain ob, iou . 



Petitioner’s Articulated Motivation to Combine the Search Tools is 
Insufficient for Claim 17 of the ’139 Patent

61
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petitioner argues that Wilcox and 
Londergan’s “default” is a full-text 
search, presumably referring to 
Query Builder, Search Builder, 
and/or Search Bar.

Petitioner then separately relies on 
the Search by Form functionality as 
allowing a search across a single 
field.

Petitioner fails to articulate any 
motivation to combine these search 
tools.

’139 patent (EX1001), claim 17

17. Th m thod f claim 1 wh r in th first partial search 
strino a T>lies to all lextt al ·onter t f the et of d cument 
and the incr m ntal arching of th second partial carch 

ficid of 
d cuments ithin the et of document . 

XI 



Claim 4 of the ’490 Patent

62
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petitioner points to no disclosures in the 
cited art of the index structure disclosed 
in this claim limitation

Petitioner impermissibly relies on 
knowledge of a POSITA

’490 patent (EX1001), claim 4

4. h 
. 

mpu rn claim wh r in th index I 
dala -,,tructurc con1nrisl.!s i1 cicati 1 )11s of ch~1ract~r "trinu~ 

~ ~ 

associated ~·ith respcctiv' att.ribut' field\ f th fil 

XI 



63

The Wilcox-Londergan-Raskin-Wu Combination Does Not 
Render Obvious an Index that Facilitates Incremental 

Search of Partial Strings

DEMONSTRATIVE EXHIBIT – NOT EVIDENCEXI 



The ’490 Patent Claims Require an Index Capable of Facilitating 
Incremental Search of Partial Strings 

64
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’490 patent (EX1001), claim 1

m 
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put r 
by a 

ut r read rag mcdjum t ring: 

computing r 

an index d turc a • • n • 
between • it te t 
a-. -· in th 

and 
b th 

iu 1em 10: 
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Petitioner First Relies on Wilcox and Londergan’s “Full-Text” Index, Which 
Does Not Index Partial Strings or Otherwise Allow for Partial String Search

65
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

A full-text index only includes each 
character string as it appears in the 
document. Petitioner offers no explanation 
how such an index could identify 
associations to partial strings that do not 
independently appear in the document.

’490 Paper 1 (Petition), 21 EX1059 (Wilcox), 170
’490 Paper 1 (Petition), 21

XI 

The Loni indexing the 

y tem • file in an index data trucnire compri ing a ociation 

between each of a plurality of character tring to a ociated file of a plurality of 

file in which the character tring are included. EX1059. 13 -138. 1 9-160. 169-

1 1: EX! 061. 41. 135-1 39. For example. Lotu ote de c1ibe that --10 uppo11 full­

text earche . [the databa e] nm t ha,·e a ctmeur f,111-rexr hide:(· in which "all the 

document in the databa e are indexed." EXl0 9. 1 9-160. A PO ITA would ha,·e 

under rood that the full-text index comp1i e a ociarion between each of a plurality 

of character tri.t1g to the a ociated file in which the character tring are i.t1cluded 

at lea t becau ea PO IT A knew that thi i how indexe work and becau e the Lonis 

ore reference expre ly di clo e that the full-text indexe "allow you to find 

document that contain nriou combination of rexr sn-ings (a text tri.t1g i any 

combi.tiation of character : it may or may not be a word).'' EXI0 9. 1 9: supra 

ection IV.B.3. EX1003. 'j84. 

~---i 
Th indttx will be created with lti 1t1 

lirig . 

D t.asc Sensitive Index 

~c:::)ud~ wmdc in StOJ!. Wo,d F,lt;, 

SIOfl Worrl File N me 

h 
re s Only 

0 \t/o,d. Sent d!JI ph 
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Petitioner Improperly Relies on the Supposed Knowledge of a POSITA that “This 
is How Indexes Work”, Citing a Conclusory Statement from Dr. Terveen

66
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’490 Paper 1 (Petition), 21

Petition Dr. Terveen’s Declaration

’490 EX1003 (Terveen Decl.), ¶84

The Lotu ote reference expre ly di clo e indexing the computing 

Y tern· file in an index data tmcn1re (a full-text index) compri ing a ociations 

between each of a plurality of character tring to a ociated files of a plurality of 

file in ,,-bich the character tring are included. EXJ 059. 13 -138. I 9-160. 169-

1 I: EX1 06 I. 4 I. 135-139. For example. Lotu ote de cribe that "to suppon full­

text earche . [the databa e] nu t lm·e a ctmentji1/l-re.,1 index" in which "all the 

docmuent in the databa e are indexed ... EXJ059. 159-160. A POSIT A would haYe 

under tood that the full -text index compri e a sociation between each ofa plurality 

of character tring to the a ociated file in which the character u·ing are included 

at lea t becau e and because the Lotu 

ote reference that the full -text m exe "allow you to find 

document that contain various combination of re..r srri11gs (a text tring is any 

combination of characters: it may or may not be a word).'' EX J 059. J 59: supra 

ection IV.B.3 EXJ003. 84. 

XI 

84. The Lotti ote reference expre ly di clo e indexing the computin~ 

Y tem ' file in an index data lrncnire a full-text index) compri ing as ociation 

between each of a plurality of character Iring to a ociated file of a plurality of 

file in, hich the charncter tring are included. EX1059. 137-1 38, 1-9-1 60, 169-

171: EXl061. •H . lr-139. For example, Lotus ore de cribe that " to upport 

full-text earche . [the databa e] must have a cmrentji,l/-re.-rr iud ,;"in, hich "all 

the document in the databa e are indexed." EX1059, 159-160. A PO ITA would 

have understood that the full-text index compri e a ociation between each of a 

plurality of character tring to the a ociated file in which the character tring 

are included at lea t because a PO IT A knew that thi i ho, indexe \ ork aud 

becat e the Lotti ote reference expres ly di clo e that the full-text indexe 

"allow you to find document that contain variou combinations of re.-rr strings (a 

text lli ng is any combination of character : it may or may not be a word)." 

EXI059, 159. loreo er. it wa , ell known in the a11 to use indexe to expedite 



67

Petitioner Does Not Identify Any Background Reference Disclosing an 
Index Structure that Could Accommodate Partial String Search

DEMONSTRATIVE EXHIBIT – NOT EVIDENCEXI 



Petitioner Disclosed a New Theory on Reply

68
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’490 Paper 28 (Reply), 21-22

EX2026 (Terveen Trans., Vol. II), 211:20-212:1, 213:16-214:1
’490 Paper 38 (Sur-Reply), 26

• Petitioner’s new theory, offered on Reply, is 
refuted by Dr. Terveen’s testimony. 

• Most prefixes are not “common words that would 
be indexed in any system” as proposed by 
Petitioner.

Petitioner’s Reply Dr. Terveen’s Testimony

EXI0I . EXI0_ . EX1061 . .-.-46-49. Further. a ) t m that ind xe onl \ hole 

\ ords inh rently ind xe pr fixe b cal common words that would be indexed ii 

any y tem e.g .. the , ord "a') are prefixe for other \ ord e.g .. "an. ' "and." 

"A.ncire\ ."etc .. EX109 ___ : l l-_ : l;EXll00. 6. 

XI 

And in a pr fi in in 
in • "d 

u \ uld need t ind 

L nd n nd fi rth. 

16 o if you m a n - a 1 ain, if yo u m an 
17 a y t m - you'r p if) ·n , a y ·t m, h r 
18 litcrally th r quir •m nt i that er pr fi x 
19 of c,·cry word mu ·t be om •how ind 'X d, then you 
20 would lmn to ha\'e a ,my to inde . . for 
21 'declaration, 11 D, DE, DEC, DECL and ~o on. 
22 o howeve r man~ that would be all the 

1 way up to " d claration II yeah. 



69

All Challenged Claims are Patentable over the Schwartz, 
Sebastian, Barber, True, Baeza-Yates Combination

DEMONSTRATIVE EXHIBIT – NOT EVIDENCEXI 



Instituted Grounds

’139 Patent 
Claims

’490 Patent 
Claims

’035 Patent 
ClaimsBasisReferencesGround

1-271-201-1035 U.S.C. § 103
Schwartz (EX1004), Sebastian (EX1005), 

Barber (EX1006), True (EX1009), and 
Baeza-Yates (EX1023)

2

70
DEMONSTRATIVE EXHIBIT – NOT EVIDENCEXI 



Petitioner’s Picking and Choosing from Multiple References

71
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Entourage’s List Filtering Tool

Entourage’s Delimited Find Tool

True’s Multiple Strings
Baeza-Yates’ Intersection Approach

Exemplary Claim 1, ’035 Patent

’035 (EX1001), claim 1

EX1009 (True), Fig. 2

EX1023 (Baeza-Yates), 208

EX1004 (Schwartz), 9

EX1005 (Sebastian), 173

Id , herein ---------------------------by a string 
eparator character in the first s arch fie.,_ld_;...._ ___ _ 

• ,..... ................. to recei • econd trin ,!incrementally! 
a second documents hat has at least ____ .. 
word t with the second trin and 

ntifying one or more document that are included i 
e first and second ou~s of documents· an 

• ication of one or more of the identiiied 
ocuments that are included in each of the 

first and econd groups of document . 

1148 1~4 
~ Stop 

C 16 C. 18 
lquben mother 

XI 

J•"n,c:t.wam 

'- :ni .snw•sd,w•rt:r 

361>6' dmKhv None 
45~ MdoM Ho11t 

!20-15... PChuor- Non • 

Figure 1.12 s you type the filter text, only matches 
are shown i the list. 

10 , 

~
14 114f:::, B xt I Previous I Rewind 

C. 20 
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Petitioner Fails to Establish Obviousness Over the 
Schwartz, Sebastian, Barber, True, and Baeza-Yates  Combination

72
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

None of the five references, alone or in combination, discloses or 
renders obvious incrementally searching for and locating groups of 
documents
• Petitioner has not articulated any reasoning with rationale 

underpinnings for motivation to combine the distinct Entourage 
search tools disclosed in Schwartz, Sebastian, and Barber

• Petitioner has not established motivation to combine the Entourage 
search tools with True

• The combination fails to disclose all limitations of the claims
• True is not analogous art
• Petitioner improperly gap-fills with knowledge of a POSITA for certain 

dependent claims

XI 



73

Petitioner Has Not Shown Motivation to Combine With a 
Reasonable Expectation of Success for the Three Distinct 

Tools in Schwartz, Sebastian, and Barber 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCEXI 



74
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petitioner’s Articulated Motivation to Combine the Distinct Tools 
in the Entourage References is Insufficient

’035 Paper 1 (Petition), 45-46
’490 Paper 1 (Petition), 48-49
’139 Paper 1 (Petition), 51-52

Petitioner never clearly articulates 
what features and tools it is 
relying on for its combination

Petitioner has provided no 
motivation to combine the three 
distinct tools of Entourage

Petitioner has provided no details 
as to how the tools could be 
combined to achieve the claimed 
invention

APO IT ould ha e been moth ated to combine the teachino of the three 

Entouraoe reference ( ch artz. eba tian. and Barber) at lea t ccau~1; th1:\· 

de..;cribe the -.amc ~licw,'-)ft emc1il ",te .1- Entourage 2001 for Macinto h. E.g .. 

E 1004, (i : E 1005, (a)-(c), 1 1-188: E 1006, (i). 1- . . 9. 28 - 92 . See RPX 

Corp. IPR2016-0044 . Paper 8 at 21 (PTAB Jul. . _016 . Paper 28 at (PTAB 

Jul. 6, 01 ). pecifically, a PO IT 

teaching of all three referenc 

ould ha e been moti ated to look to the 

nnder tanclitH! of the f 11tom.i.2e \" tcm it femure, . .1ml ih capabiliti , . e pecially 

i.nce each reference pro ide additional teaching not found in the other reference . 

XI 



Petitioner Mischaracterizes Entourage’s Distinct Tools as if They 
Were One Search Tool

75
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

‘035 Paper 1 (Petition), 44; ‘490 Paper 1 (Petition), 47;
‘139 Paper 1 (Petition), 50 

List Filtering Tool

Find Tool

• Petitioner mischaracterizes the distinct tools 
as being one tool

• Petitioner misleadingly labels a figure 
showing the List Filtering Tool as if it were 
the Find Tool and then describes alleged 
functionality of the Find Tool as though that 
is what the figure depicts.

X

XI 

Entourage ' Incremental, Quick-Find earch 

Figure 1.12 As you type th ' filter l ext, only matches 
are shown in the list. 

EX1004. 9 (red annotation added): see also id .. 38. EX1003. ' 1 111-11 3. 

After Entourage finds a document (e.g .. email) containing the earch tring( ). 

Entourage croll to the portion of the document that contain the earch tring( ) 

and highlight the earcb tring( ). E .g .. EXI004, 11 ("Entourage highlight the fu- t 

match. crolling a nece ary to di play it' ). 163. 



Petitioner Mischaracterizes the Delimited Find Tool as Incremental

76
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

X
Delimited Find Tool

• Petitioner similarly misleadingly labels a 
figure showing the Delimited Find Tool as 
if it were capable of incremental search

‘035 Paper 1 (Petition), 43; ‘490 Paper 1 (Petition), 46;
‘139 Paper 1 (Petition), 49 

XI 

_..d4ru1 &o,~ 

c.1 •• c1., 

T•1k1 

,-,i., •• 

Nc,,o tws ,.,.,-
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Header line OllUlllS a a 

Sut1 

tNe com• to lintou,•9• :?001, •oft Off1<• :?001 for 
M•c, t-e wo,td's most popul• 

irto'-n9• 1, <11n •·mail •"'d personal ,,..formation l"f"'a"•i•' des 9ned to 
se -nl•ssl-, wltt-- otht, 2001 pro ,,1ms., •llow1n9 yo.1 to ••• ly 

o,a ri11e '10.Jt oenon•1 1r,torm•~or, ind comrnunlc1te -.1th tr,erids, f•m 1,, 
•nd tu.1e.ne11 ttori•t•• 

Entou••<.:i• wu du19ned with lht follow1n9 90a • 1n m1nd1 
fffortl • • I nd "Id r•ra,v• ,..,.,, o•s w h •••• nk I to 
•uch 1nl"lov ons a• Add .. •u A.u Complete, "'h d-i let• 1ou qw,ct-.1, 
addreu • mess•9• by choo11r,9 from • 11st cor"lt.act1 n yoJr Add,eu 
Roo~ •nd p•opla yo '" • r•c•ntt\l • N\ang•d m••c•9•1 Wtth 
Cffi nl~nagernenlCJfpil.l'WonM infonnAUon Or9•nl,e J 
m n•g• ,cur con':• lntorm H>n nd td'ltdu'e I the comprehen.s v1 
Ad:t,eu loo • ,o~u.i1t CA1l•r,da,. •r,t•~Alt•d at:-.t: I.ct~ .nd othe, or•at 

!r,tou, a 2001 f••tu, ,. 



Entourage’s Three Distinct Tools

77DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Entourage List Filtering

Entourage Advanced Find Entourage Find

Delimited Search

EX1004 (Schwartz), 11
’035 Paper 21 (POR), 42-43
’490 Paper 21 (POR), 44-45
’139 Paper 21 (POR), 44-45

EX1004 (Schwartz), 9
’035 Paper 21 (POR), 40-42
’490 Paper 21 (POR), 41-44
’139 Paper 21 (POR), 41-44

EX1004 (Schwartz), 9
’035 Paper 21 (POR), 38-39
’490 Paper 21 (POR), 40-41
’139 Paper 21 (POR), 40-41

?erform a normal Find 

XI 

Match specifka ion 

Figure 1.12 As you t pe th filter te , only matches 
ar shown In h lis . 



Entourage’s List Filtering Tool Does Not Search for and Locate 
Documents and is Limited to a Single String

78
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Single String

List of contacts

EX1004 (Schwartz), 9; ’035 Paper 21 (POR), 38-39; 
’490 Paper 21 (POR), 40-41; ’139 Paper 21 (POR), 40-41

• Only available in certain Entourage windows displaying lists of Entourage items (e.g., 
address book entries)

• Petitioner fails to explain how this is equivalent to searching for and locating documents
• Limited to a single string in the search field

Figur h filt r e , only tches 
ar ho 

XI 



Entourage’s Find Is Not Incremental, Not Multi-String

79
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

EX1004 (Schwartz), 9
’035 Paper 21 (POR), 40-42
’490 Paper 21 (POR), 41-44
’139 Paper 21 (POR), 41-44

Delimited Search

Single String

P r{orm an Advanced Fi d 

re 1.13 You can condu impl s arche b 
ind di lo b . 

XI 



Entourage’s Advanced Find Is Not Incremental, Not Multi-String

80
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Delimited SearchSingle String

EX1004 (Schwartz), 11
’035 Paper 21 (POR), 42-43
’490 Paper 21 (POR), 44-45
’139 Paper 21 (POR), 44-45

XI 

Perform a normaJ Find Match specification 

Figure 1.17 The Advanced Find dialog box enables you 
t search m ltiple item ty es simultaneo slyt specify 
a I cation, and e multi le criteria that aren·t 
available to you when you use the Find co mand. 



Entourage’s Designers Made a Conscious Decision to Keep the Tools 
Separate

81
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

• Because the Entourage designers made a 
conscious decision to keep the search tools 
separate for performance considerations, a 
POSITA would not be motivated to combine 
them
• Find and Advanced Find features are 

described as slower
• Incremental list filtering was deliberately 

designed to be a separate, lightweight 
feature for quickly narrowing down a list of 
items

’035 Paper 37 (Sur Reply), 11-15
’490 Paper 38 (Sur Reply), 10-13
’139 Paper 37 (Sur Reply), 10-14

’035 EX2020 (Supp. Haeberli Decl.), ¶105
’490 EX2020 (Supp. Haeberli Decl.), ¶75; ’139 EX2020 (Supp. Haeberli Decl.), ¶110 

XI 

1,,-,uc.>s I discussed ,~arlie·. (Supra §§IV.A.2, V.A.2.a.) The Entourage references 

explicitly describe the Find and Advanced Find features as being ~IO\Yer. 

particularly when searching across broader document sets. (EX1006, 384-86 (if you 

search "All Items," you should '·be p1t·pared to renr 11 Yideo dunwz the t1111e 

Maintaining the incremental list filtering as a separate, lightweight feature would 

have allowed users to quickly nanow down visible items without triggering the 

more resource-intensive indexed search operations required by Find and Advanced 

Find. Combining. these 

~, Inch \Yot.ld exacerbate the exisri1u2 perforrn:mc-e problem·, :ind dt>.crndt> the ther 

e~;peneuce (Supra §§IV.A.2 , V.A.2.a.) 



Entourage’s Find and Advanced Are Slow and Incompatible With 
Incremental Search

82
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

EX1006 (Barber), 385
‘035 Paper 21 (POR), 42-43 

‘490 Paper 21 (POR), 44-45; 
‘139 Paper 21 (POR), 44-45 

Find is “slower,” can take hours to get results

Search in Advanced Find can be “lengthy”

EX1006 (Barber), 384-385
‘035 Paper 21 (POR), 43; ‘490 Paper 21 (POR), 41; ‘139 Paper 21 (POR), 41 

POSITA would not be motivated to combine Entourage’s non-indexed “slow” multi-document 
search tools with incremental list filtering  because doing so would result in search that is not 
incremental (fast as you type)

Sur-Reply, 12-1340 

You can filter me ag s, note ' , tasks and addr • e easily enough (that i , hide all 
but a certain group) by typing into the little box above the message, task, notes, or 
address list; for example, you might configure the companion pop-up menus to ay, 
for example," ubject" and" ntain ," and then type humor into the box. But when 
the needle till eludes you in your rummage through the Entourage hay tack, you 
can u e Entourage' slower, more powerful search. 

• Use the pop-up menu to search for the p hra.se within ju tone of the many facets 
of Entourage: Messages (your email), Contacts (your addresses), Calendar Even s, 
Tasks, or Notes. If you can't even remember which of these features contains the 
elusive message, you can choose All Items-but be 1 u d ) \ .. c, ch -

h •• t 1 r tt : Jf":l~t \s , uL ;uc~~,l 'Y , .. d, 1:-t ,, \,; \ .. 

XI 

To use Advanced Find, choose Edit➔Advanced Find (or click More Options in the 
Find window). As shown in Figure 11 -7, the resulting mega-Find dialog box is di­
vided into tluee ections: 

• Item Type . Using the check boxes in this section, you can select any combination 
of Me ages, Contacts, Calendar Events, Tasks, or Note to search; if you're will-
ing to wait for a I • • , u. you can click All Items to check them all . 



83

A POSITA Would Not Have Been Motivated With a 
Reasonable Expectation of Success to Combine True with 

the Entourage References

DEMONSTRATIVE EXHIBIT – NOT EVIDENCEXI 



Petitioner’s Motivation to Combine Entourage with True

84
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petitioner 
misunderstands 
True

‘035 Paper 1 (Petition), 50
‘490 Paper 1 (Petition), 53
‘139 Paper 1 (Petition), 56

XI 

PO IT A would ha e beeu moti a red ro combine the Entourage referen e • 

teachiug to incrementally earcb at lea t one earch tring entered in a iugle earch 

field e.g .. EX1004. 8-10. 38-39. 89. 161. 204--05. -09. _67: EX1005. 173: E 1006. 

358. 384. "87: i11fm ecrion VITI.E.l.c) with Tme' expre reachiu 0 ro do o for 

mulriple earch ning entered in rhe earch field (EX1009. 2:26-31. 2:..,9-48. 4:38-

4". 4:6-- :6. - :41 - 0. FIG. 2: i11frn ecrion VITI.E.l.b-VITI.E.l.c) ii be..:.11he 

11 ~=-- 11,ji·n ection VITI.E.l.b-VIII.E.l.c: EX1023. 25-26. 61. 

101-10-: E 1057. 27 " earching fort\ o or more keyv ord - both of\ hich 11111s t 

appear in the re ult - i an excellent trategy for doing preci e earche and greatly 

reducing the number of earch re ult yon have to con ider."). EX1003. 121. 



True Is Not Directed to Searching Documents

85
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

EX1009 (True), Figure 2
‘035 Paper 21 (POR), 50; ‘490 Paper 21 (POR), 52;

‘139 Paper 21 (POR), 51 

True discloses a system for visualizing the contents 
of a single audio file to determine the accuracy of 
the transcript

Result window provides a visual indication of which 
segments of the transcript (transcript windows) 
might contain at least one of the words in the query

POSITA would not be motivated to combine 
with True because it would not return 
accurate results

XI 

~~ 
~~ 
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lquben mother 

94 

~ 
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True’s “Incremental Search” is Not Compatible with Multi-
Document Incremental Search

86
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Dr. Terveen ignored the context of True 
-a sequential, single-document search -
which is incompatible with incremental 
search of Entourage’s multi-document 
environment

XI 

~ For True l built on it teachino to 
) do incremental earch of multiple earch 
LO trino and that' all. Anythino el e of 
l l True - or thi a pect of True the fact that it 
l2 had the e confidence factor , a irrele,ant for 
l3 m . 



Petitioner’s Conclusory Statement of Expectation of Success

87
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’035 Paper 1 (Petition), 51; ’490 Paper 1 (Petition), 54; ’139 Paper 1 (Petition), 57 

In Keynetik, we held that expert testimony stating that certain software modifications were “straightforward” and “simple” 
was sufficient to establish a reasonable expectation of success. 2023 WL 2003932, at *1–2. However, in Keynetik there 
was no challenge to the expert's testimony as being conclusory or not credible, and the expert testimony was 
uncontradicted.

Juniper Networks, Inc. v. Correct Transmission, LLC, No. 2023-1046, 2024 WL 3517862, at *4 (Fed. Cir. July 24, 2024)

• Petitioner relies on Dr. 
Terveen’s conclusory 
statement 

• Dr. Terveen’s “simple and 
straightforward” opinion is 
rebutted by Mr. Haeberli’s
testimony

XI 

PO IT , ould have rea onabl expected to ucceed in combining Trne 

and Baeza-Yate teaching , ith the Entourage reference teaching at lea t 

becau e it would have required onl 

See Keynetik L 200 932 at *2 Fed. Cir. Feb. l , _02 ). EX1003 , 

~ 12 , 124. 



Petitioner Fails to Rebut Patent Owner’s Reasonable Expectation 
of Success Evidence

88
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner’s evidence that 
implementation of Entourage references 
with True would not be simple and 
straightforward:
• Incremental search requires a larger 

index
• RAM constraints

• Would cause search to be slow such that 
they it would no longer be “incremental”  

In reply, Petitioner changed its motivation 
to combine

Under the Petition’s motivation to 
combine, Petitioner has not rebutted 
this evidence ‘035 Paper 37 (Sur-Reply), 9 

‘490 Paper 38 (Sur-Reply), 7-8
‘139 Paper 37 (Sur-Reply), 8

XI 

The onl contell.1 in which a motivation to combine could plausibl exist is 

searching across a larger corpus of docwnents. Petitioner offers its two-docwnent 

framing precisely to sidestep the feasibility concerns raised b Mr. Haeberli. 

(EX2020, 47-62, 114-118.) That retreat is telling. As explained in the POR, the 

11 e, endPnt m the nu1 art mdudmo mdex c;iz 

meutrn 11icre1ue11i::il 

11111 tw:1~ , o, nu .,n, ~ . Petitioner has not hO\vn that the proposed combinations 

would successfully address an of these challenges. (EX20_0, 47-62.) 

Petitioner s argwnent fails from a contradiction of its own making: a PO IT A 

would ha e no moti ation to combine in the two-docwnent scenario but the large­

corpus scenario (i.e. the on! one that could suppl motivation) lacks an 

reasonable expectation of success. (See infra §§IV.C, IV.F.) 



89

The Schwartz, Sebastian, Barber, True and Baeza-Yates 
Combination Does Not Disclose Incremental Search Across 

Documents

DEMONSTRATIVE EXHIBIT – NOT EVIDENCEXI 



Petitioner Fails to Establish the Schwartz, Sebastian, Barber, True, 
Baeza-Yates Combination Teaches All Limitations of the Claims

90
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Entourage’s List Filtering Tool

Entourage’s Delimited Find Tool

True’s Multiple Strings

Exemplary Claim 1, ’035 Patent

• Petitioner combines list filtering with the delimited Find tool for the 
“incrementally locating … documents” (’035) / “incrementally searching 
… documents … to identify search results” (’139) / “searching [for files] … 
as each successive character is … received” (’490) limitations 

• Petitioner has not established the combination teaches these limitations

EX1004 (Schwartz), 9

EX1009 (True), Figure 2

EX1005 (Sebastian), 173
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Figure 1.12 As you type the filter text, only matches 
are shown in the list. 
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All Challenged Claims Require Incremental Search Across 
Documents
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Claim 1 of the ’035 Patent

Claim 1 of the ’490 Patent

Claim 1 of the ’139 Patent

‘035 patent (EX1001), claim 1

‘490 patent (EX1001), claim 1

‘139 patent (EX1001), claim 1XI 

1. m th d f p rforming a arch compri ing: 
• • fir t tring in a first arch fi Jd· 

in to r 1vm th fir t tring I n,.:n 11a 11 • 
inc : n ~ 1 r.... ,-. ,"' , ,i, h..'l r...:nh that ha at lea t a 
first word that begin with the first tring· 

in • g in rch fi Id in 
th fir t and nd trin rat d by a trin 

parator character in t b field; 
ill r pon to r i ing th g 111cn.:1 11 .. ntall: 

loc, ,m2 ,i "'-'c •L l ...:rmm that ha at I a t 
a cond word that b gi • econd trino and 
id nti in rm m nt that ar includ din 
ach oft nd u um nt • nd 

di • an indicatio or o f th id ntifi d 
d um nt that are included in acb fth 
ond gr up of d cum nt . 

:-.c;irl'111 ,trrn.:ture lur I l11,1 n1J...· 

mun.: of lht..· plur, ltl\ uf fih:s h includin at lea t 
• 1 that 1d to th fi t partial 
tring; 

sc ire!· n~, the i1k1ex cl:11a <; lructun.· f'o :1 ~l·cond, 11l )I 

m0rc o' _____ , lit-v of file" each includino at lea t 
els to the nd p rtial 

trine: and 

1. \ method of perfomung a earch comprising: 
rec iving a first partial earch tring in a first search field; 
recei ing a econd partial earch string in the fir t earch 

field; 
wh rein the first and econd partial earch tring are 

eparated by a tring eparat r character in the first 
earch field· 

identify earch re ult 
earchin!! comorise : 

·'.let uf du1.:umc111 in ord r to 
wherein the incrementall 



Entourage’s List Filtering Tool Does not Disclose Incrementally 
Searching Across Multiple Documents for Multiple Strings

• Only available in certain Entourage 
windows displaying lists of 
Entourage items (e.g., address book 
entries)

• Petitioner fails to explain how this 
is equivalent to searching for and 
locating documents

• Limited to a single string in the 
search field
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’035 Paper 21 (POR), 38-39; ’490 Paper 21 (POR), 40-41; ’139 Paper 21 (POR), 40-41 

EX1004 (Schwartz), 9

XI 

Figure 1.12 As you type the filter text, only matches 
are shown in the list. 



True Does Not Cure the Deficiencies of the Entourage References

• True teaches searching withing a single document (i.e., a transcript) 

• True’s search returns portions of the transcript (“transcript windows”) that 
may include one or more of the search strings

• Transcript windows are not documents

• True is not directed to precise matches to queries

• Can return results that do not include both search strings
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’035 Paper 21 (POR), 57-58; ’490 Paper 21 (POR), 60-61; ’139 Paper 21 (POR), 59-60 

XI 
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True is Not Analogous Art

DEMONSTRATIVE EXHIBIT – NOT EVIDENCEXI 



True is Not in the Same Field of Endeavor as the Challenged 
Patents

95
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Burden is on Petitioner to show that prior art is analogous by showing one of two 
tests is satisfied: 

(1) Same Field of Endeavor Test: if the art is from the same field of endeavor or 

(2) Same Problem Test: when the reference is not within the field of the inventor’s 
endeavor, if it is reasonably pertinent to the particular problem with which the 
inventor is involved

XI 



The Field of Endeavor of the Challenged Patents
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’035 Paper 21 (POR), 51 ’490 Paper 21 (POR), 53; ’139 Paper 21 (POR), 52 

XI 

Th field of nd avor for th 0 5 pat nt i ten1 and 1n thod for 

incr m ntall ear hing for and lo ating inde d docum nt . (EXl00l Title 1:29-

30· 2:9-37· : 4-46· 11:34-5 • 15:50-65· 16:20-39· 20:28-45. Tiu do not r late 



The Field of Endeavor of True
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’035 Paper 21 (POR), 51 ’490 Paper 21 (POR), 53; ’139 Paper 21 (POR), 52 

XI 

relat to ar hing docum nt for an g1 n arch tring . In t ad True pro ide a 

m thod for xe uting a earch qu ry on a ingle t xt file her th text do not 

aril on· pond to th und r1 ing ra data and h r th r ult of th 

query onl indicat ho, lik 1 it i that th t xt fil accuratel captur th 

underl 1ng ra, data. (EX2020 112-13· EX2001 131.) In oth r ord a query 



Petitioner’s Field of Endeavor for True Is Too Broad 
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The Allen–Bradley art is not in the same field of endeavor as the claimed subject matter merely because it 
relates to memories. It involves memory circuits in which modules of varying sizes may be added or 
replaced; in contrast, the subject patents teach compact modular memories. Thus, based on the evidence of 
record, the jury could reasonably have found that the first criterion of the analogous art test has not been met 
and that the prior art and the claimed subject matter are not in the same field of endeavor.

Wang Lab’ys, Inc. v. Toshiba Corp., 993 F.2d 858, 864 (Fed. Cir. 1993)

However, Sydansk cannot be considered to be within Clay’s field of endeavor merely because both relate to the 
petroleum industry.... Clay’s field of endeavor is the storage of refined liquid hydrocarbons. The field of endeavor of 
Sydansk’s invention, on the other hand, is the extraction of crude petroleum. The Board clearly erred in considering 
Sydansk to be within the same field of endeavor as Clay's.

In re Clay, 966 F.2d 656, 659 (Fed. Cir. 1992)

’035 Paper 21 (POR), 52
’490 Paper 21 (POR), 54

’139 Paper 21 (POR), 53-54 

XI 



True is Not Reasonably Pertinent to the Problem Solved by the 
Challenged Patents
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‘035 patent (EX1001), 1:32-50
‘035 Paper 21 (POR), 53-54

‘490 patent (EX1001), 1:43-61
‘490 Paper 21 (POR), 55-56

‘139 patent (EX1001), 1:38-56
‘139 Paper 21 (POR), 54-56

XI 

Cun, ~ntiu1wl s~~1rch ,t 1 liL:dlion prog,nun!::> olkn arc slL'\>.. 
~mu cumner-;t)!llt: to l .;;e. For exampJe many earch enoine 
require the u er t type in a earch term click on a earch 
button and review the re ult . Ifth u er i not ati fled with 
th r sult a might b th case if t rnany it ins r it m 
that ar n t f int r t ar und th n th u r n ds t dit 
th s arch t rn1 click on an initiat arch button and aoain 
review the re ult . In addition many earch application 
p~ grams nly pr id £ r limit d arch filt rin , wh rein 
th us r i limited t filt ring the arch ba ed on date fil 
I cation and fil contents. 

~.nu,h1..:-r 1.kn\ h;1ck ul ~.un11..:- SL'tm..:h crnuncs j,, that t H! 
~-
nclual s1..::·arch ·roi:.·e\s akc,: nn anno\:in•1 unhHtn or1imi.. ,,1 

( nm )lek, '-it\u 1.:·h ~urthennore 01ne earch engines do not 
includ arch £ atur dir ct d to p cific typ of arch 
targets such a e1nail Web page and file . Alternatively 
and inconveniently eparate tool may be needed to ~ arch 
for mail Web page and files if the u r de ires corre­
o nding oecific earcb features. 



POSITA would not have looked to True to address the Problem 
Identified by the Challenged Patents

100
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 Problem to be solved by Challenged Patents was slow and inefficient search 
across multiple documents, inability to accurately locate what you are 
searching for (‘035 Paper 21 (POR); 53, ‘035 patent (EX1001), 1:32-2:5.) 

 True would not solve this problem 

Uses sequential (brute force) scan of a single document (not groups of 
documents) – incompatible with searching across documents

 “Search results” of True may not even contain query
‘035 patent (EX1001), 1:32-2:5

‘035 Paper 21 (POR), 53-54
‘490 patent (EX1001), 1:43-2:16

‘490 Paper 21 (POR), 55-56
‘139 patent (EX1001), 1:38-2:11

‘139 Paper 21 (POR), 54-56

XI 
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The Schwartz, Sebastian, Barber, True, Baeza-Yates 
Combination Does Not Render Obvious the Highlighting 

Claims

DEMONSTRATIVE EXHIBIT – NOT EVIDENCEXI 



Claims 2-4 of the ’035 Patent Recite Highlighting
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“highlighting”

‘035 patent (EX1001), claims 2-4

2. Th d 1 im 1 furth r mpn m di pl in 
p rti n ted d umen f th d um nt that ar 

includ d in ach f th first and ec nd g~ up d u-
m nt. 

XI 



Claims 5 and 26 of the ’139 Patent Recite Highlighting
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“highlight … partial 
search strings”

‘139 patent (EX1001), claim 5
‘139 patent (EX1001), claim 26

XI 

t 1d 
t. 

26. The c mputing tern f claim 1erein executing 
• 1rther caus 



Claim 11 of the ’490 Patent Recite Highlighting
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“highlight partial 
search strings”

‘490 patent (EX1001), claims 10-11

11. h c m uti f claim 10 , h r in th 
th 

-
rr f th 

fir ond nartia 1 • • . 

XI 



Petitioner Uses a Fourth Entourage Tool for the Highlighting 
Claims
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Entourage List Filtering

Entourage Advanced Find Entourage Find

EX1004 (Schwartz), 11
’035 Paper 21 (POR), 42-43
’490 Paper 21 (POR), 44-45
’139 Paper 21 (POR), 44-45

EX1004 (Schwartz), 9
’035 Paper 21 (POR), 40-42
’490 Paper 21 (POR), 41-44
’139 Paper 21 (POR), 41-44

EX1004 (Schwartz), 9
’035 Paper 21 (POR), 38-39
’490 Paper 21 (POR), 40-41
’139 Paper 21 (POR), 40-41

Entourage Find Within A Single 
Document

EX1004 (Schwartz), 11
’035 Paper 21 (POR), 63
’490 Paper 21 (POR), 66
’139 Paper 21 (POR), 64

Perform a normal Rnd 

XI 

P r{orm an Advanced Find 

Figure 1.12 As you t pe the filter te , only matches 
are shown In he list. 
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Figure 1.16 ' 11 nr texr 
ntourage f1 1ghlights the fi rst match, scrolling 

as-necessary to display it. 



The Newly Added Feature to the Combination Does Not Highlight 
Strings When Searching Across Multiple Documents
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The only disclosure of 
highlighting is associated 
with the Find Tool, not 
List Filtering

The Find Tool Highlights 
Only When Searching 
Within a Single 
Document

EX1004 (Schwartz), 11 

Rrstmatch 

From fld ITS£, itor; <t4ltor$•tldbiu.t0m1 
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Figure 1.16 When you search for matching text 
Entourage highlights the first match, scrolling 

as necessary to display it. 

XI 

5. fl l 

The first instance of the text string (if 
there is one) is highlighted (Figure 1.16). 
To search for additional instances, 
press(W@. 

t/ Tip 

■ When you search for matching contacts 
in the Address Book. it doesn't matter 
whether you check the earch ubjects, 
Titles, and ames Only checkbox. 
Regardless of your choice, Find searches 
only the Name field. To search other 
Address Book field , use the Advanced 
Find command. 

The Advanced Find command 



Petitioner Improperly Gap-Fills with Knowledge of a POSITA
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‘035 Paper 1 (Petition), 76; ‘490 Paper 1 (Petition), 84; ‘139 Paper 1 (Petition), 79 

• Petitioner and Dr. Terveen fall 
back on knowledge of a 
POSITA without pointing to 
where these elements are 
found in the prior art relied 
upon

‘035 EX1003 (Terveen Decl.), ¶155
‘490 EX1003 (Terveen Decl.), ¶192
‘139 EX1003 (Terveen Decl.), ¶172

Moreo er, it would have been obviou to highlight th fir t occun-ence of the 

fir t word in the elected document at lea t as \\ ell kno,, 11 111 the art to 

lo ,.o to draw the u er' attention to the mo t rele ant portion of the document. 

Supra ection IV.B.3; EX1023 289. EX1003 155 . 

155 . Moreo er, it, ould have be nob iou to highlight the fir t 

occun-ence of the fir t , ord in th elected document at lea t becau 

kno\\ 11 111 the <111 to do o to dra, th u r' att ntion to the mo tr I , ant portion 

of the document. 11pra ection I.B.3 . For example a de cribed by Baeza-Yate 

XI 



Petitioner Presented a New Argument in the Reply
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’035 Paper 27 (Reply), 19-20 
’490 Paper 28 (Reply), 18-19 
’139 Paper 27 (Reply), 19-20

• None of cited paragraphs of Petition and Terveen Declaration (EX1003) articulate a motivation to combine 
Find or Advanced Find because of these alleged favorable benefits

• New motivation is still insufficient for explaining why POSITA would ignore deliberate design choices by 
developers of the product

’035 Paper 1 (Petition), 45-46 
’490 Paper 1 (Petition), 48-49 
’139 Paper 1 (Petition), 51-52

Jul. 6, 2017). Specifically, a POSITA would have been motivated to look to the 

teachings of all three references o obtam n nwrc complete n11d comp1chc1hiYc 

of the Emourn2:e "Yskm. 1h feilture-.,_ and 1h capabilities. especially 

since each reference provides additional teachings not found in the other references. 

For example, Schwaitz provides extra details on text highlighting (e.g., EX1004, 

163), Barber provides extra details on the Advanced Find search (e.g., EX1006, 

387), and Sebastian provides extra details on the main email interface (e.g. , EX1005, 

173). EX1003 , 130. 

XI 

41-45 , 51-82 . \ ti,, i:x1 l.11ucd 11 t 1, I C'l111 11, the highlighting functionality in the 

Find tool and multi-string earch capability of the dvanced Find tool bad known 

benefit : m1111- •111H .. q11L·11i: ... p1 1\1de m 1e til12etetl ~emch result~ ,nd --.enrch tern1 

11~t>1 m01t> conlide11ce m the 1v,11lt 

would have been motivated with a rea onable 



Claims 9/14/19 and 11/16/21 of the ’139 Patent Require 
Searching on Specific Fields
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• Petitioner relies wholly on the 
knowledge of a POSITA for these claims 
without any explanation as to why a 
POSITA would have been motivated to 
modify Entourage, an email client, to 
search non-email files

’139 patent (EX1001), claims 9, 14, 19

XI 

9. Th m th d f claim 1 her in at lea t m of the 
d um nt t I a t th TI 11 , in fil fi leis in 

hich on r mor f th fir t and c nd partial ar h 
trin ma b 1 caled: name, pati1 1z item type dale 

modified date rcat d or c ntent. 

14. Th meth d f I aim 12 v h r in th m I~ fl ~Jd of the 
documents co1npri on of: nam path ize item t p 
dat m difi d dat er at d r c nr nt fi ld of fi1 d u­
m nt. 

19. The method f claim 17 v herein th 
docum nts compri on of: nam path ize it n1 typ 
dat rn difi d dat creat d r nt nt ti Id f fil d cu­
m nt. 



Petitioner Improperly Relied on Knowledge of a POSITA
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’139 Paper 1 (Petition), 83

Petition argument claim 9
Petition argument claim 14

Petition argument claim 19

’139 Paper 1 (Petition), 87

’139 Paper 1 (Petition), 86

on its name file type and location." EX1006. 18· see also id. 17 .-\ PO')ITA would 

han• forn1d 1t obnous to implement Entourage -, docllluent--,pec1tic -,earch a'> an 

incremental searches. and the known benefit-, of domg '>0 mcludmg makm2 the 

~,.11d1 fo~tc-1 ,,ml rn01c:- 1c:-~p01h1\c:- . Supra Sections IV.B.l , VIII.E.l.c · EX1004, 8-

obncu . Supra Section VIII.E.7-VIII.E.10. EX1003, 183. 

XI 

As explained above for claims 8-11 (supra ections VIII.E.7-VIIl.E.10), the 

Entourage references disclose the ability to search within a single field of the 

documents (such that the incremental searching is performed only on content of that 

field of the documents) and disclose that the documents comprise the fields recited 

in claims 12-16. Thm. clamh 12-16 are obnou-, for at lea'>! the reason'> clawb S-11 

ar1: obv101l'. Supra Sections VIII.E.7-VIII.E.10. EX1003 181. 



Petitioner Improperly Relies on Knowledge of a POSITA for Claim 
17 of the ’139 Patent
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Paper 1 (’139 Petition), 86-87

XI 

lthough the Entomage reference do not expre ly di lo e ear hing all 

texmal ontent of the file for the fir t earch tring and onl a ingle field of the 

file for the e ond ear h tring within the ame ear h field. the Entourage 

reference do expre I di lo e doin_ the ability to re tri t the ear h of a ear h 

tring to a pe ific field of the file (albeit in a eparare earcb field). EX 1004. 11 -

1 .16--16: X1006. . I'\\ 11ltl1:l\(.'1 '<.:l,t>hh)tl ll),lPll I,\ ,)l\\~·,·1. 

tv j .:111111 \11.h 1:.111.. h lt1111. t1l111 ,ht ,11 k, t ',c:1.,111 c 11 \\ 1 \\ di hllO\\ 1. tv ,1 . u h 

a by u ing field I nu . For exampl . man ear h engin allow d u r 10 enter a 

fi Id I nu .g .. .. ,it! :· ··t xt"') b for a arch Iring t limit th arch tring to that 

parti ular fi Id f th fil . E 10- . 11 : E 10 . 66 ing th field t 1111 "till :" 

"[l)imit [the) ear ht eb pa_ e that th auth r lab led a th tit I ." . 

6 -6 .110-11 . 1 - -1 .166. E. ' 100. 1 - · 



Petitioner Applies Its New “Two Documents” Claim Construction 
to Elements that Do Not Appear in the Claims of the ‘035 Patent
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Petitioner’s characterization of claims

The “group” of documents is the output of the 
incremental locating or identifying step, not the universe 
of documents to be searched. 

Petitioner never says how (under “group” construction), 
a POSITA would find the claims as drafted obvious. 

What claims say

‘035 Patent: “incrementally locating a first group of 
documents…. incrementally locating a second group of 
documents.”
‘139 Patent: “updating the search results as each successive 
character of the first partial search string and the second 
partial search string is received respectively in the first
search field by identifying one or more documents...”

’035 patent (EX1001), claim 1
‘139 Patent (EX1001), claim 1

‘035 Paper 27 (Reply), 4; ‘139 Paper 27 (Reply), 4 

EX2020, 8-9, 47-62, 114- 118. The challenged claims however, fi' 11 • "11dun 

a r, , 'P" t '! (1•' , !.! .. (i .e. , two or more), not a large volUllle. Moreover, 

2002-era computers were entirely capable of incrementall , 1 um cro , 1 

,,! I " •! 1t"11 , especially considering that the median size of, for example, two 

emails 10 2002 was approximate! 4.4 k.i.lobytes---0.00044% of the one gigabyte 

database 3SSU1lled by Mr. Haeberli. Ex:1099, 190; EXl 100, 13-32. Indeed, se eral 

prior art references cited b the Petition teach 

ument , confirming that 1. rementallv se:>crcllm 1 1 , \.-, , n c (as opposed 

to within a single document) would not have required a leap of in ·entiveness. Paper 

1, 9-10 (citing EX1004 EX1010, Ex:1012, Ex:1016, Ex:1021, Ex:1039); EXl 100, 

11. Moreover, I flit ' 1 ~ mltml d,, , IIJ•' 11 was well known, as 

acknowledged by PO and its expert Mr. Haeberli. EX1003, 33-44; Paper 21 , 3; 

EX1098, 30:24-3 1:1; EXll00, 12; EX2020 ' 9. 
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