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I. INTRODUCTION

The POR acknowledges that incrementally searching within a single file was
known but disputes that it would have been obvious to do so across a large volume
(one gigabyte’s worth) of files allegedly because 2002-era computers did not have
the short-term memory capacity to perform such a search. The claims, however,
require a search across only a “plurality” of (i.e., two or more) files, not a large
volume. And in 2002, two typical files (e.g., emails) required but a few kilobytes of
memory, not one gigabyte. For two or more files, a POSITA would have been
motivated with a reasonable expectation of success to perform an incremental search
across the files to provide quick, efficient search results, as explained in the Petition.

Patent Owner’s shifting characterization of the alleged invention underscores
the obviousness of the challenged claims. When filing the 490 patent’s ancestor
application, Applicant described its invention broadly as incremental searching.
EX1056, 4-6 (192-6). When confronted with prior art clearly disclosing this well-
known concept, Applicant shifted to arguing that the claims allow entry of multiple
search strings in the same search field. EX1056, 157-158, 219-221, 236. Patent
Owner (PO) and its expert now acknowledge, however, that this too was known, as
evidenced by the numerous exhibits cited by the Petition and Petitioner’s expert, Dr.
Terveen. Paper 1, 7; EX1003, q940-41; Paper 21, 3; EX2020, 99; EX1098, 31:2-5.

The POR instead argues infeasibility at a one-gigabyte scale, a feature not required

Petitioner’s Reply To Patent Owner’s Response Page 1
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by the claims. Moreover, as Dr. Terveen explains, multiple prior art references cited
by the Petition teach incrementally searching across multiple files.

The challenged claims thus reflect the “combination of familiar elements
according to known methods” that “yield predictable results”—precisely the type of
claims the Supreme Court sought to prevent in KSR. KSR Int’l Co. v. Teleflex Inc.,
550 U.S. 398, 401, 127 S. Ct. 1727, 1731 (2007). The claims recite flexible and
predictable computer software concepts that were well known in the art. Vasudevan
Software, Inc. v. MicroStrategy, Inc., No. 11-CV-06637 RS, 2013 WL 12174144, at
*8 (N.D. Cal. Oct. 17, 2013)(“[T]he invention is in the software field, which is a
predictable art with well-developed [computer] languages.”).

The Petition pointed to Dr. Terveen’s explanation of why a POSITA would
have been motivated with a reasonable expectation of success to combine these
known, flexible software concepts, which is sufficient to establish obviousness under
controlling precedent, including the Federal Circuit’s decision in KEYnetik.
KEYnetik, Inc. v. Samsung Elecs. Co., No. 2022-1127, 2023 WL 2003932, at *1-2

(Fed. Cir. Feb. 15, 2023).
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II. ASLAID OUT IN EACH GROUND
IN THE PETITION, A POSITA WOULD
HAVE BEEN MOTIVATED WITH A REASONABLE
EXPECTATION OF SUCCESS TO COMBINE THE PRIOR ART
REFERENCES TO INCREMENTALLY SEARCH ACROSS FILES

For Ground 1, the Petition explained that a POSITA implementing a search
tool would have been motivated with a reasonable expectation of success to combine
Lotus Notes’ teachings to search across multiple indexed files for two search strings
entered in a single search field with Raskin’s teachings to perform a search
incrementally to provide faster, more responsive search results, as was known in the
art. E.g., Paper 1, 11, 18-20, 25-28; EX1003, 4957, 75-81, 92-96.

Similarly for Ground 2, the Petition explained that a POSITA implementing
a search tool would have been motivated with a reasonable expectation of success
to combine Entourage’s teachings to incrementally search across multiple files for
at least one search string entered in a single search field with True’s teachings to
incrementally search for multiple search strings entered in the search field to provide
more precise, targeted search results, as was known in the art. E.g., Paper 1, 43, 53-
54, 59-69; EX1003, 99123-134, 137-141, 153-166.

The POR and its expert admit that it was known to incrementally search within
a single file but dispute whether it would have been obvious to do so across a large
set/volume (one gigabyte’s worth) of files, allegedly because of the limited memory

capacity of 2002-era computers. Paper 21, 3-6, 17-28, 55-63; EX2020, 998-9, 47-62,
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84-88. The challenged claims, however, recite searching across a “plurality” of files
(i.e., two or more), not a large volume. Moreover, 2002-era computers were entirely
capable of incrementally searching across a plurality of files, especially considering
that the median size of, for example, two emails in 2002 was approximately 4.4
kilobytes—0.00044% of the one gigabyte database assumed by Mr. Haeberli.
EX1099, 190; EX1100, q913-32. Indeed, several prior art references cited by the
Petition teach incrementally searching across files, confirming that incrementally
searching across files (as opposed to within a single file) would not have required a
leap of inventiveness. Paper 1, 6-7 (citing EX1004, EX1010, EX1012, EX1016,
EX1021, EX1039); EX1100, 911. Moreover, searching across multiple files was
well known, as acknowledged by PO and its expert, Mr. Haeberli. EX1003, 9933-
47; Paper 21, 3; EX1098, 30:24-31:1; EX1100, §12; EX2020, 99.

A. The Claims Encompass Searching Across As Few As Two Files

The claims recite searching among “a plurality of” (i.e., two or more) files,
not the large volume/set alleged by the POR. E.g., EX1001, 29:56-30:28 (claim 1);
Paper 21, 5-6, 17, 56 (referring to “large volume[],” “large set,” “large file set[]”);
see also EX2020, 948 (assuming a search across a one gigabyte database). The
Federal Circuit has repeatedly found that the plain ordinary meaning of a “plurality”
1s “two or more.” E.g., Dayco Prods., Inc. v. Total Containment, Inc., 258 F.3d 1317,

1327-28 (Fed. Cir. 2001). The specification confirms that “a plurality” encompasses
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13

as few as two at least because the specification’s “plurality of search fields” includes
as few as two search fields. EX1001, 28:9-12, FIG. 3C.

B. 2002-Era Computers Were Entirely Capable Of
Performing An Incremental Search Across Two Or More Files

Contrary to the POR’s assertions, a POSITA would have been motivated with
a reasonable expectation of success to combine Lotus Notes with Raskin and
Entourage with True at least because 2002-era computers could provide the response
times needed to perform an incremental search! across a plurality of files, especially
while using known index data structures, such as Lotus Notes’ full-text index, when
searching across larger volumes of files. EX1100, q913-32.

Raskin confirms that indexing provides response times sufficient to support

incremental searching across files. EX1021, 129, 132. 2 When discussing

' Because a system that practices the claims does not return results until two search
strings are entered (see, e.g., EX1098, 34:22-38:25), the computer’s response time
is less important than in an incremental search where results are returned as a user
enters the first string.

2 Reliance on these pages in Raskin is proper at least because: (1) they are part of the
same 9-page chapter section (5-4) cited by the Petition, (2) they directly rebut an

allegation in the POR that is based on the unforeseeable “large volume” implicit
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incremental searches, Raskin notes “a few implementation tricks” that can be used
to increase the search speed. Id., 129. For example, Raskin explains that algorithms
(e.g., “Boyer-Moore algorithm”) and indexes speed up the search. /d. “Indexing all
local mass-storage devices can make searching over a local system or network take
only milliseconds.” /d. And when describing how the ““search can proceed circularly
not only through the local document but also afterward in automatically expanding
domains, up to and including the entire Internet,” Raskin explains in a footnote that
“[1]t 1s entirely possible, by such techniques as lookahead and indexing, to maintain
the 250 msec response time.” Id., 132; see also EX1023, 196, 383-384; EX1003,
9145-47 (Dr. Terveen explaining that it was well understood that index data
structures were designed to accelerate search operations); EX1100, 4415-17 (same),
1920-22.

The POR’s argument that a larger index would allegedly be needed to perform

an incremental search misses the point and mischaracterizes Dr. Terveen’s

claim construction argument, and (3) they expand on the Petition’s previous
arguments and are not a meaningfully distinct unpatentability contention. E.g., Paper
1, 8, 16, (citing EX1021, 124-132), 21, 25-30, 77; Paper 21, 5-6, 17, 56; Axonics,
Inc. v. Medtronic, Inc., 75 F.4th 1374, 1380-84 (Fed. Cir. 2023); Rembrandt

Diagnostics, LP v. Alere, Inc., 76 F.4th 1376, 1384-85 (Fed. Cir. 2023).
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testimony. EX1100, 9918-19. Even if the index’s size increases, an index generally
still increases the speed of the search because it contains less data than the underlying
files. EX1003, 9945-47; EX1100, q18; EX2021, 122:19-22. Haeberli’s argument
that an index for an incremental search would be too large for a 2002-era computer’s
volatile memory (RAM) should be given no weight because it assumes an
unrealistically large database of one gigabyte. EX2020, 948. A typical 2002-era
email database was no more than 10 megabytes—1% the size assumed by Haeberli.
EX1061, 136; EX1095, 1, 3; EX1096, 1. Re-running Haeberli’s same analysis with
this more appropriate starting point, Dr. Terveen concludes that an average-size
email database in 2002 would have required an index that was only 0.16% of a 2002-
era computer’s RAM. EX1100, 9913-14.

Multiple other prior art references, including the Entourage references
(EX1004-1006, EX1043), Eudora (EX1039), Nguyen (EX1010), Siitonen
(EX1016), Spaey (EX1012), and True (EX1009), also teach incrementally searching
across files, confirming that a POSITA would have been motivated with a reasonable
expectation of success to implement this functionality. Paper 1, 6-7; EX1003, q933-
39.

Haeberli does not dispute that Spaey and Nguyen teach incrementally
searching across files (EX2001, 4941-42), and his analysis of the other references is

flawed, as explained by Dr. Terveen. EX1100, 4920-32. Thus, a POSITA would have
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reasonably expected a 2002-era computer to be able to perform an incremental
search for two search strings across a plurality of files, especially when searching
across a smaller number (but still a plurality) of files. EX1100, 9910-32.

C.  The Prior Art References Are Compatible And Analogous

The Petition explained that Lotus Notes, Raskin, Entourage, and True each
relate to searching and further explained why the specific teachings relied on in each
of the references are compatible. E.g., Paper 1, 12-20, 43-54. For each ground, the
POR argues that the references are not compatible, and for ground 2, it also argues
that True is not analogous art. These arguments improperly rely on bodily
incorporation of the references’ disclosures.

1. Lotus Notes And Raskin (Ground 1) Are Compatible

As explained above, the Petition relied on Raskin’s teachings to perform a
search incrementally. Paper 1, 11, 18-20, 23-30; EX1003, 4957, 75-81, 88-102. The
POR argues that Lotus Notes and Raskin are not compatible because Raskin’s
approach allegedly searches a single document using a brute force technique, which
is fundamentally different than Lotus Notes’ index search across files. Paper 21, 18-
19; EX2020, 9432-37.

The POR mischaracterizes the Petition’s combination because the Petition
relies on Raskin’s teachings to perform a search incrementally, not its alleged

teachings to search within a single file without an index. And, as explained above in
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Section II.B, the POR misapprehends Raskin because Raskin teaches that indexing
can maintain incremental response time even as the search domain expands beyond
a single file. EX1021, 129, 132. Further, PO’s argument contradicts Federal Circuit
precedent by mandating bodily incorporation of Raskin’s entire alleged architecture.
E.g.,InreEtter, 756 F.2d 852, 859 (Fed. Cir. 1985); MCM Portfolio LLC v. Hewlett-
Packard Co., 812 F.3d 1284, 1293-94 (Fed. Cir. 2015).

2. Entourage And True (Ground 2) Are Compatible

As explained above, the Petition relied on True’s teachings to perform an
incremental search for multiple search strings entered in a search field. Paper 1, 43,
53-54, 59-73; EX1003, 99123-134, 137-141, 153-175. The POR argues that True is
not compatible with Entourage because True searches within a single transcribed
audio file, which is not 100% accurate like the pure text of Entourage’s files. Paper
21, 52-61.

Again, this mischaracterizes the Petition, misapprehends the prior art
reference (True), and contradicts the Federal Circuit’s bodily incorporation
precedent. The Petition relies on True’s teachings to perform an incremental search
for multiple search strings entered in a search field, not its alleged teachings to assign
confidence levels to transcribed audio or search within a single file. And, True is not
limited to searching only transcribed audio, as Haeberli admitted during his

deposition that True describes searching a text file that has 100% accuracy. EX1009,
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7:63-8:2; EX1098, 48:5-49:19; EX1100, 9933-35. Further, as explained by Dr.
Terveen, True at least suggests to a POSITA searching across files since it treats its
transcript windows separately, and even if it did not, intra-file searches are not
meaningfully different than inter-file searches and would require trivial
modifications to search across files. EX1100, 4911, 32, 36-38; EX2021, 141:16-
147:6.

3. True (Ground 2) Is Analogous Art

As explained in the Petition, True is analogous art to the *490 patent because
they are from the same field of endeavor. Paper 1, 49-50. The *490 patent states that
“[t]he present invention relates generally to data processing, and in particular to
systems and methods for locating data.” EX1001, 1:38-39. The patent goes on to
state that “the present invention advantageously provides for incremental or reactive
searching of a variety of search targets,” which results in providing the user “with
substantially immediate feedback as the search string is being entered.” EX1001,
2:20-32.

True’s title similarly discloses “interactive searching,” its drawings depict Uls
similar to the patent’s, and it describes a similar incremental search process where
the user is provided with “immediate feedback in response to actions such as
modification of the query.” EX1009, cover, 2:26-48, FIGS. 1A, 1B, 2; see also e.g.,

id., Abstract, 1:6-17, 4:66-5:15.
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Nonetheless, the POR wrongly asserts that True is not analogous art because
True allegedly relates to searching an imprecise audio transcription, whereas the
challenged patent allegedly relates to “incrementally searching for and identifying
indexed files.” Paper 21, 53.

As explained above in Section I1.C.2, True discloses searching text that is
100% accurate, as acknowledged by Haeberli during deposition. EX1009, 7:63-8:2;
EX1098, 48:5-49:19. PO even submitted True in an IDS during prosecution of the
’490 patent, indicating that Applicant considered True material to patentability.
EX1002, 100, 147; 37 C.F.R. § 1.56. The POR’s assertions ignore True’s broad
search disclosures (e.g., in its title and abstract) and conflict with Applicant’s
representations to the Patent Office during prosecution.

Further, the field of endeavor is not limited “to the specific point of novelty,
the narrowest possible conception of the field, or the particular focus within a given
field.” Unwired Planet, LLC v. Google, Inc., 841 F.3d 995, 1001 (Fed. Cir. 2016).
As the 490 patent states, its alleged invention “relates generally to data processing,”
not specifically “incrementally searching for and identifying indexed files,” as
alleged in the POR. EX1001, 1:38; Paper 21, 53. Under this proper, broader field of
endeavor, True’s comparability is even more evident.

The POR’s cited cases are inapposite because the prior art references in the

cited cases were directed to different fields. In Wang Lab’ys. v. Toshiba Corp., the
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prior art was directed to large industrial machinery controllers, not the claims’
compact personal computer memories. 993 F.2d 858, 864 (Fed. Cir. 1993). And in
In re Clay, the prior art was directed to the extraction of crude petroleum, not the
claims’ storage of refined petroleum. 966 F.2d 656, 658-59 (Fed. Cir. 1992). Here,
True and the *490 patent not only describe the same general field (searching text),
but also a narrower field (incrementally searching text).

Setting aside the field of endeavor, True is also analogous because its
incremental search teachings are reasonably pertinent to the problem addressed by
the 490 patent: slow, cumbersome delimited searches. EX1001, 1:43-2:16;
EX1009, 2:25-48, 4:66-5:15; EX1100, 439; In re Clay, 966 F.2d at 658-59.

D.  The Petition Sufficiently Explained The

Reasonable Expectation Of Success, Especially
Given The Patent’s Lack Of Implementation Details

The Petition and Dr. Terveen identified the combination of software functions
from the prior art references relied on by each ground. E.g., Paper 1, 18, 53; EX1003,
q4/75, 137. Dr. Terveen explained that a POSITA would have reasonably expected
success in combining this functionality because “it would have required only simple
and straightforward software modifications,” and provides further explanation in his
supplemental declaration on how a POSITA would reasonably expect success in

using a known programming language, such as C or C++, to make the necessary

software modifications. EX1003, 9980, 96, 99, 108, 140, 149, 155, 163; EX1100,
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440-49; see also EX1100, q910-52. The Petition cited to this testimony in Dr.
Terveen’s Initial Declaration and to the Federal Circuit’s decision in KEYnetik.
Paper 1, 19-20, 28-29, 54, 56-57, 62, 67; KEYnetik, 2023 WL 2003932, at *1-2.

The POR does not address KE Ynetik and instead cites Juniper Networks, Inc.
v. Correct Transmission LLC, which is inapposite. In Juniper, the Petitioner failed
to address PO’s expert testimony that the combination would require a complete
redesign and would not be successful. No. 2023-1046, 2024 WL 3517862, at *5
(Fed. Cir. July 24, 2024). Here, Dr. Terveen provides detailed technical explanation,
supported by evidence (e.g., EX1018, EX1021, EX1023, EX1061, EX1095-1097,
EX1099), that directly rebuts Haeberli’s allegations. As discussed throughout,
Haeberli’s infeasibility allegations are unfounded as they are based on a misreading
of the claims and undermined by his later testimony. EX1100, q910-52; EX1098,
21:9-15, 24:17-25:10; supra Section II.B. Though the POR complains about the
alleged lack of detail in Dr. Terveen’s Initial Declaration, it does not specifically
identify what should have been included. Paper 21, 26-28, 62-63.

Moreover, the lack of detailed explanation in the ’490 patent on how to
implement the claimed search functionality confirms that implementing such a
search was within the skill of a POSITA. EX1100, 4950-52; In re Fox, 471 F.2d
1405, 1407 (C.C.P.A. 1973); accord In re Epstein, 32 F.3d 1559, 1568 (Fed. Cir.

1994) (“the Board's observation that appellant did not provide the type of detail in
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his specification that he now argues is necessary in prior art references supports the
Board's finding that one skilled in the art would have known how to implement the
features of the references ....”).

Indeed, the *490 patent describes using a standard “inverted index” to perform
its search. EX1001, 5:29-36. Though the patent describes indexing prefixes
(EX1001, 7:37-48), this is not claimed and was already known to a POSITA as
explained by Dr. Terveen. EX1100, q916-17 (citing EX1018, EX1023, EX1061),
921.

Thus, Dr. Terveen’s explanations establish the reasonable expectation of
success.

1. A POSITA Would Have Reasonably

Expected Success In Implementing A User
Interface That Supports Incremental Searching

A POSITA would have reasonably expected success implementing a user
interface (UI) that supports incremental searching using an appropriate
programming language such as C or C++. EX1100, 942-45; see also id., 1946-49
(describing how a POSITA would have reasonably expected success implementing
the supporting back-end software using the same or similar programming language).
The POR’s reference to Raskin’s discussion of incremental searching being difficult
to implement in Visual Basic is a red herring because a POSITA would not use

Visual Basic for this task. Paper 21, 25, 27-28. EX1100, 942.
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Robust programming languages such as C and C++, together with well-
developed operating systems and Ul frameworks, allowed an ordinary programmer
to build a UI that supported incremental searching, as evidenced by the numerous
prior art systems that implemented such functionality, including Entourage, Eudora,
Emacs, Canon Cat, SwyftWare, and others. EX1004, 8-9, 161; EX1021, 125, 127,
129; EX1039, 102-103; EX1043, 385-389; EX1100, 9943, 44 (citing EX1097).
Indeed, Haeberli admitted as much during his deposition. EX1098, 21:9-15, 24:17-
25:10.

Further confirming this reasonable expectation of success, the 490 patent
does not provide any details on how to build a user interface that supports an
incremental search. EX1100, §950-52; In re Fox, 471 F.2d at 1407.

III. THE PETITION EXPLAINED WHY A POSITA

WOULD HAVE COMBINED THE SIDE-BY-SIDE

DISCLOSURES IN THE LOTUS NOTES REFERENCES
(GROUND 1) AND THE ENTOURAGE REFERENCES (GROUND 2)

The Petition provided reasons why a POSITA would have been motivated to
combine the side-by-side disclosures in the Lotus Notes references (Ground 1) and
the Entourage references (Ground 2), though combining these disclosures would not
have required a leap of inventiveness. The POR argues that the Petition failed to
sufficiently explain why it would have been obvious to combine these side-by-side

disclosures. Paper 21, 9-17, 38-50. This argument is wrong for several reasons.
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A. Lotus Notes’ Query Builder Tool Teaches The
Disputed Claim Elements And It Would Have Been Obvious To
Combine Functionalities From Lotus Notes’ Other Search Tools

As explained in the Petition, the Lotus Notes references (Ground 1) teach
many of the claim elements within a single search tool and across different search
tools. Paper 1, 12-15, 20-42. Indeed, the POR does not dispute that Lotus Notes’
Query Builder tool allows a user to enter multiple search strings in a single search
field separated by a string separator character (a comma). Paper 21, 29-30. While
these similar disclosures for the Search Bar and Search Builder tools certainly
reinforce the obviousness of the claims, they are not necessary.’

Moreover, combining these functionalities in a single tool was desirable
and/or obvious to try. Paper 1, 7, 18-19, 23-25; EX1100, §55.

For example, as was known in the art, described by Lotus Notes, and
acknowledged by the POR, a user had two options for entering search strings: either
they could enter the strings in a single search field or separate search fields. EX1003,
1940-41; EX1059, 161-164; EX1061, 140, 142; EX2020, 99; Paper 21, 3. As taught
by the Lotus Notes references, the single search field is preferred when searching

for just a few search strings. EX1061, 140 (explaining that the single-field Search

3 The Search Bar also satisfies the mapped claims, as explained in the Petition. Paper

1,24 n.7; see also id., 36, 62-63, 84; EX1098, 40:10-17.
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Bar tool allows “you to find all the occurrences of a word (or a couple of words)
very, very quickly™), 142; see also Paper 1, 7-8; EX1003, 9440-44. Thus, when
performing a search on only two search strings, as recited in the claims, a POSITA
would have been motivated to use a single search field, as in the Search Bar and
Query Builder. EX1100, 956.

As was also known in the art, described by Lotus Notes, and admitted by the
POR, a user had two options for separating search strings when entering multiple
search strings in a single search field: either they could separate the string with a
single character (e.g., a comma as in the Query Builder) or a Boolean operator (e.g.,
an AND as in the Search Bar). EX1059, 162-163; EX1061, 140; EX2020, 99; Paper
21, 3; see also Paper 1, 24 n.7; EX1003, 489. As explained in the Petition, a POSITA
would have understood that when performing an incremental search, a single
character would be preferred at least because an incremental search is designed to
minimize the number of characters the user has to enter before obtaining the desired
result. Paper 1, 24 n.7; EX1003, §89. EX1100, 957.

Even if Lotus Notes did not expressly disclose the disputed claim elements
within a single search tool (which it does), a POSITA would have been motivated
with a reasonable expectation of success to combine the well-known functionality
described in Lotus Notes’ cited search tools at least because they represented a

limited number of well-known implementation options, each with its own
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recognized advantages. E.g., Perfect Web Techs., Inc. v. InfoUSA, Inc., 587 F.3d
1324, 1331 (Fed. Cir. 2009) (disputed claim element would have been obvious to try
because it was one of a “finite number of identified, predictable solutions”)
(quotation omitted); Recor Med., Inc. v. Medtronic Ireland Mfg. Unlimited Co., No.
2023-2251,2025 WL 944511, at *4 (Fed. Cir. Mar. 27, 2025) (obvious-to-try theory
may apply where ten alternatives identified in prior art because ten is “a sufficiently
finite universe of options”). EX1100, 958.

B. A POSITA Would Have Found It Obvious To
Combine The Functionality From The Entourage Search Tools

As explained in the Petition, the Entourage references (Ground 2) teach
performing an incremental search (e.g., in the Quick Find tool), searching for
multiple search strings entered in a single search field (e.g., in the Advanced Find
tool), and highlighting search strings in the results (e.g., in the Find tool). Paper 1,
43-48, 54-91. As also explained in the Petition, the highlighting functionality in the
Find tool and multi-string search capability of the Advanced Find tool had known
benefits: multi-string queries provide more targeted search results and search term
highlighting directs the user to the relevant portion(s) of the results and gives the
user more confidence in the results. Paper 1, 8, 59-61, 80-84; EX1003, 4448-52, 138,

155, 188-194. Thus, a POSITA would have been motivated with a reasonable
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expectation of success to combine these well-known functionalities from
Entourage’s search tools to achieve their known benefits. EX1100, 9959-61.

The POR improperly advances an anticipation-type requirement by
contending that a POSITA would not have combined the functionalities from
Entourage’s search tools merely because they are described in different tools. Paper
21, 46; EX2020, 9974-76. Under the POR’s logic, a claim would be unpatentable
only if every element were expressly disclosed in a single embodiment of a single
reference. That is the standard for anticipation, not obviousness. Moreover, Dr.
Terveen explains that a POSITA would not read the references so rigidly and would
have understood that, in general, it would be relatively trivial to mix and match the
functionalities of Entourage’s different search tools. EX1100, q959-61.

C. Combining The Side-By-Side

Disclosures In The Entourage References

And The Lotus Notes References Is A Predictable
Variation That Does Not Require A Leap Of Inventiveness

The Petition pointed to side-by-side disclosures in the Lotus Notes references
and the Entourage references. For Ground 1, Wilcox describes Lotus Notes’ Search
Bar and Query Builder collectively in five pages of text (EX1059, 160-165) and
Londergan describes the Search Bar and Search Builder sequentially on consecutive
pages (EX1061, 140-142). For Ground 2, Schwartz similarly describes Entourage’s

Find, Advanced Find, and Quick Find tools side by side in consecutive pages. E.g.,
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EX1004, 8-12, 161-164. The rationale to combine these disclosures is apparent
because the references present these disclosures side by side, making the
combination a “predictable variation” that does not “require a leap of inventiveness.”
Paice LLC v. Ford Motor Co., 681 F. App’x 904, 917 (Fed. Cir. 2017) (quoting
Boston Sci. Scimed, Inc. v. Cordis Corp., 554 F.3d 982, 991 (Fed. Cir. 2009); KSR
Int’l Co. v. Teleflex Inc., 550 U.S. 398,417 (2007)). The functionalities in these side-
by-side disclosures relate to flexible software modules that could be readily
combined. EX1100, 4959-61. The POR fails to explain how these functionalities are
incompatible.

IV. THE PRIOR ART TEACHES EVERY
ELEMENT OF THE INDEPENDENT CLAIMS

As explained in the Petition, the prior art in each ground teaches every element
of the independent claims. Paper 1, 20-42, 54-91. The POR disputes certain claim
elements based on mischaracterizations of the Petition’s combinations, the prior art
references’ teachings, the challenged claims, and the law.

A. The Ground 1 References Teach Elements [1.5], [1.10], And [1.13]

The Petition explained that Lotus Notes teaches element [1.5] (index data
structure) because it discloses “indexing the computing system’s files in an index

(X139

data structure (a full-text index),” thereby ‘““allow[ing] you to find documents that
contain various combinations of fext strings.”’ Paper 1, 21 (quoting EX1059, 159).

The Petition also explained that the claimed functionality was known in the art.
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Paper 1, 8 (citing EX1013, EX1023, EX1032, EX1053-EX1055, EX1057, EX1059,
EX1061), 21; EX1003, q946-47. The POR wrongly argues that the claims require
indexing partial search strings and that the knowledge of a POSITA cannot supply a
missing limitation. Paper 21, 29. Both assertions are incorrect.

The Federal Circuit has repeatedly held that the knowledge of a POSITA can
supply a missing claim limitation when, as here, the knowledge of the POSITA is
supported by prior art references, not just an expert’s assertions. Shockwave Med.,
Inc. v. Cardiovascular Sys., Inc., 142 F.4th 1371, 1378 (Fed. Cir. 2025); Koninklijke
Philips N.V. v. Google LLC, 948 F.3d 1330, 1337 (Fed. Cir. 2020). Specifically, Dr.
Terveen cited numerous prior art references evidencing that it was known that index
data structures store associations between character strings to the associated files in
which the strings are included. Paper 1, 8; EX1003, 9948-52; EX1098, 17:1-18:2.
This is fundamentally how they work. EX1003, 4948-52, 84, 146-149.

Moreover, the claims do not recite or require indexing prefixes, as Haeberli
admitted during deposition. EX1098, 42:25-43:9. Even if they did, indexing prefixes
was known in the art and would have been obvious to implement when performing
an incremental search, as explained by Dr. Terveen. EX1100, 9916-17 (citing
EX1018, EX1023, EX1061), 9946-49. Further, a system that indexes only whole

words inherently indexes prefixes because common words that would be indexed in
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any system (e.g., the word “a”) are prefixes for other words (e.g., “an,” “and,”
“Andrew,” etc.). EX1098, 25:11-27:1; EX1100, 964.

For element [1.10] (string separator character), the POR does not appear to
dispute that the prior art references teach this element. Instead, the POR argues that
a POSITA would not have combined the Lotus Notes references, which is wrong for
the reasons explained above. Supra Section II. This also conflates two distinct
inquiries: what the references teach and whether a POSITA would have combined
the references.

For element [1.13] (incrementally updating search results), the POR repeats
its assertion that a POSITA would not have been motivated with a reasonable
expectation of success to incrementally search across files, which, as explained

above, is wrong for several reasons. Supra Section II.

B. The Ground 2 References Teach Elements [1.8]-]1.10]

The Petition explained that Entourage “at least suggest[s] to a POSITA to
receive multiple search strings in the single search field of Entourage’s incremental
Quick Find search” and that a POSITA “would have been motivated to incorporate
True’s express teachings to receive two search strings in the search field ... to
provide more targeted searching, as was common sense and well known in the art.”
Paper 1, 59-61. The POR argues that True does not disclose searching across files

and repeats its incorrect assertion that True’s search does not necessarily locate
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matches because the audio may not be 100% accurate. As explained above, True
teaches searching across discrete transcript windows and discloses searching text
that is 100% accurate. Supra Section I1.C.2. Moreover, Entourage teaches searching
across files. Paper 1, 44-47, 64-66; EX1003, 49127-128, 160-166; EX1100, 9923,
25-27. Whether or not True also does is immaterial.

V. THE PRIOR ART RENDERS THE DEPENDENT CLAIMS OBVIOUS

The disputed dependent claims relate to highlighting search strings in the
results (claims 10-11) and searching within specific fields and/or file types (claims
4-7, 14-19). The Petition explained why these functionalities would have been
obvious, especially in view of the knowledge of a POSITA. Paper 1, 31-33, 35-42,
74-78, 80-90. For example, as explained above in Section III.B, it was known that
search term highlighting directs the user to the relevant portion(s) of the results and
gives the user more confidence in the results. Paper 1, 8, 59-61, 80-84; EX1003,
q9148-52, 138, 155, 188-194. It was also known that searching within specific fields
and/or file types helps narrow the search results and provide quicker responses, as
explained by Dr. Terveen. EX1003, 431, 53, 105, 108, 116, 180, 183-185, 197-198,
200-201; EX1100, 965; EX2021, 163:19-176:21.

The POR repeats its incorrect assertion that the knowledge of a POSITA
cannot be used to supply missing claim limitations (Paper 21, 31-37, 65-67), even

though it does not dispute that the Petition and Dr. Terveen cited numerous prior art
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references evidencing a POSITA’s knowledge of search string highlighting and
field- / file type-specific searching and their benefits.

For the highlighting claims, the POR also attempts to distinguish the prior art
based on an improper implicit claim construction argument. Though the claims recite
highlighting search strings in the same user interface as the search results, the POR
improperly reads in a requirement that they be displayed in the same window. E.g.,
EX1001, 29:56-30:28 (claim 1); Paper 21, 32-35, 49, 66. Consistent with how a
POSITA would have understood the term “user interface,” Haeberli admitted that a
user interface can include multiple windows, not just one. EX1098, 18:19-20:5;
EX1101, 162-163, 358. Thus, the POR’s argument fails as a matter of claim
construction. Further, it was known to highlight search terms in the same window as
the results and would have been obvious to try as it was one of a limited number of
known design choice options. EX1003, q949-51, 193; EX1100, 466; EX2021, 61:12-
81:11, 158:14-161:9.

For the field and file-type claims, the POR alleges that Lotus Notes is deficient
because it discloses the field-specific search in only the Form tool and not
specifically for searching emails. Paper 21, 34-36. The Form tool, however, is
available from the Search Bar and allows searching within specific fields. E.g.,
EX1059, 167-168. And Dr. Terveen explained that it would have been obvious to a

POSITA to allow searching within email-specific fields at least because this was
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known in the art and because Lotus Notes discloses email-specific fields. E.g.,
EX1003, 9953, 65, 104-108. The POR also alleges that the Entourage mapping is
deficient because it does not explain why it would have been obvious to search non-
email documents. Paper 21, 65-66. But, as Dr. Terveen explains, Entourage’s search
techniques are generally applicable to any text-based file, and a POSITA would not
read Entourage’s teachings so rigidly as to be limited to searching only emails. E.g.,
EX1003, 94179-185; EX1100, 67.

VI. CONCLUSION

The challenged claims would have been obvious to a POSITA because they
reflect the predictable combination of well-known search techniques implemented
through routine software modifications. The POR’s infeasibility arguments are
based on a misreading of the claims and lack support in the record.
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