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Case Overview
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

• Challenged Claims: 1-15

• Claims 1, 4, 7, and 11 are disputed
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Case Overview
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Only the Coating 
“Removal” 

Capabilities of Claim 1 
Are Disputed
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Grounds 1A–1B: Claim 1, Element [1.c.ii]

Cable’s Teachings Render Obvious Object 
Removal Without Damage and Without Chemically 

or Mechanically Removing the Coating

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 1A–1B: Claim 1, Element [1.c.ii]

Cable Teaches Removal Without Damage or 
Chemical/Mechanical Contact

Pet. 8-10, 23-25

Cable (EX1006)
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 1A–1B: Claim 1, Element [1.c.ii]

Cable Teaches Removal Without Damage or 
Chemical/Mechanical Contact

Pet. 8-10, 23-25

Cable (EX1006)
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 1A–1B: Claim 1, Element [1.c.ii]

The Petition Relies on Cable’s Clear and Express 
Teachings on Avoiding Chemical/Mechanical Contact

Cable (EX1006)

Pet. 24

Pet. 24-25

Reply 1-2
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 1A–1B: Claim 1, Element [1.c.ii]

Like the ’660 Patent, Cable Teaches That the 
Object Will “Pop Off”

Cable (EX1006)’660 Patent (EX1001)

EX1001, 5:5-25

Pet. 24-25

Reply 1-2
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Grounds 1A–1B: Claim 1, Element [1.c.ii]

Cable Avoids Mechanical/Chemical Removal 
Techniques Known to Cause Damage

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Pet. 24-25

Reply 1-2

EX1006, [0024]

EX1006, [0004]Cable (EX1006)
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 1A–1B: Claim 1, Element [1.c.ii]

Cable Explicitly Discloses “No Damage”

Cable (EX1006)
Pet. 24

EX1006, [0052]

Pet. 24-25

Reply 1-2
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 1A–1B: Claim 1, Element [1.c.ii]

The ’660 Patent Avoids Damage Using the 
Same Approach Cable Teaches

Pet. 24-25

Reply 1-2

Cable (EX1006)’660 Patent (EX1001)

EX1001, 6:19-28
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 1A–1B: Claim 1, Element [1.c.ii]

No Intrinsic Support for Interpreting “Damage” as the 
Mere Existence or Presence of Even Minimal Residue

Pet. 24-25

Reply 2-5

Rebuttal
 to:

“To obtain institution, Petitioner unequivocally relied on paragraphs 24-26 for its 
interpretation of paragraph 23.”  Sur-reply, __.

Rebuttal
 to:

“There is no rationale for narrowing the plain meaning of ‘damage’ or ‘damaging’ to 

exclude the presence of residue.”  Sur-Reply at 3.

’660 Patent (EX1001)

EX1001, 1:57-64, 4:48-49, 5:9-12
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 1A–1B: Claim 1, Element [1.c.ii]Pet. 24-25

Reply 2-5

Osswald Tr. (EX1040)

EX1040, 83:23-84:3

Rebuttal
 to:

“To obtain institution, Petitioner unequivocally relied on paragraphs 24-26 for its 
interpretation of paragraph 23.”  Sur-reply, __.

Rebuttal
 to:

“There is no rationale for narrowing the plain meaning of ‘damage’ or ‘damaging’ to 

exclude the presence of residue.”  Sur-Reply at 3.

Unreliable Expert Testimony Does Not Support Interpreting 
“Damage” as the Mere “Presence of Residue”

14
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 1A–1B: Claim 1, Element [1.c.ii]Pet. 24-25

Reply 2-5

Rebuttal
 to:

“To obtain institution, Petitioner unequivocally relied on paragraphs 24-26 for its 
interpretation of paragraph 23.”  Sur-reply, __.

Rebuttal
 to:

“There is no rationale for narrowing the plain meaning of ‘damage’ or ‘damaging’ to 

exclude the presence of residue.”  Sur-Reply at 3.

EX1040, 84:11-19

Osswald Tr. (EX1040)

Unreliable Expert Testimony Does Not Support Interpreting 
“Damage” as the Mere “Presence of Residue”
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 1A–1B: Claim 1, Element [1.c.ii]Pet. 24-25

Reply 2-5

Rebuttal
 to:

“To obtain institution, Petitioner unequivocally relied on paragraphs 24-26 for its 
interpretation of paragraph 23.”  Sur-reply, __.

Rebuttal
 to:

“There is no rationale for narrowing the plain meaning of ‘damage’ or ‘damaging’ to 

exclude the presence of residue.”  Sur-Reply at 3.

EX1040, 86:3-11

Osswald Tr. (EX1040)

Unreliable Expert Testimony Does Not Support Interpreting 
“Damage” as the Mere “Presence of Residue”
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 1A–1B: Claim 1, Element [1.c.ii]Pet. 24-25

Reply 2-5

Rebuttal
 to:

“To obtain institution, Petitioner unequivocally relied on paragraphs 24-26 for its 
interpretation of paragraph 23.”  Sur-reply, __.

Rebuttal
 to:

“There is no rationale for narrowing the plain meaning of ‘damage’ or ‘damaging’ to 

exclude the presence of residue.”  Sur-Reply at 3.

EX1040, 87:9-20

Osswald Tr. (EX1040)

Unreliable Expert Testimony Does Not Support Interpreting 
“Damage” as the Mere “Presence of Residue”
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 1A–1B: Claim 1, Element [1.c.ii]

Patent Owner’s “Residue” Argument Artificially 
Constrains Cable’s Disclosure

Pet. 24-25

Reply 2-5

Rebuttal
 to:

“To obtain institution, Petitioner unequivocally relied on paragraphs 24-26 for its interpretation of 
paragraph 23.”  Sur-reply, __.

Rebuttal
 to:

“[A] POSITA would have understood that Cable fails to teach that the object can be removed 

without damage, such that there is no visible residue.” POR at 32; see also Sur-Reply at 6-9.

Cable (EX1006)

EX1006 [0067]

EX1006 [0084]
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 1A–1B: Claim 1, Element [1.c.ii]

Patent Owner’s Expert Testimony Directly 
Contradicts Cable

Pet. 24-25

Reply 2-5

Osswald Dec. (EX2009)

Rebuttal
 to:

“To obtain institution, Petitioner unequivocally relied on paragraphs 24-26 for its interpretation of 
paragraph 23.”  Sur-reply, __.

Rebuttal
 to:

“[A] POSITA would have understood that Cable fails to teach that the object can be removed 

without damage, such that there is no visible residue.” POR at 32; see also Sur-Reply at 6-9.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 1A–1B: Claim 1, Element [1.c.ii]

Patent Owner’s “Residue” Argument Misreads 
Cable’s Examples

Pet. 24-25

Reply 2-5

Cable (EX1006)

Patent Owner’s Dr. Osswald: 
“A POSITA would have 
understood that the damage 
corresponds to the removal of 
object 900 by using a blade, 
resulting in scratch marks on 
the top surface of the 
substrate.” EX2009 ¶99

EX1006 [0085], Figure 8

EX1006 [0086], Figure 9

Rebuttal
 to:

“To obtain institution, Petitioner unequivocally relied on paragraphs 24-26 for its interpretation of 
paragraph 23.”  Sur-reply, __.

Rebuttal
 to:

“[A] POSITA would have understood that Cable fails to teach that the object can be removed 

without damage, such that there is no visible residue.” POR at 32; see also Sur-Reply at 6-9.
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Grounds 1A–1B: Claim 1, Element [1.c.ii]Pet. 24-25

Reply 2-5

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

EX1006 [0085], Figure 9

Blade Removal Leaves 
Scratch Marks on Substrate

Rebuttal
 to:

“To obtain institution, Petitioner unequivocally relied on paragraphs 24-26 for its interpretation of 
paragraph 23.”  Sur-reply, __.

Rebuttal
 to:

“[A] POSITA would have understood that Cable fails to teach that the object can be removed 

without damage, such that there is no visible residue.” POR at 32; see also Sur-Reply at 6-9.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 1A–1B: Claim 1, Element [1.c.ii]

Cable’s Teachings Are Presumed Enabling

Rebuttal
 to:

“To obtain institution, Petitioner unequivocally relied on paragraphs 24-26 for its interpretation 
of paragraph 23.”  Sur-reply, __.

Rebuttal
 to:

“Cable fails to provide an enabling disclosure to support removal without damage such 

that there is no residue that is visible to the eye.” POR at 38; see also Sur-Reply at 9-13.

Pet. 24-25

Reply 5-11

Apple Inc. v. Corephotonics, Ltd., 

861 F. App’x 443, 449-50 (Fed. Cir. 2021)

Agilent Techs., Inc. v. Synthego Corp., 

139 F.4th 1319, 1327 (Fed. Cir. 2025) 

22
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 1A–1B: Claim 1, Element [1.c.ii]

Patent Owner Fails to Rebut the 
Enablement Presumption

Pet. 24-25

Reply 5-11

POR 38-39

In re Wands

“Enablement is not precluded by the 
necessity for some experimentation 
such as routine screening.  However, 
experimentation needed to practice 

the invention must not be undue 
experimentation.  The key word is 

undue, not experimentation.”

In re Geisler

“It is not inventive to discover the 
optimum or workable ranges by 

routine experimentation.”

858 F.2d 731, 736-37 (Fed. Cir. 1988)

116 F.3d 1465, 1470 (Fed. Cir. 1997) 

Rebuttal
 to:

“To obtain institution, Petitioner unequivocally relied on paragraphs 24-26 for its interpretation 
of paragraph 23.”  Sur-reply, __.

Rebuttal
 to:

“Cable fails to provide an enabling disclosure to support removal without damage such 

that there is no residue that is visible to the eye.” POR at 38; see also Sur-Reply at 9-13.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 1A–1B: Claim 1, Element [1.c.ii]Pet. 24-25

Reply 5-11

POR 38-39

Beckman Instruments, Inc. v. 
LKB Produkter AB

“Even if a reference discloses an 
inoperative device, it is prior art for all 

that it teaches.”
892 F.2d 1547, 1551 (Fed. Cir. 1989)

Apple Inc. v. Gesture Tech. Partners, LLC

“[I]n general, a prior art reference 
asserted under § 103 does not 

necessarily have to enable its own 
disclosure, i.e., be ‘self-enabling,’ to be 
relevant to the obviousness inquiry.”

129 F.4th 1367, 1379 (Fed. Cir. 2025)

Patent Owner Fails to Rebut the 
Enablement Presumption

Rebuttal
 to:

“To obtain institution, Petitioner unequivocally relied on paragraphs 24-26 for its interpretation 
of paragraph 23.”  Sur-reply, __.

Rebuttal
 to:

“Cable fails to provide an enabling disclosure to support removal without damage such 

that there is no residue that is visible to the eye.” POR at 38; see also Sur-Reply at 9-13.

24



Osswald Dec. (EX2009)
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 1A–1B: Claim 1, Element [1.c.ii]

Patent Owner Fails to Rebut the Enablement Presumption

Pet. 24-25

Reply 5-11

EX2009, ¶41

Osswald Tr. (EX1040)

EX1040, 65:24-66:8

Rebuttal
 to:

“To obtain institution, Petitioner unequivocally relied on paragraphs 24-26 for its interpretation 
of paragraph 23.”  Sur-reply, __.

Rebuttal
 to:

“Cable fails to provide an enabling disclosure to support removal without damage such 

that there is no residue that is visible to the eye.” POR at 38; see also Sur-Reply at 9-13.

25
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 1A–1B: Claim 1, Element [1.c.ii]Pet. 24-25

Reply 5-11

Patent Owner Fails to Rebut the 
Enablement Presumption

POR 38-39

Agilent Techs., Inc. 

v. Synthego Corp., 

139 F.4th 1319, 

1327-29 (Fed. Cir. 

2025) 

Rebuttal
 to:

“To obtain institution, Petitioner unequivocally relied on paragraphs 24-26 for its interpretation 
of paragraph 23.”  Sur-reply, __.

Rebuttal
 to:

“Cable fails to provide an enabling disclosure to support removal without damage such 

that there is no residue that is visible to the eye.” POR at 38; see also Sur-Reply at 9-13.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 1A–1B: Claim 1, Element [1.c.ii]Pet. 24-25

Reply 5-11

Patent Owner Fails to Rebut the 
Enablement Presumption

POR 38-39

Rebuttal
 to:

“To obtain institution, Petitioner unequivocally relied on paragraphs 24-26 for its interpretation 
of paragraph 23.”  Sur-reply, __.

Rebuttal
 to:

“Cable fails to provide an enabling disclosure to support removal without damage such 

that there is no residue that is visible to the eye.” POR at 38; see also Sur-Reply at 9-13.

Cable (EX1006)

EX1006 [0088] 
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 1A–1B: Claim 1, Element [1.c.ii]Pet. 24-25

Reply 5-11

Cable (EX1006)

EX1006 [0046] 

EX1006 [0067] 

Patent Owner Fails to Rebut the 
Enablement Presumption

POR 38-39

Rebuttal
 to:

“To obtain institution, Petitioner unequivocally relied on paragraphs 24-26 for its interpretation 
of paragraph 23.”  Sur-reply, __.

Rebuttal
 to:

“Cable fails to provide an enabling disclosure to support removal without damage such 

that there is no residue that is visible to the eye.” POR at 38; see also Sur-Reply at 9-13.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 1A–1B: Claim 1, Element [1.c.ii]Pet. 24-25

Reply 5-11

Cable (EX1006)

EX1006 [0046] 

EX1006 [0067] 

Reply at 8-9 (citing EX1006, [0063]-[0064])

Cable’s Teachings Provide Sufficient Direction and Guidance

Rebuttal
 to:

“To obtain institution, Petitioner unequivocally relied on paragraphs 24-26 for its interpretation 
of paragraph 23.”  Sur-reply, __.

Rebuttal
 to:

“Cable fails to provide an enabling disclosure to support removal without damage such 

that there is no residue that is visible to the eye.” POR at 38; see also Sur-Reply at 9-13.

Specific, Narrow Ranges of Known, Measurable 
Parameters Support Cable’s Routine Optimization
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 1A–1B: Claim 1, Element [1.c.ii]

Cable’s Teachings Provide Sufficient Direction and Guidance

Pet. 24-25

Reply 5-11

Osswald Tr. (EX1040)

EX1040, 22:17-23

EX1040, 24:16-25

Rebuttal
 to:

“To obtain institution, Petitioner unequivocally relied on paragraphs 24-26 for its interpretation 
of paragraph 23.”  Sur-reply, __.

Rebuttal
 to:

“Cable fails to provide an enabling disclosure to support removal without damage such 

that there is no residue that is visible to the eye.” POR at 38; see also Sur-Reply at 9-13.
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 1A–1B: Claim 1, Element [1.c.ii]

The ’660 Patent’s Sparse Implementation Details Confirm the 
Skilled Artisan’s Ability to Make and Use

Pet. 24-25

Reply 5-11

Rebuttal
 to:

“To obtain institution, Petitioner unequivocally relied on paragraphs 24-26 for its interpretation 
of paragraph 23.”  Sur-reply, __.

Rebuttal
 to:

“Cable fails to provide an enabling disclosure to support removal without damage such 

that there is no residue that is visible to the eye.” POR at 38; see also Sur-Reply at 9-13.

EX1001, 2:59-62, 4:35-38

’660 Patent (EX1001)

In re Epstein

“[T]he Board’s observation that 
appellant did not provide the type of 
detail in his specification that he now 

argues is necessary in prior art 
references supports the Board’s finding 

that one skilled in the art would have 
known how to implement the features 

of the references and would have 
concluded that the reference 

disclosures would have been enabling.”

32 F.3d 1559, 1568 (Fed. Cir. 1994) 
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Grounds 1A–1B: Claim 1, Element [1.c.iii]

Cable’s Teachings Render Obvious a Non-Tape 
Polymer Coating

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 1A–1B: Claim 1, Element [1.c.iii]

A Skilled Artisan Would Have Understood That Cable’s 
“Coating” Disclosure Teaches a Non-Tape Polymer

Pet. 8-10, 21-23, 25-26

Cable (EX1006)
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 1A–1B: Claim 1, Element [1.c.iii]

When Skilled Artisans Talked About Tape, 
They Used the Word “Tape,” Not “Coating”

Pet. 25-26

Reply 11-13

Hickner Dec. (EX1003)

EX1012, p.7

EX1018, p.1

Tape

Coating

34
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 1A–1B: Claim 1, Element [1.c.iii]

EX1018 p.1

Pet. 25-26

Reply 11-13

Skilled Artisans Knew the Difference Between 
“Coatings” and “Tapes”

Hickner Dec. (EX1003)
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 1A–1B: Claim 1, Element [1.c.iii]Pet. 25-26

Reply 11-13

EX1045, pp. 1, 5

Skilled Artisans Knew the Difference Between 
“Coatings” and “Tapes”
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 1A–1B: Claim 1, Element [1.c.iii]Pet. 25-26

Reply 11-13

Coatings, Unlike Tapes, Are Typically Applied 
to Substrates as Liquids, Gels, or Slurries

EX1020 p.62

37
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 1A–1B: Claim 1, Element [1.c.iii]Pet. 25-26

Reply 11-13

Coatings, Unlike Tapes, Are Typically Applied 
to Substrates as Liquids, Gels, or Slurries

Hickner Dec. (EX1003)
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 1A–1B: Claim 1, Element [1.c.iii]

Hickner Dec. (EX1003)

EX1020 p.65

Pet. 25-26

Reply 11-13

Liquid Polymer Coatings Were Common in 
Manufacturing Production Processes

39
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 1A–1B: Claim 1, Element [1.c.iii]

EX1042 pp.1-4

Pet. 25-26

Reply 11-13

Dr. Osswald’s Handbook 
Undercuts His Testimony

Rebuttal
 to:

“To obtain institution, Petitioner unequivocally relied on paragraphs 24-26 for its interpretation of 
paragraph 23.”  Sur-reply, __.

Rebuttal
 to:

“[A] POSITA would have understood that a coating can commonly refer to a tape that is used in 

the process of making a coated surface.”  POR at 41; see also Sur-Reply at 13.

Although “[c]oating is done on…adhesive 
tape[],” the tape itself is not a coating

40
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 1A–1B: Claim 1, Element [1.c.iii]

Comb (EX1004)
EX1004, 8:27-33

“Coatings” and “Tapes” 
Referenced Separately

 

EX1004, Fig. 5 (annotated excerpt)

Pet. 25-26

Reply 11-13

Rebuttal
 to:

“To obtain institution, Petitioner unequivocally relied on paragraphs 24-26 for its interpretation of 
paragraph 23.”  Sur-reply, __.

Rebuttal
 to:

“[A] POSITA would have understood that a coating can commonly refer to a tape that is used in 

the process of making a coated surface.”  POR at 41; see also Sur-Reply at 13.

Patent Owner’s Prior Patent Filings Distinguish 
Coatings From Tapes

41
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 1A–1B: Claim 1, Element [1.c.iii]

EX1043

Identifying Various Coating Techniques 
With No Mention of Tape

EX1043, Fig. 2 (annotated excerpt)

Pet. 25-26

Reply 11-13

Rebuttal
 to:

“To obtain institution, Petitioner unequivocally relied on paragraphs 24-26 for its interpretation of 
paragraph 23.”  Sur-reply, __.

Rebuttal
 to:

“[A] POSITA would have understood that a coating can commonly refer to a tape that is used in 

the process of making a coated surface.”  POR at 41; see also Sur-Reply at 13.

Patent Owner’s Prior Patent Filings Distinguish 
Coatings From Tapes

42
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 1A–1B: Claim 1, Element [1.c.iii]Pet. 25-26

Reply 11-13

Patent Owner’s Old Underground Pipe Coating 
Reference Is Irrelevant

Rebuttal
 to:

“To obtain institution, Petitioner unequivocally relied on paragraphs 24-26 for its interpretation of 
paragraph 23.”  Sur-reply, __.

Rebuttal
 to:

“[A] POSITA would have understood that a coating can commonly refer to a tape that is used in 

the process of making a coated surface.”  POR at 41; see also Sur-Reply at 13.

EX2017 pp.1-2

EX2017 p.14
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 1A–1B: Claim 1, Element [1.c.iii]

Cable Distinguishes a “Coating” Applied During 
Manufacturing From “Painter’s Tape”

Cable (EX1006)

EX1006 [0002]

EX1006 [0061]

Pet. 25-26

Pet. 25-26

Reply 11-13

44



45

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 1A–1B: Claim 1, Element [1.c.iii]

Alternatively, It Would Have Been Obvious to Apply 
Cable’s Polymer Coating Without Using Tape

Pet. 25-26

Reply 14-16

Pet. 26

Hickner Dec. (EX1003)
EX1003 ¶39

45
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 1A–1B: Claim 1, Element [1.c.iii]

Difficulties Associated With Tape Motivated Skilled 
Artisans to Explore Non-Tape Solutions 

Pet. 25-26

Reply 14-16

Multi-Step Process 
to Apply “Tricky” 
Polyimide Tape

 

EX1011, pp. 1, 284-288
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 1A–1B: Claim 1, Element [1.c.iii]Pet. 25-26

Reply 14-16

Hickner Dec. (EX1003)

EX1003 ¶40

EX1012, p.6

EX1032, 1:50-61 EX1018, p.1

Non-Tape Coatings Were Well-Known Alternatives 
to Tape Coverings
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 1A–1B: Claim 1, Element [1.c.iii]Pet. 25-26

Reply 14-16

Non-Tape Coatings Were Well-Known Alternatives 
to Tape Coverings

EX1018, pp. 1-3

48
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 1A–1B: Claim 1, Element [1.c.iii]Pet. 25-26

Reply 14-16

’660 Patent (EX1001)
EX1001, 4:35-38

EX1001, 1:31-64

The ’660 Patent Concedes That Problems With Tape 
Coverings Were Known and That Coatings Were “Obvious”
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 1A–1B: Claim 1, Element [1.c.iii]

Using a Non-Tape Coating Was a Known and 
Predictable Alternative to Tape Coverings

Pet. 25-26

Reply 14-16

Uber Techs., Inc. v. X One, Inc.,

957 F.3d 1334, 1340 (Fed. Cir. 2020)

Intel Corp. v. PACT XPP Schweiz AG, 

61 F.4th 1373, 1381 (Fed. Cir. 2023)

50



51

Grounds 2A–2B: Claim 1, Element [1.c.iii]

Comb Alone or With Tummala Provides a 

Non-Tape Polymer Coating

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 2A–2B: Claim 1, Element [1.c.iii]

Comb Alone Renders the “Polymer Coating” Obvious

Pet. 68-69

Pet. 62-64

Pet. 61

Pet. 60

Reply 22

Comb mapping is substantively unrebutted 
on all elements except “not a polymer tape”
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 2A–2B: Claim 1, Element [1.c.iii]

A Skilled Artisan Would Have Understood That Comb’s 
“Coating” Disclosure Teaches a Non-Tape Polymer

Pet. 46-47, 60-61, 68-69

Comb (EX1004)
EX1004, 8:27-33

Comb References “Coatings” and 
“Tapes” Separately Within a 
Disjunctive List

 

Schumer v. Lab. Comput. Sys. 
“We have consistently interpreted 

the word ‘or’ to mean that the 
items in the sequence are 
alternatives to each other.”

308 F.3d 1304, 1311 (Fed. Cir. 2002)
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 2A–2B: Claim 1, Element [1.c.iii] Pet. 46-47, 60-61, 68-69

Reply 21

Patent Owner Is Wrong: Comb’s Disclosure Isn’t 
Limited to Polyimide Tape for Heated Build Platforms

Rebuttal
 to:

“To obtain institution, Petitioner unequivocally relied on paragraphs 24-26 for its interpretation of 
paragraph 23.”  Sur-reply, __.

Rebuttal
 to:

“The only teaching in Comb of a coating for higher-temperature part materials, which would be 

used with a heated build platform, is polyimide tape.” POR at 63; see also Sur-Reply at 19-20.

Comb (EX1004)

EX1004, 13:36-43
EX1045, pp. 1, 5

Polycarbonate 
“coating” for printing 

polycarbonate and ABS 
parts on a heated bed
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 2A–2B: Claim 1, Element [1.c.iii]

Alternatively, a POSITA Would Have Been Motivated to Apply 
Comb’s Polymer as a Non-Tape Gel, as Tummala Teaches

Pet. 48-53, 68-69

Tummala (EX1005)

Pet. 48
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 2A–2B: Claim 1, Element [1.c.iii]

Dr. Osswald’s Conclusory Testimony Does Not 
Override Tummala’s Express Teachings

Reply 21-22

Rebuttal
 to:

“To obtain institution, Petitioner unequivocally relied on paragraphs 24-26 for its interpretation 
of paragraph 23.”  Sur-reply, __.Rebuttal

 to:

“Comb’s polymer would not be applied as a gel because a POSITA would have recognized 

that making a gel at room temperature out of polyimide (Comb’s polymer) would be difficult 

and impractical.” POR at 63 (citing EX2009 at ¶170); see also Sur-Reply at 20-21.

Tummala (EX1005) Tummala teaches a 
“polyimide” coating 

applied as a “viscous gel”
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 2A–2B: Claim 1, Element [1.c.iii]

Polymer Gel Coatings Were Known, Including 
for 3D Printer Build Plates

Pet. 53

Reply 21-22

Rebuttal
 to:

“To obtain institution, Petitioner unequivocally relied on paragraphs 24-26 for its interpretation 
of paragraph 23.”  Sur-reply, __.Rebuttal

 to:

“Comb’s polymer would not be applied as a gel because a POSITA would have recognized 

that making a gel at room temperature out of polyimide (Comb’s polymer) would be difficult 

and impractical.” POR at 63 (citing EX2009 at ¶170); see also Sur-Reply at 20-21.

Hickner Dec. (EX1003)

d

EX1003 ¶44; see also id. 

¶175 (citing EX1018 p.2; 

EX1019; p.2) EX1018 p.2

EX1019 p.4
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Grounds 2A–2B: Claim 1, Element [1.c.ii]

Comb Alone or With Tummala Renders Obvious 
Object Removal Without Damage and Without 

Chemically or Mechanically Removing the Coating

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 2A–2B: Claim 1, Element [1.c.ii]

Comb’s Part Removal Teachings Parallel the ’660 
Patent’s Preferred Embodiment

Pet. 62-68

Comb (EX1004) ’660 Patent (EX1001)

Removal without chemically or 
mechanically removing the polymer 

coating from the 3D object

EX1004, 12:49-55 EX1001, 5:6-12
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 2A–2B: Claim 1, Element [1.c.ii]
Pet. 62-68

’660 Patent (EX1001)

Comb’s Part Removal Teachings Parallel the ’660 
Patent’s Preferred Embodiment

Comb (EX1004) EX1004, 13:6-9

EX1004, 4:8-16

EX1001, 5:6-12

Removal without 
damaging the polymer 
coating, the thermally 

conductive plate, or the 
3D object
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Grounds 2A–2B: Claim 1, Element [1.c.ii]
Pet. 62-68

Comb’s Teaching That the Object Is 
Removed “Cleanly” Suggests No Damage 

or Chemical/Mechanical Intervention

Hickner Dec. (EX1003)
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