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I. INTRODUCTION

Petitioners’ opposition (Paper 14) boils down to a brief in support of its
Motion for Joinder. But the Board need not address the question of joinder here,
because institution is not appropriate. As explained in Patent Owner’s Request for
Discretionary Denial (Paper 13), all six Fintiv factors weigh in favor of denying
institution. In its opposition, Petitioners briefly mention factors 4 and 6 and wholly
gloss over the remaining factors—without citing support for any of their fleeting
arguments. Paper 14 at 10-11. Most importantly, Petitioners fail to address the
fact that the jury in Case No. 3:24-cv-1089 pending before the Northern District of
Texas will reach a verdict on the validity of the challenged claims prior to any final
written decision of the Board in IPR2024-01357.!

II. ARGUMENT

Petitioners tout the benefits of joinder (Paper 14 at 5-8), but joinder
presumes institution. Petitioners largely ignore the more important Fintiv factors

concerning institution itself. The possibility of joinder should not influence the

! Patent Owner respectfully discloses that it concurrently is in discussions that
could potentially result in resolution of its disputes with Petitioners Elong and
Longstar in this proceeding and the parallel district court case. Patent Owner
submits its permitted reply brief today as the parties have reached no final
resolution. Patent Owner will apprise the Director and the Board if the dispute
should be settled with respect to these Petitioners.
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Board’s decision to deny institution of a Petition that would otherwise be denied.
Section 315 of Title 35 provides that the PTO Director has the discretion to “join as
a party to [an instituted IPR] any person who properly files a petition™ that the
Director “determines warrants institution.” 35 U.S.C. § 315(c) (emphasis added).
As explained in Patent Owner’s opening brief, institution is not warranted because
all six Fintiv factors favor denial. See Paper 13.

Factors 1, 2, and 3: The parallel district court case pending in the U.S.

District Court for the Northern District of Texas is not stayed and will reach a jury
verdict on validity before any final written decision in [IPR2024-01357.2 EX2001.
Since Patent Owner filed its opening brief, the district court confirmed that it will
not stay the case pending IPR. EX1040. The parties and the court have continued
to make substantial investments in the district court proceeding. Indeed, since

Patent Owner’s opening brief, the parties completed the claim construction

2 As evidenced by its motion for joinder, Petitioners are not parties to
IPR2024-01357, so the Board did not factor in the time to trial in its decision to
grant institution of [IPR2024-01357. That the Board instituted IPR2024-01357
does not provide an independent basis for granting institution of the present
Petition. See, e.g., March 24, 2025 Guidance on USPTO's recission of “Interim
Procedure for Discretionary Denials in AIA Post-Grant Proceedings with Parallel
District Court Litigation” (hereinafter “March 24, 2025 Guidance™) at 3 (“[T]he
factors considered in the exercise of discretion are part of a balanced assessment of
all the relevant circumstances in the case, including the strength of the merits.
However, compelling merits alone is not dispositive in making the assessment.”).
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hearing?, and fact discovery is currently scheduled to close on June 26, 2025—Iess
than one month away. See EX2001. Petitioners do not address these factors, but
instead state that “these factors are at most neutral,” without explaining why or
citing any support. Paper 14 at 10-11.

Factor 4: Petitioners assert that factor 4 weighs in their favor because
“Petitioners’ district court stipulation effectively removes already-existing overlap
between its district court case and IPR2024-01357” (Paper 14 at 10), but
Petitioners’ stipulation is narrow. Petitioners’ stipulation is limited to only those
grounds “that include prior art asserted in [[PR2025-00258 or [PR2025-00260].”
Paper 14 at 8-9. Put another way, Petitioners’ stipulation is limited to those
grounds it actually raised, and does not include “any other ground [that] could have
been reasonably raised in an IPR (i.e., any ground that could be raised under
§§ 102 or 103 on the basis of prior art patent or printed publications).” See Sotera
Wireless, Inc. v. Masimo Corp., IPR2020-01019, Paper 12 at 13-14 (PTAB Dec. 1,
2020); c.f- Sand Revolution I, LLC v. Continental Intermodal Group — Trucking
LLC,TPR2019-01393, Paper 24 at 12 n.5 (PTAB Jun. 16, 2020). Indeed,

Petitioners have asserted in the district court proceeding multiple invalidity

3 A claim construction order is expected around June 11, 2025 (three weeks from
when the parties ordered the hearing transcript on May 21, 2025). See EX2013 at
67:8-11.
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theories under §§ 102 and 103 that are not based on the “prior art asserted in
[IPR2025-00258 or IPR2025-00260].” As such, Petitioner’s stipulation is hollow,
and there would be no efficiency gains.

Factor 5: There is no dispute that Petitioners are defendants in the district
court case. Fintiv I states that: “[b]ecause the petitioner and the defendant in the
parallel proceeding are the same party, this factor weighs in favor of discretionary
denial.” Apple Inc. v. Fintiv, Inc., IPR2020-00019, Paper 15 at 15 (PTAB May 13,
2020) (emphasis added). Yet Petitioners claim that this factor is “at most neutral”
(Paper 14 at 11). As confirmed by the USPTO’s February 28, 2025 Guidance,
Fintiv controls. See News & Updates, USPTO rescinds memorandum addressing
discretionary denial procedures, USPTO.gov, available at
https://www.uspto.gov/about-us/news-updates/uspto-rescinds-memorandum-
addressing-discretionary-denial-procedures (last accessed on May 29, 2025)
(“Parties to post-grant proceedings should refer to Patent Trial and Appeal Board
(PTAB) precedent for guidance, including Apple Inc. v. Fintiv, Inc., IPR2020-
00019, Paper 11 (PTAB Mar. 20, 2020) (precedential).”).

Factor 6: Per the Director’s March 24, 2025 Guidance on USPTO’s
recission of “Interim Procedure for Discretionary Denials in AIA Post-Grant
Proceedings with Parallel District Court Litigation,” Petitioners’ reliance on the

merits of [PR2024-01357 are overstated. See Paper 14 at 4. The March 24, 2025
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Guidance states that, “the factors considered in the exercise of discretion are part
of a balanced assessment of all the relevant circumstances in the case, including
the strength of the merits. However, compelling merits alone is not dispositive in
making the assessment” (emphasis added). Petitioners fail to acknowledge that
their delay in seeking inter partes review tilts this factor in favor of denial. See
Paper 13 at 9-10; Paper 14 at 10-11. Patent Owner filed the infringement
complaint in the district court proceeding on May 6, 2024. EX2003. Yet the
Petitioners delayed until December 9, 2024, before filing the present petition.

IHI. CONCLUSION

All six Fintiv factors support denying institution of [IPR2025-00258.
Petitioners fail to address four of these factors, and Petitioners’ arguments
concerning the other two factors rest on faulty premises. For these reasons and
those stated in its opening brief (Paper 13), Patent Owner respectfully requests that

the Board exercise its discretion to deny institution.
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