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I. INTRODUCTION

The jury in Case No. 3:24-cv-1089 pending before the Northern District of
Texas will reach a verdict on the validity of claim 1 prior to any final written
decision of the Board in [IPR2024-01357. Petitioners Elong and Longstar are not
parties to [PR2024-01357, so the Board had no reason to consider denial of that
proceeding based on the pending Elong and Longstar district court case. But
Elong and Longstar are petitioners in the instant petition, and the Board should
weigh this factor heavily in favor of denial.

Petitioners attempt to explain away multiple factors that support denial of
institution. For example, Petitioners claim that the Petition merely “contains a pro
forma recitation of the same grounds [found in [PR2024-01357] against claim 1.”
Paper 14 at 1. Petitioners also suggest that “Savant filed the instant Petition” and
“Petitioners Elong and Longstar [merely] chose to join.” Paper 14 at 4. These are
strategic decisions that Petitioners made prior to filing the instant Petition.
Petitioners chose to challenge claim 1 and to include Elong and Longstar as
petitioners. These facts cannot be overlooked even if Petitioners present them in a

casual manner.'

! Patent Owner respectfully discloses that it concurrently is in discussions that
could potentially result in resolution of its disputes with at least Petitioners Elong
and Longstar in this proceeding and the parallel district court case. Patent Owner
submits its permitted reply brief today as the parties have reached no final
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II. ARGUMENT

As set forth in Patent Owner’s opening motion (Paper 13), all six Fintiv
factors favor discretionary denial. Petitioners’ response changes nothing.

Fintiv Factor 1: The parallel district court case pending in the U.S. District

Court for the Northern District of Texas will reach a jury verdict on validity before
the final written decision in [PR2024-01357. EX2001. The district court
confirmed that it will not stay the case pending IPR. EX1040. In their opposition,
Petitioners rely completely on the Savant case, which has been stayed; however,
the Board should account for a/l related district court cases. See Lenovo (United
States) Inc. v. Universal Connectivity Technologies, Inc., IPR2024-01482, Paper 17
at 9-10 (PTAB Apr. 17, 2025).

In instances where the district court case for one petitioner is stayed and the
district court case for another petitioner may possibly be stayed, the Board has
found this factor is at best neutral. See id. In Lenovo, the Board rightly expressed
a hesitancy “to speculate as to how any of the involved district courts where no
stay 1s pending might rule on any future motion to stay,” thus deeming the factor
neutral. /d. at 9. Here, there is no uncertainty. The district court was clear that the

case is too far advanced to stay the proceeding. EX1040 at 3-4 (“Because claim

resolution. Patent Owner will apprise the Director and the Board if the dispute
should be settled with respect to these Petitioners.
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construction briefing is complete and this Court is on a schedule that can resolve
this litigation more quickly, the stage of litigation is so advanced that this factor
weighs against a stay.”)?. This factor weighs in favor of denying institution.

Fintiv Factors 2 and 3: Petitioners made a strategic decision to challenge

claim 1 in the instant proceeding, despite full knowledge that Petitioner Savant
challenged claim 1 in IPR2024-01357. See Paper 1 at 1 (“Savant filed a prior
petition requesting inter partes review of the 678 patent on August 26, 2024,
which has been assigned case no. [IPR2024-01357. . . . [The instant petition] also
challenges independent claim 1.” (emphasis added)). Petitioners’ decision to
overlap with IPR2024-01357 runs afoul of the two cases that Petitioners cite
throughout their opposition—DexCom v. Abbott Diabetes Care and Mercedes-Benz
USA, LLC v. Carucel Invs., L.P. See, e.g., Paper 14 at 3; [IPR2024-00521, Paper 12
(PTAB Aug. 22, 2024); IPR2019-01644, Paper 9 (PTAB Mar. 26, 2020). In
DexCom, the petitioner acknowledged that it filed an earlier petition relating to the
same patent, but it made sure not to challenge any overlapping claims. See
DexCom v. Abbott Diabetes Care, IPR2024-00521, Paper 3 at Page 1 (challenging

only dependent claims 13 and 29, which depend from previously challenged claim

2 A claim construction order in the Elong case is expected around June 11, 2025
(three weeks from when the parties ordered the hearing transcript on May 21,
2025). See EX2013 at 67:8-11.
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1). Carucel involved a similar fact pattern with no overlapping challenged claims.
See Mercedes-Benz USA, LLC v. Carucel Invs., L.P., IPR2019-01644, Paper 9 at
10.

The instant petition challenges claim 1, which therefore implicates all
district court proceedings—including the Elong case. Where multiple district court
cases are implicated, the Board has previously relied upon the active case in
determining whether the proximity of the trial date to the Board’s statutory
deadline weighs in favor of denial. See Lenovo, IPR2024-01482, Paper 17 at 10-
11.

Fintiv Factors 4 and 5: These factors weigh in favor of denial because the

district court cases—taken together—implicate only claims challenged in the
present proceeding, and Petitioners Savant, Elong, and Longstar, as well as Patent
Owner, are the parties in the district court cases. See Lenovo, IPR2024-01482,
Paper 17 at 14 (finding Factor 5 weighs in favor of denial where “all defendants in
the parallel district court litigations . . . are parties to this inter partes review.”).
Furthermore, the Elong Petitioners’ stipulation is unduly narrow and limited
to only those grounds “that include prior art asserted in [IPR2025-00258 or
IPR2025-00260].” Paper 14 at 16-17. The Elong Petitioners’ stipulation is limited
to those grounds it actually raised and does not include “any other ground [that]

could have been reasonably raised in an IPR (i.e., any ground that could be raised
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under §§ 102 or 103 on the basis of prior art patent or printed publications).” See
Sotera Wireless, Inc. v. Masimo Corp., IPR2020-01019, Paper 12 at 13-14 (PTAB
Dec. 1, 2020); c.f. Sand Revolution II, LLC v. Continental Intermodal Group —
Trucking LLC, IPR2019-01393, Paper 24 at 12 n.5 (PTAB Jun. 16, 2020). As such,
Petitioners’ stipulation is hollow, and there would be no efficiency gains.

Fintiv Factor 6: Patent Owner’s discussion of Fintiv Factor 6 in its opening

brief remains valid and largely unrebutted (Paper 13 at 11-13).

General Plastics Factors: In addition to the Fintiv factors, the General

Plastics factors also provide an independent basis for denial of institution. As
discussed in detail in Patent Owner’s opening brief (Paper 13 at 13-17), the instant
Petition has complete overlap with respect to claim 1 of IPR2024-013573 and
Petitioners waited nearly four months after tiling IPR2024-01357 before filing the
present petition on December 9, 2024. Institution presents an unreasonable burden
on the Board’s finite resources.

IHI. CONCLUSION

All six Fintiv factors support denying institution of IPR2025-00260, and

Petitioners do not and cannot account for their decision not to raise their challenges

3 See analysis of DexCom and Carucel, supra at 3-4.
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to claims 11-14 in [PR2024-01357. Patent Owner respectfully requests that the

Board exercise its discretion to deny institution.

Date: June 9, 2025

Respectfully submitted,

/Charles M. McMahon/

Charles M. McMahon

USPTO Reg. No. 44,926

Thomas DaMario

USPTO Reg. No. 77,142
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