UNITED STATES DEPARTMENT OF COMMERCE

United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS
P.O. Box 1450
Alexandria, Virginia 22313-1450
WWW.uspto.gov

FIRST NAMED INVENTOR

| ATTORNEY DOCKET NO. CONFIRMATION NO.

| APPLICATION NO. | FILING DATE
17/090,018 11/05/2020
40628 7590

Frederick H. Gribbell, LLC
5515 Timber Way Drive
Cincinnati, OH 45238

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)

Richard L. Leimbach

SEN0523.US9 3011

| EXAMINER

LOPEZ, MICHELLE

| ART UNIT | PAPER NUMBER
3731
| MAIL DATE | DELIVERY MODE
02/04/2021 PAPER

Koki Holdings America Ltd.
Ex. 1018, p. 1



Application No. Applicant(s)

17/090,018 Leimbach et al.
Office Action Summary Examiner ArtUnit | AIA (FITF) Status
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-- The MAILING DATE of this communication appears on the cover sheet with the corresponderice address --
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTHS FROM THE MAILING
DATE OF THIS COMMUNICATION.

Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed after SIX (6) MONTHS from the mailing
date of this communication.

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6} MONTHS from the mailing date of this communication.

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any earned patent term
adjustment. See 37 CFR 1.704(b).

Status
1) Responsive to communication(s) filed on 11/05/20.
0 A declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filedon
2a)(] This action is FINAL. 2b) ¥ This action is non-final.

3)(J An election was made by the applicant in response to a restriction requirement set forth during the interview
on ; the restriction requirement and election have been incorporated into this action.

4)J Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under £x parre Quayte, 1935 C.D. 11, 453 O.G. 213.

Disposition of Claims*
5) Claim(s) 1-24 is/are pending in the application.

5a) Of the above claim(s) _____is/are withdrawn from consideration.
6) (J Claim(s) ____is/are allowed.
7) Claim(s) 1-12,14-15 and 17-24 is/are rejected.
8) Claim(s) 13 and 16 is/are objected to.
9) [ Claim(s) are subject to restriction and/or election requirement

* If any claims have been determined allowable, you may be eligible to benefit from the Patent Prosecution Highway program at a
participating intellectual property office for the corresponding application. For more information, please see
http://www.uspto.gov/patents/init_events/pph/index.jsp or send an inquiry to PPHfeedback@uspto.gov.
Application Papers

10)(1] The specification is objected to by the Examiner.

11)(J The drawing(s) filed on is/fare: a)(] accepted or b)[] objected to by the Examiner.
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).

Priority under 35 U.S.C. § 119

12)[J Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
Certified copies:

a)d All b)J Some**  ¢)J None of the:
1.[J Certified copies of the priority documents have been received.
2.(] Certified copies of the priority documents have been received in Application No.

3.0 Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).

** See the attached detailed Office action for a list of the certified copies not received.

Attachment(s)

1) Notice of References Cited (PTO-892) 3) [ Interview Summary (PTO-413)
. . Paper No(s)/Mail Date

2) Information Disclosure Statement(s) (PTO/SB/08a and/or PTO/SB/08b) 4) (] Other:

Paper No(s)/Mail Date

U.S. Patent and Trademark Office
PTOL-326 (Rev. 11-13) Office Action Summary Part of Paper_No./MaiI_Date 20210202_
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Ex. 1018, p. 2



Application/Control Number: 17/090,018 Page 2
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Notice of Pre-AlA or AIA Status

1. The present application is being examined under the pre-AlA first to invent
provisions.

2. This action is in response to the application filed on 11/05/20.

3. Claims 1-24 are pending and have been examined.

Information Disclosure Statement
4. The information disclosure statement (IDS) submitted on 11/05/20 is in
compliance with the provisions of 37 CFR 1.97. Accordingly, the information disclosure
statement is being considered by the examiner.
Claim Rejections - 35 USC § 102
The following is a quotation of the appropriate paragraphs of pre-AlA 35 U.S.C.

102 that form the basis for the rejections under this section made in this Office action:

A personshallbe entitled to a patentunless —

(b) the invention was patented ordescribed in a printed publication in this or a foreign country
orinpublicuseoron sale inthis country, more than one year priorto the date of application
for patentin the United States.

5. Claim(s) 1-12, 14-15 and 17-21 is/are rejected under pre-AlA 35 U.S.C. 102b as
being anticipated by Kondo et al. (5,720,423).

Regarding claims 1-8, Kondo discloses a gas pressure system for a portable
power tool, comprising a hollow cylinder (11a) having a movable piston (14) therewithin;
and a storage chamber (14) that is in fluidic communication at all times with said
cylinder, said storage chamber (14) being charged with a pressurized gas (col. 7, lines
44-67; and, col. 8, lines 1-2); wherein: said movable piston moves in a reciprocating

pattern during an operating cycle, including moving through a drive stroke that is caused
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by said pressurized gas; and said pressurized gas is not vented to atmosphere after
said drive stroke, but instead said pressurized gas is re-used for a plurality of said
operating cycles while a predetermined pressure is maintained (col. 2, lines 44-67; and,
col. 8, lines 1-2); a movable driver that is in communication with said piston, said
movable driver including at least one protrusion (10, 20a); and a lifter (10, 7) that
causes said driver and said piston to move through a return stroke, by a mechanical
engagement between said lifter (7) and said at least one protrusion (10, 20a) of the
driver; a guide body (1b) with a linear passageway for said driver; wherein: said lifter
moves in a rotational motion (Figs. 4A-4E) and causes said driver to move in a linear
motion; said cylinder and piston act as a gas spring during said drive stroke, and said
lifter does not engage said driver during said drive stroke (col. 7, lines 44-67; and, col.
8, lines 1-2); said movable piston moves through a pathway through said hollow cylinder
between a higher pressure position and a lower pressure position; a motor (4) and an
on-board electrical power source (5), wherein said motor provides motive power for said
lifter; said on-board electrical power source comprises a detachable battery (5);
wherein: said pressurized gas in the storage chamber remains above atmospheric
pressure during all portions of an operating cycle (col. 2, lines 44-67; and, col. 8, lines 1-
2).

Regarding claims 9-12, 14-15 and 17-20, Kondo discloses a portable fastener
driving tool, comprising: a housing with a storage chamber (14) that contains a
pressurized gas, a hollow cylinder (11a) that includes a movable piston (12), a driver
(15) that is in communication with said piston at least during a drive stroke, a lifter (7,

10) that is in communication with said piston at least during a return stroke, a prime
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mover (4), and a source of energy (5): wherein: said pressurized gas is used as a gas
spring to propel said piston during said drive stroke: said prime mover causes said lifter
to mechanically engage said driver during said return stroke; and said housing has no
external energy source cable and no external hose attached thereto (col. 7, lines 44-67;
and, col. 8, lines 1-2); wherein: said storage chamber and said hollow cylinder are
always in fluidic communication, said pressurized gas is re-used for a plurality of
operational cycles that each include said drive stroke and said return stroke while a
predetermined pressure in the chamber is maintained (Fig. 2; col. 7, lines 44-67; and,
col. 8, lines 1-2); wherein the prime mover comprises an electric motor (4) and the
source of energy a detachably battery (5); a gas valve (13); a magazine (9); the lifter
moves in a rotational motion and causes the driver to move in a linear motion and is not
engaged with the driver during a drive stroke.

Claim Rejections - 35 USC § 103
6. The following is a quotation of pre-AlA 35 U.S.C. 103(a) which forms the basis

for all obviousness rejections set forth in this Office action:

(a) A patentmay not be obtained though the invention is notidenticallydisclosed or described
as setforth in section 102, ifthe differences between the subject matter soughtto be patented
and the priorart are such thatthe subject matter as a whole would have been obvious atthe
time the invention was made to a person having ordinary skill in the art to which said subject
matter pertains. Patentability shall notbe negatived by the manner in which the invention was
made.

7. Claims 22-24 is/are rejected under pre-AlA 35 U.S.C. 103(a) as being

unpatentable over Kondo et al. (5,720,423) in view of Sollberger et al. (4,215,808).
Regarding claims 22-24, Kondo discloses the inventions substantially as claimed,

as discussed above, comprising a driver having at least one protrusion, configured to be

engaged by a rotatable lifter, but fails to disclose wherein said driver has at least one

Koki Holdings America Ltd.
Ex. 1018, p. 5



Application/Control Number: 17/090,018 Page 5
Art Unit: 3731

longitudinal edge with a plurality of spaced-apart protrusions and wherein the lifter
comprises a plurality of lifting pins from a face of the lifter. Sollberger teaches the
concept of a lifter mechanism for a power tool's driver, wherein the driver comprises at
least one longitudinal edge with a plurality of spaced-apart protrusions (as best shown
in Figs. 4-5) and jacking means as a rotational lifter with a plurality of pins (i.e. teeth) for
the purposes of engaging the protrusions with the pins to return the driver to its initial
position, charging an air spring behind said driver to a predetermined pressure. It would
have been obvious to one having ordinary skills in the art to have provided Kondo’s
driver and lifter with these features as taught by Sollberger in order to better assist in
the returning of the driver and compression of the air spring.
Allowable Subject Matter

8. Claims 13 and 16 are objected to as being dependent upon a rejected base
claim, but would be allowable if rewritten in independent form including all of the
limitations of the base claim and any intervening claims.
7. The following is a statement of reasons for the indication of allowable subject
matter: The prior art does not disclose or make obvious the claimed combination
including the following features:

- Alocation of said rest position proximal to said higher pressure position. Note

that the prior art issued to Kondo shows a rest position at location proximal to
a lower pressure position.

The combinations of the claimed limitations are novel and found to be allowable

over prior art. The cited references taken singly or in combination do not anticipate or

make obvious the Applicant’s claimed invention.
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Any comments considered necessary by applicant must be submitted no later
than the payment of the issue fee and, to avoid processing delays, should preferably
accompany the issue fee. Such submissions should be clearly labeled “Comments on
Statement of Reasons for Allowance.”

Conclusion
9. Any inquiry concerning this communication or earlier communications from the
examiner should be directed to MICHELLE LOPEZ whose telephone number is
(571)272-4464. The examiner can normally be reached on Monday thru Friday 8:30 am
to 4:30 pm.

Examiner interviews are available via telephone, in-person, and video
conferencing using a USPTO supplied web-based collaboration tool. To schedule an
interview, applicant is encouraged to use the USPTO Automated Interview Request
(AIR) at http://www.uspto.gov/interviewpractice.

If attempts to reach the examiner by telephone are unsuccessful, the examiner's
supervisor, Anna Kinsaul can be reached on (571) 270 - 1926. The fax phone number
for the organization where this application or proceeding is assigned is 571-273-8300.

Information regarding the status of an application may be obtained from the
Patent Application Information Retrieval (PAIR) system. Status information for
published applications may be obtained from either Private PAIR or Public PAIR.
Status information for unpublished applications is available through Private PAIR only.
For more information about the PAIR system, see https://ppair-
my.uspto.gov/pair/PrivatePair. Should you have questions on access to the Private

PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free).
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If you would like assistance from a USPTO Customer Service Representative or access
to the automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-

272-1000.

/MICHELLE LOPEZ
Primary Examiner, Art Unit 3731
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