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I. INTRODUCTION 

Petitioner Entegris, Inc. submits this authorized supplemental brief to address 

significant developments since the Director’s denial. The only articulated rationale 

for the denial—a parallel district court proceeding involving the ’903 Patent between 

Patent Owner Inpria Corp. and third-party Lam Research Corp.—no longer exists. 

See Paper 12. Those parties have now settled and dismissed that litigation. That 

leaves this IPR proceeding as the only pending matter in which the important validity 

questions presented in the Petition are ripe for resolution.  

Several additional circumstances here support institution. The ’903 Patent was 

only recently issued in June 2023, so no settled expectations exist. And Entegris, 

although not previously sued and not a party to the settlement, is a manufacturer and 

supplier of chemistries that were threatened by Inpria in the earlier litigation and, as 

such, has important unresolved interests in the validity of the patent-at-issue. The 

Office has encouraged early challenges to recently issued patents to correct any 

errors in patent scope and thereby ensure the proper functioning of the patent system. 

Denying institution under the facts at issue here would contravene that policy and 

would frustrate the public interest in an efficient and early resolution of questions of 

proper patent scope. See Cuozzo Speed Techs., LLC v. Lee, 579 U.S. 261, 279-80 

(2016) (“[I]nter partes review helps protect the public’s paramount interest in seeing 

that patent monopolies ... are kept within their legitimate scope.”) (cleaned up). 
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Inter partes review is also an appropriate use of Office resources here to 

correct a material error during prosecution that infected the allowance of the ’903 

Patent. In particular, the Examiner was misled by Inpria’s declarations (based on 

flawed experimental methods) that misrepresented the prior art’s teachings, which 

the Petition demonstrated by submitting properly conducted experiments and 

supporting evidence. Pet. 14-17, 26-27. Inter partes review is a proper vehicle to 

address such errors. See Azurity Pharms., Inc. v. Helsinn Healthcare S.A., IPR2025-

00945, Paper 11 at 3 (Director Sept. 19, 2025) (finding that a proceeding where the 

petition identified misleading declarations is “an appropriate use of Office resources 

… to determine whether or not the Office made a material error”). Indeed, as these 

fact issues are technical in nature, the PTAB is the ideal forum to hear and resolve 

them. 

Moreover, the Board has a strong institutional interest in correcting errors in 

patent allowance caused by misleading prosecution submissions and in determining 

whether remedial action or further guidance is warranted to prevent similar future 

errors. There is also a public interest in having patentability reviewed in an inter 

partes proceeding, rather than solely via ex parte prosecution, where, as here, 

allowance was based on extrinsic factual submissions from an interested party, rather 

than textual disclosures of the prior art. See Penson v. Ohio, 488 U.S. 75, 84 (1988) 

(“truth—as well as fairness—is best discovered by powerful statements on both 



 

3 
 

sides of the question”) (cleaned up). Because the Examiner was not in position to re-

run the applicant’s experiments, the Office was left to rely only on applicant’s 

submissions, which were biased in favor of patentability. In cases like this, the public 

interest and truth is best served by an adversarial inter partes proceeding. 

II. THE LACK OF PARALLEL LITIGATION WEIGHS IN FAVOR OF 
INSTITUTING THIS PROCEEDING  

The Director’s denial of institution relied on the parallel proceeding involving 

the ’903 Patent between Inpria and Lam. Paper 12 at 2. But that proceeding is now 

dismissed, so the Director’s only articulated basis for denying institution no longer 

applies. Ex. 1029. There is no other pending parallel proceeding where the important 

questions presented in the Petition can be decided.  

This lack of parallel litigation weighs in favor of referring the Petition to the 

Board to ensure the quick and efficient resolution of the parties’ dispute, as the 

Director has routinely held. See, e.g., Arm Ltd. v. Daedalus Prime, LLC, IPR2025-

00207, Paper 14 at 2-3 (Director Aug. 6, 2025) (“Now that the litigation has been 

dismissed, the balance of factors weighs in favor of referral.”); Azurity Pharms., 

IPR2025-00945, Paper 11 at 2 (referring petition where “the parties are not currently 

engaged in a parallel proceeding”). Without a parallel proceeding, there is “no 

concern of inconsistent outcomes or significant duplication of efforts resulting from 

two proceedings operating in parallel.” Intas Pharms. Ltd. v. Atossa Therapeutics, 

Inc., IPR2025-00799, Paper 12 at 2-3 (Director Aug. 29, 2025); see also Suzhou 
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Mojawa Intell. Elec. Co. v. Shenzhen Shokz Co., IPR2025-00842, Paper 14 at 2 

(Director Sept. 19, 2025) (same for stayed district court litigation).  

III. INTER PARTES REVIEW IS AN APPROPRIATE USE OF BOARD 
RESOURCES TO CORRECT A MATERIAL ERROR 

The Office has a strong, institutional interest in correcting outcomes where 

the record demonstrates material error in earlier allowance decisions. As Entegris’s 

submissions established, the ’903 Patent claims were allowed based on Inpria’s 

declarations that misrepresented the teachings of the prior art2 by relying on incorrect 

experimental results. Pet. 14-17; EX1002 ¶¶ 69, 77, 105-109; Paper 10 at 19-26. 

Specifically, Inpria’s declaration statements either (a) lacked sufficient detail to 

allow a POSITA to assess the appropriateness of the reaction conditions (as in the 

2021 declaration relating to the Hänssgen prior art), or (b) plainly adopted reaction 

conditions that were contrary to the knowledge of a POSITA and the reference itself 

(as in the 2022 and 2023 declarations relating to the Deelman prior art). Id.  

Because the Examiner was not able to re-run the applicant’s experiments to 

test the results and correct the errors, the Petitioner undertook that task. The Petition 

submits proper experiments, conducted by an expert in the field, that recreated the 

experiments purportedly addressed in Inpria’s declarations—this time with the 

 
2 Inpria’s Sept. 19, 2025 email to the Board re-argues that the art was previously 
considered. Entegris has thoroughly explained that the Petition presents new grounds 
that were not considered during prosecution. See Paper 10 at 26-33. 
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correct conditions specified in the prior art references or, otherwise, as properly 

understood by a POSITA. Those experiments yielded high-purity compositions 

within the claimed thresholds, directly refuting Inpria’s assertions regarding validity 

and demonstrating that the claims of the ’903 Patent are invalid. 

Inpria’s misleading declarations fall within the scope of a potential “material 

error” that warrants use of Office resources. Azurity Pharms., IPR2025-00945, 

Paper 11 at 3. Indeed, in Azurity Pharmaceuticals, the Director was confronted with 

the same issue of misleading declarations submitted during examination. See id. at 

2-3. There, the Examiner allowed the claims at issue based on the inventors’ 

declaration stating that they received “unexpectedly superior results” over the prior 

art. Id. at 3. But after the petitioner argued that the declaration was misleading 

because the results were instead consistent with the prior art disclosures, the Director 

concluded it to be “an appropriate use of Office resources to review the Petitions to 

determine whether or not the Office made a material error.” Id. The Director should 

similarly refer the Petition here to consider whether Inpria’s misleading declarations 

during prosecution led to the Office’s “material error” in allowing the ’903 Patent.  

For the above reasons, Entegris respectfully requests referral to the Board due 

to the changed circumstances.   

Respectfully submitted, 

 September 29, 2025      / Eliot D. Williams /____________  
Date      Eliot D. Williams (Reg. No. 50,822) 
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