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PUBLIC VERSION Case No. [PR2025-00267
L. INTRODUCTION
The Director should vacate the Board’s institution decision and terminate this
IPR proceeding for two independent reasons. First, the Board applied a real party-
in-interest (RPI) standard that permits petitioners to evade meaningful RPI scrutiny
through broad witness declarations from individuals lacking personal knowledge—
an approach Entegris used here. Second, the Board departed from the Director’s
policy regarding parallel proceedings by analyzing unpatentability under a claim
interpretation that is inconsistent with the District Court’s construction—an
inconsistency that neither Entegris nor the Board has explained.

II. BACKGROUND

Entegris has never been sued for infringement of the *903 patent; but Lam—
Entegris’s customer and “strategic partner”—has. Inpria Corp. v. Lam Research
Corp., C.A. No. 22-1359-CJB (D. Del.). Yet, curiously, Lam never filed an IPR
against the 903 patent, even though it filed three separate IPRs on other patents
Inpria asserted against Lam, including two IPRs filed within days of Entegris’s
filing. See IPR2024-00033, IPR2025-00256, IPR2025-00309. Instead of filing its
own IPR against the 903 patent, Lam allowed Entegris to challenge the patent and
then expressly incorporated Entegris’s IPR into Lam’s district court invalidity
contentions. Paper 7 at 4-5, 14-18; EX2003. That sequence—Lam being sued on

the *903 patent, Lam declining to file an IPR, Entegris filing at Lam’s bar date, and
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Lam adopting Entegris’s petition in court—strongly indicates coordinated strategy,

a point Inpria raised at the outset of this proceeding. Paper 7 at 3-5, 18-20.
Entegris responded with flat denials on the legal issues while failing to explain

the true nature of the Entegris-Lam relationship and withholding relevant evidence

in its possession. Paper 10 at 1, 3-10. For instance, Entegris argued it “has an arms-

length business relationship with Lam” (id. at 5) while _
I (2047 EX2045

EX2050); denied that there was a common interest privilege (Paper 10 at 7) despite

I (- <2054): nd
characterized itself as “one of multiple suppliers of chemical precursors that may be
used in Lam’s MOR equipment” (Paper 10 at 5) even though _
I < 2t 24 EX2047:

EX2048). This briefing occurred before Inpria and Lam settled.

Because the Acting Director discretionarily denied institution shortly after
that briefing, Paper 12, Inpria did not press the RPI issue further at that time. When
the Acting Director later revived the proceeding, Paper 21, the RPI question became
live again, and Inpria promptly sought RPI discovery. Entegris vigorously opposed.
See EX3001; EX2045. Based on Entegris’s opposition, the Board granted only

narrow discovery limited to certain Entegris-Lam agreements. Paper 24.
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The produced agreements fatally undermine Entegris’s portrayal of an “arms-

fength reaonstip” with Lorn
I S: e 25

EX2047; EX2048; EX2050; EX2054. Entegris cannot plausibly deny that such
provisions point directly to an RPI relationship. Instead, Entegris (in Paper 29)
attempts to deflect by relying on evidence that should not have been credited—most
notably an attorney-drafted declaration (EX2046) signed by a witness with no
personal knowledge of many of its assertions and who admitted in deposition that
Entegris attempted to coordinate the timing of this IPR with Lam’s “around the
Delaware case” (EX2055 at 159:22-161:15; see also id. at 19:8-20:7).

III. ARGUMENT

A.  Testimony from a Witness Without Personal
Knowledge Cannot Satisfy Entegris’s RPI Burden

The question here is whether a petitioner may avoid an adverse RPI finding
by submitting a declaration from a witness who lacks personal knowledge and
broadly attest that no RPI relationship exists despite contractual evidence to the
contrary. The Board’s RPI ruling rests on the declaration of Dr. Joseph Rivers, yet
Dr. Rivers lacked the personal knowledge necessary to support the sweeping
statements the Board credited. And Entegris prohibited Dr. Rivers from testifying
as to his conversations with the attorneys who prepared the IPR, due to privilege.

Crediting Dr. Rivers’s declaration effectively permits hearsay and the inequitable
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use of privilege to obscure the factual record. The Board’s decision should therefore
be vacated to prevent it from becoming a roadmap that allows petitioners to unfairly
cloak RPI relationships.

Dr. Rivers’s declaration asserts “Entegris prepared and filed this IPR with no
participation by Lam.” EX2046 at 3. He confirmed that this statement was
intended to include “inside and out[side] counsel” for Entegris. EX2055 at 73:16-
22; Paper 33 at 10 (quoting this statement). And, because there is no temporal
limitation, the declaration creates the impression that this assertion applies to the
entire period during which Entegris prepared the IPR. Dr. Rivers, however, lacks
the personal knowledge necessary to support such sweeping assertions.

Dr. Rivers conceded that he “was not involved in the preparation of this IPR,”
EX2055 at 77:2-7; see also id. at 48:17-20, 50:2-8, 51:1-6, 52:12-16. In fact, other
than a single individual, he testified that he did not know who was involved and
would be “speculating to list out names.” Id. at 58:16-61:16. Nor was he aware of
when petition preparation began, only that it was before he assumed his current role.
Id. at 99:3-101:10 (testifying the decision to file an IPR “had been discussed before
I was involved” and “I’m not familiar with the timing of ... when the process
began”). Although outside counsel was presumably involved, Dr. Rivers did not

speak with them before signing his declaration. EX2055 at 25:11-16; 74:12-75:2.
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And when asked about communications with Lam regarding the petition’s
preparation, he confirmed he had no personal knowledge:

8 Q. Leading up to the filing of the petition,
9 do you have any personal knowledge about whether any

10 | in-house counsel or outside counsel for Entegris

11 communicated with anyone at Lam about the IPR?

17 THE WITNESS: No.

Id. at 57:8-17; see also id. at 56:17-58:5.

Dr. Rivers conceded that his declaration statements were instead based on
what others told him. EX2055 at 54:10-21; 61:15-67:22; 68:17-75:8; 163:7-16.
That is classic hearsay, and where he relayed what in-house counsel said about
communications with outside counsel, it is double hearsay—none of which the
Board could properly credit as substantive proof of who actually prepared the
petition or whether Lam participated. Cf. Spezzaferro v. F.A.A., 807 F.2d 169, 173
n.2 (Fed. Cir. 1986) (rejecting affidavit “based on hearsay, double hearsay, rumor,
innuendo, and self-serving statements without probative value”).

Crediting that second-hand testimony also permits privilege to be used to
shield the underlying communications that would confirm the truth—as occurred
here—compounding the evidentiary defect. EX2055 at 61:19-71:7, 163:7-164:5.

The Federal Circuit has repeatedly held that a party may not simultaneously rely on
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privileged communications while insulating those communications from scrutiny—
“The attorney-client privilege cannot be used as both a sword and a shield.” Energy
Heating, Ltd. Liab. Co. v. Heat On-The-Fly, Ltd. Liab. Co., 889 F.3d 1291, 1303
(Fed. Cir. 2018) (affirming district court exclusion of witness testimony at trial after
the proponent of that testimony had prohibited the same witness from providing such
testimony at his deposition, instead asserting privilege); see also Ironburg Inventions
Ltd. v. Valve Corp., 64 F.4th 1274, 1294 (Fed. Cir. 2023) (describing Energy
Heating and similarly affirming exclusion of witness testimony on a topic that was
shielded from discovery with privilege during deposition); see also Fort James
Corp. v. Solo Cup Co., 412 F.3d 1340, 1351 (Fed. Cir. 2005) (“It would be unfair to
permit Fort James to rely on favorable legal opinions, but protect the
communications on which those opinions depend.”) This unfairness is heightened
here, where Dr. Rivers admitted Entegris attempted to coordinate the timing of this
IPR with Lam’s “around the Delaware case.” EX2055 at 159:22-161:15. For these
reasons, the Board erred in relying on Dr. Rivers’s declaration to resolve the RPI
question.

Even though Inpria identified the hearsay and privilege problems, Paper 28 at
5, the Board still credited Dr. Rivers’s supposed personal knowledge. Paper 33 at
9-12 (quoting EX2046 at 99 3-4). But the PTAB applies the Federal Rules of

Evidence. 37 C.F.R. § 42.62(a). Under FRE 602, a fact witness may testify only
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from “personal knowledge.” A “person who has no knowledge of a fact except what
another has told him does not satisfy the requirement of knowledge from
observation.” 1 McCormick on Evidence § 10 (9th ed. 2020); Rex Med., L.P. v.
Intuitive Surgical, Inc., 156 F.4th 1289, 1299 (Fed. Cir. 2025) (affirming district
court opinion rejecting testimony as hearsay where declarant “admitted he had no
personal knowledge”). The Board’s reliance on Dr. Rivers’s second-hand
statements therefore contravenes FRE 602.

Similarly, to the extent Dr. Rivers’s testimony of “no participation,” (EX2046
at 9 3), was intended to cover the full period of IPR preparation, it cannot be credited
because he lacks personal knowledge of events that occurred before he assumed his
current role. EX2055 at 99:3-101:10; see Delaware Valley Floral Grp., Inc. v. Shaw
Rose Nets, LLC, 597 F.3d 1374, 1378 (Fed. Cir. 2010) (affirming grant of summary
judgment, despite witness testimony that might cut against SJ because the witness
“lacked personal knowledge of events that occurred before he was hired.”)

This defect in a key piece of evidence credited by the Board should not be
excused. The petitioner bears the burden of proving it has correctly identified all
RPIs, Worlds Inc. v. Bungie, Inc., 903 F.3d 1237, 1242 (Fed. Cir. 2018), and Entegris
cannot meet that burden by offering a last-minute declaration from a witness who

lacked personal knowledge of the IPR’s preparation.
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B. Neither Entegris Nor the Board Explained Why They Adopted
Claim Constructions That Were Inconsistent With Those at the
District Court

Even setting aside the significant flaws in the Board’s RPI analysis, the
institution decision should be vacated because the Board failed to reconcile its
understanding of the claims with the Delaware court’s construction. At a minimum,
vacatur and remand are required so the Board can explain the inconsistency. But
here, the most appropriate remedy would be to terminate the proceeding because
Entegris advanced a broader interpretation for unpatentability in its Petition than the
narrower construction Lam——advanced in district
court, and the Board accepted that divergence without any explanation.

The Board’s institution decision ignores the requirement that “if the Board
reaches an initial ... decision on a ... conclusion of law that is different than the prior
... conclusion of the ... district court ... the Board shall explain in the institution ...
decision why a different outcome is warranted.” Memorandum — PTAB
consideration of prior findings of fact and conclusions of law, Sep. 16, 2025,
available at https://www.uspto.gov/subscription-center/2025/uspto-issues-
memorandum-regarding-ptab-consideration-prior-adjudications (last visited Feb.
10, 2026) (“Memorandum”) (emphasis added). Claim construction is a “conclusion

of law” for purposes of this Memorandum, so any divergence from a district court’s
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construction requires an explanation. Here, the Board’s institution analysis departs
from the parallel Delaware court’s construction, yet the Board did not explain why.

The Memorandum’s requirement applies here because the Delaware court
construed the same claim term before the Board’s institution decision. Specifically,
after this IPR proceeding was discretionarily denied on July 2, 2025 (Paper 12), the
Delaware case continued and the District Court issued a claim construction on the
’903 patent’s purity limitation on September 8, 2025, EX2044. The Deputy Director
then revived the IPR proceeding on October 31, 2025. Paper 21. After the IPR
restarted on November 13, 2025, Inpria requested and received authorization to
submit the district court’s claim construction (EX3001; EX2045 at 50:21-51:10),
and Inpria submitted that construction as Exhibit 2044 on December 3, 2025. The
Board’s January 27, 2026 institution decision fails to address or reconcile that
construction, even though it contradicts the basis of the Board’s merits
determination. See Paper 33 at 22-29.

The sole ground the Board addressed at institution was obviousness over
Hénssgen, and its analysis centered on the purity limitation. /d. The Board expressly

299

recognized that Hanssgen involved “reactions of ‘t-BuL1,”” id. at 25, referencing the

following two reactions from Hénssgen:
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[+ -BuLi| f t-Buli]
(Et,;N),Sn TI-BUSH(NEIQ);%'DBU!SH(NE[E): (2a)

(T)

— t-BuSn(NMe, ),
~ LiNMe, 7 LiNMe,

(Me,N),Sn

t-Bu,Sn{NMe, ), (2b)

(EX1005 at 192 (annotations added to show t-Buli).) The Board then pointed to
“fractional distillation” as the purported solution to the alleged problem of
“producing a high-purity product.” Paper 33 at 25-26.

But the District Court’s construction excluded “an alkyl lithium reaction”
(such as one using t-Buli) and, more specifically, excluded “an alkyl lithium
reaction with a subsequent conventional distillation step” (such as fractional
distillation). EX2044 at 1. Because the Board’s merits decision hinged on an alkyl
lithium reaction followed by a conventional distillation step, it is irreconcilable with
the District Court’s claim construction and cannot stand.

The Board’s decision should be, at a minimum, vacated and remanded so the
Board can explain the inconsistency. But termination is the more appropriate
remedy here given Entegris advanced an inconsistent interpretation without
explanation. A “petitioner should, at a minimum, explain why alternative positions
are warranted” when advancing different constructions in the PTAB and in district
court. Revvo Techs., Inc. v. Cerebrum Sensor Techs., Inc., IPR2025-00632, Paper
20 at 4 (Director Nov. 3, 2025) (precedential). This directive—intended “to

minimize inconsistency in claim construction between forums” and to deter

10
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petitioners from seeking broader claim scope at the PTAB while advancing narrower
scope in litigation—has been applied to deny institution where the inconsistency is
unexplained. 1d.; see also Sun Pharm. Indus. Inc. v. Nivagen Pharm., Inc., IPR2025-
00893, Paper 18 at 3 (Director Sept. 19, 2025) (designated informative January 9,
2026) (denying institution where inconsistency between broad IPR construction and
narrow district court construction unexplained). As Revvo explains, simply
“appl[ying] PO’s proposed construction” or invoking “ordinary and customary
meaning,” Paper 1 at 9 n.3, 23, without explaining why a different position is taken
in the two forums—as Entegris has done here—*is not a sufficient reason.” Revvo
at 5.

Entegris should be held to the Revvo / Sun Pharm. standard. While Entegris
was not expressly named as a defendant in the Delaware case, it acknowledged that
the infringement allegations targeted the “chemistries” it supplied, Paper 17 at 1,
I
-, EX2054. Entegris also conceded that its IPR timing was coordinated to avoid
litigating privity—because, according to Entegris’s counsel, its “supply [to Lam] of
th[e] composition that was accused” of infringement implicated privity. EX2045 at
22:11-18; see also EX2055 at 159:22-161:15 (admitting Entegris’s consideration of
[PR filing timing was based on the filing of “[o]ther IPRs ... around the Delaware

case”).

11
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Thus, Entegris should have been required to explain in its petition why it
adopted a broader interpretation position at the PTAB than the narrow construction
Lam advanced in the Delaware case to avoid infringement _
_ EX1012 at 53 (Joint Claim Construction Brief showing Lam’s
proposed construction mirroring the district court’s order). Because Entegris failed
to explain this inconsistency, the Director should vacate and deny institution. Sun
Pharm. at 3.

IV. CONCLUSION

The Director should vacate the Board’s decision and terminate this
proceeding, because the decision is at odds with two core Director policies: (1) RPIs
should be disclosed openly and early; and (2) the Board and petitioners should not
adopt positions that are inconsistent with those adopted by another judicial tribunal
without explanation.

Dated: February 10, 2026 Respectfully submitted,
By:_/ Naveen Modi /

Naveen Modi (Registration No. 46,224)
Counsel for Patent Owner
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